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INTRODUCTION

1.  The Standing Committee on the Law of Trademarks, Industrial Designs and
Geographical Indications (hereinafter referred to as “the Standing Committee” or “the SCT”)
held its twenty-second session, in Geneva, from November 23 to 26, 2009.

2. Thefollowing Member States of WIPO and/or the Paris Union for the Protection of
Industrial Property were represented at the meeting: Argentina, Australia, Austria,
Azerbaijan, Belgium, Bosniaand Herzegovina, Brazil, Cambodia, Canada, Chile, China,
Colombia, Costa Rica, Croatia, Cuba, Czech Republic, Denmark, Dominican Republic,
Ecuador, El Salvador, Estonia, Finland, France, Germany, Guatemala, Hungary, Indonesia,
Iran (Islamic Republic of), Ireland, Italy, Jamaica, Japan, Jordan, Kenya, Latvia, Lesotho,
Libyan Arab Jamahiriya, Lithuania, Malaysia, Mexico, Morocco, Myanmar, Norway, Oman,
Panama, Pakistan, Peru, Poland, Portugal, Qatar, Republic of Korea, Republic of Moldova,
Romania, Russian Federation, Serbia, Singapore, Spain, Sweden, Switzerland, Syrian Arab
Republic, Thailand, the former Yugoslav Republic of Macedonia, Tonga, Turkey, United
Kingdom, United States of America, Ukraine, Uruguay, Yemen, (69). The European
Community was represented in its capacity as member of the SCT.

3.  Thefollowing intergovernmental organization took part in the meeting in an observer
capacity: Benelux Organisation for Intellectual Property (BOIP) (1).

4.  Representatives of the following non-governmental organizationstook part in the
meeting in an observer capacity: American Intellectual Property Law Association (AIPLA),
International Association for the Protection of Industrial Property (A1PPI), Centre for
International Intellectual Property Studies (CEIPI), European Brands Association (AIM),
European Communities Trade Mark Association (ECTA), Intellectual Property Institute of
Canada (IPIC), Inter-American Association of Industrial Property (ASIPI), International
Chamber of Commerce (ICC), International Federation of Industrial Property

Attorneys (FICPI), International Trademark Association (INTA), Japan Patent Attorneys
Association (JPAA), Japan Trademark Association (JTA), Organization for an International
Geographical Indications Network (oriGIn) (13).

5. Thelist of participantsis contained in Annex |1 of this Report.

6.  The Secretariat noted the interventions made and recorded them on tape. This report
summarizes the discussions on the basis of all observations made.

Agenda ltem 1: Opening of the Session

7. Mr. Francis Gurry, Director General, opened the twenty-second session of the Standing
Committee on the Law of Trademarks, Industrial Designs and Geographical
Indications (SCT) and welcomed the participants.

8.  Mr. Ernesto Rubio, Assistant Director General, reported on the work done by the
International Bureau in preparation for the twenty-second session of the SCT in connection
with each of the topics proposed for discussion.

9.  Mr. Marcus Hopperger (WIPO) acted as Secretary to the SCT.
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Agenda ltem 2: Adoption of the Agenda

10. The SCT adopted the Draft Agenda (document SCT/22/1 Prov.) without modifications.

Agenda Item 3: Adoption of the Draft Report of the Twenty-First Session

11. The SCT adopted the Report of the Twenty-First Session based on document
SCT/21/8 Prov., with modifications as requested by the Delegations of Canada, Jamaica,
Spain, Sweden, the United States of America, Uruguay and by the Representative of CEIPI.

Agendaltem 4: Industria Designs

Possible Areas of Convergencein Industrial Design Law and Practice

12. Thediscussion was based on document SCT/22/6.

Possible Area of Convergence on the Form of Reproduction of Industrial Designs

13. The Delegation of Canada declared that it could support the text of this possible area of
convergence, subject to the insertion of the words “ stippled lines” after “the use of dotted
lines’.

14. The Delegations of El Salvador and Italy expressed support for the text asit stood.

15. The Delegation of Argentina, indicating that photographs were not accepted under
national law, said that it would prefer that there was no possible area of convergence that
would leave the choice of the form of reproduction to the applicant.

Possible Area of Convergence on the Views of Industrial Designs

16. The Delegation of the Russian Federation noted that the requirements concerning the
views were dependent on the type of industrial design. It therefore suggested that the text of
this possible area of convergence expressly indicate that offices should be free to require
additional views, including specific types of views, at alater stage of the examination process.

17. The Delegation of Ukraine supported the statement by the Delegation of the Russian
Federation.

Possible Area of Convergence on the Number of Copies of Each Reproduction

18. Inreply to arequest for clarification from the Delegation of El Salvador, the Secretariat
recalled that several delegations which presently require more than three copies of each
reproduction had indicated at previous sessions that they would not exclude bringing the
number of copies down to three, or less, in the future.
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Soecimens

19. There were no comments on thistopic.

Possible Area of Convergence on Other Contents of the Application Generally Required

20. Therewere no comments on this possible area of convergence.

Possible Area of Convergence on the Filing of the Application in the Name of the Creator

21. The Delegation of Japan pointed out that, while the name of the creator had to be
indicated in an application, a statement of assignment was not required.

22. The Delegation of the United States of America suggested adding the words “if
appropriate” before the second item set out in the text of this possible area of convergence, so
asto take into account the case where the applicant was the creator or where an assignment
had already taken place.

23. The Delegation of Canada supported the suggestion by the Delegation of the United
States of America

24. The Representative of CEIPI suggested adding the phrase “where it is required that the
application be filed in the name of the creator”, with aview to making it clear that this
possible area of convergence concerned only that situation.

Possible Area of Convergence on Unity of Design or Unity of Invention

25. Therewere no comments on this possible area of convergence.

Possible Area of Convergence on Multiple Applications

26. The Delegation of Canada, noting that Canadian legislation did not allow multiple
applications, suggested adding the phrase “ provided that the Office allows multiple
applications’.

27. The Secretariat explained that this possible area of convergence aimed at enabling the
division of application while keeping the original filing date in the applications resulting from
the division, including where the reason for the division was that multiple applications were
not allowed by the Office.

28. The Delegation of Canada, noting that division was available in Canada and that the
original filing date was maintained in case of division, agreed to this possible area of
convergence, subject to it being re-drafted in a clearer way.

29. The Delegation of Uruguay expressed support for this possible area of convergence.
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Possible Area of Convergence on the Definition of Filing Date Requirements

30. The Delegation of Japan indicated that, in order to be accorded afiling date, an
application had to be filed in Japanese and, where the applicant did not have a domicile or
residence in Japan, through a representative domiciled or with residence in Japan.

31. The Deegation of Australia suggested replacing the first element in the text of this
possible area of convergence by “an express or implicit indication to the effect that the
elements are intended to be an application”.

32. The Representative of CEIPI, noting the success of the Geneva Act of the Hague
Agreement for the International Registration of Industrial Designs, expressed the view that the
list of filing-date requirements should not be larger than thelist in that Act. The
Representative considered that it would be preferable to come back to a more restricted list of
filing-date requirements, and that those del egations which could not at thistime adhere to
such list would make reservations to the text of this possible area of convergence.

33. The Déeegation of Cuba declared that it did not favor including a description and a
claim as filing-date requirements.

34. The Delegation of Australia expressed the view that “the indication of the product”
should be moved to the second sentence of the text, which listed possible filing-date
requirements in certain jurisdictions.

35. The Delegation of the Czech Republic declared its support for the view expressed by the
Delegation of Australia.

Possible Area of Convergence on Deferment of Publication and Secret Design

36. The Delegation of Turkey declared that it could support the text, but requested that the
term “at least 6 months’ be removed.

37. The Delegation of Japan, explaining that under the secret design system in Japan, an
industrial design could be kept secret for a maximum of three years after registration,
observed that the Japanese system was not reflected in this possible area of convergence.

38. The Delegation of Australia, noting that there were no express provisions for deferment
of publication in Australia, indicated that it could nonethel ess support the text of this possible
area of convergence if the terms “filing date” were removed.

39. The Delegation of Brazil declared that it could support the text of this area of
convergence, subject to the deletion of the words “ priority date”.

40. The Delegation of Cuba stated that it had no problem with the text.

41. The Delegation of the Syrian Arab Republic said that Syrian legislation provided for a
maximum period of deferment of publication of 12 months.

42. The Delegation of Uruguay observed that the second paragraph of this possible area of
convergence addressed the situation in its country.
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Possible Area of Convergence on Grace Period in the Event of Disclosure

43. The Delegation of Turkey, observing that national legislation provided for a 12-month
grace period, suggested inserting the words “the date of priority” after “the date of filing”.

44. The Delegation of the United States of America suggested that the text of this possible
area of convergence adopt a more precise language as regards the author of the disclosure and
refer to a 12-month grace period.

45. The Delegation of Canada declared that it could support the text, but requested that the
terms “ as established in accordance with national legislation” be added after “areasonable
period”.

46. The Delegations of the Republic of Moldova and of Ukraine wondered what would be
the criteria, and who would be the qualified authority, to determine what was a “ reasonable
period”.

47. The Delegation of Brazil said that the grace period in Brazil related to a disclosure made
by the creator or by athird party without the consent of the creator, prior to the date of filing
or the date of priority, and that such disclosure was without prejudice to the novelty, but not

to the originality of the design.

48. The Delegation of Uruguay suggested specifying that the “reasonable period” should be
not less than 6 months, that the “disclosure” in question should be the result of the creator or
his/her successor intitle, or of an authorized person, and that the effect of such disclosure
should be limited to not affecting the novelty of the design.

49. The Delegation of Australia, pointing out that national legislation did not provide for a
grace period in the event of disclosure, said that it could not support the text of this possible
area of convergence.

50. The Delegation of the Russian Federation said that the text should also refer to the case
of unauthorized disclosure by athird party who had obtained the information illegally, for
instance in the case of espionage.

51. The Delegation of the Syrian Arab Republic, pointing out that national legislation did
not provide for a grace period for industrial designs, suggested that the time limit given for
the grace period be subject to national law.

Possible Area of Convergence on Communications

52. The Delegation of Japan suggested including the possibility for an office of permitting,
instead of a handwritten signature, the use of a seal on a communication.
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Possible Area of Convergence on Relief Measures

53. The Delegation of Sweden said that it favored the option set out in the first paragraph,
although it could accept paragraph two if the word “should” at the end of the second sentence
was replaced by “could”.

54. The Delegation of Turkey indicated that Turkish legislation did not provide for relief
measures.

55. The Delegation of Japan, noting that time limits established by legislation were not
subject to any relief measure in Japan, suggested limiting the requirement to provide for relief
measures to the case of failure to comply with atime limit fixed by the Office, in line with
Article 11 of the Patent Law Treaty.

56. The Delegation of Canada stated that it could not support the option set out in the
second paragraph.

57. The Delegation of Brazil pointed out that, under national legislation, relief measures
were available only for patents, in case of force majeure, and in respect of time limits for the
payment of fees.

58. Inreply to arequest for clarification from the Delegation of the United Kingdom,
concerning the relationship between the first and second paragraphs, the Secretariat said that
each paragraph was intended to present a separate option.

59. The Delegation of the Russian Federation suggested that a further issue for discussion
by the Committee could relate to the matter that could not constitute an industrial designin
the different jurisdictions.

60. The Representative of INTA recalled that, through this exercise, users aimed at
achieving asimplification of formalities, in particular as regards the possibility to file asingle
set of representations in as many countries as possible.

61. The Delegation of the United Kingdom expressed the view that issues concerning the
registration of transactions such as assignments and licenses could also form the basis of
further developmentsin the future.

62. The Deegation of Hungary, observing that one of the leading principles of the work of
Committee should be the interest of users, stated that the aim of such work should not only be
to collect information on existing principles and practices, but also to identify areasin which
there was a possibility of attaining convergence in the future.
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63. The Chair concluded that all comments by del egations would be recorded in the
report of the twenty-second session of the SCT. The Secretariat was requested to
provide a revised working document on possible areas for convergence on industrial
design law and practicein SCT Members, to be considered by the SCT at its
twenty-third session, highlighting the potential benefits that users and industrial design
administrations could derive from convergence among Member States in industrial
design law and practice. This document should take into account the proposals made at
the twenty-second session and include comments made by del egations and observer
representatives during that session. It should set out aready identified possible areas of
convergence, as well asindicate tendenciesin the law and practice of SCT Members
and areas where no concrete convergence could be established at this time.

64. The Delegations of Australia, Brazil, Canada, El Salvador, France, Hungary, Mexico,
Morocco, Norway, Republic of Korea, Singapore, Spain, United Kingdom, United States of
America and Uruguay expressed their support for the proposal made by the Chair.

65. The Delegation of Argentinaexpressed the view that the discussion should not result in
a binding document for offices.

Digital Access Service for Priority Documents
66. The discussion was based on document SCT/22/7

67. The Deegation of China, pointing out that extension of the “Digital Access Service for
Priority Documents” (“DAS”) would be beneficia for users as well as for offices, expressed
support for the extension and the launching of discussions on language, translation and
storage issues.

68. Inreply to aquestion from the Delegation of El Salvador, concerning the possible cost
of the extension, the Secretariat indicated that, while it was not in a position to guarantee what
the situation would be in respect of trademarks and industrial designs, the International
Bureau did not charge for the system in the field of patents because the marginal cost was
close to zero.

69. The Delegation of the Republic of Moldova declared that it supported the extension of
the DAS.

70. The Delegation of Cuba expressed the view that, although the idea of extending the
DAS to trademarks and industrial designs was good, the Committee should first examine the
requirements and practices relating to priority documents in the different jurisdictions, as well
as the problems related to trandations.

71. The Delegation of Brazil said that, while it supported the extension of the DAS, it
required more time to reflect on issues relating to trandlations.

72. The Delegation of Japan, expressing support for the extension of the DAS, stated that
implementation of such extension should properly take into account the features of industrial
designs and trademarks, as well as the question of accessibility in different countries.
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73. The Delegation of Mexico, expressing support for the extension of the DAS, indicated
that Mexico intended to amend its legidation, so that priority documents would only be
required in the case of conflict with another trademark. Observing that the aim of the DAS
was to access the original version of a priority document, the Delegation considered that the
issue of translations would have to be looked at separately.

74. The Secretariat, referring to the comments on translation, explained that the aim of the
DAS was to make accessible areliable copy of the original version of priority documents, and
that States would continue to be able to request a translation of priority documents.

75. The Delegation of the Russian Federation, expressing support for the extension of the
DAS, indicated that the Russian Federation expected to become a participating office in the
near future, after overcoming some technical problems. The Delegation pointed out that
particular consideration should be given to the technical requirements that might be needed
when extending the DAS to non-traditional marks.

76. The Secretariat explained that the DAS had no impact on the way offices carried out
their examination. However, participating countries should provide for the possibility for
applicants of filing priority documents after the expiry of the applicable time limit, in case of
failure of the system due to technical problems.

77. The Delegation of Australia, declaring that Australiawould probably join the DAS on
December 12, 2009, considered that the work to extend the service to industrial designs and
trademarks should be undertaken as soon as possible.

78. The Chair concluded that the SCT had taken note of document SCT/22/7 and had
requested the Secretariat to advance work on the establishment of aDigital Access
Service for Priority Documents for industrial designs and for trademarks, in away that
would ensure the largest possible participation of interested officesin such a service.

Agenda ltem 5: Trademarks

79. The discussion was based on document SCT/22/2.

Grounds for Refusal of all Types of Marks

80. The Secretariat noted that the numbering of the English version of document SCT/22/2
for the chapter “ Grounds for Refusal” should read as capital roman |1 and that precision
would be introduced in the next version of the document.

(@ Signsnot constituting a trademark

81. The Delegation of Morocco asked SCT members to share their practice concerning the
registration of non-visible signs. The Delegation acknowledged the examples of registered
sound marks and olfactory marks that were included in the document, but noted that it would
be useful to include examples of refused non-visible signs, as well as the grounds on which
those marks were refused.
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82. The Delegation of the United States of America, in response to the question raised by
the Delegation of Morocco, pointed out that non-visible signs were considered in the same
way as traditional marks. The Delegation declared that for registration of non-visible signs
two different analyses were made: firstly asto the distinctiveness of the sign and secondly as
to the functionality of the sign. The applicants were required to show that the marks were
distinctive and not functiona with regard to the goods or services for which the mark was
applied. This could be shown by supporting evidence such as, affidavits, surveys, and proof
of usein commerce.

83. The Delegation further explained that when applications for sound and scent marks were
submitted electronically, there was a need to replace the drawing requirement. Accordingly,
the Office requested a sound file where the application was filed for a sound mark and for the
specimen of the scented product in the case of a scent mark. Audiocassettes or compact discs
were accepted as specimens for sound marks. Additionally, if a sound mark was composed
by music or words or a set of music, the musical score of the mark could also serve as
specimen. For scent marks the scented product itself served as a specimen. The Office did
not require the submission of drawings for marks comprised solely by sound or scent.

Instead, the applicants were required to provide awritten description of the mark. If an
application for a sound mark was filed electronically, the musical score of the mark should be
submitted in a.WAVE format. The applicant had to transmit that file after the application
was submitted, indicating the relevant application number. When searching for confusingly
similar marks, the examiner searched the description field in the USPTO trademark database
for determining whether a particular sound or scent mark was confusingly similar with a
previously registered mark. Such searches generated alist of any other sound or scent marks
that might be similar with the mark applied for.

84. Asto whether the scent or sound mark could be identified at the point of sale, the
Delegation used the example of the sound of a series of five chirps similar to the chirping
sound of acricket, which was registered for computer software, in particular, for notifying
weather information. When user turned on the computer and this type of software was
installed, the user would hear this chirping sound that instantly acknowledged the user on that
software application, so the sound identified this type of product. Another example would be
the musical score of five notes which are played when a user turns a computer with a
Microsoft operating system. In this case also the sound immediately identified the operator.
In this manner the sound was capable of identifying the product and distinguishing it from
other goods.

85. The Delegation of Italy said that according to national law, sound trademarks could be
registered only when they were represented graphically, for example, by musical notation, a
stave or asonogram. Those signs must have distinguishing capacity and, in no case, a
complete song could be registered, but only jingles.

86. The Delegation of Azerbaijan commented that non-visible signs were not eligible for
protection according to national law, which provided as a requirement that signs should be
represented graphically. Furthermore, the sign should be capable of distinguishing the goods
and services of one undertaking from those of another undertaking. The Delegation expressed
concern about the likely subjective appreciation of such signs and, in particular, smell marks.
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87. The Deegation of the United Kingdom sought a clarification regarding the comment
made by the Delegation of the United States of Americaregarding the examples of marks
provided for in the document, in particular if the applications needed to be accompanied by
the sound file and the specimen of scent.

88. The Delegation of China stated that, according to national law, any distinctive and
visualy perceptible sign —if it was not prohibited by law— was eligible for registration as a
mark. Protection was not extended to sound or olfactory marks, but there was a possibility
that the law could be amended. The Delegation wondered whether the description of the
olfactory mark “the scent of bubble gum” presented on page 3 of Annex | of the document
would be accurate enough for consumers to distinguish the mark or in terms of its
enforcement.

89. The Delegation of Serbiarecalled that in the case of atraditional mark the graphical
representation of the sign was the mark itself and the mark would appear in the market in the
same form as it was registered. However, that was different for sound marks. Musical
notation, which was the traditional way of representing a sound mark, would not be seen by
consumers and those signs would be assessed in a different way. As aconsequence, the
sound and not the musical notation would function as a trademark.

(b) Lack of distinctiveness

90. The Delegation of Serbia expressed the view that the key question regarding
distinctiveness was whether the average consumer could perceive a particular sign as a mark.
The Delegation said that there were a number of factors to be taken into consideration when
assessing whether a sign was seen as atrademark by the consumer and every particular case
should be considered on its own merits.

91. The Representative of CEIPI asked for aprecision referring to the translation of the
words “in abstract”, in paragraph 13 of the French version of document SCT/22/2. The
Representative expressed concern about the fact that a complete song or awhole film could be
considered a sign.

92. The Delegation of the United Kingdom, in response to the Representative of CEIPI,
explained that such complex and non-unitary items as a complete song or awhole film could
not perform the essential function of atrademark. The Delegation specified that it was not
aware of specific case law on such items, but considered that they would certainly pass the
graphic representation test. The Delegation further noted that if the United Kingdom Registry
felt that a particular “sign” was simply incapable of performing the function of atrademark
under any circumstances, for any goods or services, as might be the case, for a complete song
or awholefilm, the Registry would be unlikely to accept that such complex mediawould
have the required impact to function as a trademark.

93. The Delegation of Spain mentioned that in relation to color marks the practice of the
national Office determined that atrademark consisting of a single color without a concrete
shape could not be granted. In that case, the absolute ground of lack of distinctive character
of the sign would apply, unlessit is demonstrated that distinctiveness was acquired through
use.
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94. The Delegation of Norway clarified that the trademark “the color red” shown as an
example in paragraph 18 of Annex | of document SCT/22/2 was registered in 2005, on the
basis of evidence of distinctiveness acquired through use.

95. The Delegation of Italy stated that single colors were generally considered as lacking
distinctiveness. Nevertheless, the Office recognized that in exceptiona circumstances, a
color per se could be registered as atrademark upon a showing of distinctiveness acquired
through use. For example, “yellow” for AGFA™ products or “red” for Ferrari™ cars.

96. The Delegation of Azerbaijan referred to a national ruling concerning the use of a stripe
of green for achain of gas stations, which was later used by a similar business. In such acase
the Court decided that use of the same color green for the same type of services for another
person was misleading and constituted an act of unfair competition.

97. The Delegation of Ukraine stated that a color per se was generally not considered to be
inherently distinctive. Evidence of acquired distinctiveness had to be lodged to overcome an
objection based on such a ground and, generaly, this was decided by the court. The
Delegation further noted that this would also involve a consideration of whether the color was
used for along period of in the market place or the relevant trade.

98. The Delegation of Cuba noted that the content of paragraph 13 concerned signs which
are not capable as such of distinguishing goods or services. In the doctrine this was referred
to asinherent capacity to distinguish or lack thereof. In paragraph 16, the analysis on lack of
distinctiveness was linked to descriptive or generic character, while it was possible to
consider these elements separately. Such an analysis could give rise to subjectivity on the
part of the examiner. The Delegation supported the views expressed by the Delegation of the
Russian Federation and requested that the document include examples of scent marks which
are not descriptive.

(c) Descriptiveness

99. The Delegation of Japan noted that the examples submitted by its Office and presented
in the document in paragraphs 27, 28, 31 and 32 were hypothetical and did not correspond to
any actual applications or registrations. The examples were meant to explain how those
particular grounds for refusal would apply in Japan. The Delegation asked the Secretariat to
clarify this point in the revised version of the document.

100. The Delegation of Morocco asked SCT members to share their practice concerning the
examination and registration of combined marks that were comprised of a descriptive and a
distinctive element.

101. The Delegation of the United States of America, in response to the Delegation of
Morocco, pointed out that in the case of a combined mark the applicant would be asked to
disclaim the non distinctive or descriptive element of the mark.

102. The Delegation of Uruguay indicated that, in cases in which amark contained a
non-distinctive element, the Office granted the mark applying a disclaimer for that element.

103. The Delegation of Switzerland declared that it was the overall impression created by the
sign that determined whether or not that sign could be registered as amark. The Delegation
said that the Office did not apply the disclaimer system.
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104. The Delegation of Singapore pointed out that national legislation did not provide for a
practice of disclaimers. The Office examined composite trademarks as a whole, without
dissecting the trademark into distinctive and non distinctive elements. If the overall
impression of the mark was sufficiently distinctive, the registration was granted.

105. The Delegation of Mexico explained that, according to national legislation, trademarks
which contained or consisted of descriptive and misleading terms relating to the geographical
origin of goods and services could not be protected. The Delegation asked SCT members to

share their practice concerning the examination and registration of marks that included terms
relating to the geographical origin of goods and services, which were not misleading.

106. The Delegation of Italy considered it important to safeguard consumers from any
possible deceptive activity of the trader with regard to the exact place of production and
nature of goods or the place where services were rendered. Nevertheless, the Office accepted
applications for collective marks that consisted of geographical indications, according to
article 11 of the national Code of Intellectual Property. Such a collective mark had to be filed
by the association of manufacturers, accompanied by the regulations containing al the
requirements and standards to be applied to the goods.

107. The Delegation of Chinaindicated that national law contained provisions regarding the
registration of trademarks which contained or consisted of a geographical indication. In
particular, names of cities, districts, countries, and foreign geographical names which were
well-known by the general public in Chinawould not be protectable. However, the protection
of geographical indications as certification marks was provided in national law.

108. The Delegation of Spain indicated that national legislation established an absolute
ground for refusal in relation to trademarks for wines and spirits that include a misleading
geographical indication. Likewise, the law protects not only appellations of origin, but also
any right relating to indications of the geographical source of wines and spirits, which are
recognized by the country of origin, aslong asthere is a reputation attributable to the
indication of geographical source.

109. The Delegation of Cuba declared that according to national law, the registration of a
trademark which consisted exclusively of a geographical indication would be refused
irrespective of whether or not it was deceptive in respect of the goods applied for. However,
if the non-deceptive geographical term was accompanied by other distinctive elements, the
trademark could be registered.

110. The Delegation of Hungary expressed the view that trademarks which consisted
exclusively of geographical indications would be refused registration. The Office would
examine ex officio this absolute ground for refusal, irrespective of whether it was a national or
aforeign geographical indication. The Delegation indicated that according to nationa law,
the registration of atrademark which contained a geographical indication might be refused
with respect of goods not originating in the territory indicated, if use of that designation for
the goods was likely to mislead the public as to their true place of origin.

111. The Delegation of Ukraine said that geographical indications were protected according
to special laws, which were separate from trademark legislation. Furthermore, national law
did not contemplate the protection of geographical indications through the system of
collective trademarks.
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112. The Delegation of Serbia stated that the test for determining whether a mark composed
exclusively of a geographical term could be registered had two elements. (1) whether the
average consumer would understand that the primary significance of the mark was a
geographic location, and (2) whether the average consumer would associate the goods and/or
services with the place identified in the mark. If the answer to both questions was affirmative,
the trademark would be refused.

113. The Delegation of Azerbaijan explained that when examining marks composed of
geographical names, a careful analysis would be made with regard to the primary significance
of the mark and the link of the goods and/or services with the place identified in the mark.

For example, if the mark identified a specific good with a particular quality, reputation or
other characteristic and the goods did not originate in the place identified in the mark applied
for, the application would be refused.

114. The Delegation of Peru declared that in the case of applications containing geographical
names, the Office looked at the type of sign and tried to establish whether the sign was
fanciful in relation to the goods or if the national consumer could see a connection between
the goods and the geographical name. “Sorrento” for chocolate or “Florida” for canned fish
were examples of trademarks which were granted by the national office. The Delegation
noted that if the trademark consisted of an indication of source, the sign could be considered
descriptive. 1t would be considered misleading if afalse or deceptive indication of source was
used. Under national law, if the sign consisted of a geographical indication, it would be
refused under absolute grounds and there was a special protection for geographical indications
concerning wines and spirits.

(d) Public order and morality

115. The Delegation of Spain declared that national law contained strong provisions
preventing the registration of trademarks which contained racial and religious disparagement
or were contrary to the rights of children.

(e) Deceptiveness

116. The Delegation of Hungary referred to the example for arefusal provided by the
Delegation of Norway on page 17 of Annex | and said that it corresponded to the current
national legislation. The Delegation explained the national experiencein relation to signs
which are geographically deceptive and, in particular, the criteria used for to make that
determination, namely, the list of goods and services, the residence and the seat of the
applicant. The Delegation indicated that with regard to the assignment of registered marks,
the Office had the burden to examine if the assignments mislead the public, as deception can
arise in relation to the geographical origin of the goods or services because of a change of
ownership.

117. The Delegation of Peru stated that the national Office did not take into account the
nationality of the applicant in the analysis of deceptive character.

118. The Delegation of Azerbaijan supported the statement made by the Delegation of
Hungary and pointed out that its Office also encountered difficulties when examining the
assignment of registered marks which might become deceptive as to the geographical origin
of the goods and services as aresult of the assignment. The Delegation mentioned an
example of atrademark that contained a geographical name and was registered by a company
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from the Russian Federation for spirits, which was subsequently assigned to a company from
the Netherlands. In that case, the Office did not accept the assignment as the change of
ownership of the trademark would mislead the consumer. The Delegation concluded that in
thistype of applications, it would be useful to include information indicating whether the sign
made reference to a particular geographical place, the goods and services claimed in the
application and information regarding the domicile of the applicant.

119. The Delegation of the United Kingdom disagreed with the views expressed by the
Delegation of Azerbaijan that the residence of the applicant was a key factor when assessing
the deceptiveness of amark. The Delegation said that the most important aspect was the
overal impression and the impact of the mark, or the message that the mark would convey to
the consumer. If the mark “Holland House”, which was mentioned on page 17 of Annex | of
the document, were applied in the United Kingdom, the examiner would look at the mark as a
whole and analyze if the goods and services had a reputation in association with Holland.
Such atrademark would be refused for “flowers’, for example, and might be registered for
“car washing services’. Therefore, the crucial element was not the seat of the applicant, but
the message that the sign sends to the consumer.

120. The Delegation of Croatia supported the views expressed by the Delegation of the
United Kingdom and stated that a deceptiveness objection in Croatiawould be raised if, due
to some connotation or sign contained in the mark, the use of the trademark in relation to the
goods or services claimed in the application would be likely to deceive the public. Thelink
between the geographical origin of the goods or services and the perception of the consumer
was particularly important.

121. The Delegation of Switzerland stated that the national Office used the criteria of the
company headquarters as relevant to determine if amark was misleading for services. Inthe
case of a geographical term which was known by the public, the determination of whether the
trademark was misleading for services would be answered by looking at the headquarters of
the trademark holder.

122. The Delegation of Hungary supported the statement made by the Delegation of
Switzerland. The Delegation indicated that when applications contained certain geographical
terms, the applicant was required to limit the list of goods to those produced in line with
specific indications. For instance, in case of amark containing areference to the

Russian Federation applied for vodka, the applicant had to limit the list of goods to “vodka
made in the Russian Federation”.

(f) Article 6ter of the Paris Convention for the Protection of Industrial Property

123. The Delegation of Italy stated that, generally, trademarks that contained armorial
bearings, flags and other State emblems were refused registration. Nevertheless, a significant
number of decisions on refusal were appealed to the Board of Appeals of the Italian Patent
Office and the decisions of the examiners might be overturned on the basis of the provisions
contained in Article 6ter(1)(c).

(9) Shapes

124. The Delegation of Italy stated that the Office received many applications for trademarks
consisting exclusively of shapes that were in fact disguised utility or ornamental models. The
Delegation considered that applicants preferred the possibility to renew trademarks
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indefinitely, as compared to the limited 25-years protection of models and designs. The
refusals of those trademarks were based firstly on the grounds that the shape was necessary to
obtain atechnical result, and secondly, that the shapes were giving a substantial value to the
product itself.

(h) Bad faith

125. The Delegation of Azerbaijan mentioned the case of a national trademark “ Smootch”,
which was registered as aword mark for biscuits. The use of that mark on the market was
considered to be in bad faith because the mark was written in the same way as the letters of a
famous mark “ Snickers™”: the same colors were used and the product had the same
packaging. In thiscase, the Office decided that the way in which the mark was used and
marketed was misleading. Following this decision, the Office proposed amendments to the
legislation. The provision stated that if bad faith was established in the use of aregistered
mark, the Office was entitled to consider the invalidation of that mark. Another example
concerned aregistered mark “Bingo” for productsin class 03. An application for the mark “B
Bingo™" was filed for the same products, and the logo was very similar to the earlier
registered mark “Bingo”. The Office decided that the second mark was filed in bad faith and
the mark was refused during the examination proceedings.

126. The Representative of INTA drew the attention of the Committee to the Resolution
adopted by the Board of the Directors of INTA, in September 2009, on the issue of bad faith.
This Resolution aimed at preventing clear cases of misappropriation of trademarks that were
identical or substantially identical to those of trademarks owners. The Representative said
that according to the Resolution, bad faith should be narrowly construed to capture only
conduct which was clearly inconsistent with norms of honest and fair commercia behavior.
In order to apply that concept, INTA recommended a number of requirements to be imposed
for afinding of bad faith application or registration.

127. The Representative said that the first requirement was that the applicant or registrant
knew of the third party rights or legitimate interest in amark identical or substantially
identical to the mark applied for or registered, where such knowledge was actual or might be
inferred from the surrounding circumstances. Also, that the conduct of the applicant or
registrant in applying for the mark was inconsistent with norms of reasonable honest and fair
commercial behavior. The Resolution recommended a non-exhaustive list of factors which
were to be considered when determining whether the conduct of the applicant or registrant
was inconsistent with norms of reasonable, honest and fair commercial behavior.

128. The Delegation of the Russian Federation indicated that in the year 2003, provisions
referring to bad faith registrations were introduced into the national legislation, and
accordingly, if it was proven that an applicant was responsible for acts of unfair competition
connected with atrademark for which registration was sought, the registration was refused.
Moreover, a special body, namely the antimonopoly service, was in charge of determining
acts of unfair competition. Based on the decision of the antimonopoly service, the interested
party could request the Office to cancel a particular trademark registration.

129. The Delegation of Serbia noted that bad faith was a complicated issue and said that the
Office was authorized to examine the trademark but was not in position to appreciate whether
the applicant acted in good or bad faith. Bad faith was not listed as a ground for refusal in the
Trademark Law of Serbia. The Office only had the capacity to stop the proceedings in cases
where an action regarding the bad faith of the applicant had been decided by the Court.
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130. The Delegation of China agreed with the description of bad faith provided in
paragraphs 54, 55 and 56 of document SCT/22/2. The Delegation stated that in nationa
practice bad faith was rarely used as a ground for refusal of registration in examination
proceedings. However, thiswas a ground for opposition and if the bad faith of the applicant
was proved, the trademark would be refused.

(i)  Prior trademark rights

131. The Delegation of Brazil asked SCT members whether their laws provided any specific
protection for highly renowned marks and, in particular, whether protection would cover
goods and services different than those covered by the mark.

132. The Delegation of Mexico pointed out that national legislation provided for the
possibility of refusing atrademark which could lead to confusion with regard to a well-known
or famous trademark. The legislation of Mexico distinguished between awell-known and a
famous trademark. The protection for well-known marks was recognized only for the goods
and services for which the mark was registered. The protection of afamous brand would be
recognized for any other products.

133. The Delegation of Uruguay pointed out that national |egislation provided for protection
of well-known and famous marks under relative grounds for refusal. Signs or words which
constituted a reproduction, imitation or tranglation, total or partial, of any well-known
trademark would be refused registration. In the case of marks which were well-knownin a
specific market only, the protection would be the same as indicated by the Delegation of
Mexico.

134. The Delegation of Portugal said that national legislation distinguished between well-
known and famous trademarks in the same way as it was described by the Delegations of
Mexico and Uruguay.

135. The Delegation of Syrian Arab Republic stated that the Office refused to register
trademarks that were similar or that were atrandation of afamous trademark for all kinds of
goods and services, even if the famous trademark was not registered in Syria.

136. The Delegation of Ukraine explained that national legislation covered the protection of
well-known marks, without making any distinction asthe level of notoriety. A well-known
mark could be recognized as such only by the Office or by the Court, based on criteria that
were developed in the WIPO Joint Recommendation Concerning Provisions on the Protection
of Well-Known Marks. The protection of awell-known mark covered all types of goods and
services and not only those for which the mark was recognized to be well-known.

137. The Delegation of Italy said that the Office did not examine relative grounds for refusal,
so conflicts arising from the protection of well-known trademarks were considered by the
court. National law did not provide for opposition procedures and in some cases the Office
contacted organizations of trademarks owners to inform them about applied trademarks, but
usually the trademark holders were themselves in charge of checking al new filings.
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138. The Delegation of Azerbaijan declared that according to national legislation the Office
examined and recognized well-known marks. Once recognized, the well-known mark was
included in a special register and the information was published in the official publication in
order to give third parties a possibility to file objections. Well-known mark protection
covered all types of goods and services and not only those for which the mark was registered.

139. The Delegation of Australia stated that national trademark law did not specifically
incorporate a definition of well-known marks and did not provide for aregister of well-known
marks. However, it was possible to obtain protection proactively for what the applicant
would consider to be a well-known mark through a defensive trademark system. For a
defensive trademark to be registered, the applicant must already have aregistration for the
same mark. The registered trademark must be used to such an extent for the goods or services
for which it isregistered that consumers are likely to assume a connection between those
goods or services and the goods or services of the defensive trademark. It was not a
regquirement that the defensive trademark must be used on all the goods or services for which
it isregistered and the mark cannot be removed on the basis of non-use.

140. The Representative of the European Community said that in the Community trademark
system it was possible, either in opposition or in invalidity proceedings for aregistered mark
with reputation to pose an obstacle to the registration of an identical or confusingly similar
mark in respect of dissimilar goods or services, subject to certain conditions, namely where
the mark has a reputation and where the use without due cause of the trade mark applied for
or registered would take unfair advantage of, or be detrimental to, the distinctive character or
the repute of the earlier trade mark. Those conditions must be complied for the holder of a
mark with reputation to be able to attack or defend itself against an application or registration
for dissimilar goods and services. Thelegal provisions were found in Article 8 paragraph (5)
of the Council Regulation (EC) No 207/2009 of February 26, 2009 on the Community trade
mark (codified version), in respect of opposition, and Article 53 paragraph (1) in relation to
invalidity.

141. The Delegation of Peru noted that Andean Community legislation did not distinguish
between well-known and famous marks. Nevertheless, different levels of protection could be
inferred. A well-known mark was protected against the risk of confusion and was recognized
as well-known only in a specific sector of the public and protected against the risk of
confusion with goods and services related to that sector. However, atrademark recognized to
be famous could be protected against marks applied for dissimilar good and services.

142. The Delegation of Switzerland expressed the view that whether or not a mark was
well-known had to be determined by the country where protection was sought and the
perception of the consumer in that particular country was the decisive factor. The fact that a
mark was well-known in one country did not mean that the same mark could be well-known
in another country.

143. The Representative of INTA considered that the question of well-known marks registers
was very much debated among users. INTA had never endorsed or recommended
establishing well-known mark registers, but to the extent that such registers might be
established in certain jurisdictions, INTA would like to ensure that their implementation
contributed to legal certainty as to the protection of well-known marks in those jurisdictions.
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The Representative believed that the right of atrademark owner to establish that the
trademark was well-known in litigation or other proceedings should not be adversely
impacted by the fact that the trademark was not included in awell-known marks register. The
Representative said that registration in awell-known marks register should not be a condition
for establishing the well-known character of amark in case of litigation.

() Personality rights

144. The Delegation of the United States of Americainguired how the Offices of other SCT
members treated applications to register trademarks which consisted of or included the name
of ahead of State or names of famous persons. The Delegation noted that the national Office
had found that countries around the world treated those issues in opposition or cancellation
proceedings, which might be difficult for heads of State to deal with dueto legal
representation and legal standing issues.

145. The Delegation indicated that under national trademark law there were severa absolute
grounds for refusal which might be used to reject such applications, including false
suggestions or connection, disparagement, and use of the name of aliving individual without
his/her consent. The Office considered that arefusal based on the name of the living
individual without its consent was the most effective, because the examiner was not required
to prove that the consumer would be misled by the use of the mark or that the consumer
would believe that there was any affiliation between the source of the goods or services and a
head of State. However, most national offices did not contemplate this type of refusal.

146. The Delegation of Spain declared that its legislation provided for the refusal of
registration of the pseudonym, the patronymic or any other name of public figures without
their authorization.

147. The Delegation of Malaysia said that the Office requested aletter of consent for any of
the above mentioned types of applications. In cases where the person was deceased, the
consent was required from alegal representative; otherwise the applications were refused.

148. The Delegation of the Republic of Moldova explained that national legislation allowed
third parties to protect their rights in cases where someone applied for registration of a mark
that included their names. Moreover, specific provisions referred to refusal of a mark when it
contained the name of a famous person.

149. The Delegation of Brazil declared that national legislation stated that names or
signatures of persons, family names or patronymic and images were not eligible to be
registered as trademarks, except with the consent of the owner, his heirs or his successors.

150. The Delegation of Mexico stated that it was not possible to register names, pseudonyms,
signatures and portraits of living persons without their authorization or the authorization of
the successors of deceased persons. The Delegation considered that the definition of a name
could include anything that identified the person.
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151. The Delegation of the Russian Federation explained that national legislation contained
provisions aimed at prohibiting the registration as trademarks of names or pseudonyms of
famous people without their consent. Nevertheless, this particular ground for refusal was not
checked ex officio during the examination of an application, but would rather be invoked
during cancellation proceedings. The Delegation said that amendments to national legislation
were needed so that the Office could check this ground for refusal during registration
procedures.

152. The Delegation of Cuba stated that a conflict between atrademark and personality rights
might constitute arelative ground for refusal according to national legislation. The
registration of atrademark might be refused if the mark affected the rights of the third party,
including personality rights. The definition of personality rights was broad and referred the
name, signature, nickname, pseudonym, image, or portrait of a given person, who was
different from the person seeking registration. However, registration might be granted if the
person whose rights were concerned or his successors in right agreed to the registration of the
mark.

153. The Delegation of Turkey said that two marks containing the name of the President of
the United States of America had been filed with the Office. According to national legislation
personality rights were not stated as an absolute ground for refusal; however, the applications
were refused on the basis of objections submitted by the Embassy of the United States of
America.

154. The Delegation of Uruguay highlighted that national legislation considered the existence
of personality rights as arelative ground for refusal. The notion of personality rights referred
to the name, signature, nickname, pseudonym and title that identify the person. The person
whose rights were concerned or his legal successors should consent to the registration of the
marks. The Delegation said that the marks “Pele” and “Prince Charles’ were refused
registration on the basis of this ground.

155. The Delegation of Kenya shared its experience concerning refusals of trademark
registration on the ground of personality rights. National legislation stated that personal
names, family names or the patronymic of third parties were not eligible to be registered as
trademarks, except with the consent of the owner or its successors.

156. The Chair concluded that the work of the SCT on grounds for refusal of all types
of marks was of great interest for IP Offices of SCT members. All comments by
delegations would be recorded in the report of the twenty second session of the SCT.
The Secretariat was requested to revise document SCT/22/2, taking into consideration
all comments made by delegations at the twenty-second session. Furthermore,
delegations will be given the opportunity to present comments in writing for inclusion
into the revised working document. Such comments should reach the Secretariat by the
end of January 2010. The revised working document should take the form of a SCT
reference document on grounds for refusal of al types of marks. Thisreference
document would be presented to the twenty-third session of the SCT for final review
and should be published thereafter.
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Technical and Procedural Aspects Relating to the Registration of Certification and Collective
Marks

157. Discussion was based on document SCT/22/3.

158. The Delegation of Hungary indicated that national law dealt with certification or
collective marks in the same manner as other kinds of trademarks and did not provide for any
limitation of their representation, as it was indicated in paragraph 31 of document SCT/22/3.
In addition, it specified that it was not possible to register a collective mark which consisted
exclusively of the name of a geographical area or acity, such sign being exclusively protected
by means of geographical indications.

159. The Delegation of Sweden explained that misleading collective and certification marks
would be refused in Sweden in accordance with general rules applying to all kinds of marks.
The Delegation therefore proposed that paragraph 23 of the document be reworded as follows:
“additional grounds for refusal may apply to collective and certification marks, which are not
applicable to individual trademark applications. The former application may for example ...”.
Furthermore, the Delegation pointed out that its registration Office did not inquire as to the
authority of the applicant to control the use of a geographical term, and thus suggested
replacing, in the eighth line of paragraph 28 the words “the office will inquire ...” by “the
office may inquire...”.

160. The Delegation of the Russian Federation, referring to paragraph 54 of

document SCT/22/3, said that licensing of collective marks was not alowed due to potential
misuse and asked whether any research had been undertaken with regard to abuse in the
jurisdictions where licensing of such marks was alowed. In addition, it stated that national
legislation provided for the possibility of transforming a collective mark into an individual
mark or vice-versa, and suggested reflecting that option in the document.

161. The Delegation of Serbiaindicated, with regard to paragraph 55 of document SCT/22/3,
that assignment of registration was not allowed according to the trademark law of Serbia. It
however noted that the document referred to both the possibility and prohibition of
assignment in Member States, without clearly determining which was the rule and which was
the exception. The Delegation expressed the view that the general rule consisted on the
prohibition of assignment of collective marks and proposed amending the document
accordingly.

162. The Delegation of Italy noted that the Office recelved alarge number of applications for
collective trademarks since Italian products, such as manufactured leather or typical
foodstuffs, were based on traditional know-how and had a reputation worldwide. However,
the Office paid particular attention to collective trademarks which could be in conflict with
previoudly registered geographical indications or appellations of origin.

163. The Delegation of Cuba pointed out that its legislation provided for collective marks
only. Referring to paragraph 34 of the document, that stated the need for use regulations to be
clear and accessible to anyone seeking to use the mark, the Delegation believed that
confidential information should not be accessible to persons outside the association. The
Delegation further explained, in relation to paragraph 39, that according to national legislation
producers or associations of producers authorized to use the mark should be situated or have
their domicile in the geographica area specified in the use regulations, in order to avoid any
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misleading information for consumers. Regarding control over the use of the mark, the
Delegation requested that the Spanish version of paragraph 49 of the document be clarified,
since the term “applicant” could refer to the trademark applicant, the holder or the person
seeking to use the mark.

164. The Delegation of Sweden, commenting on the statement made by the Delegation of
Serbia, observed that assignment of certification and collective marks to new holders was
allowed in Sweden and expressed the view that the text of paragraphs 55 and 57 should
remain unchanged.

165. The Delegation of China said that both certification and collective marks could be
transferred, provided that the new holder complied with certain requirements. Asregards
collective marks, only members of the association were allowed to use the mark.

166. The Chair requested delegations to express their views on the continuation of the work.
He suggested either to make the document available on the WIPO website including the
statements made at the twenty-second session of the SCT, or to request the Secretariat to
review the document in line with those comments before publication after the next session.

167. The Delegations of Azerbaijan, Cuba, Hungary, Maaysia, Peru, Russian Federation,
Spain, Ukraine, United States of America, Uruguay, and the Representative of the European
Communities supported the second alternative put forward by the Chair.

168. The Delegation of Cuba pointed out that so-called “ State” marks used for certification
purposes had been communicated by Cuba under Article 6ter of the Paris Convention, and
asked whether in other jurisdictions there was a rel ation between such marks and certification
marks.

169. The Delegation of Azerbaijan requested that issues relating to licensing of certification
marks be included in the revised document. The Delegation held the view that when a
national emblem was used as part of a certification mark, it would be difficult to license that
mark, as it indicated a connection with a specific country.

170. The Chair concluded that all comments by del egations would be recorded in the
report of the twenty-second session of the SCT. The Secretariat was requested to
prepare arevised working document on technical and procedural aspects relating to the
registration of certification and collective marks, taking into consideration the
comments made by del egations during the twenty-second session. Furthermore,
delegations will be given the opportunity to present comments in writing for inclusion
into the revised version of the working document. Such comments should reach the
Secretariat by the end of January 2010. After reconsideration of the document by the
twenty-third session of the SCT, the document will be published for reference purposes.
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Article 6ter of the Paris Convention
171. Discussion was based on document SCT/22/4.

172. The Delegation of Jamaica sought clarification with regard to the distinction between
“registration” and “use” of trademarks. The Delegation presented a proposal for the
amendment of the draft questionnaire concerning the protection of official names of States
against registration or use as trademarks. With regard to the issue of non-commercia uses of
official names of States, the Delegation suggested including the following questionsin the
guestionnaire: “Under the applicable legidlation, officia names of States are protected against
registration as trademarks for non-commercial purposes’ and “Under the applicable
legidation, official names of States are protected against use as trademarks for non-
commercial purposes’.

173. Regarding exceptions to protection, the Delegation suggested two additional questions
focusing on the registration and use of trademarks: “Under the applicable legidation, are
there any exceptions regarding the protection of official names of States against registration as
trademarks?’ and “Under the applicable legidation, are there any exceptions regarding the
protection of official names of States against use as trademarks?’.

174. The Delegation asked SCT Member States to share their practice on the use of
adjectives and trandliterations, and suggested adding questions that would read: *“Under the
applicable legidation, are adjectives and/or trandliterations of official names of States
protected against registration as trademarks?’ and “Under the applicable legislation, are
adjectives and/or trandliterations of official names of States protected against use as
trademarks?’.

175. Recalling thetext of Article 6ter(1)(a) of the Paris Convention on the requirement of
authorization by the competent authorities, the Delegation suggested including the following
questions: “Under the applicable legislation, the registration of trademarks which include
official names of States requires proof of authorization” and “Under the applicable legidlation,
the use of trademarks which include official names of States requires proof of authorization”.
With regard to the issue of non-commercia use, the Delegation proposed including the
following question: “Where a possible conflict between atrademark for non-commercial
entities and an official name of a state constitutes a ground for refusing the registration of the
trademark, this ground”, and then include the same sub-items asin questions 5 and 6 of the
draft questionnaire.

176. Moreover, the Delegation requested that references to goods and services contained in
guestions 7 and 8 of the draft questionnaire be replaced either by “goods and/or services’ or
“goods or services’, or aternatively that the reference to goods and services be separated for
goods and for services as in the example given for question 7: “In determining whether there
isaconflict between atrademark for which registration is sought for goods and an official
name of a State, consideration must be given to the potential deception of consumers as to the
origin of the goods on which the trademark is proposed”, and “1n determining whether thereis
aconflict between atrademark for which registration is sought for services and an officia
name of a State, consideration must be given to the potential deception of consumers as to the
origin of the services on which the trademark is proposed”.
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177. The Delegation of Switzerland supported the proposal made by the Del egation of
Jamai ca concerning the introduction of a question on adjectives and transliterations of State
names. The Delegation also agreed on the suggested separation of goods and servicesin
guestions 7 and 8.

178. The Delegation of El Salvador declared that it did not support the proposed change in
the formulation of questions 7 and 8.

179. The Delegation of Austria considered that the questions of the draft questionnaire were
not precise enough, as some could be answered positively and in the negative at the same
time, depending on circumstances, which might need to be explained. The Delegation
observed that the answers could only be properly interpreted by introducing footnotes.

180. The Delegation suggested dividing questions 1 and 3 into two subquestions
respectively, asfollows: “Under the applicable legislation, official names of States are in any
case/per se protected against registration as trademarks for goods’; “Under the applicable
legislation, official names of States are protected against registration as trademarks for goods
in the case that the overall impression of the trademark could be considered descriptive (for
exampleit could be seen as an indication of geographical origin) or lacks distinctive character
in relation to the goods in question”; “Under the applicable legidation, official names of
States are protected in any case/per se against use as trademarks for goods”; “Under the
applicable legidation, official names of States are protected against use as trademarks for
goodsiif the use could be seen as misleading (for example in respect of the geographical
origin) of the goods’.

181. The Delegation of Cuba supported the proposal made by the Delegation of Jamaica,
with the exception of the separation of goods and servicesin questions 7 and 8. With regard
to question 5, the Delegation sought clarification on the requirements for third partiesin
raising objections against registration, and proposed to reconsider the requirement of potential
deception of consumersin question 7. Finally, the Delegation suggested that the revised
questionnaire also deal with the question of homonymous names.

182. The Delegation of Peru proposed adding the option of invalidation procedures in the last
sub-item of questions 5 and 6, and explained that national |egislation made a difference
between cancellation and invalidation procedures.

183. The Delegation of France wondered whether the draft questionnaire could be useful in
determining the current state of protection granted to official names of States in national
legislation. In fact, it seemed that the draft questionnaire would not allow to reflect the
legislation of anumber of States, which without providing for a specific regime for names of
States, protected them in the same manner as other geographical indications. The Delegation
explained that the national Office refused the registration of names of States as trademarks if
they are likely to mislead the public or were considered descriptive of any other particular
quality of the products on the basis of which the geographical place has acquired reputation.

184. The Delegation of Brazil supported the proposal made by the Delegation of Jamaica and
the statements made by other delegations, and suggested that countries be allowed to make
comments on each question of the draft questionnaire in their replies.
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185. The Delegation of the United Kingdom supported the interventions made by the
Delegations of Austria, Brazil and France concerning the possibility of inserting footnotes and
explanatory notes for each question. The Delegation expressed the view that the expression
“applicable legisation” might be vague and wondered if it aso referred to the practices of
Member States.

186. The Delegation of Kenya supported the proposal made by the Delegation of Jamaica. It
also expressed support for continued deliberations of the SCT on that topic and requested the
Secretariat to insert in the questionnaire questions concerning cases where national legislation
did not prohibit the registration of trademarks including country names or abbreviations
thereof, as well as the requirements for those registrations.

187. The Delegation of the Republic of Moldova wondered whether the first question
referred to marks consisting exclusively of the name of a State or marks simply containing a
country name. The Delegation sought clarification on the purpose of the questionnaire and
asked whether it was intended to analyze the protection of the full official name of a State or
parts of the name and the two letter code abbreviation of the country name.

188. The Delegation of Singapore proposed amending questions 5, 6 and 7 respectively as
follows: “Where the inclusion of an official name of a State in atrade mark constitutes a
ground for refusing the registration of that trade mark in respect of goods, that ground...”;
“Where the inclusion of an official name of a State in atrade mark constitutes a ground for
refusing the registration of that trade mark in respect of services, that ground...”; “In
determining whether the inclusion of an official name of a State in atrademark would be a
ground for refusing registration of that trademark, consideration must be given to the potential
deception of consumers as to the origin of the goods or services on which that trademark is
used or proposed to be used”.

189. The Delegation of Turkey expressed the view that before envisaging an amendment to
the Questionnaire, an explanation was needed as to what is the official name of a country and
asked whether that expression included variations of the name.

190. The Delegation of Azerbaijan considered the proposal made by the Del egation of
Jamaicato be constructive and believed that there was a need for further discussion on the
basis of the questionnaire. The Delegation supported the proposal of inserting footnotes or
explanatory notes after each question.

191. The Delegation of Ukraine observed that the revised version of the questionnaire should
take into account the concerns raised by delegations. The Delegation welcomed the
suggestion made to insert questions regarding the translation, abbreviation and other
derivatives of official names of States.

192. The Delegation of Azerbaijan supported to the views expressed by the Del egations of
the Republic of Moldova and Ukraine.
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193. The Chair concluded that the Secretariat was requested to revise the draft
guestionnaire concerning the protection of official names of States against registration
or use as trademarks contained in the Annex to document SCT/22/4, taking into account
all comments made by delegations at the twenty-second session. Furthermore, the
Secretariat will publish an intermediary version of the revised draft questionnaire on the
SCT Electronic Forum for further comments. A revised version of the draft
questionnaire, taking into account the comments from the twenty-second session as well
as the comments on the intermediary version published on the SCT Electronic Forum
will be presented to the twenty-third session of the SCT for adoption and subsequent
circulation.

Replies to the Questionnaire on Letters of Consent
194. Discussion was based on document SCT/22/5 Prov.

195. The Delegation of Portugal stated that their affirmative answer to Question 1(c)
depended on the decision by a judge to accept or refuse letters of consent to overcome
invalidation. Regarding Question 2, it explained that the answer would depend on whether a
power of attorney was submitted.

196. The Delegation of Finland, referring to Question 2, sought clarification on the words
“filed by” and wondered whether they could be understood as equivalent to “signed by”, in
which case their answer would have to be in the negative.

197. The Delegation of Azerbaijan requested that its positive answer to Question 6 be
amended, considering that the meaning of the question was broader. Referring to procedures
under the Madrid System, the Delegation indicated that aletter of consent might be submitted
at any time by the prior right holder, in writing, even when no contradiction has been raised
during the examination procedure. In addition, the Delegation requested that the answer to
Question 7 be amended in the negative.

198. The Delegation of Austriarequested that the comments submitted with itsreplies to the
guestionnaire should be included in the revised document.

199. The Delegation of the Czech Republic noted that with regard to Question 5(a)
concerning the mandatory content of aletter of consent, its answer should be in the negative.

200. The Delegation of Australia said that some of the information contained in the
document with respect to Australia' s practice could be further clarified. Itsreply to

Question 2 would be that aletter of consent was not necessarily acceptable when filed by an
applicant that isalegal person belonging to the same group of enterprises as the holder, unless
it existed an appropriate commercial relationship between them. The Delegation suggested
dividing Question 2 into sub-questions depending on the nature of the relationship between
the applicant and the party providing aletter of consent.

201. The Delegation of the United States of America requested that its answer to
Question 5(a) be corrected to indicate that thereis no provision for aletter of consent to have
amandatory content.
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202. The Delegation of Brazil asked that its negative answer to Question 4 be corrected in
the affirmative.

203. The Delegation of Chinarequested that its answer to Question 1(b) be recorded in the
negative.

204. The Secretariat clarified that Question 2 referred to cases where the applicant and the
holder of the opposing right belonged to the same group of enterprises. The question inquired
as to whether that situation could disqualify the letter of consent. The question did not imply
that aletter of consent could emanate from the applicant itself, but rather be submitted by it.

205. The Delegation of Mexico indicated that national |egislation contemplated amendments
which would alow for the presentation of letters of consent and pointed out the importance of
understanding the practice of other offices, particularly in cases where conflicts could be
solved through letters of consent. In analyzing the replies to the questionnaire, the Delegation
considered that letters of consent had alimited scope if they were allowed for granting a
registration but not for transferring it. The Delegation was interested in learning the
experience of other officesin cases where electronic systems had to be adapted to take into
account letters of consent. Where aletter of consent was required from all related right
holdersin order to grant a second or third registration, this would have to be recorded in the
electronic system.

206. The Delegation of Serbia noted that aletter of consent was one of the factors that the
examiner had to consider to determine whether there was a likelihood of confusion. The
Delegation further noted that when the owner of the earlier mark decided at a later stage to
withdraw the consent and asked for the cancellation of the mark, the Office would refuse the
cancellation, since the withdrawal of consent was anew fact that did not exist at the time of
granting the protection. A trademark could only be cancelled when the legal conditions for
protection were not fulfilled at the time of registration. The Delegation indicated that it would
submit awritten statement containing those comments for inclusion in the revised document.

207. The Delegation of Uruguay said that, according to national law, letters of consent were
not used to overcome an ex officio refusal of atrademark registration on the basis on an earlier
registered trademark. However, in the case of a particular opposition without any ex officio
refusal by the Office, aletter of consent would be accepted if it isfiled by a holder that isa
legal entity belonging to the same group of enterprises as the holder of the prior registered
trademark. The Delegation explained that it was unable to respond to Questions 4, 5, 6, 7, 8
and 9, because of the public service nature of trademark registrations in Uruguay.

208. The Delegation of Cuba pointed out that when aletter of consent was provided, it would
be taken into consideration during the examination procedure. However, aslong as there was
apossibility of confusion, the trademark would always be refused, in order to protect the
collective interests of consumers. When there was more than one holder, the Delegation
believed that instead of letters of consent use licenses would be relevant.

209. The Delegation of the Russian Federation raised the issue of cases where the Office
could not register a given trademark even if aletter of consent was provided because such
registration was contrary to the public interest or could be deceptive to consumers. The
Delegation wondered whether offices should publish the information on letters of consent, as
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this could be useful for third parties. The Delegation asked whether a copy of the letter of
consent could be provided to interested third parties upon request. The Delegation asked the
Secretariat to include the comments submitted by countriesin the revised version of the
guestionnaire.

210. The Delegation of Croatia observed that the Trademark Act of Croatia did not include
provisions on |etters of consent. Earlier rights were not examined by the Office but the holder
of earlier rights could raise an opposition after the publication of the application. The
Delegation explained that its answers to the questionnaire contained footnotes, indicating that
in its understanding the withdrawal of an opposition was not equivalent to aletter of consent.

211. The Delegation of Spain noted that when agreement was reached in opposition
procedures, it was only necessary that the opponent withdraw its opposition. The Officein
Spain did not examine prior rights ex officio, but if necessary it would send acommunication
to the potential opponent.

212. The Delegation of Azerbaijan indicated that following amendments to national
legislation on May 17, 2009, letters of consent from the previous right holder could be
submitted by applicants and always resulted in a positive conclusion if they weretimely. The
legislation specified that the trademarks could be similar and relate to similar goods, but
would be rejected if they were identical. The Delegation noted that letters of consent could
also be presented for international registrations. The national Office never experienced a
situation where the previous right holder gave letters of consent to different applicants for
similar trademarks, since in that case, the prior right holder would be in competition with the
new right holders and would not be able to verify the quality of the goods. In response to the
issue raised by the Delegation of the Russian Federation, the Delegation noted that the Office
did not publish information on letters of consent, but would provide the information upon
request by athird party.

213. The Representative of INTA observed that about one fifth of the countries that replied
to the Questionnaire would not accept aletter of consent in opposition procedures or a
cancellation action. A number of those jurisdictions would neverthel ess accept |etters of
consent in ex parte procedures. The Representative wondered whether this meant that in any
of those jurisdictions, opposition or cancellation action would not be extinguished as a result
of settlement between the parties and possibly withdrawal by the opponent or the applicant in
acancellation action. The Representative also wondered whether in such cases, the Office
would nevertheless wish to decide on the likelihood of confusion.

214. The Chair concluded that the Secretariat was requested to finalize the Summary of
replies contained in document SCT/22/5 Prov., in line with the comments made by
delegations on specific answers contained in the table and on the comments section of
the document, with a view to publishing the final version of this document for future
reference.

215. The Representative of the European Community stated his understanding that the work
of the SCT consisted aso of exchanging information among participating delegations on
major policy and legidlative developments in different jurisdictions. Against that background,
the Representative informed the SCT that an important project had been recently launched by
the European Commission, which consisted of a comprehensive study of the overall
functioning of the trademark system in Europe. The objective of the study was to identify
potential areas for improvement, streamlining and further development of the system.
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216. The Representative explained that since the Trademark Community System was closely
related to the national trademark laws of the Member States, the study would not only analyze
the need for reform in respect of the Community Trademark Regulation establishing the
Community Trademark System, but would also examine the Trademark Directive, which was
the legal instrument harmonizing national laws of Member States in the area of trademarks.
Given that these two legal instruments had existed for some time, it was believed that a
thorough analysis and assessment of their relevance and added value was necessary.

217. The Representative said that the results of the study might reveal the need for areview
of the European statutory framework, including further harmonization and the establishment
of enhanced cooperation between the Office for Harmonization in the Internal Market and the
national offices of Member States. The Representative indicated that a contract had been
signed with the Max Planck Institute (MPI) for Intellectual Property in Munich to carry out
the study. The MPI had along-standing research tradition in the area of Community and
International Trademark Law. The survey was expected to last twelve months, with interim
results available by the end of February 2010. The Representative pointed out that further
information on this project was available on the website of the European Commission, where
the full text of the relevant terms of reference were posted, together with the background of
the study and the questions that it was expected to address.

Agenda ltem 6: Geographica Indications

218. The Chair noted that there were no working documents or proposals for
discussion at this meeting. The Chair concluded that this item will remain on the
agenda for the next session of the SCT, at which moment delegations would have an
opportunity to express their opinions whether they wished to pursue work under that
agenda item on the basis of a specific working document.

Twenty-Third Session of the Standing Committee on the Law of Trademarks, Industrial
Designs and Geographical Indications (SCT/23)

219. The Chair announced the week from April 19 to 23, 2010, as tentative dates for SCT/23
and the session of the Working Group for reviewing possible amendments to the Regul ations
under the Singapore Treaty on the Law of Trademarks, which will meet back-to-back with the
twenty-third session of the SCT.

Agenda ltem 7: Summary by the Chair

220. The SCT approved the Summary by the Chair as contained in the present
document.

Agenda ltem 8: Closing of the session

221. The Chair closed the session on November 26, 2009.

[Annexes follow]
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WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

STANDING COMMITTEE ON THE LAW OF TRADEMARKS,
INDUSTRIAL DESIGNS AND GEOGRAPHICAL INDICATIONS

Twenty-Second Session
Geneva, November 23 to 26, 2009

SUMMARY BY THE CHAIR

approved by the Sanding Committee

Agenda ltem 1. Opening of the Session

1.  Mr. Francis Gurry, Director General, opened the twenty-second session of the Standing
Committee on the Law of Trademarks, Industrial Designs and Geographical Indications (SCT)
and welcomed the participants.

2. Mr. Ernesto Rubio, Assistant Director General, reported on the work done by the
International Bureau in preparation for the twenty-second session of the SCT in connection with
each of the topics proposed for discussion.

3. Mr. Marcus Hopperger (WIPO) acted as Secretary to the SCT.
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Agenda ltem 2: Adoption of the Agenda

4.  The SCT adopted the Draft Agenda (document SCT/22/1 Prov.) without modifications.

Agenda Item 3: Adoption of the Draft Report of the Twenty-First Session

5. The SCT adopted the Report of the Twenty-First Session based on document
SCT/21/8 Prov., with modifications as requested by the Delegations of Canada, Jamaica, Spain,
Sweden, the United States of America, Uruguay and by the Representative of CEIPI.

Agendaltem 4: Industria Designs

Possible Areas of Convergencein Industrial Design Law and Practice
6.  Discussion was based on document SCT/22/6.

7.  The SCT considered document SCT/22/6 in detail. The Chair concluded that all comments
by del egations would be recorded in the report of the twenty-second session of the SCT. The
Secretariat was requested to provide a revised working document on possible areas for
convergence on industrial design law and practice in SCT Members, to be considered by the SCT
at its twenty-third session, highlighting the potential benefits that users and industrial design
administrations could derive from convergence among Member States in industrial design law and
practice. This document should take into account the proposals made at the twenty-second session
and include comments made by delegations and observer representatives during that session. It
should set out already identified possible areas of convergence, as well as indicate tendenciesin
the law and practice of SCT Members and areas where no concrete convergence could be
established at thistime.

Digital Access Service for Priority Documents
8.  Discussion was based on document SCT/22/7.
9.  The Chair concluded that the SCT had taken note of document SCT/22/7 and had requested
the Secretariat to advance work on the establishment of a Digital Access Service for Priority

Documents for industrial designs and for trademarks, in away that would ensure the largest
possible participation of interested officesin such a service.

Agendaltem 5: Trademarks

Grounds for Refusal of all Types of Marks
10. Discussion was based on document SCT/22/2.

11. The SCT considered document SCT/22/2 in detail. The Chair concluded that the work of
the SCT on grounds for refusal of all types of marks was of great interest for IP Offices of

SCT Members. All comments by delegations would be recorded in the report of the
twenty-second session of the SCT. The Secretariat was requested to revise document SCT/22/2,
taking into consideration al comments made by delegations at the twenty-second session.
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Furthermore, delegations will be given the opportunity to present comments in writing for
inclusion into the revised working document. Such comments should reach the Secretariat by the
end of January 2010. The revised working document should take the form of a SCT reference
document on grounds for refusal of al types of marks. This reference document would be
presented to the twenty-third session of the SCT for final review and should be published
thereafter.

Technical and Procedural Aspects Relating to the Registration of Certification and
Collective Marks

12. Discussion was based on document SCT/22/3.

13. The SCT considered document SCT/22/3 in detail. The Chair concluded that all comments
by del egations would be recorded in the report of the twenty-second session of the SCT. The
Secretariat was requested to prepare a revised working document on technical and procedural
aspects relating to the registration of certification and collective marks, taking into consideration
the comments made by del egations during the twenty-second session. Furthermore, delegations
will be given the opportunity to present comments in writing for inclusion into the revised version
of the working document. Such comments should reach the Secretariat by the end of

January 2010. After reconsideration of the document by the twenty-third session of the SCT, the
document will be published for reference purposes.

Article 6ter of the Paris Convention

14. The SCT considered document SCT/22/4. The Chair concluded that the Secretariat was
regquested to revise the draft questionnaire concerning the protection of official names of States
against registration or use as trademarks contained in the Annex to document SCT/22/4, taking
into account all comments made by delegations at the twenty-second session. Furthermore, the
Secretariat will publish an intermediary version of the revised draft questionnaire on the SCT
Electronic Forum for further comments. A revised version of the draft questionnaire, taking into
account the comments from the twenty-second session as well as the comments on the
intermediary version published on the SCT Electronic Forum will be presented to the twenty-third
session of the SCT for adoption and subsequent circulation.

Replies to the Questionnaire on Letters of Consent
15. Discussion was based on document SCT/22/5 Prov.
16. The Chair concluded that the Secretariat was requested to finalize the Summary of replies
contained in document SCT/22/5 Prov., in line with the comments made by delegations on

specific answers contained in the table and on the comments section of the document, with aview
to publishing the final version of this document for future reference.

Agenda ltem 6: Geographical |ndications

17. The Chair noted that there were no working documents or proposals for discussion at this
meeting. The Chair concluded that thisitem will remain on the agenda for the next session of the
SCT, at which moment del egations would have an opportunity to express their opinions whether
they wished to pursue work under that agenda item on the basis of a specific working document.
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Twenty-Third Session of the Sanding Committee on the Law of Trademarks, Industrial
Designs and Geographical Indications (SCT/23)

18. The Chair announced the week from April 19 to 23, 2010, as tentative dates for SCT/23 and
the session of the Working Group for reviewing possible amendments to the Regulations under the
Singapore Treaty on the Law of Trademarks, which will meet back-to-back with the twenty-third
session of the SCT.

Agenda ltem 7: Summary by the Chair

19. The SCT approved the Summary by the Chair as contained in the present document.

Agenda ltem 8: Closing of the session

20. TheChair closed the session on November 26, 2009.

[Annex |1 follows]
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LISTE DES PARTICIPANTS/LIST OF PARTICIPANTS

|. MEMBRES/MEMBERS

(dans |’ ordre & phabétique des noms francais des Etats)
(in the aphabetical order of the names in French of the States)

ALLEMAGNE/GERMANY

Volker SCHODEL, Judge, District Court, Division for Trademark Law, Law Against Unfair
Competition, Federal Ministry of Justice, Berlin
<schoedel -vo@bmj.bund.de>

Carolin HUBENETT (Ms.), Head, International Registrations Team, Department 3, Trade Marks,
Utility Models and Industrial Designs, German Patent and Trade Mark Office, Munich
<carolin.hubenett@dpma.de>

Marcus KUHNE, Head of Section, Industrial Designs, Designs Register, German Patent and Trade
Mark Office, Jena

ARGENTINE/ARGENTINA

Inés Gabriela FASTAME (Srta.), Primera Secretaria, Mision Permanente, Ginebra
<ines.fastame@ties.itu.int>

AUSTRALIE/AUSTRALIA

Robyn FOSTER (Mrs.), General Manager, Trade Marks and Designs, IP Australia, Woden ACT
<foster@ipaustralia.gov.au>

Gavin LOVIE, Assistant General Manager, Trade Marks and Designs, IP Australia, Woden ACT
<gavin.lovie@ipaustralia.gov.au>

AUTRICHE/AUSTRIA

Walter LEDERMULLER, Trademark Examiner, Legal Department for International Trademark
Affairs, Austrian Patent Office, Vienna
<walter.ledermueller @patentamt.at>
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AZERBAIDJAN/AZERBAIJAN

Zahir HAJIYEV, Deputy Head, Patent Department, State Committee on Standardization,
Metrology and Patents, Baku
<zhgjiyev@azstand.gov.az>

BELGIQUE/BELGIUM

Leen DE CORT (Mme), attaché au Service des affaires juridiques et internationales, Direction
générale de larégulation et de I’ organisation du marché, Office de la propriéte intellectuelle,
Bruxelles

<leen.decort@economie.fgov.be>

BOSNIE-HERZEGOVINE/BOSNIA AND HERZEGOVINIA

Melika FILIPAN (Mrs.), International Trademark Expert, Institute for Intellectual Property of
Bosnia and Herzegovina, Sargjevo
<melika_nana@yahoo.fr> <sargevo@lpr.gov.ba> <info@basmp.gov.ba>

BRESIL/BRAZIL

Deyse GOMES MACEDO (Mrs.), Trademark General Coordinator, Trademark Office, National
Institute of Industrial Property (INPI), Ministry of Development, Industry and Foreign Commerce,
Rio de Janeiro

<deyse@inpi.gov.br>

Maria LuciaMASCOTTE (Mrs.), Trademark General Coordinator, Trademark Office, National
Institute of Industrial Property (INPI), Ministry of Development, Industry and Foreign Commerce,
Rio de Janeiro

<malu@inpi.gov.br>

Maria Alice CASTRO RODRIGUES (Mrs.), Public Prosecutor, National Institute of Industrial

Property (INPI), Ministry of Development, Industry and Foreign Commerce, Rio de Janeiro
<alice@inpi.gov.br>

CAMBODGE/CAMBODIA

SIM Sokheng, Deputy Director, Department of Intellectual Property Rights, Ministry of
Commerce, Phnom Penh
<simsokheng@yahoo.com> <sim.sokheng@moc.gov.kh>
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CANADA

Lisa POWER (Mrs.), Director, Trade Mark Branch, Canadian Intellectual Property Office (CIPO),
Department of Industry Canada, Gatineau

<power.lisa@ic.gc.ca>

Denis SIMARD, Director, Copyright and Industrial Design Branch, Canadian Intellectual
Property Office (CIPO), Department of Industry, Gatineau

<simard.denis@ic.gc.ca>

Darren SMITH, Second Secretary, Permanent Mission, Geneva

CHILI/CHILE
Luciano CUERVO M., Economic Advisor, General Directorate of International Economic Affairs,

Ministry of Foreign Affairs, Santiago de Chile
<lcuervo@direcon.cl>

CHINE/CHINA

L1 Jian Chang, Director General, Trademark Office, State Administration for Industry and
Commerce (SAIC), Beijing

QI Yuan (Ms.), Director, Lega Affairs Division, Trademark Office, State Administration for

Industry and Commerce (SAIC), Beijing
<tmoyuangji @saic.gov.cn>

COLOMBIE/COLOMBIA

Martha Irma ALARCON LOPEZ (Srta.), Ministra Consejera, Mision Permanente, Ginebra
<missiondecolombia23@gmail.com>

COSTA RICA

Elizabeth HEWELL (Mrs.), Intern, Permanent Mission, Geneva

CROATIE/CROATIA

VignjaKUZMANOVIC (Ms.), Head, Section for Substantive Examination, Trademark and
Design Department, State Intellectual Property Office (SIPO), Zagreb
<visnjakuzmanovic2dziv.hr>
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CUBA
ClaraAmparo MIRANDA VILA (Sra.), Jefa, Departamento de Marcas y Otros Signos

Distintivos, Oficina Cubana de la Propiedad Industrial (OCPI), La Habana
<clarita@ocpi.cu>

DANEMARK/DENMARK

AnjaMariaBECH HORNECKER (Ms.), Specia Legal Advisor, Policy and Lega Affairs, Danish
Patent and Trademark Office, Ministry of Economic and Business Affairs, Taastrup
<abh@dkpto.dk>

Tom Meltvedt PETERSEN, Special Lega Advisor, Trademarks and Designs, Danish Patent and

Trademark Office, Ministry of Economic and Business Affairs, Taastrup
<tpe@dkpto.dk>

EL SALVADOR

Martha Evelyn MENJIVAR CORTEZ (Srta.), Consgjera, Misién Permanente, Ginebra
<emenjivar@minec.gob.sv>

EQUATEUR/ECUADOR

Erika PAREDES (Sra.), Técnica, Mision Permanente, Ginebra

ESPAGNE/SPAIN

AuroraHERNANDEZ AGUSTI (Sra.), Jefa, Area Modelos y Semiconductores, Departamento de
Patentes e Informacion Tecnol 0gica, Oficina Espariola de Patentes y Marcas (OEPM), Ministerio
de Industria, Turismo y Comercio, Madrid

<aurora.hernandez@oepm.es>

Paloma HERREROS RAMOS (Sra.), Jefa, Servicio Examen de Marcas, Departamento de Signos
Distintivos, Oficina Espaniola de Patentes y Marcas (OEPM), Ministerio de Industria, Turismo y
Comercio, Madrid

<paoma.herreros@oepm.es>

ESTONIE/ESTONIA

Karol RUMMI (Mrs.), Deputy Head, Trademark Department, Estonian Patent Office, Tallinn
<karol.rummi @epa.ee>



SCT/22/9
Annex I, page 5

ETATS-UNIS D' AMERIQUE/UNITED STATES OF AMERICA

John D. RODRIGUEZ, Attorney-Advisor, Office of Intellectual Property Policy and Enforcement,
United States Patent and Trademark Office (USPTO), Department of Commerce, Alexandria,
Virginia

<john.rodriguez@uspto.gov>

Janis C. LONG (Ms.), Staff Attorney, Office of the Commissioner for Trademarks, United States

Patent and Trademark Office (USPTO), Department of Commerce, Alexandria, Virginia
<Janis.long@uspto.gov>

EX-REPUBLIQUE YOUGOSLAVE DE MACEDOINE/THE FORMER YUGOSLAV
REPUBLIC OF MACEDONIA

Sim¢o SIMJANOV SK, Head, Department for Trademarks, Industrial Designs and Geographical
Indications, State Office of Industrial Property (SOIP), Skopje
<sSimcos@ippo.gov.mk>

FEDERATION DE RUSSIE/RUSSIAN FEDERATION

Liubov L. KIRIY (Mrs.), Deputy Director General, Federal Service for Intellectua Property,
Patents and Trademarks (ROSPATENT), Moscow
<lkiriy@rupto.ru>

EkaterinaIVLEVA (Mrs.), Specidist, International Cooperation Department, Federal Service for
Intellectual Property, Patents and Trademarks (ROSPATENT), Moscow
<ivela@rupto.ru>

Olga KOMAROVA (Mrs.), Director, Trade Marks and Registrations Department, Federal Institute
of Industrial Property (FIPS), Federal Service for Intellectual Property, Patents and Trademarks
(ROSPATENT), Moscow

<OKomarova@rupto.ru>

Svetlana GORLENKO (Ms.), Senior Researcher, Federa Institute of Industrial Property (FIPS),
Federa Servicefor Intellectual Property, Patents and Trademarks (ROSPATENT), Moscow

FINLANDE/FINLAND

Péaivi RAATIKAINEN (Ms.), Deputy Director, Trademarks and Designs Division, Nationa Board
of Patents and Registration, Helsinki
<paivi.raatikainen@prh.fi>
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FRANCE

Marianne CANTET (Mlle), chargée de mission au Service des affaires européennes et
internationales, Institut national de la propriété industrielle (INPI), Paris
<macantet@inpi.fr>

Daphné DE BECO (Mme), chargée de mission au Service des affaires européennes et

internationales, Institut national de la propriété industrielle (INPI), Paris
<ddebeco@inpi.fr>

GUATEMALA

AnaLorena BOLANOS (Sra.), Consgjera Legal, Mision Permanente ante la OMC, Ginebra
<lorena.mision@wtoguatemal a.ch>

HONGRIE/HUNGARY

Imre GONDA, Deputy Head, Trademark, Model and Design Department, Hungarian Patent
Office, Budapest
<imre.gonda@hpo.hu>

INDONESIE/INDONESIA

Sigit ARRY ARDANTA, Director, Copyright, Industrial Design, Lay-out Design of Integrated
Circuit and Trade Secret, Directorate General of Intellectual Property Rights, Ministry of Law and
Human Rights, Tangerang

<ardanta@gmail.com>

IRAN (REPUBLIQUE ISLAMIQUE D')/IRAN (ISLAMIC REPUBLIC OF)

Ali NASIMFAR, Second Secretary, Permanent Mission, Geneva
<anasimi @yahoo.com>

IRLANDE/IRELAND

Brian HIGGINS, Second Secretary, Permanent Mission, Geneva
<brian.higgins@dfa.ie>
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ITALIE/ITALY

Sante PAPARQO, Director, Industrial Designs and International Patents, Italian Patent and
Trademark Office, International and Community Trademarks, Directorate General for the Fight
Against Counterfeiting, Ministry of Economic Development, Rome
<sante.paparo@sviluppoeconomico.gov.it>

Renata CERENZA (Ms.), First Examiner, Italian Patent and Trademark Office, International and
Community Trademarks, Directorate General for the Fight Against Counterfeiting, Ministry of

Economic Development, Rome
<renata.cerenza@sviluppoeconomico.gov.it>

Vittorio RAGONESI, Legal Advisor, Ministry of Foreign Affairs, Rome
<vragones @libero.it>

Fabio VIGNOLA, Intern, Permanent Mission, Geneva

JAMAHIRIYA ARABE LIBYENNE/LIBYAN ARAB JAMAHIRIYA

Ibtisam SAAITE (Mrs.), Second Secretary, Permanent Mission, Geneva

JAMAIQUE/JAMAICA

Richard BROWN, First Secretary, Permanent Mission, Geneva

JAPON/JAPAN

Fumiko HAMAMOTO (Mrs.), Deputy Director, Policy Planning and Research Section, Design
Division, Trademark, Design and Administrative Affairs Department, Japan Patent Office (JPO),
Tokyo

<hamamoto-fumiko@)jpo.go.jp>

Masakazu KOBAY ASHI, Trademark Examiner, Trademark Division, Trademark, Design and
Administrative Affairs Department, Japan Patent Office (JPO), Tokyo

Hiroki ASO, Examiner, Trademark Division, Trademark, Design and Administrative Affairs

Department, Japan Patent Office (JPO), Tokyo
<aso-hiroki @jpo.go.jp>

JORDANIE/JORDAN

Khaled ARABEYYAT, Director, Industrial Property Protection Directorate, Ministry of Industry
and Trade, Amman
<khled.a@mit.gov.jo>

Mohammed Sameer HINDAWI, Second Secretary, Permanent Mission, Geneva
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KENYA

Chumo Leonardo K. KOSGEI, Assistant Chief Trademark Examiner, Kenya Industrial Property
Institute (KIPI), Nairobi

<kosge 2000@yahoo.com> <kosgei @kKipi.go.ke>

LESOTHO

Tsotetss MAKONG, First Secretary, Permanent Mission, Geneva

<makongt@yahoo.fr>

LETTONIE/LATVIA

Dace LIBERTE (Mrs.), Director, Trademarks and Industrial Designs Department, Head, Board of
Appeal, Patent Office of the Republic of Latvia, Riga
<dace.liberte@lrpv.lv>

Janis ANCITIS, Counsellor to the Director, Trademarks and Industrial Designs Department,

Patent Office of the Republic of Latvia, Riga
<j.ancitis@Irpv.lv>

LITUANIE/LITHUANIA

Digna ZINKEVICIENE (Ms.), Head, Trademarks and Designs Division, State Patent Bureau of
the Republic of Lithuania, Vilnius
<d.zinkeviciene@vpb.gov.It>

MALAISIE/MALAYSIA

Y usnieza Syarmila’ Y USOFF (Mrs.), Senior Trademark Officer, Intellectual Property Corporation
of Malaysia (MylPO), Kuala Lumpur
<yusnieza@myipo.gov.my>

MAROC/MOROCCO

Adil EL MALIKI, directeur général de |’ Office marocain de la propriété industrielle et
commerciale (OMPIC), Casablanca
<adil.elmaliki @ompi.org.ma>

Karima FARAH (Mme), chef de I’ Unité opérations signes distinctifs, Office marocain de la
propriété industrielle et commerciale (OMPIC), Casablanca
<farah@ompic.org.ma>

Mohamed EL MHAMDI, conseiller, Mission permanente, Geneve
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MEXIQUE/MEXICO

Joseph KAHWAGI RAGE, Director Divisional de Marcas, Instituto Mexicano de la Propiedad
Industrial (IMPI), México
<jkahwagi @impi.gob.mx>

José Alberto MONJARAS OSORIO, Subdirector Divisional de Marcas, Instituto Mexicano dela
Propiedad Industrial (IMPI), México

<amonjaras@impi.gob.mx>

MYANMAR

Hnin NANDAR MAUNG, Deputy Director, Ministry of Science and Technology, Nay Pyi Taw
<hninnandarmg@gmail.com> <most22@myanmar.com.mm>

Khin Thidar AYE, First Secretary, Permanent Mission, Geneva
<thidark@gmail.com>

NORVEGE/NORWAY

Solvar Winnie FINNANGER (Ms.), Senior Legal Advisor, Design and Trademark Department,
Norwegian Industrial Property Office, Oslo
<swf@patentstyret.no>

Debbie RANNING (Ms.), Senior Legal Advisor, Lega and International Affairs, Norwegian

Industrial Property Office, Oslo
<dro@patentstyret.no>

OMAN

Ali ALMAMARI, Legal Auditor, Ministry of Commerce and Industry, M uscat
<ahsn500@yahoo.com>

PANAMA

Kathialtzel FLETCHER SEVILLANO (Sra), Jefa de Marcas, Direccion Genera del Registro de
laPropiedad Industrial (DIGERPI), Ministerio de Comercio e Industrias, Cuidad de Panama
<kfletcher@mici.gob.pa>

PAKISTAN

Ahsan NABEEL, Third Secretary, Permanent Mission, Geneva
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PEROU/PERU

PatriciaVictoria GAMBOA VILELA (Srta.), Directorade Signos Distintivos, Instituto Nacional
de Defensa de la Competenciay la Proteccion de la Propiedad Intelectual (INDECOPI), Lima
<pagamboa@indecopi.gob.pe>

POLOGNE/POLAND

Marta Donata CZY Z (Mrs.), Director, Trademark Department, Patent Office of the Republic of
Poland, Warsaw
<mczyz@uprp.pl>

PORTUGAL
Maria Joana MARQUES CLETO (Ms.), Executive Officer, International Relations Department,
National Institute of Industrial Property (INPI), Ministry of Economy and Innovation, Lisbon

<jmcleto@inpi.pt>

Luis Miguel SERRADAS TAVARES, Lega Counsellor, Permanent Mission, Geneva

QATAR
Ahmed Yusef AL-JUFAIRI, Director, Trademarks Department, Ministry of Business and Trade,

Doha
<gjufairi@mbt.gov.qa>

REPUBLIQUE ARABE SYRIENNE/SYRIAN ARAB REPUBLIC

Majed KRAIWI, Head, Trademarks Section, Directorate of Commercial and Industrial Property
Protection (DCIP), Ministry of Economy and Trade, Damascus
<mkraiwi@gmail.com>

Souheila ABBAS (Mrs.), First Secretary, Permanent Mission, Geneva

REPUBL IQUE DE COREE/REPUBLIC OF KOREA

JI-WEON Cheon, Research Judge, Supreme Court of Korea, Seoul
<sunnoon@scourt.go.kr>

LEE Young Ju, Deputy Director, Examiner, Design Examination Policy Division, Korean
Intellectua Property Office (KIPO), Dagjeon
<yjlee@kipo.go.kr>

PARK Seong-Joon, First Secretary, Permanent Mission, Geneva
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REPUBLIQUE DE MOLDOVA/REPUBLIC OF MOLDOVA

Simion LEVITCHI, Deputy Director, Trademark and Industrial Design Department, State Agency
on Intellectual Property (AGEPI), Chisinau
<simion.levitchi @agepi.md>

REPUBLIQUE DOMINICAINE/DOMINICAN REPUBLIC

Ivette Yanet VARGAS TAVAREZ (Sra.), Directora del Departamento de Signos Distintivos,
OficinaNacional de laPropiedad Industrial (ONAPI), Santo Domingo
<i.vargas@onapi.gob.do>

Y sset ROMAN (Sra.), Ministra Consgera, Mision Permanente, Ginebra

REPUBLIQUE TCHEQUE/CZECH REPUBLIC

Ludmila CELISOVA (Ms.), Head, Industrial Designs Division, Patent Department, Industrial
Property Office, Prague
<|celisova@upv.cz>

JanaBLAHOVA (Ms.), Law Department, Industrial Property Office, Prague
<jblahova@upv.cz>

ROUMANIE/ROMANIA

Constanta CorneliaMORARU (Mrs.), Head, Legal International Affairs Cooperation Division,
State Office for Inventions and Trademarks (OSIM), Bucharest
<corneliamoraru@osim.ro>

ROYAUME-UNI/UNITED KINGDOM

Edward Stephan SMITH, Assistant Principal Hearing Officer, Trade Marks Directorate,
Intellectua Property Office, Newport
<edward.smith@ipo.gov.uk>

Nathan ABRAHAM, Hearings Officer and Designs Policy Manager, Trade Marks and Designs,

Intellectual Property Office, Newport
<nathan.abraham@ipo.gov.uk>

SERBIE/SERBIA

Vladimir MARIC, Head, Trademark Department, Intellectual Property Office, Belgrade
<vmaric@yupat.sv.gov.yu>
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SINGAPOUR/SINGAPORE

CHAN LouisKen Yu, Director, Legal Counsel, Registry of Trademarks, Intellectual Property
Office of Singapore (IPOS), Singapore
<louis_chan@ipos.gov.sg>

SUEDE/SWEDEN

Anneli SKOGLUND (Ms.), Deputy Director, Division for Intellectual Property and Transport
Law, Ministry of Justice, Stockholm
<anneli.skoglund@justice.ministry.se>

Goran SODERSTROM, Deputy Director, Division for Intellectual Property and Transport Law,
Ministry of Justice, Stockholm
<goran.soderstrom@yjustice.ministry.se>

Anne GUSTAVSSON (Ms.), Senior Legal Advisor, Designs and Trademarks Department,

Swedish Patent and Registration Office, Séderhamn
<anne.gustavsson@prv.se>

SUISSE/SWITZERLAND

Stefan FRAEFEL, conseiller juridigue ala Division des marques, Institut fédéral de la propriété
intellectuelle (IFPI), Berne
<stefan.fraefel @ipi.ch>

David LAMBERT, conseiller juridique ala Division des marques, Institut fédéral de la propriété
intellectuelle (IFPI), Berne

<david.lambert@ipi.ch>

BiancaMAIER (Mme), conseillere juridique ala Division des marques, Institut fédéral dela
propriété intellectuelle (IFPI), Berne

THATLANDE/THAILAND

Delphine JULEN (Ms.), Assistant, Permanent Mission, Geneva

TONGA

Distaquaine TU'IHALAMAKA (Mrs.), Senior Assistant Registrar, Intellectual Property and
Compagny Registration, Ministry of Labour, Commerce and Industries, Nuku’ alofa
<distaquainet@mici.gov.to> <fehimia@gmail.com>
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TURQUIE/TURKEY

Salih BEKTAS, Examiner, Industrial Designs Department, Turkish Patent Institute, Ankara
<salim-bektas@tpe.gov.tr>

Seckin CELIKTEL, Examiner, Trademarks Department, Turkish Patent Institute, Ankara
<seckin.celiktel @tpe.gov.tr>

UKRAINE

IrynaVASYLENKO (Mrs.), Head, Legal Division for Industrial Property, State Department of
Intellectual Property (SDIP), Ministry of Education and Science, Kyiv
<i.vasylenko@sdip.gov.ua>

Tamara SHEVELEVA (Mrs.), Advisor to the Chairman, State Department of Intellectual Property
(SDIP), Ministry of Education and Science, Kyiv

<sheveleva@sdip.gov.ua>

URUGUAY

GracilaROAD D’'IMPERIO (Sra.), Directorade Asesoria, Direccion Nacional de la Propiedad

Industrial (DNPI), Ministerio de Industria, Energiay Mineria, Montevideo
<groad@d.n.p.i.miem.gub.uy> <secretaria@dnpi.miem.gub.uy>

YEMEN/YEMEN

Abdu Abdullah AL HUDHAIFI, General Director, Intellectual Property Department, Ministry of
Industry and Trade, Sana' a
<aalhodaifi @hotmail.com>
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COMMISSION EUROPEENNE (CE)"/EUROPEAN COMMISSION (EC)*

Tomas Lorenzo EICHENBERG, Principa Administrator, Directorate General Market, European
Commission, Brussels
<tomas.ei chenberg@ec.europa.eu>

Vincent O'REILLY, Director, Department for IP Policy, Office for Harmonization in the Internal
Market (Trade Marks and Designs) (OHIM), Alicante
<vincent.oreilly@oami.europa.eu>

llaria CAMELI (Mrs.), Permanent Delegation, European Commission, Geneva
<ilaria.cameli @ec.europa.eu>

[1. ORGANISATIONS INTERNATIONALES INTERGOUVERNEMENTALEY
INTERNATIONAL INTERGOVERNMENTAL ORGANIZATIONS

ORGANISATION BENELUX DE LA PROPRIETE INTELLECTUELLE (OBPI)/ BENELUX
ORGANISATION FOR INTELLECTUAL PROPERTY (BOIP)

Pieter VEEZE, Staff Lawyer, Legal Affairs Department, The Hague
<pveeze@boip.int>

[11. ORGANISATIONS INTERNATIONALES NON GOUVERNEMENTALEY
INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association américaine du droit de la propriété intellectuelle (AIPLA)/American Intellectual
Property Law Association (AIPLA)

Albert TRAMPOSCH, Deputy Executive Director, International and Regulatory, Arlington
<atramposch@aipla.org>

Association communautaire du droit des marques (ECTA)/European Communities Trade Mark
Association (ECTA)
Anne-Laure COVIN (Mrs.), Legal Co-ordinator, Brussels

Sur une décision du Comité permanent, les Communautés européennes ont obtenu le statut de
membre sans droit de vote.

Based on a decision of the Standing Committee, the European Communities were accorded member
status without aright to vote.
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Association des industries de marque (A1M)/European Brands Association (AIM)
Jean BANGERTER, Representative, Brussels
<bangerter.jean@citycable.ch>

Association japonaise pour les marques (JTA)/Japan Trademark Association (JTA)
Shunji SATO, Co-chair, International Activities Committee, Tokyo

Association interaméricaine de la propriété industrielle (ASIP1)/Inter-American Association of
Industrial Property (ASIPI)

Juan VANRELL, Secretary, Montevideo

<jvanrell @bacot.com.uy> <secretariat@asipi.org>

Association international e pour la protection de |a propriété industrielle (Al PPI)/International
Association for the Protection of Industrial Property (A1PPI)

Peter WIDMER, Attorney-at-Law, Bern

<widmer@fmp-law.ch>

Association japonaise des conseils en brevets (JPAA)/Japan Patent Attorneys Association (JPAA)
Shunji SATO, Member, Trademark Committee, Tokyo

<d.maeda@ipworld.jp>

MiwaHAYASHI (Ms.), Member, Design Committee, Tokyo

<mhayashi @tmi.gr.jp>

Reiko TOY OSAKI (Ms.), Member, International Activities Center, Tokyo

Centre d’ é&udes internationales de la propriété intellectuelle (CEIPI)/Centre for International
Intellectual Property Studies (CEIPI)

Francois CURCHOD, chargé de mission, Genolier

<francois.curchod@vtxnet.ch>

Chambre de commerce internationale (CCl)/International Chamber of Commerce (1CC)
Goncalo DE SAMPAIO, Representative, Geneva
<goncal o.sampai o@)j edc.pt>

Fédération internationale des conseils en propriété industrielle (FICPI)/International Federation of
Industrial Property Attorneys (FICPI)

Gongalo DE SAMPAIO, Representative, Geneva

<goncal 0.sampai o@j edc.pt>

Institut de la propriété intellectuelle du Canada (1PIC)/Intellectual Property Institute of Canada

(IPIC)
Janet FUHRER (Mrs.), Vice-President

<jfuhrer @ridoutmaybee.com>

International Trademark Association (INTA)
Bruno MACHADO, Geneva Representative, Rolle
<bruno.machado@bluewin.ch>
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Organization for an International Geographical Indications Network (oriGIn)
Massimo VITTORI, secrétaire général, Versoix
<secretariat@origin-gi.com>

Angela GARCIA (Mme), Versoix

V. BUREAU/OFFICERS

Président/Chair: Adil EL MALIKI (Maroc/Morocco)
Vice-présidents/Vice-chairs Imre GONDA (Hongrie/Hungary)
Joseph KAHWAGI RAGE (Mexique/Mexico)

Secrétaire/Secretary: Marcus HOPPERGER

V. SECRETARIAT DE L’ ORGANISATION MONDIALE
DE LA PROPRIETE INTELLECTUELLE (OMPI)/
SECRETARIAT OF THE WORLD INTELLECTUAL
PROPERTY ORGANIZATION (WIPO)

Francis GURRY, directeur général/Director General
Ernesto RUBIO, sous-directeur géenéral/Assistant Director General

Marcus HOPPERGER, directeur par intérim de la Division des marques et des dessins et
modél es/Acting Director, Brands and Designs Division

Martha PARRA FRIEDLI (Mme/Mrs.), chef de la Section du droit des marques, Division des
marques et des dessins et modéles /Head, Trademark Law Section, Brands and Designs Division

Marie-Paule RIZO (Mme/Mrs.), chef de la Section des dessins et modéles et des indications
géographiques, Division des marques et des dessins et modéles /Head, Industrial Designs and
Geographical Indications Law Section, Brands and Designs Division

VioletaJALBA (Mlle/Ms.), juriste adjointe, Section des dessins et modeles et des indications
géographiques, Division des marques et des dessins et modéles/Assistant Legal Officer, Industrial
Designs and Geographical Indications Law Section, Brands and Designs Division
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Nathalie FRIGANT (Mme/Mrs.), assistante juridique ala Section des dessins et modeles et des
indications géographiques, Division des marques et des dessins et modeles/Industrial Designs and
Geographical Indications Law Section, Brands and Designs Division

Noélle MOUTOUT (Mlle/Ms.), assistante juridique ala Section du droit des marques, Division
des marques et des dessins et modeles/Lega Assistant, Trademark Law Section, Brands and
Designs Division

Kateryna GURINENKO (Mlle/Ms.), consultante a la Section du droit des marques, Division des

marques et des dessins et modeles/Consultant, Trademark Law Section, Brands and Designs
Division

[End of Annexes and of document]



