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Notifications Concerning Treaties 

WIPO Convention 

Accession 

NAMIBIA 

The Government of Namibia deposited, on 
September 23, 1991, its instrument of accession to 
the Convention Establishing the World Intellectual 
Property Organization, signed at Stockholm on 
July 14, 1967, and amended on October 2, 1979. 

Namibia will belong to Class C for the purpose of 
establishing its contribution towards the budget of 
the WIPO Conference. 

The said Convention, as amended on October 2, 
1979, will enter into force, with respect to Namibia, 
on December 23, 1991. 

WIPO Notification No. 153, of September 23, 
1991. 



360 INDUSTRIAL PROPERTY - OCTOBER 1991 

W1PO Meetings 

Paris Union 

First Part of the Diplomatic Conference for the Conclusion 
of a Treaty Supplementing the Paris Convention 

as Far as Patents Are Concerned 

(The Hague, June 3 to 21, 1991) 

NOTE* 

Background to the First Part of the 
Diplomatic Conference 

In June 1983, the Director General of the World 
Intellectual Property Organization (WIPO) proposed 
to the Governing Bodies of WIPO (and, in partic- 
ular, the Assembly of the Paris Union) that a study 
be undertaken on the legal effects of public disclo- 
sure of an invention by its inventor prior to filing an 
application. The proposal was adopted and the ques- 
tion was considered in May 1984 at a meeting of the 
WIPO Committee of Experts on the Grace Period for 
Public Disclosure of an Invention Before Filing an 
Application. 

Following that initial meeting of the Committee 
of Experts, it became clear that the question of a 
grace period could not be dealt with alone. Accord- 
ingly, the scope of inquiry of the Committee of 
Experts was expanded in subsequent meetings, and 
the name of the Committee of Experts was changed 
to "Committee of Experts on the Harmonization of 
Certain Provisions in Laws for the Protection of 
Inventions." That name was retained throughout the 
preparatory work for the proposed Treaty Supple- 
menting the Paris Convention as Far as Patents are 
Concerned (Patent Law Treaty) during the seven 
years between 1984 and 1991.1 

In October 1989, the Assembly of the Paris Union 
decided that, after further preparations during the 
years 1989 and 1990, a diplomatic conference for the 
adoption of the Patent Law Treaty should be 
convened  in  the   second  quarter of   1991.   These 

* Prepared by the International Bureau. 
1 For a more complete description of the history of the 

preparations of the Patent Law Treaty, see document PLT/DC/5 
of the same title, reproduced in Industrial Property, 1991, pp. 
168 to 175. 

further preparations included a Consultative Meeting 
of Developing Countries on the Harmonization of 
Patent Laws, which was held in June 1990. In 
September 1990, the Paris Union Executive 
Committee fixed the dates for the Diplomatic 
Conference as June 3 to 28, 1991. 

A preparatory meeting for the Diplomatic Confer- 
ence was convened in two parts in June and 
October/November 1990 and took decisions 
concerning the substantive documents to be 
submitted to the Diplomatic Conference, the States 
and organizations to be invited, as well as the draft 
Rules of Procedure and the draft Agenda of the 
Diplomatic Conference. 

While, as indicated, the dates for the Diplomatic 
Conference were originally fixed as June 3 to 28, 
1991, those dates were reconsidered at an extraordi- 
nary session of the Paris Union Assembly in April 
1991. That extraordinary session was convened by 
the Director General following the receipt of written 
requests from a number of States members of the 
Paris Union and by virtue of the authority conferred 
on him by the Assembly of the Paris Union to 
convene an extraordinary session if he deemed it 
necessary. 

At that extraordinary session, the Paris Union 
Assembly adopted the following decision: 

"1. The Assembly of the Paris Union, meeting at the request 
of some members of the Paris Union in extraordinary 
session in Geneva on April 29 and 30, 1991, decides that 
the Diplomatic Conference for the Conclusion of a Treaty 
Supplementing the Paris Convention as far as Patents are 
Concerned will be in two parts. 

2. The first part of the Diplomatic Conference will be held 
in The Hague from June 3 to 21, 1991. It will discuss 
articles of the basic proposal. 

3. The date of the second part of the Diplomatic Conference 
may be recommended by the Diplomatic Conference in its 
first part and will be considered by the September 1991 
ordinary session of the Assembly of the Paris Union...." 

When the Assembly adopted the above decision, 
it was understood that the no final decision on the 
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draft Treaty or any of its provisions would be made 
in the first part of the Diplomatic Conference. 

In accordance with the decision of the Paris 
Union Assembly, and at the invitation of the 
Government of the Netherlands, the first part of the 
Diplomatic Conference for the Conclusion of a 
Treaty Supplementing the Paris Convention as Far as 
Patents are Concerned was convened and organized 
by WIPO at the Netherlands Congress Centre in The 
Hague, from June 3 to 21, 1991. 

Participants in the First Part of the 
Diplomatic Conference 

The following 93 States members of the Paris 
Union and/or WIPO were represented at the Diplo- 
matic Conference: Algeria, Argentina, Australia, 
Austria, Bangladesh, Belgium, Benin, Brazil, 
Bulgaria, Burkina Faso, Burundi. Cameroon, Canada, 
Central African Republic, Chad, Chile, China, 
Congo, Costa Rica, Côte d'Ivoire, Cuba, Czechoslo- 
vakia, Democratic People's Republic of Korea, 
Denmark, Dominican Republic, Egypt, Finland, 
France, Gabon, Germany, Ghana, Greece, Guinea, 
Guinea-Bissau, Haiti, Hungary, India, Indonesia, Iran 
(Islamic Republic of). Ireland, Israel, Italy, Japan, 
Jordan, Kenya, Lebanon, Lesotho, Libya, Luxem- 
bourg, Malawi, Malaysia, Mali, Malta, Mauritania, 
Mexico, Mongolia, Morocco, Netherlands, New 
Zealand, Niger, Nigeria, Norway, Peru, Philippines, 
Poland, Portugal, Republic of Korea, Romania, 
Rwanda, Senegal, Soviet Union, Spain, Sri Lanka, 
Sudan, Swaziland, Sweden, Switzerland, Syria, Thai- 
land, Togo, Tunisia, Turkey, Uganda, United 
Kingdom, United Republic of Tanzania, United 
States of America, Uruguay, Venezuela, Viet Nam, 
Yugoslavia, Zaire, Zambia, Zimbabwe. The delegates 
from the foregoing States are identified in the list of 
participants following this Note. 

Six intergovernmental organizations and 33 non- 
governmental organizations were represented. The 
names of those organizations and their representa- 
tives appear in the list of participants reproduced at 
the end of this Note. 

Officers of the Diplomatic Conference 

The Diplomatic Conference unanimously elected 
Mr. Max Engels (Netherlands) as President of the 
Conference. In accordance with Rule 12 of the Rules 
of Procedure, there were two Main Committees, 
Main Committee I and Main Committee II. The 
Chairman of Main Committee I was Mr. Jean-Louis 
Comte (Switzerland), and the Chairman of Main 
Committee II was Mr. Antonio Trombetta 
(Argentina). The Chairman of the Credentials 
Committee was Mr. Salah Kamel (Egypt) and the 

Chairman of the Drafting Committee was Mr. 
Michael K. Kirk (United States of America). The 
full list of officers of the Conference appears at the 
end of this Note. 

The Secretariat of the Diplomatic Conference was 
provided by the staff of WIPO, which was assisted 
by additional staff placed at the disposal of the 
Conference by the Government of the Netherlands. 

Proceedings at the First Part of the 
Diplomatic Conference 

The Diplomatic Conference was opened by Her 
Excellency Mrs. Y.M.C.T. van Rooy, Minister for 
Foreign Trade (Economic Affairs). Opening speeches 
were also given by Mr. A.J.E. Havermans. Burgo- 
master of The Hague and Dr. A. Bogsch, Director 
General of WIPO. 

At the first part of the Diplomatic Conference, the 
39 Articles of the draft Patent Law Treaty and the 13 
Rules of the draft Regulations under the draft Treaty 
(document PLT/DC/3),2 as well as 62 proposals 
for amendment submitted by delegations, were 
considered.3 

Main Committee I considered the following Arti- 
cles contained in the basic proposal: Article 1 
(Establishment of a Union), Article 2 (Definitions), 
Article 3 (Disclosure and Description), Article 4 
(Claims), Article 5 (Unity of Invention), Article 6 
(Identification and Mention of Inventor; Declaration 
Concerning the Entitlement of the Applicant), Article 
7 (Belated Claiming of Priority), Article 8 (Filing 
Date), Article 9 (Right to a Patent), Article 11 
(Conditions of Patentability), Article 12 (Disclosures 
Not Affecting Patentability (Grace Period)), Article 
13 (Prior Art Effect of Certain Applications). Article 
14 (Amendment or Correction of Application), 
Article 15 (Publication of Application), Article 16 
(Time Limits for Search and Substantive Examina- 
tion), Article 17 (Changes in Patents), Article 18 
(Administrative Revocation), Article 20 (Prior User). 
Article 21 (Extent of Protection and Interpretation of 
Claims) and Article 23 (Enforcement of Rights). 

Main Committee I also considered the following 
Rules contained in the basic proposal: Rule 1 (Defi- 
nitions (ad Article 2)), Rule 2 (Contents and Order 
of Description (ad Article 3(2))), Rule 3 (Manner of 
Claiming (ad Article 4(5))), Rule 4 (Details 
Concerning the Requirement of Unity of Invention 
(ad Article 5(1))), Rule 5  (Divisional Applications 

2 Document PLT/DC/3 was reproduced in Industrial Prop- 
erty, 1991, pp. 118 lo 138, and is hereinafter referred to as the 
"basic proposal." Also see "Notes on the Basic Proposal for the 
Treaty and Regulations" (document PLT/DC/4). reproduced in 
Industrial Property, 1991. pp. 139 to 152. 

3 Document PLT/DC/INF/3 lists all of the proposals for 
amendment of provisions of the basic proposal submitted at the 
first part of the Diplomatic Conference. 
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(ad Article 5(1))), Rule 6 (Manner of Identification 
and Mention of Inventor (ad Article 6)), Rule 7 
(Details Concerning the Filing Date Requirements 
(ad Article 8)), Rule 8 (Announcement in the 
Gazette of the Publication of an Application (ad 
Article 15(1))), Rule 9 (Announcement in the 
Gazette of the Publication of a Change in a Patent 
(ad Article 17(5))) and Rule 10 (Announcement in 
the Gazette of the Grant of a Patent (ad Article 
18(l)(b))). 

Main Committee II considered, in addition to the 
Preamble, the following Articles contained in the 
basic proposal: Article 10 (Fields of Technology), 
Article 19 (Rights Conferred by the Patent), Article 
22 (Term of Patents), Article 24 (Reversal of Burden 
of Proof), Article 25 (Obligations of the Right 
Holder), Article 26 (Remedial Measures Under 
National Legislation), Article 27 (Assembly), Article 
28 (International Bureau), Article 29 (Regulations), 
Article 30 (Settlement of Disputes), Article 31 (Revi- 
sion of the Treaty), Article 32 (Protocols), Article 33 
(Becoming Party to the Treaty), Article 34 (Effective 
Date of Ratifications and Accessions), Article 35 
(Reservations), Article 36 (Special Notifications), 
Article 37 (Denunciation of the Treaty), Article 38 
(Languages of the Treaty; Signature) and Article 39 
(Depositary). 

Main Committee II also considered the following 
Rules contained in the basic proposal: Rule 11 
(Absence of Quorum in the Assembly (ad Article 
27)), Rule 12 (Requirement of Unanimity for 
Amending Certain Rules (ad Article 29(3))) and 
Rule 13 (Settlement of Disputes (ad Article 30)). 

LIST OF PARTICIPANTS 

I. Member Delegations 

ALGERIA 

Head of the Delegation 
D. Hadj-Sadok, Directeur général de l'Institut algérien de 

normalisation et de propriété industrielle (INAPI) 

ARGENTINA 

Head of the Delegation 
J.W. Kent, Embajador, Embajada de la Argentina, La Haya 

Delegates 
M.I. Fernandez, Consejero de Embajada, Ministerio de Rela- 

ciones Exteriores Culto 
A. Trombetta, Secretario de Embajada, Misiön Permanente, 

Ginebra 
R.J. Segura, Licenciado, Jefe de Patentes de Invenciön, Direc- 

tion Nacional de la Propiedad Industrial 

Delegates 
GJ. Baker, Assistant Commissioner of Patents and Assistant 

Registrar, Patent, Trade Marks and Designs Office 
D. Chester, Director, Trade and Intellectual Property, Depart- 

ment of Foreign Affairs and Trade 

Adviser 
F.P. Old, Spruson and Ferguson, Sydney 

AUSTRIA 

Head of the Delegation 
H. Pfusterschmid-Hardtenstein, Ambassador, Embassy of 

Austria, The Hague 

Delegate 
H. Knittel, Head of Legal Division, Austrian Patent Office 

BANGLADESH 

Head of the Delegation 
M.I. Talukdar, Minister (Economic Affairs), Permanent 

Mission, Geneva 

BELGIUM 

Head of the Delegation 
G. de Cuypère, Secrétaire d'administration, Office de la 

propriété industrielle, Ministère des affaires économiques 

BENIN 

Head of the Delegation 
A. Hacheme, Directeur des organisations internationales, 

Ministère des affaires étrangères et de la coopération 

BRAZIL 

Head of the Delegation 
A.A. de Mello-Franco, Ambassador, Embassy of Brazil, The 

Hague 

Delegates 
V. Manzolillo de Moraes, Counsellor, Embassy of Brazil, The 

Hague 
M.M.  Rodrigues  Mittelbach, Director of Patents,  National 

Institute of Industrial Property 

BULGARIA 

Head of the Delegation 
S. Aliakov, Counsellor, Embassy of Bulgaria, The Hague 

BURKINA FASO 

Head of the Delegation 
M. Hien, Conseiller des affaires économiques, Chargé des 

questions de propriété industrielle, Direction du déve- 
loppement industriel, Ministère de la promotion 
économique 

Delegate 
K.J. Ouattara, Conseiller des affaires étrangères, Division des 

traités, accords et conventions, Direction des affaires 
juridiques et consulaires, Ministère des relations 
extérieures 

AUSTRALIA 

Head of the Delegation 
P.A.D. Smith, Commissioner of Patents, Registrar of Trade 

Marks and Designs, Patent, Trade Marks and Designs 
Office 

BURUNDI 

Head of the Delegation 
E. Ntahomvukiye, Conseiller au Département des études et de 

la documentation industrielles, Ministère du commerce et 
de l'industrie 
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CAMEROON 

Head of the Delegation 
J.-O. Tigbo, Chef du Service de la normalisation et de la 

propriété industrielle, Ministère du développement indus- 
triel et commercial 

Delegates 
T.S. Tabapssi, Premier secrétaire. Ambassade du Cameroun, 

La Haye 
D. Essama, Deuxième conseiller, Ambassade du Cameroun, 

La Haye 

CANADA 

Head of the Delegation 
J.H.A. Gariépy, Director General, Intellectual Property Direc- 

torate, Commissioner of Patents, Registrar of Trademarks, 
Department of Consumer and Corporate Affairs 

Alternate Heads of the Delegation 
E.W. Bown, Division Chief, Patent Examination, Intellectual 

Property    Directorate,    Department   of   Consumer   and 
Corporate Affairs 

B. Couchman, Legal Adviser, Department of Consumer and 
Corporate Affairs 

Delegate 
J. Butler, Senior Policy Analyst, Services, Intellectual Prop- 

erty and General Trade Policy Division, Department of 
External Affairs 

Advisers 
Liu Gushu, President, All-China Patent Agents Association 
Zhou Chuanjie, Attorney at Law, All-China Patent Agents 

Association 

CONGO 

Head of the Delegation 
P. Milandou, Chef du Service de la valorisation, du contrôle 

des contrats et licences, Direction de l'Antenne nationale 
de la propriété industrielle, Direction générale de l'indus- 
trie, Ministère de l'industrie, de la pêche et de l'artisanat 

COTE D'IVOIRE 

Head of the Delegation 
A. Touré, Directeur de la technologie et des infrastructures, 

Ministère de l'industrie, des mines et de l'énergie 

CUBA 

Head of the Delegation 
G. Mazurra Hernandez, Embajador, Embajada de Cuba, La 

Haya 

Delegate 
B. Maza Llovet, Jefe, Departamento Legal, Oficina de Inven- 
ciones, Information Técnica y Marcas 

CENTRAL AFRICAN REPUBLIC 

Head of the Delegation 
J.-N. Agouh, Assistant, Direction du Développement indus- 

triel et artisanal, Structure nationale de liaison OAPI, 
Ministère des finances, du commerce, de l'industrie et des 
petites et moyennes entreprises 

CHAD 

Head of the Delegation 
M. Bandjang, Conseiller des affaires étrangères, Directeur des 

affaires juridiques, Ministère des affaires étrangères 

CZECHOSLOVAKIA 

Head of the Delegation 
L. Jakl, President, Federal Office for Inventions 

DEMOCRATIC PEOPLE'S REPUBLIC OF KOREA 

Head of the Delegation 
Kim  Ung  Ho,  General  Director,  Invention  Office  of  the 

Democratic People's Republic of Korea 

Delegate 
Pak Chun U, Officer, Ministry of Foreign Affairs 

CHILE 

Head of the Delegation 
P. Romero, Primer Secretario, Mision Permanente, Ginebra 

Delegate 
S.   Escudero  Câceres,  Asesor  para  Asuntos  de   Propiedad 

Industrial, Ministerio de Economi'a 

CHINA 

Head of the Delegation 
Gao Lulin, Director General, Patent Office 

Delegates 
Duan Ruichun, Deputy Director, Department of Policy and 

Legislation, State Commission for Science and Tech- 
nology 

Wang Zhengpu, Deputy Director, Department of Treaty and 
Law, Ministry of Foreign Economic Relations and Trade 

Wu Xiangwen, Director, International Cooperation Depart- 
ment, Patent Office 

Qiao Dexi, Deputy Director, Department of Law and Policy, 
Patent Office 

Qin Xiaomei, First Secretary, Department of International 
Organizations, Ministry of Foreign Affairs 

Xu Hong, Second Secretary, Department of Treaty and Law, 
Ministry of Foreign Affairs 

DENMARK 

Head of the Delegation 
P.L. Thoft, Director General, Danish Patent Office, Ministry 

of Industry 

Delegates 
N.  Ravn,  Deputy  Director General,  Danish Patent Office, 

Ministry of Industry 
L.D.  Osterborg,  Head  of Division,  Danish  Patent  Office, 

Ministry of Industry 
A. Bach, Head of Section, Danish Patent Office, Ministry of 

Industry 

DOMINICAN REPUBLIC 

Head of the Delegation 
I. Gùémez Naut, Asistente Principal del Secretario de Estado, 

Secretaria de Estado de Relaciones Exteriores 

EGYPT 

Head of the Delegation 
S. Kamel, Ministre plénipotentiaire et Vice-directeur du 

Département des affaires juridiques, Ministère des affaires 
étrangères 
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FINLAND 

Head of the Delegation 
M. Enäjärvi. Director General, National Board of Patents and 

Registration 

Alternate Head of the Delegation 
R.P.   Paaermaa,  Deputy Head of Department, Ministry  of 

Trade and Industry 

Delegates 
E. Nuorlahti-Solarmo, Head of Division, National Board of 

Patents and Registration 
E. Mantere, Legal Advisor, Ministry of Trade and Industry 
M.-L. Mansala, Legal Advisor, Federation of Finnish Indus- 

tries 

FRANCE 

Head of the Delegation 
J.-C. Combaldieu, Directeur général, Institut national de la 

propriété industrielle 

Alternate Head of the Delegation 
M.  Guerrini,  Directeur général adjoint chargé des affaires 

internationales, Institut national de la propriété industrielle 

Delegate 
J. Divoy, Chef de 

industrielle 

GABON 

Division, Institut national de la propriété 

Head of the Delegation 
B. Ngoua-Meyo, Conseiller des affaires étrangères, Ministère 

des affaires étrangères, de la coopération et de la franco- 
phonie 

GERMANY 

Head of the Delegation 
E.   Niederleithinger, 

Justice 
Director General, Federal  Ministry of 

Deputy Head of the Delegation 
A.  Schäfers, Deputy Director General, Federal Ministry of 

Justice 

Delegates 
P. Miihlens, Head of Division, Federal Ministry of Justice 
D. Schennen, Deputy Head of Division, Federal Ministry of 

Justice 
F.P. Goebel, Head of Legal Division, German Patent Office 
H. Bardehle, Patent Solicitor, Munich 

GHANA 

Registrar-General's  Depart- 
Head of the Delegation 

D.M.   Mills,   Registrar-General, 
ment. Ministry of Justice 

GREECE 

Head of the Delegation 
D. Boucouvalas, Deputy Director General, Industrial Property 

Organization (OBI) 

Delegate 
K. Abatzis, Director, Patent and Utility Models, Industrial 

Property Organization (OBI) 

GUINEA 

Head of the Delegation 
F. Bangoura, Chef de la Section technologie et propriété 

industrielle. Division de la Technologie et de la Normali- 
sation, Ministère de l'industrie, du commerce et de l'arti- 
sanat 

GUINEA-BISSAU 

Head of the Delegation 
J.A. Nosoliny, Directeur des Services de la propriété indus- 

trielle et de l'information technique, Ministère des 
ressources naturelles et de l'industrie 

HAITI 

Head of the Delegation 
J.G.V. Durandisse, Assistant-directeur aux affaires juridiques, 

Ministère du commerce et de l'industrie 

HUNGARY 

Head of the Delegation 
I. Ivânyi, President, National Office of Inventions 

Alternate Head of the Delegation 
G. Vékâs, Vice-President, National Office of Inventions 

Delegates 
G. Szemzö, Head of Department, National Office of Inven- 

tions 
J. Bobrovszky, Head, Legal and International Department, 

National Office of Inventions 
A. Németh, Lawyer, Ministry of Justice 
I. Szilâgyi, Senior-Advisor, Ministry of Industry and Trade 
Z. Horvâth, Lawyer, Ministry of Agriculture 
T. Madari, Lawyer, Hungarian Academy of Sciences 

Advisor 
T.F. Töth, Chief Counsellor, Hungarian Academy of Sciences 

INDONESIA 

Head of the Delegation 
B. Tjokroamidjojo, Ambassador, Embassy of Indonesia, The 

Hague 

Alternate Head of the Delegation 
B. Kesowo, Head, Bureau of Law and Legislation, Cabinet 

Secretariat, Office of the President 

Delegates 
R.R. Siahaan, Counsellor, Permanent Mission, Geneva 
T.   Sutrisno,   Official,   Directorate   of  Legal   and   Treaties 

Affairs, Department of Foreign Affairs 
H.   Kusumo  Priyo,  Second  Secretary, Permanent Mission, 

Geneva 
H. Soelistyo Budhi, Bureau of Law and Legislation, Cabinet 

Secretariat, Office of the President 

IRAN (ISLAMIC REPUBLIC OF) 

Head of the Delegation 
S.R. Zavareie, Deputy of the Judiciary and Head of Registra- 

tion Organization of Deeds and Intellectual and Industrial 
Property 

Alternate Head of the Delegation 
H. Ronughi, Advisor to the Head of Registration Organization 

of Deeds and Intellectual and Industrial Property 

Delegates 
M.H. Moayedoddin, Expert, Legal Department, Ministry of 

Foreign Affairs 
E. Foroudi, Expert, Legal Department, Ministry of Foreign 

Affairs 
H.R. Aminipehaghani, Expert, Registration Organization of 

Deeds and Intellectual and Industrial Property 
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IRELAND 

Head of the Delegation 
D. O'Leary, Ambassador, Embassy of Ireland, The Hague 

Alternate Head of the Delegation 
S.   Fitzpatrick,   Controller   of   Patents,   Trade   Marks   and 

Designs, Patent Office 

Delegates 
J. Gormley, Office of Attorney General 
B. O'Farrell, Principal Examiner of Patents, Patent Office 

ISRAEL 

Head of the Delegation 
M.   Ophir,   Commissioner  of  Patents,   Designs  and   Trade 

Marks, Ministry of Justice 

Delegates 
M. Cohn, Patent Attorney; President, AIPPI National Group; 

Tel Aviv ' 
I. Shachter, Patent Attorney; Chairman, Association of Patent 

Attorneys; Tel Aviv 

ITALY 

Head of the Delegation 
M. Fortini, Ambassadeur, Délégué aux accords de propriété 

intellectuelle, Ministère des affaires étrangères 

Alternate Head of the Delegation 
P. Iannantuono, Conseiller juridique, Bureau du Délégué aux 

accords de propriété intellectuelle, Ministère des affaires 
étrangères 

Delegates 
A.   Galasso,   Magistrat,  Bureau  législatif.   Ministère  de   la 

justice 
P. Saconney, Jacobacci-Casetta et Perani, Turin 
E. Nola, Olivetti, S.A., Ivrea 

JORDAN 

Head of the Delegation 
M.A. Khriesat, Director, Trade and Commerce Registration, 

Ministry of Industry and Trade 

KENYA 

Head of the Delegation 
S.O. Allela, Director, Industrial Property Office, Ministry of 

Research, Science and Technology 

Delegate 
N. Cheluget, Legal Officer, Permanent Mission, Geneva 

LEBANON 

Head of the Delegation 
M.S.   Hatoum,  Legal   Advisor,  Ministry  of  Economy  and 
Trade 

LESOTHO 

Head of the Delegation 
N.  Pii,  Registrar-General, Registrar General's Office,  Law 

Office 

LIBYA 

Head of the Delegation 
S. Elhuni, Head of Legal Section, Liaison Bureau for Foreign 

Affairs 

Delegates 
A.A.  Alkamoshi,  Director.  Future Industries and  Industrial 

Property Administration 
B. Skuka, First Secretary', Liaison Bureau for Foreign Affairs 
M. Awon, Staff Member, Liaison Bureau for Foreign Affairs 

JAPAN 

Head of the Delegation 
K. Fujita, Ambassador Extraordinary and Plenipotentiary, 

Embassy of Japan, The Hague 

Alternate Heads of the Delegation 
S. Uematsu, Commissioner, Japanese Patent Office 
T. Yoshida, Deputy-Commissioner, Japanese Patent Office 
S. Uemura, Senior Officer, International Cooperation, Interna- 

tional Affairs Division, General Administration Depart- 
ment, Japanese Patent Office 

Delegates 
T. Watanabe, Examiner, Seeds and Seedling Division, Agri- 

cultural Production Bureau, Ministry of Agriculture, 
Forestry and Fisheries 

S. Takakura, First Secretary, Permanent Mission, Geneva 
M. Hara, First Secretary, Embassy of Japan, The Hague 
K. Ukai, Assistant Director, International Affairs Division, 

General Administration Department, Patent Office 
H. Kimura, Assistant Director, International Affairs Division, 

General Administration Department, Patent Office 
H. Hayashi, Official, Social Cooperation Division, United 

Nations Bureau, Ministry of Foreign Affairs 
N. Yamada, Second Secretary, Embassy of Japan, The Hague 

Advisers 
Y. Mikami, Executive Director, Institute of Intellectual Prop- 

erty 
S. Suzuki, Director of Planning and Coordination, Institute of 

Intellectual Property 
N. Kono, Director, JETRO, Düsseldorf 

LUXEMBOURG 

Head of the Delegation 
F.   Schlesser,  Inspecteur principal.  Service  de  la  propriété 

intellectuelle, Ministère de l'économie 

MALAWI 

Head of Delegation 
J.B.   Villiera,   Attorney  General   and   Secretary  of Justice, 

Ministry of Justice 

Alternate Head of the Delegation 
A.S.E. Msosa. Registrar General. Department of the Registrar 

General, Ministry of Justice 

Delegate 

B.Y.M. Makwinja, Acting Deputy Registrar-General, Depart- 
ment of the Registrar General, Ministry of Justice 

MALAYSIA 

Head of the Delegation 
H.J. bin Abu Bakar, Deputy Secretary-General, Ministry of 

Domestic Trade and Consumer Affairs 

MALI 

Head of the Delegation 
K.S.   Diawara,   Chef  de   la   Section  propriété   industrielle, 

Direction nationale des industries 
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MALTA 

Head of the Delegation 
J. Licari, Ambassador of Malta to the European Communities, 

Brussels 

Delegate 
G. Warr, Administrative Officer, Department of Trade 

MAURITANIA 

Head of Delegation 
O.Y. Mohamed Moctar, Chef de la Division des relations 

économiques internationales, Ministère des affaires étran- 
gères et de la coopération 

MEXICO 

Head of the Delegation 
A. Fuchs, Segundo Secretario, Misiön Permanente, Ginebra 

Alternate Head of the Delegation 
D. Jimenez, Segundo Secretario, Misiön Permanente, Ginebra 

MONGOLIA 

Head of the Delegation 
D. Demberel, Directeur, Office national des brevets et des 

marques 

Delegate 
D. Zolboot, Conseiller juridique, Office national des brevets 

et des marques 

NIGERIA 

Delegate 
B.T. Tekune, First Secretary, Embassy of Nigeria, The Hague 

NORWAY 

Head of the Delegation 
P.T. Lossius, Assistant Director General, Patent Office 

Delegate 
E. Liljegren, Deputy Director General, Patent Office 

PHILIPPINES 

Head of the Delegation 
R.  Carifio,  Ambassador Extraordinary  and  Plenipotentiary, 

Embassy of the Philippines, The Hague 

Alternate Head of the Delegation 
R. Aragon, Minister Counsellor, Embassy of the Philippines, 

The Hague 

Deputy Head of the Delegation 
I.S.   Sapalo,  Director, Bureau of Patents, Trademarks  and 

Technology Transfer, Department of Trade and Industry 

POLAND 

Head of the Delegation 
W. Kotarba, President, Patent Office 

Delegate 
G. Lachowicz, Senior Expert, International Cooperation Divi- 

sion, Patent Office 

MOROCCO 

Head of the Delegation 
J. Chouaibi, Secrétaire, Ambassade du Royaume du Maroc, 

La Haye 

NETHERLANDS 

Head of the Delegation 
M.A.J. Engels, President, Patent Office 

Deputy Head of the Delegation 
W. Neervoort, Vice-President, Patent Office 

Delegates 
J.  Nicaise,  Director, Legal Affairs, Ministry of Economic 

Affairs 
W. Van der Eijk, Legal Adviser in Industrial Property, Legal 

Department, Ministry of Economic Affairs 
O. Aalbers, Patent Agent, Rijswijk 

NEW ZEALAND 

Head of the Delegation 
K.B. Popplewell, Assistant Commissioner of Patents, Trade 

Marks and Designs, Patent Office, Ministry of Commerce 

Delegate 
A.F.    Wierzbicki,    Senior   Advisor,   Intellectual   Property, 
Ministry of Commerce 

NIGER 

Head of the Delegation 
A. Soumana, Chef de Division, Direction de l'industrie et de 

la promotion des investissements privés, Ministère de la 
promotion économique 

PORTUGAL 

Head of the Delegation 
F.M.B.  Moita,  Ambassadeur,  Ambassade  du  Portugal,  La 
Haye 

Alternate Head of the Delegation 
J.  Mota Maia,  Président,  Institut  national de  la propriété 

industrielle 

Delegates 
R.A. Costa de Morais Serrâo, Vice-président, Institut national 

de la propriété industrielle 
J. Pereira da Cruz, Agent officiel de la propriété industrielle 

REPUBLIC OF KOREA 

Head of the Delegation 
C. Kim, Commissioner, Korean Industrial Property Office 

Alternate Head of the Delegation 
B.C.   Park,   Director,   Examination   Coordination   Division, 

Korean Industrial Property Office 

Delegates 
J.-K. Kim, Intellectual Property Attaché, Permanent Mission, 

Geneva 
J.   Kang,   Examiner,   Examination   Coordination   Division, 

Korean Industrial Property Office 

ROMANIA 

Alternate Heads of the Delegation 
L.A.G.  Bulgar, Chief, Legal Department, State Office for 

Inventions and Trademarks 
V. Erhan, Chief, Examination Department, State Office for 

Inventions and Trademarks 
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Delegates 
V. Pordea, Examiner, State Office for Inventions and Trade- 

marks 
R. Balas, Second Secretary, Ministry of Foreign Affairs 

SRI LANKA 

Head of the Delegation 
K.   Jayasinghe,   Registrar   of   Patents   and   Trade   Marks, 

Registry of Patents and Trade Marks 

RWANDA 

Head of the Delegation 
J.-M.V.    Nyilimbilima,   Directeur   de   la    politique   tech- 

nologique, Ministère de l'industrie et de l'artisanat 

SENEGAL 

Head of the Delegation 
F. Kane, Ambassadeur, Ambassade du Sénégal, Bruxelles 

Delegate 
A.M. Dieng, Chef du service de la propriété industrielle et de 

la technologie, Ministère de l'industrie, du commerce et 
de l'artisanat 

Adviser 
M.B. Ly, Premier Conseiller, Mission permanente, Genève 

SOVIET UNION 

Head of the Delegation 
Y.A. Bespalov, Chairman, USSR State Patent Office 

Deputy Head of the Delegation 
V.  Oushakov, Director, International Relations Department, 

USSR State Patent Office 

Delegates 
V.S. Bolbasov, Member of the USSR Parliament 
LB.   Perepelkin,   Head,   Science   and   Technology   Section, 

Secretariat of the USSR Cabinet of Ministers 
A.D.  Korchaguin, Director, State Patent Examination Insti- 

tute, USSR State Patent Office 
V. Blatov, First Secretary- Ministry of Foreign Affairs 
V.N. Roslov, Deputy Director, International Relations Depart- 

ment, USSR State Patent Office 
M. Saprykine, Scientific Attaché, Embassy of the USSR, The 

Hague 

Adviser 
K. Tikhaze, Third Secretary, Ministry of Foreign Affairs 

Embassy  of  the   Republic  of the 

SUDAN 

Head of the Delegation 
A.   Deng,  Ambassador, 

Sudan, The Hague 

Delegates 
A.A. Hy, First Secretary, Embassy of the Sudan, The Hague 
S.M. Abdalla, Second Secretary, Permanent Mission, Geneva 

SWAZILAND 

Head of the Delegation 
Z.A. Khumalo, Minister for Justice, Ministry of Justice 

Alternate Head of the Delegation 
P.S. Mngomezulu, Principal Secretary for Justice, Ministry of 

Justice 

Delegates 
S.H.   Zwane,   Director   of   Public   Prosecutions,   Attorney 

General, Ministry of Justice 
A.M. Mathabela, Registrar General, Ministry of Justice 
B.R. Mkwanazi, Senior Assistant Registrar General, Ministry 

of Justice 

SWEDEN 

Head of the Delegation 
F. von Arnold, Legal Advisor, Ministry of Justice 

Alternate Head of the Delegation 
B. Sandberg,  Head of Legal  Division, Patent Department, 

Royal Patent and Registration Office 

Advisers 
C. Engholm. Patent Counsel, Kabi-Pharmacia AB, Uppsala 
I. Clivemo, Head, Patent Department, Alfa-Laval AB, Tumba 
S. Lagman, Patent Attorney, Swedish Association of Patent 

Attorneys 
B. Davidsson, Legal Adviser, Federation of Swedish Industry 

SPAIN 

Head of the Delegation 
J. Delicado Montero-Rïos, Director General del Registre de la 

Propiedad Industrial 

Delegates 
A. Casado Cervino, Subdirector General. Director del Depar- 

tamento    de    Estudios    y    Relaciones    Internacionales, 
Registre de la Propiedad Industrial 

L. Nagore San Martin, Ministre, Embajada de Espana, La 
Haya 

J.A.    Martin   Burgos,   Consejero   Juridico,   Representaciön 
Permanente de Espana ante las CCEE, Bruselas 

C. Ortega Lechuga, Subdirector General, Director del Depar- 
tamento Patentes y Modelos, Registre de la Propiedad 
Industrial 

J.   Gomez  Montera,  Consejero  Técnico,   Departamento  de 
Estudios   y   Relaciones   Internacionales,  Registre  de   la 
Propiedad Industrial 

M.   Hidalgo  Llamas,  Consejero Técnico,  Departamento de 
Patentes y Modelos, Registre de la Propiedad Industrial 

C. Velasco Nieto, Jefe del Servicio de Patentes Qufmicas, 
Departamento de   Patentes  y   Modelos,  Registre  de   la 
Propiedad Industrial 

SWITZERLAND 

Head of the Delegation 
R. Grossenbacher, Directeur, Office fédéral de la propriété 

intellectuelle. Département fédéral de justice et police 

Alternate Head of the Delegation 
P. Messerli, Chef du service juridique I, Office fédéral de la 

propriété intellectuelle, Département fédéral de justice et 
police 

Delegates 
J.-L. Comte, ancien Directeur, Office fédéral de la propriété 

intellectuelle, Département fédéral de justice et police 
P. Egger, Chef du service sectoriel agriculture, Direction de 

la coopération au développement et de l'aide humanitaire, 
Département fédéral des affaires étrangères 

F.A. Jenny, Vorort de l'Union suisse du commerce et de l'in- 
dustrie 

SYRIA 

Head of the Delegation 
F. Salim, Counsellor, Ministry of Foreign Affairs 
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TOGO 

Head of the Delegation 
B.M. Bamana, Chargé d'études, Direction des traités et des 

questions juridiques. Ministère des affaires étrangères et 
de la coopération 

TUNISIA 

Head of the Delegation 
A.  Jilani, Directeur général adjoint, Institut national de  la 

normalisation et de la propriété industrielle 

TURKEY 

Head of the Delegation 
B. Unan. Ambassador, Embassy of Turkey, The Hague 

Alternate Head of the Delegation 
E.A. Enç, Counsellor, Permanent Mission, Geneva 

Delegates 
M. Çetin, Director, Industrial Property Department, Ministry 

of Industry and Trade 
C. Bayramoglu, Director, Patent Section, Industrial Property 

Department, Ministry of Industry and Trade 
M.A. Balta, Expert, State Planning Organization 
H. Olcay, Third Secretary, Embassy of Turkey, The Hague 

UGANDA 

Head of the Delegation 
B. Kainamura, Principal State Attorney, Ministry of Justice 

UNITED KINGDOM 

Head of the Delegation 
A. Sugden, Superintending Examiner, Patent Office 

Deputy Head of the Delegation 
B.G. Harden. Superintending Examiner, Patent Office 

Delegates 
P. Hartnack, Comptroller General, Patent Office 
C.G.M. Hoptroff, Principal Examiner, Patent Office 
R.   Fawcett,   Manager,   Patents   and   Agreements   Division, 

British Petroleum International Ltd. 
A.C. Waters, Deputy Director, Intellectual Property Depart- 

ment. Hong Kong Government 
P. Sullivan, First Secretary, Embassy of the United Kingdom, 

The Hague 

UNITED REPUBLIC OF TANZANIA 

Head of the Delegation 
S.A. Iddi, Ambassador. Embassy of the United Republic of 

Tanzania, The Hague 

Delegates 
S.D. Mtetewaunga, Principal Assistant, Registrar of Patents 
K.S. Mwinyimbegu, First Secretary, Embassy of the United 

Republic of Tanzania, The Hague 

UNITED STATES OF AMERICA 

Head of the Delegation 
H.F. Manbeck, Jr., Assistant Secretary and Commissioner of 

Patents and Trademarks. Patent and Trademark Office, 
Department of Commerce 

Alternate Head of the Delegation 
M.K. Kirk, Assistant Commissioner for External Affairs, 

Patent and Trademark Office, Department of Commerce 

Delegates 
L. Schroeder, Legislative and International Intellectual Prop- 

erty Specialist, Patent and Trademark Office, Department 
of Commerce 

CE. van Horn, Patent Policy and Programs Administrator, 
Patent and Trademark Office, Department of Commerce 

Advisers 
J.A. De Grandi, Attorney at Law, Beveridge, De Grandi and 

Weilacher, Washington, D.C. 
E.G. Fiorito, Director, Patents and Licensing, Dresser Indus- 

tries Inc., Dallas, Texas 
W.L. Keefauver, President. International Patent and Trade- 

mark Association, New Vemon, New Jersey 
L.B. Mackey, Attorney at Law, Davis, Hoxie, Faithful and 

Hapgood, New York 
B.R. Pravel, Attorney at Law, Pravel, Gambrell, Hewitt, 

Kimball and Krieger, Houston, Texas 
W.E. Schuyler, Jr., Attorney at Law, Washington, D.C. 
D.M. Sell, Minnesota Mining and Manufacturing Company, 

St. Paul, Minnesota 
T.F. Smegal, Jr., Attorney at Law, Townsend and Townsend, 

San Francisco, California 
R.S. Smith, Director, Intellectual Property Law, IBM Corpo- 

ration, Purchase, New York 
W.S. Thompson, Manager, Patent Department, Caterpillar 

Inc., Peoria, Illinois 
R.C. Witte, Chief Patent Counsel, The Procter and Gamble 

Company, Cincinnati, Ohio 
D.W. Wyatt, Attorney at Law, Wyatt, Gerber, Burke and 

Badie, New York 

URUGUAY 

Head of the Delegation 
L.N. Krudo Sanes, Asesor Escribano, Direcciön Nacional de 

la Propiedad Industrial 

VIET NAM 

Représentant    permanent. 
Head of the Delegation 

Nguyen    Luong,    Ambassadeur, 
Mission permanente, Genève 

Alternate Head of the Delegation 
Vu   Huy   Tan,   Expert,   Département   de   la   coopération 

économique et culturelle, Ministère des affaires étrangères 

YUGOSLAVIA 

Head of the Delegation 
B. Bohte, Ambassador, Embassy of Yugoslavia, The Hague 

Alternate Head of the Delegation 
V. Besarovic, Professor, Law School, University of Belgrade 

ZAIRE 

Head of the Delegation 
K. Mbuyu, Directeur de la propriété industrielle, Ministère de 

l'économie et de l'industrie 

ZAMBIA 

Head of the Delegation 
M.C.J. Kunkuta, Registrar of Patents, Trademarks and Indus- 

trial Designs, Ministry of Commerce and Industry 

ZIMBABWE 

Head of the delegation 
A.  Mtetwa,  Ambassador, Permanent Representative to 

European Communities 
the 
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Delegate 
C.K. Ravi, Acting Controller of Patents, Trade Marks and 

Industrial Designs and Acting Chief Registrar of Deeds 
and Companies, Ministry of Justice 

II. Special Delegations 

PROPERTY   ORGANIZATION AFRICAN   INTELLECTUAL 
(OAPI) 

Head of the Delegation 
V. Efon, Directeur général 

Delegate 
P.A. Thiam, Directeur technique 

EUROPEAN PATENT ORGANISATION (EPO) 

Head of the Delegation 
P. Braendli, President, European Patent Office 

Deputy Head of the Delegation 
R. Remandas, Vice President, European Patent Office 

Delegates 
J. Michel, Vice President, European Patent Office 
U. Schatz, Principal Director, European Patent Office 
G. Kolle, Director, European Patent Office 
E. Alfonso von Laun, Lawyer, European Patent Office 

III. Observer Delegations 

IV. Intergovernmental Organizations 

UNITED NATIONS (UN) 

United    Nations    Conference    on    Trade    and    Development 
(UNCTAD) 
K.   Makhetha,   Economic   Affairs   Officer,   Legal   Policies 

Section, International Trade Programmes, Geneva 

General Agreement on Tariffs and Trade (GATT) 
M.C. Geuze, Legal Affairs Officer, Group of Negotiations on 

Goods and GATT Policy Affairs Division 

EUROPEAN COMMUNITIES (EC) 

Commission of the European Communities (CEC) 
B. Schwab, Chef de division. Direction générale du marché 

intérieur et des affaires industrielles 
S. Jessel, Administrateur principal. Direction générale du 

marché intérieur et des affaires industrielles 
D. Vandergheynst, Administrateur, Direction générale du 

marché intérieur et des affaires industrielles 
A. Howard, Expert national détaché, Direction générale du 

marché intérieur et des affaires industrielles 
R. Raith, Administrateur principal, Direction générale des 

relations extérieures 
L. Ferrao, Administrateur, Direction générale des télécommu- 

nications, industrie de l'information et innovation 

Council of the European Communities 
H. Kunhardt, Administrateur principal, Direction générale C 
J. Breuls, Administrateur, Direction générale C 

LATIN AMERICAN ECONOMIC SYSTEM (SELA) 

R. Maldonado, Director de Desarrollo 
F.S. Salazar, Consultor de la Secretarfa Permanente 
CM. Correa, Consultor de la Secretaria Permanente 

COSTA RICA 

Head of the Delegation 
M. Saborio Valverde, Director General del Registre Nacional 

de la Propiedad Industrial, Ministerio de Justicia 

INDIA 

Head of the Delegation 
L. Puri, Counsellor, Permanent Mission, Geneva 

Alternate Head of the Delegation 
R. Bangar, First Secretary, Embassy of India, The Hague 

PERU 

Head of the Delegation 
J.A. Colunge, Embajador, Embajada del Peru, La Haya 

Alternate Head of the Delegation 
L. Beltroy, Ministre, Embajada del Peru, La Haya 

Delegate 
F. Trigoso, Segundo Secretario, Embajada del Peru, La Haya 

THAILAND 

Head of the Delegation 
S. Yongsunthon, Ambassador Extraordinary and Plenipoten- 

tiary, Embassy of Thailand, The Hague 

Delegates 
S.  Rattanasuwan, Director, Patent Division, Department of 

Commercial Registration, Ministry of Commerce 
B. Limschoon, Second Secretary, Department of Economic 

Affairs, Ministry of Foreign Affairs 

VENEZUELA 

Delegate 
L. Molinos, Consejero, Misiön Permanente, Ginebra 

V. International Non-Governmental Organizations 

American Bar Association (ABA): T.F. Smegal Jr. (Chair, Patent, 
Trademark and Copyright Law Section (PTC)); W.J. Brunet 
(Chairman, Committee on Harmonization of Patent Laws 
(NYPTC) and Chairman, PTC Committee on International 
Treaties and Laws); W. Hennessey (Professor, Franklin Pierce 
Law Center); G. Clark (former Chairman, PTC Section): 
M.N. Meiler (Coordinator, PTC International Intellectual 
Property); D.W. Banner (past Chairman, PTC Section and 
Chairman, PTC Committee 655) 

American Intellectual Property Law Association (AIPLA): W.S. 
Thompson (Immediate Past President); J.A. De Grandi (Chair. 
Harmonization Committee): N.J. Linck (Member. Harmoniza- 
tion Committee); D.S. Chisum (Member, Board of Directors; 
Professor of Law, University of Washington Law School) 

Asian Patent Attorneys Association (APAA): F.P. Old (Chairman. 
Harmonization Committee; Registered Patent Attorney, 
Australia); N. Ogawa (Registered Patent Attorney, Japan); Y. 
Inoue (Member, Harmonization Committee; Registered Patent 
Attorney, Japan) 

Asociaciôn Mexicana para la Protecciân de la Propiedad Indus- 
trial (AMPPI): J.A. Miranda (Abogado. Santamarina y Steta, 
S.C., Mexico D.F.) 

Associaçao Brasileira da Propriedade Industrial (ABPI): D. 
Merrylees (Associate); P.D. Siemsen (President of Honor) 

Association of Patent Attorneys, Netherlands (APA): M. Alfenaar 
(Board Member, Patent Attorney, Gelen); M.J.W. Gelissen 
(Patent Attorney, Nuenen); A. van Grafhorst (Treasurer: 
Patent Attorney, Rijswijk); D. Hijmans (Patent Attorney, 
Rijswijk) 
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Bundesverband der Deutschen Industrie e.V., Germany (BDI): 
H. Goldrian (Siemens AG, München); H.-J. Schulze-Steinen 
(Hoechst AG, Frankfurt) 

Center for Advanced Study and Research on Intellectual Prop- 
erty, United States of America (CASRIP): D.S. Chisurn 
(Managing Director, CASRIP; Professor of Law, University 
of Washington Law School); A. Tramposch (Associate 
Director; Director, Center for Intellectual Property Law, The 
John Marshall Law School, Chicago) 

Centre for International Industrial Property Studies (CEIPI): 
de Passemar (chargé de mission auprès du CEIPI) 

B. 

International Federation of Industrial Property Attorneys 
(FICPI): H. Sonn (Autriche): K. Raffnsoe (President of 
Study and Works Commission, Danemark); C.J. Everitt 
(Reporter-General, Study and Work Commission, Royaume- 
Uni); J. Beier (Allemagne); G Schmitt-Nilson (Allemagne); 
J.R. Orange (SecretaryHreasurer. Canada); R. Stewart (Etats- 
Unis d'Amérique): M.-R. Hirsch (France); K. Feiring 
(Finlande) 

International Federation of Inventors' Associations (IFIA): F. 
Moussa (President); B.-G. Wallin (Sector Director for Legal 
Matters, Malmö); D. Klapwijk (Netherlands Association for 
Inventors (NOVU). Rotterdam) 

Chartered Institute of Patent Agents, United Kingdom 
(CIPA): J.U. Neukom (Chartered Patent Agent, London); 
R.C. Petersen (Chartered Patent Agent, Winchester) 

International Group of National Associations of Manufacturers of 
Agrochemical Products (GIFAP): E.J. Mebius (Duphar B.V., 
Netherlands) 

Committee for Industrial Property Studies, Netherlands 
(CIPS): JJ. Smorenburg (President; V.M.F. Stork N.V., 
Patent Department, Utrecht); PC. Schalkwijk (Vice- 
Chairman; Akzo N.V., Amhem); A.V. Huygens (Secretary; 
Gist-Brocades N.V., Patent and Trademark Department, 
Delft); F. Grever (General Electric Plastics B.V., Berger Op 
Zoom); H.W.A.M. Hanneman (OCE Nederland N.V., Venlo); 
W.C.R. Hoogstraten (Octrooibureau DSM, Geleen) 

Committee of National Institutes of Patent Agents (CNIPA): J.U. 
Neukom (Chartered Patent Agent, London); G. Schmitt- 
Nilson (Patent Agent, Munich); J. Beier (Patent Agent, 
Stuttgart); M. Santarelli (Conseil en brevets d'invention, 
Paris); R.C. Petersen (Chartered Patent Agent, Winchester) 

Compagnie nationale des conseils en brevets d'inventions 
(CNCBI), France: M. Santarelli (Conseil en brevets d'inven- 
tion, Paris) 

Deutsche Vereinigung für gewerblichen Rechtsschutz und Urhe- 
berrecht (DVGR): J. Pagenberg (Attomey-at-Law, Munich); 
H. Goldrian (Chairman, Intellectual Property Committee; 
Siemens AG, München); H.-J. Schulze-Steinen (Hoechst AG, 
Frankfurt) 

European Council of Chemical Manufacturers' Federations 
(CEFIC): J. Beton (Legal Department-Patents, Imperial 
Chemical Industries Ltd., Welwyn Garden City); P. Schalk- 
wijk (Akzo N.V., Amhem) 

Japan Patent Association (JPA): I. Yamaguchi (Managing 
Director: General Manager. Patent Attorney, Patent Depart- 
ment, Fuji Electric Co., Ltd, Tokyo); M. Takada (Committee 
Chairman, International Harmonization Committee; Deputy 
General Manager, Patent Department, Mitsubishi Electric 
Corporation, Tokyo); T. Hosoe (Assistant Chairman, Patent 
Committee: License Manager, Patent Attorney, Patent and 
License Department, NKK Corporation, Tokyo); T. Yoshida 
(Vice-President. Patent Committee; Manager, Contracts, 
Licensing Division, Intellectual Property Group, Sony Corpo- 
ration, Tokyo); K. Norichika (Chairman, International Policy 
Committee; General Manager. Intellectual Property Division, 
Toshiba Corporation, Tokyo) 

Japan Patent Attorneys Association (JPAA): T. Yamaguchi 
(Vice-President); F. Sasajima (Former Vice-President);A. 
Okawa (Chairman, International Cooperation Committee); K. 
Sugimura (Member, International Cooperation Committee) 

Latin American Association of Pharmaceutical Industries 
(ALIFAR): M.N. Levis (Asesor, Secretaria Ejecutiva); A. 
Alvarez-Saavedra (Asesor); F.A. Nazar Espeche (Abogado) 

Licensing Executives Society International (LES): P. Saconney 
(Jacobacci-Casetta and Perani, Torino) 

Max Planck Institute for Foreign and International Patent, Copy- 
right and Competition Law: J. Pagenberg (Attorney-at-Law, 
Munich) 

European Federation of Pharmaceutical Industries' Associations 
(EFPIA): J. Beton (Legal Department-Patents. Imperial 
Chemical Industries Ltd.. Wei« vn Garden City) 

Federal Chamber of Patent Agents (Patentanwaltskammer 
(PAK)), Germany (FCPA): G. Schmitt-Nilson (Patent Agent, 
Munich); J. Beier (Patent Agent, Stuttgart) 

Institute of Professional Representatives Before the European 
Patent   Office   (EPI): J.U.   Neukom   (Chartered   Patent   Agent, 
London); R.C. Petersen (Chartered Patent Agent, Winchester) 

Intellectual Property Owners, Inc., United States of America 
(IPO): D.W. Banner (President); R. Medhurst (Member, 
Board of Directors: General Manager-Patents and Licensing 
Department, Amoco Corporation. Chicago): R.E. Myrick 
(Member, Board of Directors; Assistant General Counsel. 
Digital Equipment Corporation, Maynard) 

International Association for the Protection of Industrial Property 
(AlPPI): M. Santarelli (Conseil en brevets d'invention. 
Paris); G Gaultier (Rapporteur général, Paris): T. Schaper 
(Deputy Reporter General, The Hague); J. Pagenberg 
(Attomey-at-Law, Munich); K. Takami (Secretary General, 
Japanese Group) 

Pacific Industrial Property Association (PIPA): M. Takada (Pres- 
ident, Japanese Group; Deputy General Manager, Patent 
Department, Mitsubishi Electric Corporation, Tokyo); K. 
Norichika (Past President; General Manager, Intellectual 
Property Division. Toshiba Corporation, Tokyo) 

Patent and Trademark Institute of Canada (PTIC): R.E. Mitchell 
(President); J.R. Orange (Fellow); D. Langton (Fellow) 

The New York Patent, Trademark and Copyright Law Associa- 
tion, Inc. (NYPTC): A. Ryan (President-Elect); W.J. Brunet 
(Chairman, Committee on Harmonization of Patent Laws); 
M.N. Meiler (Member, Committee on Harmonization of 
Patent Laws) 

Union of European Practitioners in Industrial Property 
(UEPIP): A.J. Parkes (President, Dublin); G.H. Boelsma 
(Treasurer, The Hague); S. Ottevangers (Member of the Exec- 
utive Committee, The Hague); F. Janssen (Member of the 
Netherlands Group, The Hague); J. Lecca (Past President, 
Paris) 

Union of Industrial and Employers' Confederations of Europe 
(UN1CE): J. Beton (Legal Department-Patents, Imperial 
Chemical Industries Ltd.. Welwyn Garden City); F.N. Blake- 
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more (IBM, Winchester); H.-J. Schulze-Steinen (Hoechst 
A.G., Frankfurt); H. Goldrian (Siemens A.G., Munich); A.V. 
Huygens (Secretary, Study Committee, Gist Brocades N.V., 
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Studies 

The WIPO Harmonization Treaty and the Grace Period 

H. BARDEHLE* 

I. The Current Status of the WIPO 
Harmonization Treaty1 

The project of the World Intellectual Property 
Organization (WIPO) to establish a treaty for the 
harmonization of formal and substantive patent law 
within the framework of the Paris Convention led to 
a decision by the Paris Union Executive Committee, 
in September 1990, following careful preparation in 
eight one or two-week meetings of a Committee of 
Experts, to hold a Diplomatic Conference in The 
Hague in June 1991 to conduct the final negotiations 
on the basic proposal (the final draft of the Treaty) 
that had been prepared by WIPO as a result of the 
preparatory work and to sign the text of the Treaty. 
The whole project was then called into question by 
the fact that the United States of America was 
unable to accept relinquishment of its first-to-invent 
principle and to adopt the first-to-file principle in its 
place. In view of that basic problem, consideration 
was given to postponing the Diplomatic Conference 
that had already been scheduled and prepared. In a 
hastily convened, extraordinary Assembly of the 
Paris Union held on April 29 and 30, 1991, it was 
nevertheless decided that the Diplomatic Conference 
would be held in two parts, that is to say, a first part 
from June 3 to 21, 1991, and a second part once 
there was the prospect of reaching a compromise on 
the diverging positions of the Paris Union member 
States. Additionally, the negotiations in GATT also 
play a part and a positive outcome to the Uruguay 
Round would exert considerable influence on the 
wording of the Harmonization Treaty. It is therefore 
not possible to say at present when the second part 
of the Diplomatic Conference will take place. Even 
if the Uruguay Round does not lead to a positive 
outcome, it is hoped that WIPO will not drop the 
idea of harmonization and, with the agreement of the 
Paris Union Assembly, will hold the second part of 

* European Patent Attorney, Munich. 

'WIPO document PLT/DC/3 of December 21, 1990, and 
comments by Pagenberg in AIPLA Quarterly, Vol. 19, 1991, 
pp.  1 to 23. 

the Diplomatic Conference even in the absence of 
results in GATT. This could happen within the next 
two years. In addition to the first-to-file in lieu of 
first-to-invent problem (Article 9) that concerns 
solely the United States of America, there also exist 
basic misconceptions as to the function of an inter- 
national grace period (Article 12), the point of depar- 
ture for the harmonization project, which still consti- 
tute the basic obstacle on the path towards conclu- 
sion of the Treaty. An outright battle has broken out 
on the subject of the grace period that is quite 
beyond all those who have or, at least, had experi- 
ence of a grace period. It is my conviction that the 
violent rejection of a grace period, particularly on 
the part of numerous European countries, springs 
from a profound misunderstanding which I hope to 
clear up to some extent in my explanations below. 

II. The Grace Period in the First-to-File 
and First-to-invent Systems 

In first-to-file countries that offer their applicants 
a grace period (Australia, Canada, Japan, Soviet 
Union)2 or which had to relinquish it (Germany), 
it is not understood as an invitation to thoughtless 
prior disclosure of the subject matter of one's own 
subsequent application, but as a safety net in the 
event of unavoidable or unintentional disclosure. 
There are absolutely no objections in those countries 
to maintaining the grace period, or reintroducing it 
wherever possible, as a period of time preceding the 
priority date and which also has effect with respect 
to subsequent priority applications (contrary to 
former German law). In the United States of 
America, as a first-to-invent country, the grace 
period applicable there is understood in a different 
way since it forms a harmonious integral part of the 
first-to-invent system. The basic difference in the 
comprehension of the grace period in first-to-file 
countries   and   that   in   the   first-to-invent   country 

WIPO document HL/CE/I/2, Annex I. 
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United States of America is that, in the first-to-file 
countries, the state of the art created by an applicant 
during the grace period maintains that characteristic, 
although with the exception that it is not taken into 
account for the subsequent application by the appli- 
cant (or his successor in title). However, this state of 
the art remains accessible to the community at large 
just as any other prior art. Anyone making use of the 
prior art must simply check whether a valid third- 
party title exists that has been applied for in parallel. 
All acts performed by the person utilizing this prior 
art are and remain lawful if they have been carried 
out prior to the filing date of the relevant title. The 
understanding of the state of the art in first-to-file 
countries permits no other interpretation, and particu- 
larly not a priority effect deriving from publication, 
constituting the generation of a right with respect to 
third parties. The grace period forming part of the 
first-to-invent system in the United States of 
America, on the other hand, has a quite different 
basis. With the creation of the invention (conception 
date), the inventor already enjoys a priority right 
with respect to inventions made subsequently, which 
is not affected by disclosure by the inventor. The 
grace period applying in the United States of 
America is simply an administrative provision since, 
in the event of disclosure by the inventor, he must 
file his patent application within one year of such 
disclosure. 

In practice, this has the consequence under the 
first-to-file system that any third party has freely 
available access to the state of the art created by the 
inventor during the grace period and on that basis 
may claim a right of prior use if the necessary acts 
have been performed, that is to say, prior utilization 
before the day on which the relevant application is 
filed, whereas, in the first-to-invent system, the only 
question that may arise is whether the prior user or 
the subsequent applicant is to be considered the first 
inventor. In the first-to-invent system, therefore, the 
legal institution of the right of prior use does not 
exist since it would run counter to the system. 

HI. The Position in the United States 
of America 

In the negotiations within the Committee of 
Experts (see Chapter I, above) on the WIPO Har- 
monization Treaty, the delegates from interested 
circles in the United States of America were shocked 
to learn of this possibility for the generation of the 
right of prior use. They considered it a "derivation" 
in the sense of a dishonest appropriation of the 
inventor's intellectual property, which was altogether 
understandable if viewed on the basis of the first-to- 
invent system. 

One could acknowledge those misgivings that 
prevail in the United States of America as regards 

this "derivation" and look for a compromise in order 
to make it more difficult for a right of prior use to 
arise during the grace period. However, as explained 
below, that would raise considerable problems. It is 
not possible to assume any dishonesty on the part of 
the prior user since all he does in that situation is to 
use the state of the art. If intellectual theft is 
involved, on the other hand, then it cannot be a 
matter of the state of the art since the state of the art 
is available to society in general. That means that it 
cannot be stolen. A "derivation" in the meaning 
given above could only be prevented if a kind of 
priority right were afforded to prior disclosure by the 
inventor (under what is called a first-to-publish 
system) with the result that the grace period that 
would precede the Paris Convention term of priority 
under the Harmonization Treaty would be extended 
by such grace period (by at least the period of time 
between prior disclosure and filing of a corre- 
sponding application). That, however, is strictly 
rejected by the opponents of the grace period, in my 
view quite justifiably. The purpose of the grace 
period, whose practical significance will be described 
in greater detail in Chapter IV, is not to extend the 
term of priority. Apart from which, if a kind of 
priority were afforded to the inventor's prior disclo- 
sure there would immediately arise the problem of 
the unequivocal scope of the relevant prior disclo- 
sure, which would also concern public prior use or 
oral disclosure. The difficulty in determining the 
technical scope of disclosure of some such prior 
communication, which does not exist under the Paris 
Convention priority right based on the priority docu- 
ment issued by the office of first filing, would lead 
to considerable legal uncertainty, particularly where 
the original scope of disclosure would have to be 
determined in a dispute a long time after the filing 
date. Even if the proposed right of prior use in 
connection with the grace period is unwelcome in 
the first-to-file system, such a right must neverthe- 
less be accepted as a necessary element in view of 
the fact that a priority right derives exclusively from 
the filing date in the first-to-file system. Neverthe- 
less, this does not mean that the grace period would 
be devalued to such an extent as not to be still 
urgently desirable. 

The risk that a right of prior use will arise during 
the grace period is exaggerated by its opponents. In 
my practical experience with the grace period, not a 
single case of such kind has ever come to my notice. 
Indeed, the right of prior use is a rare exception. 
Theoretically the grace period facilitates the genera- 
tion of a right of prior use. However, the fact that no 
particular problems obviously arise in practice prob- 
ably derives from the fact that a considerable amount 
of effort is nevertheless needed, if knowledge is 
gained of disclosure by a competitor, to examine the 
invention that is possibly contained therein as to its 
practical usability and  then make  at least  serious 
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preparations for putting production in hand. The 
right of prior use applicable in Germany and the 
practically identical right of prior use in the WIPO 
Harmonization Treaty (Article 20) demand more than 
simple projects for possible implementation. Finally, 
in order to qualify for a right of prior use it will be 
necessary as a rule to have made preparations over 
some months and to have produced design drawings, 
meaning that the period of time between the prior 
disclosure of an invention and the subsequent filing 
of a patent application, that is limited by the grace 
period, will normally be exceeded. The right of prior 
use has therefore not proved a means of undermining 
exploitation of the grace period in practice. 

IV. Purpose and Function of the 
Grace Period3 

The grace period in a first-to-file system, as it 
also existed in Germany prior to the entry into force 
of the Strasbourg Convention on the Unification of 
Certain Points of Substantive Law on Patents for 
Invention,4 serves primarily as a kind of safety net 
in order to catch unavoidable or unintentional prior 
disclosure on the part of the inventor and thereby 
remove its destructive effect on the patent applied 
for by the inventor during the grace period. An 
example is the invention of the sailboard which 
could only be tested in the open if the invention was 
to be fully developed. Such cases arise with great 
frequency in industry. Current examples concern 
agricultural appliances and machines for manufac- 
turing goods, for example, shoes and chemical prod- 
ucts. Such appliances and machines can only be 
tested openly or in manufacturing plants. Secrecy is 
not as a rule to be guaranteed in such plants. The 
wish for secrecy, however understandable, is almost 
always refused by the plants concerned due to the 
question of liability. In addition, the concept of abso- 
lute novelty introduced by the Strasbourg Conven- 
tion, and the fact that oral disclosure destroys 
novelty, has brought a further stumbling block for 
those applicants who have to make early reference in 
business negotiations to new products and new 
processes to avoid losing orders through which the 
activities of their own undertaking and of its work 
force would be secured. 

Taking the facts set out above, particularly in 
Chapter II, it is shown that the view that a grace 

3 See also Bossung, GRUR Int., 1978, p. 381; von Pech- 
mann, GRUR, 1980, p. 436; Bardehle, GRUR, 1981, p. 687 and 
Industrial Property, 1982, p. 279; Pagenberg, GRUR, 1981, 
p. 690; Loth, Schriftenreihe für gewerblichen Rechtsschutz, 
Vol. 73; M. Koktvedgaard and L. 0sterborg, "A Novelty Grace 
Period for Patent Applications," Study for the Commission of the 
European Communities. 1984. 

4 Blatt für Patent-, Muster- und Zeichenwesen, 1964, p. 372; 
Industrial Property, 1964, p. 13. 

period in a first-to-file system leads inventors to 
disclose their inventions in writing as soon as 
possible after they are completed is unfounded. This 
(erroneous) view has led to the fear that an inventor, 
by means of the earliest possible prior disclosure, 
could place his competitors in a waiting situation 
that is extended by the grace period, which 
would, without the grace period, be a maximum of 
18 months, namely, for the period of secrecy of a 
patent application. This point of view assumes an 
absurd behavior on the part of inventors and appli- 
cants of a kind which has never occurred, at least 
during the time the grace period applied in the 
Federal Republic of Germany, and therefore is not to 
be feared since no sensible inventor or applicant 
would entertain the risk, through unnecessarily 
premature disclosure of his invention, of inciting his 
competitors to begin as quickly as possible with 
further technical development and to create for them- 
selves a right of prior use by making corresponding 
preparations. Thus, the rule that a patent should be 
filed as quickly as possible after the creation of an 
invention, that applies under the first-to-file system, 
loses none of its meaning if a grace period exists. 

When an invention is nevertheless disclosed, the 
competitor thereby obtains at an early stage informa- 
tion for which he would otherwise have had to wait 
a long time since without such prior disclosure he 
would not have become aware of the invention until 
the corresponding patent application was published. 
Does this mean that the situation of a competitor 
who is aware of the prior disclosure is worse than 
that of another competitor who, for some reason or 
other, has not seen the prior disclosure and does not 
become aware of the invention until the corre- 
sponding application is published? There is a con- 
siderable difference in the level of information be- 
tween the two competitors in that the one already 
possesses information on the invention, for example, 
21 months (three months utilization of the grace 
period plus the 18-month publication term) before 
publication of the application, whereas the other 
competitor is taken by complete surprise when the 
application is published. The opponents of the grace 
period, for whom disclosure of an invention prior to 
filing of an application is a thorn in the side, cannot 
seriously pretend that the lack of information 
("information deficit") in the event of not having 
been informed at an early stage is more felicitous 
than the additional information ("information 
surplus" ) enjoyed by the person with access to early 
knowledge. 

It is my conviction that the refusal of the grace 
period in the Scandinavian countries, as also in 
Belgium, France, Italy and to some extent in Austria 
as well, that is basically derived from the waiting 
considerations described above, has no practical 
foundation. As far as I am aware, in those countries 
the opposition stems only from those firms that are 
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not subject to the problem of the unavoidable prior 
disclosure described above since in their technical 
branch it is possible to test their own products within 
their own closed facilities. These firms, that do not 
need the grace period, but which is also of no disad- 
vantage to them, have so far succeeded with their 
considerable influence in depriving particularly 
medium-sized firms of the grace period that is so 
important for them. In addition, there also exists an 
underlying fear that introduction of the grace period 
would lead to a reduction in the number of applica- 
tions to be filed since it is possible that during the 
period of grace certain of the inventions would prove 
to be technically or commercially insufficient and 
that would therefore lead to a corresponding reduc- 
tion in the work load of the office concerned. This 
absurd fear would in fact not only be limited to 
patent attorneys. Patent departments in industry also 
have an interest in proving their capabilities through 
a corresponding number of patent filings. 

V. The Situation of Scientists5 

Scientists constitute an exception since their own 
professional prestige demands that they should 
publish their scientific findings as rapidly as 
possible. This is an undeniable fact and the problem 
cannot be solved by simply giving good advice since 
for the majority of scientists their own specific rules 
apply and those have also to be recognized by 
society at large. That means that scientists will 
continue to rush into print and that has led in many 
cases of fundamental ideas that inventions contained 
in the scientist's findings having been deprived of 
patentability by the action of the inventors them- 
selves. Well-known cases of genetic engineering 
have indeed led to corresponding patents in the 
United States of America as a result of the grace 
period, but have been refused patent protection 
outside the United States of America.6 In view of 
the frequently enormous investments that have to be 
devoted to creating such inventions, the present situ- 
ation is untenable since the lack of protection 
deprives the institutes involved of the possibility of 
financing their investments through the price of 
patented products. That is a topic that hardly needs 
to be discussed, even amongst economists. 

It would almost certainly be possible, if the grace 
period were to apply, to incite scientists to file patent 
applications as rapidly as possible in every case, 
independently of their own publications. Why should 
scientists  wait  for filing  a  patent  application  and 

5 "The Significance of the Novelty Grace Period for Non- 
Industrial Research in the Countries of the European Economic 
Community," Commission of the European Communities, Report 
EUR 11271 EN. 

6 Wade. Science. November 9, 1979, Vol 206. p. 664. 

possibly make complete use of a grace period? This 
would simply open them to the danger of someone 
else obtaining a right of prior use. In any event, the 
situation of scientists would also be considerably 
improved if they were able to avail themselves of a 
grace period when compared with the present situa- 
tion in which they frequently destroy the novelty of 
their inventions due to their own early publications. 

VI. Bringing Together Prior Disclosure 
and Published Patent Applications 

In the discussions on the grace period under the 
first-to-file system, Japan previously asked that a 
provision be included in the WIPO Harmonization 
Treaty under which the filing of an application 
would include a "declaration" of any disclosures 
made during the grace period. The filing of such a 
"declaration" is hardly feasible in all those cases in 
which disclosures have taken place due to test runs 
outside the firm's premises or due to commercial 
negotiations and which are not necessarily known to 
the inventor and therefore equally not known to the 
patent attorney drafting the application nor to the 
patent department of an industrial firm. It is simply 
impossible to disseminate knowledge of such 
processes, whose patent law impact is mostly not at 
all obvious to those involved, within a firm in such a 
way that should an application be filed they could 
also be fully taken into consideration. An incomplete 
"declaration" is therefore unavoidable in such cases 
and therefore a sanction, particularly loss of the right 
to claim the grace period, would not be compatible 
with practice. 

Acceptance of a "declaration" for which there 
exists a model in the Japanese Patent Law, would 
thus introduce a pitfall into the concept of the grace 
period. In this form, the "declaration" is unaccept- 
able. During the first part of the Diplomatic Confer- 
ence (see Chapter I, above), no further proposal for 
such a "declaration" was submitted. This does not 
mean that it may not arise again, however. That 
could make it necessary to consider a compromise 
with respect to such a "declaration." 

On closer consideration of the arguments of the 
opponents of the grace period it transpires that a 
major part is played by prior disclosure in special- 
ized periodicals. Such prior disclosure generally orig- 
inates from the inventor himself. Assuming that to 
be the case, in the event of a subsequent patent 
application it can be determined, by questioning the 
inventor, whether there was prior disclosure, which 
could then be recorded in a "declaration" based on 
best knowledge. It should therefore be considered, as 
a compromise, whether the "declaration" could be 
restricted to prior disclosure by the inventor himself, 
thereby taking the wind out of the sails of the oppo- 
nents of the grace period in Europe in this respect. 
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The opponents of the grace period further argue 
that it is not possible to see from a prior disclosure 
whether it has a relation with a published application 
and whether the grace period has been claimed. That 
can be countered since such a need may only arise if 
the corresponding application has been published, 
since only then does possible destruction of novelty 
by the disclosure become relevant. Furthermore, 
utilization of the state-of-the-art teaching given in 
disclosures is always attended by the risk that imme- 
diately prior to issue of a publication a corre- 
sponding patent application may have been filed 
meaning that, in view of the usual early publication 
of applications after 18 months, any interested 
person would have to wait 18 months and would 
have to monitor the relevant published applications 
during that period in order to determine whether they 
included a corresponding application that had to be 
taken into consideration. If no such application is 
discovered and if the interested person had immedi- 
ately after the disclosure made appropriate prepara- 
tions for subsequent fabrication, he would then have 
a right of prior use with respect to a subsequently- 
filed application for which the grace period had been 
claimed for the disclosure involved, that is to say, 
would not be hindered by the corresponding title of 
protection. However, if that person waits and subse- 
quently determines that there is a corresponding 
application, he could obtain clarity by asking the 
applicant whether he is claiming the grace period for 
his application in respect of the relevant prior dis- 
closure. Such a request, however, would seem un- 
welcome to the opponents of the grace period since 
they are unwilling to uncover their faces, and 
thereby their interest in the subject matter concerned, 
for reasons of commercial policy. 

In order to take this factor into account, it would 
be simple to give the patent offices the task of 
communicating a request by an interested party, with 
regard to possible claiming of the grace period in 
connection with a prior disclosure and a subsequent 
patent application, by means of an anonymous form 
to the applicant who would then be required to make 
a corresponding declaration. Such a procedure cannot 
be deemed, for example, to constitute unjustified 
secrecy as to the person submitting the request with 
regard to the applicant, since in the case of requests 
for inspection of files no information is usually 
disclosed to the applicant with respect to the person 
making the request. It is altogether acceptable for an 
applicant claiming the grace period to disclose his 

position to the patent office in the event of an 
interest in clarifying the legal situation, which would 
then be further communicated to the person putting 
the question, as in the case of inspection of files. 

VII. Conclusion 

The aim of the above considerations is to prove 
that the need for information with regard to the 
claiming of the grace period in connection with prior 
disclosure of the state of the art can be quite easily 
satisfied. A provisional legal uncertainty does not 
exist in practice any longer than the usual 18-month 
period prior to publication of any patent application 
since, if the interested party concerned is not able to 
ascertain any relevant application 18 months after 
public disclosure of an invention immediately 
followed by his own preparations for production, he 
would be covered by his right of prior use as shown 
under Chapter II. Interested parties indeed have an 
advantage, in the event of prior disclosure by the 
inventor, of having received early warning in good 
time of the invention made by a competitor. 
However, the opponents of the grace period are 
unwilling to admit it. Surprisingly, they consider this 
prior disclosure an evil and would apparently be 
happy if there were no such early warning. 

The argument advanced by the opponents of the 
grace period that they are kept in uncertainty not 
only for the 18 months up to publication of an appli- 
cation, but, where the grace period is claimed, for a 
further correspondingly extended period of time, 
does not therefore hold good. If an undertaking is 
basically interested in the patenting policy of its 
competitors, readily manageable means of clarifying 
the legal situation can be provided, that is to say, an 
anonymous request to the applicant, to be communi- 
cated via the patent office, as to whether he claims 
the grace period or not for a published patent appli- 
cation with respect to a specific prior disclosure. 

Either the opponents will continue to try to 
prevent the grace period, to the disadvantage particu- 
larly of medium-sized industrial firms which urgently 
need the grace period for the reasons given above, or 
they will acknowledge that they would have no 
problem in living with an appropriately-designed 
grace period. The latter would decisively facilitate 
the grand overall aim of WIPO to achieve worldwide 
harmonization of patent law. 
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The Protection of Biotechnological Inventions Within the 
Framework of the European Patent Organisation 

and, More Particularly, in France 

E. GUTMANN* 

Preliminary Remarks: 
The Remaining Uncertainties in Respect of 

the Breadth of Patentability Exclusions in Europe 

"Biotechnology," within the usual meaning of the 
term, generally relates to techniques applicable to the 
transformation of living matter, to the means which 
these techniques rely upon, and finally to the 
resulting products themselves, often "living matter." 

Some inventions which belong to the field of 
biotechnology are still excluded from patentability in 
most European States, pursuant to national legisla- 
tion1 or to Article 53 of the European Patent 
Convention (EPC) in those States which ratified the 
Convention. The provisions of Article 53 EPC are 
set forth hereinafter: 

"Exceptions to patentability 
European patents shall not be granted in respect of: 
(a) inventions the publication or exploitation of which 

would be contrary to 'ordre public' or morality, provided that 
the exploitation shall not be deemed to be so contrary merely 
because it is prohibited by law or regulation in some or all of 
the Contracting States; 

(b) plant or animal varieties or essentially biological 
processes for the production of plants or animals; this provi- 
sion does not apply to microbiological processes or the prod- 
ucts thereof." 

These exclusions from patentability have some- 
times been specifically justified in the past on the 
ground that the possibilities of transforming living 
matter were restricted and also fortuitous or contin- 
gent. 

However, biotechnology has evolved consider- 
ably, particularly within the last 20 years. Owing to 
a better knowledge of the internal structure of living 
organisms, especially of their genetic material, man 
has progressively mastered processes which nature 
itself sometimes brings into play, on a more limited 
scale, in order to exchange genetic materials among 
distinct organisms. 

Modern biotechnology tends to substitute prede- 
termined and reproducible modifications of the 
genetic patrimony-one also refers to it under the 
word "genome"-of the organisms concerned, for the 

* European    Patent    Attorney;    Authorized    Representative. 
Before   the   European   Patent   Office:   Ernest   Gutmann   Yves 
Plasseraud S.A., Paris. 

1 See, for instance, Section 7 of the French Patent Law 
(Law No. 68-1 of January 2, 1968, modified by Law No. 78-742 
of July 13, 1978); see Industrial Property Laws and Treaties, 
FRANCE-Text 2-001. 

fortuitous or contingent operations which formed the 
matrix of classical microbiological techniques 
(mostly selection and induced mutations which 
sometimes entailed the creation of new characteris- 
tics or "phenotypes" which most often escaped anal- 
ysis). These predetermined and reproducible modifi- 
cations imply, for instance, an artificial transfer to 
these organisms of a genetic material normally 
foreign thereto under conditions which enable them 
to acquire the new phenotype. 

In the field of plants, one observes an explosion 
in the concept of species. Henceforth, genetic engi- 
neering would allow the same genetic material to be 
incorporated in the genomes of plants fully unrelated 
to one another, yet conferring artificially upon all a 
new common trait, for instance, resistance to a deter- 
mined category of herbicides or insects. The plant 
species or "transgenic plants" so obtained are then 
characterized by the presence in their respective 
genomes of such common genetic material and, 
where appropriate, of the "genotype" which can then 
be correlated with the common trait or "phenotype." 

Results of a similar nature have already been 
obtained in animals. For instance, the same genotype 
capable of inducing the synthesis of a growth 
hormone characteristic of a specific animal species 
has been incorporated successfully in the genomes of 
different animal species! 

Should then the exclusions from patentability 
which affect different categories of inventions 
involving living matter, more especially those having 
the characteristics specifically referred to in the first 
part of paragraph (b) of Article 53 of the EPC, be 
withheld? Should not doubts regarding the 
patentability of neighboring inventions, particularly 
those not explicitly addressed by Article 53(b) be 
removed, where the relevant provisions would be 
interpreted restrictively, particularly where Article 
53(a) would not be enforceable against them? 

These questions are all the more acute as hence- 
forth the processes used for obtaining technical 
results will often be reproducible and liable of being 
described, whereby the obstacle of their impossible 
description, often referred to in the past to prevent 
patenting such inventions, can then be overcome. It 
may be noted that the possible patentability of 
microbiological processes and products obtained 
thereby, including living microorganisms, became 
part of the customs, then of the law, when obstacles 
of  the   same   nature   were   overcome   due   to   the 
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deposits of such microorganisms with recognized 
depositary institutions. The conditions governing 
these deposits and the subsequent availability of 
these microorganisms to the public have become 
subject to various treaties, conventions and laws.2 

Other categories of inventions which bring into 
play living matter and which would escape the 
patentability-excluding provisions of Article 53 of 
the EPC or of similar provisions in the national laws 
of some European States have been the subject of in- 
depth studies.3 However, the border between 
biotechnological inventions which bear on higher 
organisms, including plants and animals, which are 
excluded from patentability and those which are not 
is not yet clearly drawn. 

Problems of a legal nature add up to the technical 
complexity of this subject; these legal problems 
relate to the coexistence of the patent systems with 
distinct protection systems for plant varieties which 
are subject to specific terms (novelty, stability and 
homogeneity) within the meaning of the International 
Convention for the Protection of New Varieties of 
Plants, adopted on December 2, 1961,4 and often 
designated as the "UPOV Convention."3 

The member States of UPOV abided by their duty 
to implement the provisions of this international 
convention in the event that they should adopt a 
protection system for plant varieties distinct from 
their patent systems, had they not yet earlier done 
so, at the national level. Reference will yet be made 
herein to a long-standing difficulty that arose from 
the prohibition, which the Contracting States of the 
EPC, also signatories of the UPOV Convention, 
adhered to, against the cumulative use of the two 
protection systems: plant varieties could not be 
protected both by a patent and a breeder's right.6 

2 See particularly the Budapest Treaty on the International 
Recognition of the Deposit of Microorganisms for the Purposes 
of Patent Procedure of April 28, 1977, which entered into force 
on August 19, 1980, Industrial Property Laws and Treaties, 
MULTILATERAL TREATIES - Text 2-004, and Rules 28 and 
28a of the EPC relative to the requirements of European patent 
applications relating to microorganisms. 

1 See, for instance, the reports of Reid. G. Adler, "Can 
Patents Coexist with Breeders' Rights? Developments in US and 
International Biotechnology Law," IIC. Vol. 17, No. 2, 1986: 
Bernard M. Roth, "Current Problems in the Protection of Inven- 
tions in the Field of Plant Biotechnology-A position paper," IIC, 
Vol. No. 1, 1987; Joseph Straus, "AIPPI and the Protection of 
Inventions in Plants-Past Developments. Future Perspectives," 
IIC, Vol. No. 5, 1989; Joseph Straus, "Ethische, rechtliche und 
wirtschaftliche Probleme des Patent- und Sortenschutzes für die 
biotechnologische Tierzüchtung und Tierproduktion"; GRUR Int.. 
No. 12, December 1990, p. 913. 

4 This Convention was revised in Geneva, on November 
10, 1972, October 23, 1978, and recently on March 19. 1991. 

5 "UPOV" is the abbreviation of the corresponding French 
designation Union internationale pour la protection des obten- 
tions végétales (International Union for the Protection of New 
Varieties of Plants) which was created by that Convention. 

6 The text of Article 2(1) of the UPOV Convention, as 
revised on October 23, 1978, and relative to the "forms of 
protection," was formulated as follows: 

The competent international organizations under- 
stood very soon the significance of the technical and 
legal issues which were at stake, with a view 
towards rapidly removing uncertainties in the breadth 
of the technical fields likely to be either protected or 
excluded from protection by patents. For that 
purpose, the in-depth studies undertaken by the 
Committee of Experts on Biotechnological Inven- 
tions and Industrial Property, set up in 1983 by the 
World Intellectual Property Organization (WIPO), 
led to proposals for the protection of biotechnolog- 
ical inventions.7 It was suggested that the States 
could, if appropriate, adopt them either in the form 
of legislative or regulatory provisions or as rules of 
interpretation of patentability-excluding provisions 
still in existence in their own laws. 

Work has also been undertaken along the same 
lines by the Commission of the European Communi- 
ties. This work resulted, among other proposals, in 
one entitled "Proposal for Council Regulations 
related to the legal protection of biotechnological 
inventions."8 

These different proposals concurred in the wish 
that any new legislation should expressly provide 
that a product shall not be excluded from patent 
protection or regarded as unpatentable for the mere 
reason that it constitutes or includes living matter. 

WIPO and UPOV were also to coordinate their 
thoughts in respect of possible future interactions of 
patent laws on the one hand, and of the protection 
systems of breeders' rights on the other.9 This 
joint work contributed undoubtedly to the more rapid 
adoption, in Geneva in March 1991, of a new 
revised Act of the UPOV Convention. 

One important innovation provided by that 
revised Convention removes the bar against double 
protection of plant varieties under the two legal 
systems (patents and plant breeders' rights). But the 
revised Convention is not yet in force. Reference 
must also be made to another proposal for a guide- 
line originating from the Commission of the Euro- 
pean Communities, specifically for the protection of 
plant varieties. This proposal maintains the principle 
of the bar against cumulative protection of a plant 
variety  both  by  a  patent and a breeder's right.10 

"Each member State of the Union may recognize the right 
of the breeder provided for in this Convention by the grant 
either of a special title of protection or of a patent. Neverthe- 
less, a member State of the Union whose national law admits 
of protection under both these forms may provide only one of 
them for one and the same botanical genus or species." 
7 See. particularly. WIPO document BioT/CE/IV/3 of June 

24, 1988, entitled "Revised Suggested Solutions Concerning 
Industrial Property Protection of Biotechnological Inventions." 

* Of October 21, 1988; COM (88) 496 final/SYN 159. 

" See, particularly, the report of the Committee of Experts 
on the Interface between Patent Protection and Plant Breeders' 
Rights of February 12, 1990, document WIPO/UPOV/CE/I/4. 

"'See Proposal for a Council Regulation (EEC) on 
Community plant variety rights, Official Journal of the European 
Communities, No. C 244/1, September 28. 1990. 
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Last but not least, Article 53(b) of the EPC is still in 
force. Needless to say, the border between biotech- 
nological inventions excluded from patentability and 
inventions that are not has not yet been definitively 
drawn. 

Thus, the EPO orientations in this matter, particu- 
larly the case law of its Boards of Appeal in this still 
uncertain legal space, may play a significant role, 
even influence the eventual evolution of patent rights 
in the field of biotechnology. 

Patentability Problems Within the Framework 
of the European Patent Convention 

Microorganisms 

The possible patentability of new microorganisms 
has been held to be acceptable by the EPO as from 
the date the EPC entered into force, in the light of 
the second part of the sentence of paragraph (b) of 
Article 53 of the EPC. That second part provides 
that the exceptions to patentability do not apply to 
"microbiological processes or the products thereof." 
Hence, a microorganism produced by a microbiolog- 
ical process could be patented. A Notice of the Pres- 
ident of the EPO, dated December 12, 1981," 
concerning amendments to the "Guidelines for exam- 
ination in the European Patent Office," pointed out 
that the concept of "microorganism" was to be 
understood as extending also to genetic "tool" 
elements, for instance, plasmids and viruses. 

It should be noted that all examining divisions of 
the EPO consider that any cell cultures in a non- 
differentiated state, including those obtained from 
plants or animals, must be treated as microorgan- 
isms. 

Microbiological Processes 

This term is interpreted very broadly by the EPO. 
The Notice of the President of the EPO previously 
cited provides the following general definition: 

"The term 'micro-biological process' is to be interpreted 
as covering not only industrial processes using micro-organ- 
isms but also processes for producing new micro-organisms, 
e.g., by genetic engineering." 

Patents for microorganisms, cell cultures (for 
instance, hybridomas12) and microbiological pro- 
cesses for producing them are currently granted by 
the  EPO,  whenever the   inventions  concerned,  as 

11 Official Journal of the EPO (OJ EPO), 1/1982, p. 19. 
12 A hybridoma is a hybrid cell resulting from the cell 

fusion of a lymphocyte of which it retains the capacity of perma- 
nently producing the "monoclonal" antibody normally produced 
for a short duration by this lymphocyte, on the one hand, and of 
a tumorigenic, particularly myeloma cell from which it acquired 
the capability of being grown in vitro, in an appropriate medium, 
on the other hand. 

disclosed and claimed, satisfy the usual patentability 
criteria. 

The EPO pays great attention to the sufficiency of 
the disclosure of a process which should enable a 
"person skilled in the art" to reproduce the invention. 
This reproducibility requirement is, of course, as 
important in relation to a microorganism if it itself 
consists of the claimed subject matter. However, 
according to the Notice of the President of the EPO 
already cited, the disclosure of a process for the 
production of that microorganism is not necessary if 
it has been deposited as provided by the require- 
ments of Rule 28 of the EPC. In effect: 

"repeatability is assured by the possibility of taking samples 
(Rule 28(3) EPC), and there is thus no need to indicate 
another process for the production of the micro-organism." 

According to an opinion of one of the EPO 
Boards of Appeal in the so-called Alpha-inter- 
feronslBIOGEN decision 14,13 such a deposit can 
be considered as a: 

"starting point and can be interpreted as a basis of an implied 
product-by-process definition for the end-product in question 
since the latter can be reliably obtained by commonly known 
steps of isolation or be used in situ operatively for cloning, 
etc." 

It is worth noting that the Federal Court of Justice 
[Bundesgerichtshof! of the Federal Republic of 
Germany reached substantially the same conclusions 
in the national framework, in the so-called Toll- 
wutvirus case.14 

Plants 

The Boards of Appeal of the EPO expressed very 
early a deliberately restrictive position with respect 
to the patentability exceptions defined in Article 
53(b) EPC with respect to new plants. One of the 
reasons relied upon by a first Board of Appeal in the 
so-called Propagating MaterialslCIBA-GElGY 
case,15 repeated in several subsequent decisions, 
is worth citing in its entirety: 

"2. No general exclusion of inventions in the sphere of 
animate nature can be inferred from the European Patent 
Convention (cf. Article 52(1) in conjunction with Article 
53(b) after the semi-colon, and Rules 28 and 28a EPC). 
However, Article 53(b) EPC before the semi-colon prohibits 
the granting of patents for certain biological inventions. This 
provision, which needs to be examined more closely in the 
present case, says that patents shall not be granted in respect 
of plant varieties or essentially biological processes for the 
production of plants. The skilled person understands the term 
'plant varieties' to mean a multiplicity of plants which are 
largely the same in their characteristics and remain the same 
within specific tolerances after every propagation or every 
propagation cycle. This definition is reflected in the Interna- 
tional Convention for the Protection of New Varieties of 
Plants of 2 December 1961, which is intended to give the 
breeder of a new plant variety a protective right (Article 1(1)) 

13 OJ EPO 8/1990, pp. 335. 
14 Tollwutvirus  (rabies   virus)  case,  published   in   OJ   EPO 

9/1987, pp. 429. 
,sOJ EPO 3/1984, pp. 112. 
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extending both to the reproductive or vegetative propagating 
material and also to the whole plant (Article 5(1)). Plant vari- 
eties in this sense are all cultivated varieties, clones, lines, 
strains and hybrids which can be grown in such a way that 
they are clearly distinguishable from other varieties, suffi- 
ciently homogeneous, and stable in their essential characteris- 
tics (Article 2(2) in conjunction with Article 6(1 )(a), (c) and 
(d)). The legislator did not wish to afford patent protection 
under the European Patent Convention to plant varieties of 
this kind, whether in the form of propagating material or of 
the plant itself." 

and the Board of Appeal further stated: 

"4. The very wording of Article 53(b) EPC before the 
semi-colon precludes the equation of plants and plant vari- 
eties, which would also be at variance with the general sense 
of the provision. Plant varieties were excluded from European 
patent protection mainly because several of the signatory 
States to the European Patent Convention have developed 
special protection for plant breeding at national and interna- 
tional level...." 

The Board of Appeal concluded that claims for a 
new product consisting of a reproduction material, 
particularly seeds, which had undergone a chemical 
treatment in order to protect them against the phyto- 
toxicity of compounds used in agriculture were valid. 
Further support of patentability was found in the fact 
that the treatment was applicable to any reproduction 
material, whether it satisfied the criteria of homo- 
geneity and stability required for plant varieties by 
the UPOV Convention or not. 

Applying the same principles, the same Board of 
Appeal acknowledged in a subsequent Decision 
known under the headword Hybrid 
plants/LUBRIZOL,]6 the validity of a claim 
relating to populations of hybrid seeds and of plants 
obtained from such seeds on the ground that they did 
not possess the homogeneity and stability features 
which would possibly have enabled them to benefit 
from protection by plant breeders' rights. 

What then about plants and seeds, for example, 
developed from plant cell cultures transformed by a 
genetic engineering process and including a foreign 
genetic material integrated into their genome and 
capable of being expressed in a stable fashion in the 
form of a new characteristic trait or "phenotype" in 
such plants, although induced by an initial "artificial 
micro-reconstruction" of the genome reproduced by 
subsequent replication cycles? 

This question would deserve all the greater 
consideration as the initially transformed plant cell 
cultures would be derived from a "plant variety" and 
as the genetically transformed plant or "transgenic 
plant" obtained would itself apparently be considered 
as possessing all the attributes of a "plant variety," 
except for the "non-natural" character of the newly 
acquired phenotype. 

The decisions discussed above do not provide a 
clear answer to this question. This will be reverted to 
hereinafter. Could the answer be linked to the ques- 
tion of the "essentially biological" character of the 

process for obtaining such genetically transformed 
plant? It should, however, be underlined that the 
EPO has already started granting patents including 
claims to such genetically engineered plants, without 
specific reference to a process for their produc- 
tion.17 

Animals 

The situation of transgenic animals has not yet 
been clarified. Faced with a patent application 
relating to a transgenic animal, an Examining Divi- 
sion of the EPO, in the so-called Onco- 
mouselHARVARD case,18 rejected the claims to 
the transformed animal, particularly on the ground 
that no intellectual property laws existed that 
permitted some animal varieties to be protected, like 
plant breeders' rights for plant varieties under the 
meaning of the UPOV Convention. The Examining 
Division further based its rejection on variations in 
the definitions in the three official languages of the 
EPC, of the animals expressly excluded from 
patentability: "races animales," "animal varieties," 
and "Tierarten." According to the Examining Divi- 
sion, the founders of the European Patent Conven- 
tion did not intend to exclude from patentability just 
particular categories of animals, but rather all 
animals, as evidenced by the more general meaning 
of the German term Tierarten. 

The Examining Division also questioned the 
validity of those claims which could only be treated 
as "process claims" for the production of transgenic 
animals. The claims under consideration comprised 
two steps, namely, a first step that could effectively 
be considered as a "non-essentially biological" 
process (insertion by micro-injection of an activated 
oncogenic sequence—the "Myc" sequence—in the 
genome of cells of an animal which was still at an 
embryonic stage) and a distinct second step having a 
"biological" character (sexual reproduction and 
selection of the transgenic animal under considera- 
tion). For the Examining Division, these two steps 
yielded two different products, a finding which led 
the Examining Division to the following observation: 

•OJEPO. 3/1990, pp. 71. 

17 See,   for   instance,   claim   21    of   European   Patent   EP 
0242236 Bl: 

"Plant,   non  biologically  transformed,  which  possesses, 
stably integrated in the genome of its cells, a foreign DNA 
nucleotide sequence encoding a protein having a non-variety- 
specific enzymatic activity capable of neutralizing or inacti- 
vating a glutamine synthetase inhibitor under the control of a 
promoter recognized by the polymerases of said cells." 
It will be noted that the glutamine-synthetase inhibitor whose 

inactivation or neutralization was sought consisted in fact in a 
powerful non-selective herbicide. The incorporation of the corre- 
sponding   genetic   sequence   into   the   genomes  of  the   plants 
concerned-particularly crops-aimed at the destruction of weeds 
of the cultivated fields treated with such herbicide. Of course the 
cultivated plant was itself protected against the destroying activity 
of the  herbicide,  since  it  had been  given  the  means  which 
enabled it to inactivate or neutralize the herbicide. 

18 OJ EPO, 11/1989, pp. 451. 
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"Animals which were genetically manipulated themselves 
are products of a non-essentially biological process, whereas 
further generations are the product of sexual reproduction 
which is exclusively biological; therefore, the latter products 
do not fall under Article 53(b) second part EPC. The artificial 
connection of the two steps aims at circumventing the exclu- 
sion provision in Article 53(b) first part EPC. This does, 
however, not dispense with the need to evaluate the biolog- 
ical or non-biological character of each step according to its 
own merits." 

And according to the Examining Division, the 
second part of Article 53(b), which provided for an 
exception in support of the patentability of microbio- 
logical processes, could not lead to a derogation to 
the exclusion from patentability provided in the first 
part against animal varieties. Hence, the process 
claims had to be rejected on the ground that the final 
product of the process was manifestly excluded from 
patentability by the first part of Article 53(b). 

Bearing in mind, however, the possibility that 
such inventions could have beneficial effects for 
mankind, the Examining Division abstained from 
deciding the non-patentability of the invention on 
another ground, i.e., the ground provided by Article 
53(a) of the EPC in respect of inventions contrary to 
public order or morality. 

However, the Board of Appeal of the EPO 
disagreed with the Examining Division in a decision 
delivered on October 3, 1990.19 The Board 
asserted that the legislative history of the Strasbourg 
Convention of November 27, 1963,20 on the 
unification of certain points of substantive law on 
patents for invention and of the EPC did not support 
in any way the assumption of the Examining Divi- 
sion, relative to the exclusion from patentability of 
all animals. The Board ruled out the possibility that 
the exceptions from patentability of certain cate- 
gories of animals, rather than of all animals, resulted 
from a mere error of the drafters of these Conven- 
tions. However, because the question of the breadth 
of the patentability exclusion of certain categories of 
animals by Article 53(b) of the EPC was deemed 
essential, the Board stated that it had to be examined 
by at least two levels of jurisdiction. Hence, the 
Board resorted to its power under Article 111(1) of 
the EPC to remand the case to the Examining Divi- 
sion for a renewed examination of the question. 

In another respect, the Board also underlined its 
doubts about the legal correctness of the argument 
which the Examining Division had raised against the 
applicant in relation to the "non-essentially biolog- 
ical" character of the claimed process. According to 
the  Board,  it  was  inappropriate to  dissociate  the 

"non-essentially biological" process step (transfer of 
a foreign gene into the genetic patrimony of a cell at 
the embryonic stage) and the "essentially biological" 
process step (selection of the animals which carried 
the gene transferred after sexual production cycles of 
the claimed process). According to the Board, it was 
not possible, at least under patent law, to establish a 
distinction between the products of the two process 
steps, in relation to the gene transferred. 

Thus, it was up to the Examining Division to 
decide whether the claims, specifically claim 1921 

whose text is recalled below as a footnote, had 
indeed to be rejected on the ground that they were 
excluded from patentability, to the extent that they 
would be deemed to consist of product claims. But 
according to the Board, such a ground of rejection 
could only be justified if the claimed transgenic 
animals were indeed covered by any of the expres- 
sions "Tierart" "animal variety," or "race animale," 
subject, however, to a correct interpretation of these 
expressions and 

"that Article 53(b) EPC can be applied at all in respect of 
animals which are genetically manipulated, given that neither 
the drafters of the Strasbourg Convention nor those of the 
EPC could envisage this possibility." 

The Board particularly reminded the Examining 
Division that: 

"Article 53(b). first half-sentence. EPC is an exception to 
the general principle of patentability contained in Article 
52(1) EPC. The second half-sentence is an exception to this 
exception, ensuring that the patentability bar does not cover 
microbiological processes or the products thereof. In other 
words, the general principle of patentability under Article 
52(1) EPC is restored for inventions involving microbiolog- 
ical processes and the products of such processes. Conse- 
quently, patents are grantable for animals produced by a 
microbiological process. The Examining Division must there- 
fore consider, should the case arise, whether the claimed 
processes constitute microbiological processes within the 
meaning of Article 53(b) EPC." 

To our knowledge, the Examining Division has 
not yet finally decided the question of the pertinency 
of the exception of Article 53(b) in respect of an 
animal obtained by a non-essentially biological step, 
or even by a microbiological step. Some hypothe- 
ses-under the sole responsibility of the author- 
will be considered in the next section, relative to 
the patentability of "non-essentially biological 
processes." 

However, prior to reverting to such hypotheses, it 
should also be recalled that the Board of Appeal also 
invited the Examining Division to reevaluate the 
impact on the relevant claims of the patentability 

19 Onco-mouse/HARVARD case, OJ EPO 12/1990, pp. 476. 
20 The Strasbourg Convention on the unification of certain 

points of substantive Law on patents for invention was signed by 
the European States, members of the Council of Europe, on 
November 27, 1963. As its title indicates, the countries concerned 
defined common patentability criteria. The relevant provisions of 
the EPC were patterned closely along it. Paragraphs (a) and (b) 
of Article 53 of the EPC are a quasi-identical reproduction of 
paragraph (a) and (b) of Article 2 of the Strasbourg Convention. 

21 "19. A transgenic non-human mammalian animal whose 
germ cells and somatic cells contain an activated oncogene 
sequence as a result of chromosomal incorporation into the 
animal genome, or into the genome of an ancestor of said 
animal, said oncogene optionally being further defined 
according to any one of claims 3 to 10." 
Claims  3   to   10   related  to  alternatives  of  a  process  for 

producing the "transgenic mammal" of claim 19. 
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exclusion provided by Article 53(a) of the EPC, after 
a careful weighing of the suffering of animals and 
the possible risks to the environment caused by the 
invention, on the one hand, and its usefulness for 
mankind, on the other. 

The Examining Division had, in fact, already 
expressed an inclination in favor of the usefulness of 
the invention for mankind. Without anticipating in 
any detail the final answer, it may be noted that test 
animals have long been used in pharmacology, that 
some of the "classical" tests used in pharmacological 
research, particularly in the field of cancer, may not 
be less traumatic than the testing procedures which 
would be applied to the new transgenic animals. This 
could occur especially where genetic information 
incorporated into the genome of the transgenic 
animal could be induced only temporarily, for 
example, only for the time required for the trials. 

The possibility of relying on different legal provi- 
sions, for preventing too intense suffering by test 
animals, has also been contemplated.22 

Finally, the effective production of such trans- 
genic animals will doubtlessly be subject to appro- 
priate regulation, in order to ensure the safeguarding 
of the environment. But their prohibition should 
normally not affect the patentability of the inventions 
concerned, pursuant to the second part of paragraph 
(a) of Article 53 of the EPC. 

Non-Essentially Biological Processes 

The Onco-mouselHARVARD decision of an EPO 
Board of Appeal already witnessed the required 
restrictiveness of the interpretation of the 
patentability exception of Article 53(b) of the EPC, 
in respect of "essentially biological processes for the 
production of plants and animals."23 As set forth 
in the decision, 

"whether or not a (non-microbiological) process is to be 
considered as "essentially biological' within the meaning of 
Article 53(b) EPC has to be judged on the basis of the 
essence of the invention taking into account the totality of 
human intervention and its impact on the result achieved." 

In the Hybrid plantlLUBRIZOL case (pertaining 
to the production of a hybrid plant population), the 
Board had already emphasized: 

"the required fundamental alteration of the character of a 
known process for the production of plants may lie either in 
the features of the process, i.e., in its constituent parts, or in 

22 See the publication by J.C. Galloux "Fabrique-moi un 
mouton ... Vers la brevetabilité des animaux - chimères en droit 
français," La Semaine Juridique. Edition Générale, No. 7, 
February 14. 1990. No. 3430. 

23 See also paragraph C-IV, 3.4 of the "Guidelines for 
Examination in the European Patent Office," which already 
provided that: 

"the question whether a process is 'essentially biological' is 
one of degree depending on the extent to which there is tech- 
nical intervention by man in the process; if such intervention 
plays a significant part in determining or controlling the result 
it is desired to achieve, the process would not be excluded." 

the special sequence of the process steps, if a multistep 
process is claimed." 

The second alternative (the particular sequence of 
process steps) was retained in support of the "non- 
essentially biological" character of the claimed 
process for the production of the hybrid plant popu- 
lation: 

"This arrangement of steps is decisive for the invention 
and permits the desired control of the special result in spite of 
the fact that at least one of the parents is heterozygous. The 
facts of the present case under appeal clearly indicate that the 
claimed processes for the preparation of hybrid plants repre- 
sent an essential modification of known biological and clas- 
sical breeders' processes." 

In contrast, the first alternative (the specific 
constituent part), transposed to animals, was relied 
upon in favor of the non-exclusion from patentability 
of the process claimed in the Onco- 
mouse/HARVARD case. The constituent element-or 
the essence of the invention-lay in the incorporation 
of the oncogenic sequence (Myc) in the animal 
genome by a genetic engineering technique. 

The Examining Division may not go as far as 
stating that the whole process for the production of 
animals must be considered as consisting of a 
"microbiological process," as provided by Article 
53(b) of the EPC. Nevertheless, one may reasonably 
expect that the Examining Division will hold that the 
process as a whole should qualify as a "non-essen- 
tially biological" process in the light of the opinion 
strongly asserted by the Board that one should not 
separate the "essentially biological" steps and the 
"non-essentially biological" or even "microbiolog- 
ical" steps of a process which would comprise all of 
them, in an evaluation of the patentability thereof. 

Potential Patentability of Stable and Homogeneous 
Populations of Genetically Modified Higher 
Organisms, Particular}' Plants and Animals, 
Within the Framework of EPO Practice 

The case law of the EPO Board of Appeal has 
consistantly held that a claim which defines a 
product by its process of manufacture (product-by- 
process claim), particularly when the product could 
not be defined otherwise, must be deemed to be a 
"product claim." Hence, the following statement of 
the Board in the Onco-mousel HARVARD decision in 
respect of claim 19, which was at the core of the 
debate,24 is consistant with the logic of the case 
law: 

"a product-by-process claim remains a product claim irrespec- 
tive of the process it refers to. So a successful claim 19 
would result in a product patent, not a process patent. Since, 
however, Article 53(b) EPC excludes only processes for the 
production of animals, with which claim 19 is not concerned, 
this provision per se is no bar to patenting the product." 

By comparison, a claim defining a process for the 
production   of   a    genetically   engineered   higher 

24 See footnote 21, supra. 
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organism, which would only be treated as a process 
claim-for instance, because the final product was 
known-would escape in any case the patentability 
exclusion provided by the first part of Article 53(b). 

Under the hypothesis under which the EPO 
authorities would finally decide against the 
patentability of certain categories of higher organ- 
isms, one might run into a dilemma, anticipated by 
the Examining Division: a "product-by-process" 
claim treated as a "product claim" could be refused 
on the ground that the "product" would be excluded 
from patentability by Article 53(b) of the EPC. 
whereas the same claim could be permissible when 
treated as a process claim only. The dilemma would 
result from the fact that the product "directly" 
obtained by the claimed process would at the same 
time be patentable within the meaning of Article 
64(2):5 and unpatentable within the meaning of 
Article 53(b). 

It should not be necessary to examine further the 
possible consequences of this dilemma, which may 
possibly be set aside by an acknowledgment of the 
possible patentability of new and inventive trans- 
genic animals by the competent authorities of the 
EPO. The "signals" transmitted by the Board to the 
Examining Division seem to favor that orientation. 

Beyond doubt, the EPO authorities should be able 
to provide a more correct interpretation of the words 
used by Article 53(b) in relation to "categories of 
animals" (or "races animales" "animal varieties," 
"Tierarten") which should indeed be excluded from 
patentability by the EPC and, consequently, as the 
Board stated in the Onco-mouselHARVARD decision, 
to 

"find a solution to the problem of the interpretation of Article 
53(b) EPC with regard to the concept of 'animal varieties.' 
providing a proper balance between the interest of inventors 
in this field in obtaining reasonable protection for their 
efforts, and society's interest in excluding certain categories 
of animals from patent protection." 

The determination of the "proper balance" should 
also lead the competent EPO authorities to confirm 
the correctness of the practice already developed by 
the EPO in relation to the grant of patents for trans- 
genic plants produced by genetic engineering 
processes. 

Can a New Border be Drawn Between Plants and 
Animals Excluded from Patent Protection by 
Article 53(b) of the EPC and Those Not So 
Excluded? 

As the Boards of Appeal have indicated, one 
cannot identify with certainty the categories of 
animals which, in the minds of the founders of the 

25 As a matter of fact. Article 64(2) EPC provides that: 

"If the subject-matter of the European patent is a process, 
the protection conferred by the patent shall extend to the 
products directly obtained by such process." 

Strasbourg Convention and then of the EPC, could 
have been considered as not excluded from 
patentability. However, it is not forbidden to state 
some hypotheses. 

The UPOV Convention had already been signed 
when the founders of the Strasbourg Convention 
adopted their own text. Thus, they knew of the defi- 
nitions of plant varieties which were liable to be 
protected by breeders' rights within the meaning of 
the UPOV Convention. One is tempted to suggest 
that if a need for protection of certain categories of 
new animals-or of new "animal varieties"-had also 
arisen at the time, the relevant legislators would also 
have supplied a definition of such animal varieties 
which would then have had some similarities with 
the definition of plant varieties. It might perhaps 
have been more appropriate, at least for the purpose 
of legal interpretation of the relevant provisions, to 
have used equivalent wording in the three official 
languages of the EPC, e.g., "variétés animales" 
"Tiersorten" and "animal varieties," in line with the 
English text of Article 53(b). One might then also 
believe that such "new animal varieties" would, by 
analogy with plant varieties, have been defined as 
possessing one or more important characteristics 
enabling them to be distinguished from other known 
animal varieties. These characteristics should then 
have been sufficiently stable and homogeneous, 
bearing in mind the particularities of their sex-medi- 
ated production. One will have noted that these 
hypothetical suggestions of definition—which bear on 
criteria seemingly pertinent for animal breeders-are 
approximately patterned along Article 6 of the 
UPOV Convention, in its revised text of October 23, 
1978. 

Another preliminary remark ought to be made: it 
relates to our propensity to classify objects and 
ideas. It leads us naturally, when examining a provi- 
sion like Article 53(b), to isolate its constituent 
elements in order to apprehend their individual 
respective contents. Few commentators escape the 
categorization of the inventions excluded from 
patentability by Article 53(b): (1) plant varieties, (2) 
animal varieties and (3) essentially biological 
processes for the production of plants or animals. 
We have ourselves in the preceding discussion 
yielded to that disposition. 

But then it should also be fitting to investigate the 
bonds which perhaps united the thus individualized 
constituents with one another, and to identify the 
wholeness to which these apparently dispersed 
elements might have belonged in the mind of the 
legislators. 

If words may have been in intimate symbiosis 
with objects or concepts at the time they were enun- 
ciated or written, it should not necessarily follow 
that their meanings should subsequently be extended 
to encompass realities or ideas for which they had 
not been conceived. 
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Perhaps it was a chance event, an unhappy one 
for some persons, a happy one for others, which 
resulted in the fact that the language, which the EPC 
borrowed from the Strasbourg Convention, happened 
to become "literally" applicable to transgenic plants 
and animals, e.g., produced by genetic engineering 
techniques. Perhaps it was also a chance event which 
caused the expression "new characteristics" as such, 
according to the terminology of the UPOV Conven- 
tion, to also suit, a posteriori, some of the new traits 
which may possibly be induced by genetic engi- 
neering techniques in existing plant varieties when 
applied thereto. 

Perhaps one would not have faced today the same 
problems, had the legislators used a different, or for 
us, today, a more accurate terminology. Had the 
language of the Strasbourg Convention and the 
subsequent EPC been different, and not literally 
applicable to genetically engineered plants and 
animals, one would have reached the conclusion that 
genetically engineered plants and animals were not 
excluded from patentability. 

The silence noticed by the Boards of Appeal, 
relative to the legislators' intentions in respect of the 
relevant provision in the preparatory documents of 
the preceding Conventions, was perhaps linked to a 
simple, however essential, fact: "the man skilled in 
the art" may at the time not even have conceived of 
the idea that new plant varieties (within the meaning 
of the first versions of the UPOV Convention) or 
even new animal varieties would one day be 
produced by processes other than "essentially biolog- 
ical" ones. The EPO Boards of Appeal focused on it 
most pertinently. 

Indeed, Article 6 of the text of the UPOV 
Convention, as revised in 1978, makes reference to 
the "artificial or natural" origin of the initial varia- 
tion which might have given rise to a new plant 
variety. But the "artificial" origin consisted most 
often either in the bringing of distinct varieties in 
sufficiently close relationship to enable them to give 
rise to a new being, as a result of their own natural 
crossing or recombination capabilities, or in an acci- 
dent provoked yet not controlled by man (for 
instance, mutation induced by chemicals or radia- 
tion).26 But man did nothing else than bring into 
play the capability of nature to overcome occasion- 
ally the effects of pressures which may be imposed 
on it from outside and to enable the survival and, 
sometimes, the propagation of a new being arising as 
a result of these pressures. The breeder's intervention 
was then restricted to identifying and selecting the 
new being. Modifications observed only a posteriori 
in the being so selected were the result of biological 
internal processes which it had "inherited" in some 

way from the plants from which it had arisen. In 
other words, the effects of the intervention of man 
("initial accident" and "final screening") were rather 
insignificant as compared to the purely biological 
aspects of the process carried out by nature to 
produce the new being. Hence, the process as a 
whole, including man's most often uncontrolled 
intervention, was rightfully qualified as an "essen- 
tially biological process." 

The assumption may thus be made that a concept 
of "non-essentially biological processes" outside the 
scope27 of "purely biological" processes 
performed by nature alone and of "essentially 
biological" processes including man's limited inter- 
ventions was at the time beyond the reach of the 
legislators of the Strasbourg Convention, and even 
those of the European Patent Convention. The whole 
range of plant varieties and animal varieties (what- 
ever that last expression might have meant) which 
would still be "invented" by man were not, in their 
minds, going to be produced otherwise than by 
essentially biological processes. To assert it in the 
relevant provisions which aimed at defining new 
higher organisms,28 inasmuch as they could be 
given the status of "new products" within the 
meaning of patent law, would most likely, in the 
eyes of the legislators, have amounted to a truism or 
redundancy. 

As a matter of fact, one can understand that the 
legislators may have been mindful of distinguishing 
between plants, i.e., plant varieties, which had a 
creative merit and the others which, as such, were 
apparently not entitled to any protection system. The 
specific exclusion from patentability of "plant vari- 
eties" may have aimed at reminding, as the EPO 
Boards of Appeal have noted certainly most perti- 
nently, that they could benefit from distinct protec- 
tion systems, derived from the UPOV Convention. 
But having in mind such a hypothesis, one may also 
surmise that the somewhat parallel exception to 
patentability of new animal varieties had no aim 
other than that of not definitively closing a door to 
any subsequent distinct protection system, also for 
new animal varieties. The legislator had no reason, 
in 1963, to negate as a matter of principle the 
creative merit of such animal "varieties," even in the 
absence of any protection system. 

Thus, if one admits that, at the time, the legisla- 
tors perceived the possibilities of transformation of 

:6 The production of hybrids was indeed an exception 
worthy of note, also considered as such by the UPOV Conven- 
tion, to these observations of a general nature. 

-"Scope: space or opportunity for unhampered motion. 
activity or thought." according to one of the meanings proposed 
for that word by Webster's Seventh New Collegiate Dictionary, 
G. C. Merriam Company. 

:* The taking into consideration of the higher organisms 
only would be superfluous at this stage of this presentation, were 
it not for the "exception to the exception of patentability" 
provided _ by Article 53(b) on behalf of "microbiological 
processes" and of "products obtained by such processes." Obvi- 
ously "microbiological processes" consisted exclusively too of 
"essentially biological" processes, when the Strasbourg Conven- 
tion was adopted. 
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the living forms, as based on purely biological 
processes, to the least "essentially biological 
processes" to the extent where the first were to be 
favored by man's restricted interventions, Article 
53(b) would bear witness of the extraordinary capa- 
bility that the legislators had had, to condense in a 
concise formula all the categories of inventions 
which man was to further make in relation to living 
matter, however within the limits of what they could 
apprehend therefrom and even though some of these 
inventions were subsequently to become subject to 
patentability exclusions. 

The advent of modern biotechnology opened an 
entirely new space, far beyond the possibilities of 
nature itself, whatever the effort which man could 
make to help it, unless in establishing modifications 
involving a "man-directed internal micro-reconstruc- 
tion" of a part of the genetic patrimony of naturally 
existing organisms. Whatever the culture medium 
chosen, an Escherichia coli culture will never 
produce spontaneously an insulin having the same 
amino acid sequence as human insulin. Neither will 
a plant ever naturally produce a bovine growth 
hormone. In most cases, such results are subject to 
man-directed transformations which involve some 
"micro-chemistry," in order to achieve that two 
distinct genetic systems (including even synthetic 
systems) be combined-or genetically recombined-to 
produce a result which may manifest itself in the rise 
of a new trait or phenotype in a plant, particularly in 
an already existing plant variety, or in an animal, 
even an already existing animal variety.29 

Can one then really speak of a new plant variety 
or animal variety only on the ground that its genetic 
patrimony has been "improved" by a limited transfer 
of genetic material; and this all the more so as the 
stable transfer of a foreign gene to the genome of a 
plant or an animal often involves the introduction of 
that gene through a vector system which the recip- 
ient cells must recognize as if it were their own? 
Often it is only subject to this condition that the 
gene can be admitted into the genome of a plant or 
animal so as to be expressed therein, if appropriate. 
Can one then really speak of a "new plant variety" 

:9 Professor François Gros mentionned it in a more 
concise manner, in his book entitled L'ingénierie du vivant. 
Editions Odile Jacob. Paris. 1990: 

"'Henceforth, our techniques no longer satisfy themselves 
with only deceptive life forms, and more generally with what 
Nature made available, to come to settlement with it for 
limiting, accelerating or slowing down its rhythms and muta- 
tions. On the contrary, they work on Nature as much, as one 
may say, as they have Nature work to suit our needs and for 
our benefit. Nature is only given to man to the extent he does 
not yet know it. However biotechnologies, these practices for 
mastering and producing life forms, which result from the 
achievements of genetic engineering and the advances of 
molecular biology, seem indeed to announce a new era: the 
human technique attempts in some way to become relieved of 
the constraints which burdened it as a result of the action of 
Nature, in an effort to henceforward impose on it its own 
law." 

or a "new animal variety" when the transformed 
plant was originally a plant variety or the trans- 
formed animal could have been categorized origi- 
nally within an "animal variety?" Would it not rather 
consist of the same plant variety or the same animal 
variety which had been simply provided with addi- 
tional "means" which conferred on them the capa- 
bility of exerting one or several additional functions 
or, on the contrary, of preventing them from exer- 
cising such functions? 

Finally it may be mentioned that variations 
induced in a genetic patrimony by genetic engi- 
neering techniques are likely to remain for a long 
time far below those which are observed in nature, 
in a same plant or animal variety. Genetic differ- 
ences exist also in male and female species of an 
animal variety. Has one ever spoken of a "male 
variety" and a "female variety" within the same 
animal variety? 

One would thus be tempted to conclude that the 
frequent assumption, that a new plant variety or a 
new animal variety is created as soon as its genetic 
patrimony has undergone even a minor change, may 
sometimes amount to an abuse of language. The 
imperfections of language as a tool for defining 
patent rights must sometimes be corrected in order to 
restore the meanings which words might have had 
for the legislators at the time they used them. One 
should not necessarily today add to words meanings 
which were simply beyond the reach of the legisla- 
tors of the Strasbourg Convention, especially when 
the concepts underlying the techniques concerned 
underwent an evolution which they simply could not 
have expected. 

The legislators of the Strasbourg Convention, 
even those of the European Patent Convention, could 
make legislation only with respect to a plant and 
animal world belonging to a field which they could 
conceptualize.30 

By way of concluding remarks on the possible 
ultimate breadth of the exclusions provided by 
Article 53(b), we would suggest that a possible 
border line between animals and plants expressly 
excluded from patentability and those which would 
not, should not be drawn, at least for animals, 
between the whole animal world and the categories 
of animals specifically referred to by any of the three 
fluctuating expressions "Tierarten" "animal vari- 
eties," and "races animales." Nor should that border, 
for plants, be drawn between the whole vegetal 
world and the categories of plants which are met by 
the expressions, of fluctuating scope, in the three 
official languages of the EPC: "Pflanzensorten." 
"plant varieties," and "variétés végétales." A justifi- 
cation of the restriction of the exception of Article 

10 It was only in 1972 that a group a American researchers 
thought of producing in vitro, i.e.. artificially, hybrid or 
monomenc molecules formed from chromosomal fragments, for 
the sake of studying their properties. 
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53(b) only to those plant varieties which would, 
where appropriate, benefit from protection under 
distinct systems derived from the UPOV Convention 
might well consist of a "legal expedient." Reliance 
on it should not be necessary. 

The drawing of the border line between excluded 
and not excluded inventions should rather take into 
account the difference in nature of the processes 
carried out for obtaining them. Consequently, this 
border line could coincide with that already more 
than sketched by the Boards of Appeal in the deci- 
sions which have been commented on briefly, 
between essentially biological processes and essen- 
tially non-biological processes for obtaining plants 
and animals.31 

Whatever the final interpretation of Article 53(b), 
one would hope that the equitable solutions, called 
for by the EPO Board of Appeal in the Onco- 
mouse I HARVARD case, will be found rapidly. They 
cannot result in plant or animal populations being 
excluded from patentability on the ground that they 
would be constituted by "homogeneous and stable 
individuals," let alone "clones." 

Upholding the exclusion would drastically reduce 
the useful areas of protection for inventors in the 
field of biotechnology. This can immediately be 
perceived in respect of "transgenic" plants. The 
plants commercialized by competitors will most 
often not be plant populations formed from unstable 
and multiform individuals. Most often the commer- 
cialized plants will be plants possessing all the 
attributes of a plant variety whose phenotypes, 
including those induced by genetic engineering tech- 
niques, should be stable. Efficient protection systems 
must be made available to inventors of such plants. 
The last revised Act of the UPOV Convention32 

can provide some protection. But the diversity of the 
inventions  of  biotechnology33   will  not   always  be 

11 Hence, the proposed reading of Article 53(b) would be 
as follows: 

"European patents shall not be granted in respect of: 

(b) essentially biological processes for the production of 
plants or animals or the 'products' thereof: this provision 
does not apply to microbiological processes or the products 
thereof." 
32 The "modernized" definition of "variety" proposed in 

Chapter I. Article l(vi) of the last version of the UPOV Conven- 
tion is reproduced below: 

"'variety' means a plant grouping within a single botan- 
ical taxon of the lowest known rank, which grouping, irre- 
spective of whether the conditions for the grant of a breeder's 
right are fully met, can be 
- defined by the expression of the characteristics resulting 

from a given genotype or combination of genotypes. 
- distinguished   from   any   other   plant   grouping   by   the 

expression of at least one of the said characteristics and 
- considered as a unit with regard to its suitability for being 

propagated unchanged." 

" See text of E. Gutmann, "The Effects of Technical 
Development in Biotechnology on the Relevant Intellectual Prop- 
erty   Laws"   in   WIPO   Worldwide   Forum   on   the   Impact  of 

compatible with the necessity of isolating one variety 
after another in order to protect them all by plant 
breeders' rights. In our view, only patents can 
reasonably accommodate such diversity. 

Finally, it should be mentioned that the need for 
some form of protection is becoming increasingly 
important, also for new transgenic animals. Doubt 
cannot be cast on the fact that, to the extent where 
the requirements of Article 53(a) of the EPC would 
also be fulfilled, such needs cannot be satisfied at 
best otherwise than by means of patents. 

Protection of Biotechnologies in France 

An outline of the situation in France for techno- 
logical inventions must take into account both Euro- 
pean patents which are or will be in force in France 
and French national patents. 

European Patents 

Can one seriously anticipate eventual divergences 
between the interpretation of the breadth of Article 
53(b) EPC, then also applicable in France, by the 
French courts and by the EPO Boards of Appeal? It 
would be premature to conclude: so far French case 
law in that field is virtually nil. 

But the French courts should be perceptive of the 
great care taken by the EPO Boards of Appeal in 
their interpretation of patentability exclusions and 
their investigation of the intentions of the founders 
of the Strasbourg Convention and the European 
legislators. The French courts, like the EPO Boards 
of Appeal, interpret provisions relative to exceptions 
to patentability in a restrictive manner. 

Finally, despite their recent character and limited 
number, the decisions delivered by the EPO Boards 
of Appeal evidence profound thinking. In some 
ways, the EPO may be considered as one of the 
"European laboratories" in which practitioners 
(members of the Boards of Appeal and examiners, 
on the one hand, applicants and their representatives, 
on the other hand) exchange their respective views 
on biotechnological themes and try, in their daily 
practice, to draw them closer to one another. 

These elements foretell convergence between 
eventual conclusions by the French courts and the 
case law of the EPO Boards of Appeal, especially 
when that case law may be set. 

Emerging   Technologies  on   the   Law   of Intellectual  Propertx 
(No. 674(E)). Geneva, 1988. 

It was there noted that a definition of the plant variety 
capable of being protected by a plant breeder's right would not. 
in many cases, suit the definition of an invention in the field of 
biotechnology, particularly where that invention would bring into 
play genetic constructs transferable to vegetal groups having a 
botanical taxon of higher ranking than a "variety" or including 
several distinct plant species. 
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French National Patents 

The law applicable in France is Law No. 68-1 of 
January 2, 1968, amended a first time by Law No. 
78-742 of July 13, 1978. The additional amendments 
to the Law since then are without bearing on the 
questions under study. 

One of the essential aims of the first amendments 
to the French Law was to harmonize its provisions in 
respect of both patentability and exceptions to 
patentability with the corresponding provisions of the 
EPC. Section 7 of the French Law, reproduced here- 
after, is of particular significance for biotechnology: 

"The following shall not be patentable: 
(a) inventions the publication or exploitation of which 

would be contrary to public order or morality, provided that 
the exploitation shall not be deemed to be so contrary merely 
because it is prohibited by law or regulation; 

(b) plant varieties belonging to a genus or species 
enjoying the protection established by Law No. 70-489 of 
June 11. 1970. on the Protection of New Plant Varieties; 

(c) animal varieties or essentially biological processes for 
the production of plants or animals; this provision does not 
apply to microbiological processes or the products thereof." 

Section 1(a) is, but for a territorial adaptation of 
the language, the same as Article 53(a) of the EPC. 
However, the group of inventions excluded from 
patentability by Article 53(b) of the EPC, except for 
the modifications considered hereinafter, has been 
broken down differently in Section 1(b) and (c) of 
the French Law. 

Section 1(b) relates only to plant varieties which 
at their possible filing dates would effectively benefit 
from the Law of June 11, 1970, which provided for 
a protection system in France for plant varieties 
different from patents. 

Hence those categories of plant varieties which 
could not, as a matter of practice, benefit from the 
provisions of the Law of June 11, 1970, were not 
specifically excluded from patentability. This sugges- 
tion, however, disregards the fact that, in 1970, it 
was impossible, with certain exceptions, to obtain a 
valid patent for a plant variety, in view of the impos- 
sibility of describing a process for obtaining it. 

Finally, the regroupment in Section 1(c) of the 
"animal varieties" and "essentially biological 
processes for the production of plants or animals" 
provides to a certain extent support for the previous 
hypotheses, namely, that the legislator had essen- 
tially only had in mind the exclusion as new prod- 
ucts of "animal varieties," i.e., of a particular class 
of animals from the whole animal kingdom, or even 
of higher differentiated organisms (plants and 
animals) capable of being obtained by essentially 
biological processes only. 

Without definitely anticipating the conclusions 
which the French courts will reach eventually, it 
could follow from the above hypotheses that trans- 
genic plants and animals obtained by non-essentially 
biological processes would be "patentable" within 
the meaning of the French national law too. 

The position already taken by the National Insti- 
tute of Industrial Property (Institut National de la 
Propriété Industrielle (INPI) (French Patent Office)) 
has thus an even greater significance. INPI has now 
clearly adopted the theory of the freedom of an 
inventor of a new plant variety to choose the protec- 
tion system which would appear to him as the most 
appropriate.34 

In practice—if need be subject to an appropriate 
formulation of the claims-INPI does not implement 
Section 16 of the French Law which confers on it 
the power to reject a patent application on the 
ground that the invention is manifestly devoid of 
patentability. Such would be the case for "plants and 
animals produced by essentially biological 
processes."35 

Conclusion: Are We Heading Towards 
the Patentability of Transgenic Higher 

Organisms? 

In most European States, the patent laws contain 
provisions which recite exceptions to patentability 
like those of Article 53(b) of the EPC. 

But an interpretation of such provisions which 
would, ultimately, cause plants or animals obtained 
by "non-essentially biological" processes not to be 
excluded from patentability appears to be within 
reach. Only plants, including traditional plant vari- 
eties, and animals obtained by "essentially biolog- 
ical" processes would be excluded from patentability. 

An interpretation favorable to the inventors of 
transgenic higher organisms would also considerably 
reduce the practical impact of the patentability exclu- 
sions of Article 53(b) of the EPC and of similar 
provisions of national laws. That would take place 
from the points of view of both the inventors and the 
public: from the point of view of the inventors, 
because their inventions would also in that particular 
technical field like in others be protected by patents: 

34 See    document    WIPO/UPOV/CE/1/4   of    February    12. 
1990. paragraph 29: 

"Miss Darmon (National Institute of Industrial Property, 
France) supported the proposal for the removal of the prohibi- 
tion on double protection by both patent and plant variety 
certificate, which would enable the applicant either to use one 
or other of the two types of protection or to combine them. 
The amendment would offer two advantages: (i) it would 
remove the permanent and awkward obstacles that confronted 
the applicant in his attempts to draw the line between what 
was patentable and what was not; (ii) it eliminated all the 
areas of uncertainty regarding protection that were caused by 
the definition of the variety written into the draft revision of 
the UPOV Convention." 
35 The   relevant  provision  with   respect  to  biotechnological 

inventions, reads as follows: 
"A patent application shall be refused, in whole or in part. 

(4) it  has  as  its  subject matter an  invention which  is 
manifestly non-patentable under Section 7." 
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from the point of view of the public, because occur- 
rences of "double protection" that would result from 
the simultaneous filings of applications for patents 
and plant breeders' rights would, in practice, be 
rather seldom. 

As a matter of fact, quite a number of biotechno- 
logical inventions applied to plants will be brought 
to the knowledge of the public through the publica- 
tion of patent applications filed at earlier dates 
(within an 18-month term from their filing or priority 
date) before embodiments in their most complete 
form, particularly plant varieties having the degree of 
specificity still required by the legislators of the 
UPOV Convention as revised on March 19, 1991, 
will ever have been produced. The specific plant 
varieties could then still be protected by plant breed- 
ers' rights. Protection will, however, normally no 
longer be available by means of an additional patent 
application. Although still new, an "invention" 
restricted to the plant variety concerned will often no 
longer exhibit the inventive step required in respect 
of earlier published patent applications, or of course 
scientific publications or other forms of divulgation 
of the basic principle brought into play by the inven- 
tion. 

However, this is perhaps already erroneously fore- 
casting future developments of biotechnological 
inventions in the field of plants and, in parallel, of 
animals. No doubt they will give rise to some addi- 
tional surprises! 

In contrast, a possible enforcement of the excep- 
tion to patentability against transgenic "stable" and 
"homogeneous" plants or animals would lead to what 
could only be termed a paradox: the possible prohi- 
bition imposed on the inventor to restrict the protec- 
tion applied for to a single plant variety, even though 
he would have been willing to abstain from applying 
for simultaneous patent protection of other varieties. 
In fact, the inventor would be put under the obliga- 
tion to apply for more protection, because he could 
not be given less! 

These are the many observations which lead us to 
the conclusion that Article 53(b) will not withstand 
the test of time, even if it can be caused "to last." 
The removal of the prohibition of the possible cumu- 
lative protection of plant varieties by both plant 
breeders' rights and patents, as provided in the last 
revision of the UPOV Convention, is a forerunner in 
that direction. 
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PARTI 

THE ORIGINS OF THE MADRID UNION 

Trademarks before the Madrid Agreement 

Trademarks and service marks are amongst the 
oldest forms of recorded intellectual property, going 
back to ancient times. It is not possible to date with 
any precision the origins of marks. The earliest form 
of identification mark seems to have been the 
branding of livestock with some design-a practice 
which pre-dated literate societies. But marks were 
certainly used in some form in various periods and 
societies of Antiquity in Europe and Asia. Pottery in 
Ancient Greece and Rome, and later, porcelain in 
China, could bear the maker's name. Also bricks and 
tiles in Ancient Egypt, Mesopotamia and Rome 
might bear the maker's name, the factory mark, or 
the geographical origin of the material. Masonry was 
marked in various ways-with quarry marks indi- 
cating the source of the stone, or with stonecutters' 
signs for the purpose of either identifying individual 
masons, or assisting stone workers to claim their 
wages. 

Throughout history, the development of the use of 
marks for purposes more sophisticated than just 
identification has been assisted by international trade: 

the spread of trade further and further away from the 
centers of production of goods, to the point of 
exporting them beyond seas and land frontiers, has 
always been conducive to marks acquiring a certain 
advertising function, as well as to their more exten- 
sive use for the examination of claims made by 
producers, merchants, retailers, transporters, or 
customers. 

The Middle Ages in Europe were particularly 
favorable to the growth of the conception of marks, 
and to their more widespread use. In addition to the 
use of house marks (representing a family, an inn, a 
shop or other business), proprietory marks (brands 
on livestock and merchandise) and appellations of 
origin (such as in textile industries), there was the 
establishment of craft and trade guilds, which was a 
powerful factor in institutionalizing the use of marks: 
guild members were under an obligation to use 
production marks, primarily as a means of fixing 
responsibility for the quality of their products, but 
also as a means of control where territorial trade 
barriers existed. One sequel to the multiplicity of 
marks used by individual guild members was the 
maintenance of registers of marks-the forerunners of 
modern trademark registration systems-which devel- 
oped in Europe through the seventeenth and eigh- 
teenth centuries. 

The Industrial Revolution of the eighteenth and 
nineteenth  centuries,   by   transforming  methods   of 
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production, transportation and ultimately consumer 
markets, definitively established the importance of 
industrial property systems. In the field of marks, the 
sheer scale of production, dissemination of informa- 
tion, and distribution facilitated by technological 
progress made producers, retailers and consumers 
increasingly aware of the need to identify goods. 
International trade, on a scale hitherto unknown, 
again reinforced the need for controls, whether for 
the purpose of protection for producers, or for the 
purpose of enabling consumers to select the type and 
quality of goods they required. By the middle of the 
nineteenth century, there was growing recognition, in 
the way marks were used, of all the characteristics of 
modern marks-namely, identification, a guarantee of 
consistency in the thing provided, and an advertising 
capacity, in a world of expanding markets. 

It is thus no wonder that certain European coun- 
tries, such as the Netherlands and Switzerland, had a 
national trademark law years before they made 
national legislative provision for patents and indus- 
trial designs. 

The nineteenth century saw perhaps the most 
momentous growth of internationalism ever known, 
and in various fields. It was the Congress of Vienna 
in 1815 which put an end to the era of the 
Napoleonic Wars, and re-drew the map of Europe. 
Vienna was also the scene of the emergence of a real 
political will among nations to create an international 
instrument governing industrial property. 

The increasing movement of commercial, scien- 
tific and cultural relations beyond national frontiers, 
aided by the explosion of technological progress in 
communications, created the necessity for interna- 
tional measures for the protection of industrial prop- 
erty. Following two international exhibitions held in 
Paris in 1855 and 1867 by the Government of 
Napoleon HI. the Government of Austria-Hungary 
organized an international exhibition of inventions in 
Vienna in 1873; to meet the objections of foreigners 
unwilling to exhibit because of inadequate legal 
protection, a special Austrian law was passed 
granting temporary protection to foreign participants 
for their inventions, trademarks and industrial 
designs, and. even more significantly, the Congress 
of Vienna for Patent Reform was convened in that 
same year of 1873. At last, it was recognized that 
the kind of multilateral cooperation increasingly 
practiced in the political field was equally essential 
for industrial property; the system of bilateral treaties 
(there were 69 of them concerning the protection of 
foreigners' industrial property rights in 1883, in the 
year of the creation of the first International Union 
for the Protection of Industrial Property in Paris) 
which had hitherto been in force was clearly inade- 
quate and outdated. The 1873 Congress passed a 
resolution urging governments "to bring about an 
international understanding upon patent protection as 
soon as possible." 

The sequel to the Vienna Congress of 1873 was 
an International Congress on Industrial Property in 
Paris in 1878. The major result of that Congress was 
a decision that one of the governments should be 
asked to convene an international diplomatic confer- 
ence "with the task of determining the basis of 
uniform legislation" in the field of industrial prop- 
erty. About trademarks in particular, the 1878 
Congress expressed the wish that the registration of 
trademarks "should be subject to international provi- 
sions by which it would suffice for the owner of a 
trademark to register once only in a State to ensure 
the protection of that mark in all the other member 
States." 

It was the French Government which put forward 
a final draft proposing an international "Union" for 
the protection of industrial property, and invited a 
number of other governments to an International 
Conference in Paris in 1880. That Conference 
adopted a draft convention, transmitted by the 
French Government to other interested governments. 
In March 1883, another Diplomatic Conference was 
convened in Paris, and on March 20. the Paris 
Convention for the Protection of Industrial Property 
was signed by 11 States: Belgium, Brazil, France, 
Guatemala. Italy, Netherlands, Portugal, Salvador, 
Serbia. Spain and Switzerland. 

The Paris Convention of 1883 was the keystone 
of subsequent international cooperation also in the 
field of trademarks. For the first time in the history 
of intellectual property, it created an international 
"Union," made up of member States, for the protec- 
tion of industrial property. It was more than a treaty 
establishing rights and obligations: the Paris Conven- 
tion actually established a legal entity in international 
law, with the legal and administrative organs for the 
performance of the tasks assigned to the Union. 

The provisions of the Paris Convention can be 
divided into four main categories. First, there are 
rules of substantive law which guarantee a basic 
right to national treatment in each of the member 
countries. A second category establishes another 
basic right-that of the right of priority. Thirdly, 
certain provisions define common rules establishing 
rights and obligations of natural persons and legal 
entities, or rules requiring or permitting member 
countries to enact legislation in conformity with 
those rules. Finally, there are provisions laying down 
the administrative framework for the implementation 
of the Convention. 

The text of that first Act of the Paris Convention 
of 1883 contains many references to trademarks. 
This shows the importance of the place held by 
trademarks in the field of industrial property as a 
whole in the nineteenth century. 

It is worth examining what the original Paris 
Convention established specifically for trademarks, 
since this was, as has been stated, the keystone of 
the subsequent special agreements on the subject. 
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The two major principles of national treatment 
and the right of priority were paramount for the 
future of international registration of trademarks and 
similar marks or signs. The principle of national 
treatment accorded to foreigners, in particular, was 
the crux of the matter. For the first time, an interna- 
tional convention contained provisions enabling 
member States of an international Union to offer 
each other similar terms for international registration, 
on a basis of reciprocity. Articles 2 and 3 established 
that once valid filing and registration had been 
effected, certain foreigners were to enjoy in countries 
of the Union the same advantages as the nationals of 
those countries. Eligibility for that treatment would 
be determined by nationality, residence, or the estab- 
lishment of commercial or industrial entities, in any 
of the other countries of the Union. 

A natural complement to this national treatment 
was therefore a Union-wide application of a right of 
priority, as laid down in Article 4. On the basis of a 
valid application for registration of a trademark in 
one member country, the same applicant or his 
successor in title could, within a specified period (in 
the text of 1883, three months for trademarks, with 
an additional month for "overseas" or more distant 
countries), apply for protection in other member 
countries, and be registered in them as from the orig- 
inal date of filing the application. The applicant 
could thus enjoy priority status in relation to other 
applications for the same industrial property title 
filed after his first application in any member 
country. 

That original text of the Paris Convention also 
laid down common rules of substantive law 
concerning trademarks. These fall into two groups. 
Either they were "self-executing" rights of natural 
persons or legal entities (that is to say, immediately 
applicable, without any incorporation in national 
law), or they were common rules which had to be 
incorporated into national law. These common rules 
were naturally subject to certain conditions and 
exceptions, but by and large they were as follows. 

The text of 1883 contained the rule, later modi- 
fied, of a certain dependence of trademarks. Article 
6[1] stated: "Every trade mark duly filed in the 
country of origin shall be accepted for filing and 
protected in its original form in the other countries 
of the Union." Of course this rule was subject 
(Article 6[4] of the 1883 text) to important excep- 
tions, such as the possible refusal of a trademark for 
reasons of morality or public order. 

Moreover, Article 7 prohibited refusal by any 
member country to register a mark on the grounds 
that the nature of the goods to which the trademark 
applied could not legally be sold in that country. 
Protection of the right to file, then register, went as 
far as to override the different individual domestic 
restrictions as to the type of goods which could be 
sold in the member countries. 

Article 11 of the Paris Convention dealt with a 
problem which, as we have already seen, was partic- 
ularly topical in the latter half of the nineteenth 
century. It granted temporary protection to exhibits 
of industrial property, including trademarks, shown 
at official or officially recognized international exhi- 
bitions. 

An important landmark in these common rules 
was the provision for sanctions and remedies against 
infringement. No international instrument could have 
any real weight, unless it was internationally 
enforceable, that is to say, unless offenses could be 
detected, punished and corrected beyond national 
boundaries. Article 9 laid down that any goods 
unlawfully bearing a trademark or a trade name 
might be seized on importation into those States of 
the Union where such mark or name had a right to 
protection, and that seizure could be at the request of 
the public prosecutor or of the interested party in 
accordance with the national law of each State. 

Most important for the infrastructure and the 
practical implementation of any measures for the 
international registration of trademarks was Article 
12, which required each member country to establish 
"a special industrial property service and a central 
office for the communication to the public of 
patents, industrial designs and trademarks." This was 
no statement of the obvious in the 1880s, at a time 
when industrial property matters in various countries 
suffered neglect in the absence of a separate and 
distinct national industrial property institution: to 
relegate those matters to a small unit in one Ministry 
or another (not always consistently chosen), or, as in 
some cases, to accept that officials assigned to quite 
other duties should devote an unspecified amount of 
time to them, was not a serious way to implement an 
international instrument. Moreover, paragraph 5 of 
the Final Protocol specified the need for the indus- 
trial property service to publish an official periodical 
journal: the importance of this recommendation need 
not be emphasized, for no trademark office could 
function without a precise visual record of the regis- 
tered trademarks. 

Finally, the Convention, for the very first time in 
the history of intellectual property, created an inter- 
national infrastructure to administer the working of 
the Union of member countries. Article 13 estab- 
lished the "International Bureau of the Union for the 
Protection of Industrial Property," and placed it 
"under the high authority of the High Administration 
of the Swiss Confederation," which was to supervise 
it. But the International Bureau's functions were to 
be determined by the member States, and paragraph 
6 of the Final Protocol constructed a framework for 
the international financing of the Bureau, as well as 
outlining the major obligations of the Bureau, the 
Swiss Administration and the member States as a 
whole. The administrative framework is dealt with in 
greater detail in Part III. 
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This consideration of the basis created by the 
Paris Convention of 1883 for international trademark 
registration ends with a reference to Article 14, and 
notably also to Article 15. Article 14 expressly made 
provision for the improvement of "the system of the 
Union" by subsequent amendments to that Conven- 
tion. Article 15, moreover, made it clear that the 
contracting States "reserve the right to make sepa- 
rately between themselves special arrangements for 
the protection of industrial property, in so far as 
these arrangements do not contravene the provisions 
of the present Convention." 

The members of the Union clearly understood 
that the Paris Convention was only a first step, albeit 
an important one. It was by and large a statement of 
principle, a set of basic guidelines. The whole 
system of international trademark protection had to 
be worked out in detail-its laws, rules, procedures, 
day-to-day administration, and effective implementa- 
tion—and various conflicts and contradictions had to 
be resolved. The blueprint of March 1883 prepared 
the way for the conferences held in Madrid in 1890 
and again in 1891, when the Madrid Agreement 
Concerning the International Registration of Marks 
was finally signed. 

Before Madrid, there was just an attempt at a 
serious follow-up in Rome, where the next Confer- 
ence of the Paris Union was held from April 29 to 
May 11, 1886. But in the words of Mr. Grimaldi, the 
Italian Minister for Agriculture, Industry and 
Commerce, the Rome Conference could not claim 
"the glory of advancing the system of the [Paris] 
Union," but at least "demonstrated the attachment of 
the member States to the gains already made by the 
Convention of 1883." Apart from Additional Articles 
and Regulations added to the Paris Convention for 
the purposes of explanation and more detailed elabo- 
ration, the Rome Conference did in fact consider a 
draft Agreement concerning the international regis- 
tration of trademarks, as proposed by Switzerland 
and amended by Italy. But the majority of the dele- 
gations, deciding that more time was needed to study 
the question in depth, voted to postpone considera- 
tion of this special Agreement until the next Confer- 
ence. Madrid was chosen, by acclamation, to host it, 
and it took place in 1890 and 1891. 

The Need for a Special Agreement, 
and its Culmination in Madrid 

The nineteenth century saw an unprecedented 
pace of industrial development all over the world, 
not the least product of which was a revolution of 
transportation, notably in the creation of railway 
networks. More than ever, trade and commerce 
crossed national frontiers, not only into traditional 
markets in neighboring countries, but also much 
further afield. The trademark increasingly became a 

vital protection for producers and retailers against 
counterfeiters, and in a world where demand and 
consumption grew, it was worthwhile, in terms of 
profits and the safeguarding of the good name of 
their products, for these producers and retailers to 
secure legal recognition and protection of their trade- 
marks beyond the boundaries of the country where 
they lived or operated commercially. 

In the absence of any international system permit- 
ting a single registration valid for several countries 
by an established procedure, the applicant for the 
registration of a trademark had to ensure that it was 
correctly registered in accordance with the laws and 
procedures in force in each of the countries where 
his goods or services were traded. There were essen- 
tially two ways of doing this effectively. One was 
for the owner or his representative to undertake the 
journeys to the countries concerned; this was clearly 
too cumbersome and expensive. The alternative was 
to use the services of trademark agents or agencies 
as intermediaries, but this, as a Swiss delegate 
pointed out in the Rome Conference in 1886, was 
somewhat expensive also. 

The delegate of the Netherlands argued that the 
use of trademark agencies could be avoided by 
sending the trademark directly to governmental 
administrations, in accordance with the laws of 
different States. But the very use by applicants of 
such agencies showed this argument to presuppose a 
Utopian clarity and procedural efficiency, which an 
applicant could not in practice expect. Indeed, at the 
international level, both governments and interna- 
tional meetings generally recognized as much: to 
give but one example of such governmental recogni- 
tion, in 1879, the Belgian Government passed a law 
enabling trademark holders in Belgium to deposit 
and register their trademarks through Belgian 
consulates abroad, thus obviating the need to go 
through agencies abroad. As for action in interna- 
tional meetings, once again, an industrial property 
Congress in Paris in 1889 passed a resolution 
declaring the need for "an international trademarks 
regime, so that a trademark deposited in one country 
which is a member of an international Union is 
protected in all the member States, by means of 
deposit with the International Bureau of that Union." 

Why Madrid, why Spain? Some sectors of 
Spanish opinion were among the most doubtful about 
the choice made by the Rome Conference in 1886 
for the place of the next international conference. 
The newspaper El Pais, in a critical article in the 
edition of April 7, 1890, opined gloomily, "There are 
some who expect from this Conference resolutions of 
importance for Spain and considerable practical 
results for our industry. We believe, on the contrary, 
that we will remain as we were. We hope we are 
wrong." The article ended caustically, "We consider 
that other countries, which a few years ago had no 
law on [industrial] privileges, are today more pros- 
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perous than we are, because, quite unlike us. before 
legislating on inventions, they managed to set up 
factories and industries." This was an exaggeratedly 
critical view, but it raises certain questions. 

For it was in many ways remarkable that such an 
international Conference-fhe first of its kind in 
Spain-should be held in Madrid, in the context of 
European history in the nineteenth century. Spain 
was among the European countries which had 
suffered the most tragically from foreign and 
domestic political crises of that century. 

Institutions in Spain were in a period of transi- 
tion. Alfonso XII, the father of King Alfonso XIII 
(the latter was a minor under a Regency when the 
Madrid Conferences were held), was the first 
Spanish monarch of the century to be able to reign 
uninterruptedly from the year of his return to Spain, 
in 1875, until his death in 1885. All the others were 
at some point forced to leave the throne or abdi- 
cated. At the beginning of the century, Charles IV 
and Ferdinand VII gave place to the Napoleonic 
conquest and the imposition of the French Emperor's 
brother as sovereign; Ferdinand VII was subse- 
quently restored to the throne. His daughter, Isabella 
II, survived the enforced abdication in 1840 of her 
mother, Maria Cristina of Naples, as Queen Regent, 
only to be forced into exile in France herself in 
1868. Yet the attempt to create a constitutional 
monarchy with a new constitution in 1869, and a 
specially chosen foreign King, Amadeo of Savoy, in 
1870, fared no better: Amadeo abdicated in 1873. A 
Republic set up in 1873 soon collapsed. The restora- 
tion of the Bourbon monarchy under Alfonso XII, 
proclaimed in 1874, lasted until 1931. 

If Spanish history shows that the monarchy still 
had a role to play in political life, the pressures that 
monarchs were subject to illustrate the importance of 
other forces, which, in a period of transition, were 
still to find their rightful place. The Cortes was not 
yet exactly a Parliament or broadly-based National 
Assembly: legislation introducing universal suffrage 
in 1869 did not radically alter electoral management 
by a system of metropolitan, provincial and local 
paîTonâge-Caciquismo as it was called, using a chain 
of influence extending from Madrid politicians and 
provincial governors to caciques or powerful local 
figures. 

Individuals gained political power in Madrid by 
their standing with the Crown, which still appointed 
ministers. Although these individuals belonged to. or 
actually formed, "groupings," neither were the latter 
wholly political parties with established programs 
and objectives: personal rivalries, tactically realistic 
alignments, and more strictly political splits within 
groups made cohesion difficult within political 
groupings, and often the sole common denominator 
was fear of revolution and anarchy. In addition, there 
was the Army, which was a political factor with its 
own strength. 

When the Rome Conference in 1886 settled on 
Madrid as the place to hold the next international 
Conference. Spain had enjoyed, for some 11 years, 
an unprecedented period of political stability, which, 
however relative, was in stark contrast to the strife 
of international and civil war. disputed royal succes- 
sions, and the ambitions of groups and individuals 
which had ravaged the country for three-quarters of a 
century. 

A major architect of this later Bourbon restora- 
tion, Canovas del Castillo, kept in place, with other 
politicians, the most stable political structure erected 
by nineteenth-century liberalism. The new Constitu- 
tion of 1876 lasted until 1923. The worst evils of 
faction and attempts by a single group to capture and 
monopolize Crown favor were averted until the 
1890s by a system of turno pacifico, or peaceful 
rotation of power, between different parties. This 
rotation was for much of the period 1875 to 1896 
assured by Canovas himself as leader of the Liberal- 
Conservatives, and by Sagasta as leader of the 
Liberals. Moreover, Queen Maria Cristina (an 
Austrian Hapsburg), acting as Regent for her infant 
son Alfonso, a posthumous child, from 1886 to 
1902, showed a personal and political discretion 
which soon cut short comparisons with her 
Neapolitan namesake in the same role earlier in the 
century. Whether or not this political structure could 
make deep-seated changes in Spain, it created a situ- 
ation where Spain could actively participate in legal 
and economic debates such as the international regis- 
tration of trademarks, and at the foremost interna- 
tional level, as host of the international Conference. 

The decision of the Rome Conference in favor of 
Madrid not only coincided with a politically appro- 
priate period but also with an economic situation 
which, more than merely propitious, made it neces- 
sary for Spanish commerce and industry to advance 
on an international scale. 

Agriculture remained the predominant economic 
activity in Spain, and was the key to her overall 
prosperity: it was not only important for internal 
consumption and certain traditional export markets, 
but also greatly affected Spain's industrial prosperity, 
which ultimately depended on the purchasing power 
of the majority of Spaniards. Cereals, fruits, olive 
oil. wines (including specialized export wines such 
as sherry from the South) and brandies, were among 
the main agricultural products of Spain. As else- 
where, agricultural prosperity was subject to internal 
crises and price fluctuations in internal and external 
markets. But the outbreak of phylloxera in French 
vineyards enabled Spain progressively to gain pre- 
eminence in the world wine market for over a 
decade, through to the 1880s: in 1886, the year when 
Madrid was chosen by the Rome Conference to host 
the next international industrial property conference, 
Spain was still benefiting from this agricultural 
boom, and did not yet feel the full weight of falling 
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prices and the spread of phylloxera to Spain. 
Spain's industrial development suffered from 

insufficient Spanish capital, making foreign invest- 
ment inevitable. An illustration of this was the 
communications industry, which in the nineteenth 
century meant railways. The Spanish railway 
network was largely made possible by French 
capital. But this very pattern of foreign investment 
created the situation where the more industrialized 
Western European nations had a stake in Spain and 
where Spain in turn needed them. There is no surer 
way for a nation to be an integral part of interna- 
tional cooperation. Moreover, there was no question 
that foreign investment, whatever its disadvantages, 
was indispensable for Spain's industrial develop- 
ment. To give but one example, the coach service 
established in the restoration of Ferdinand VII 
(1814-1833) between Madrid and Barcelona took 
eight days, and was estimated to cost a year's wages 
for a prosperous artisan. Here again, the 1880s were 
among the peak years for railway construction. 

What an initial absence of phylloxera did for 
Spanish wine, the discovery of the Bessemer process 
for steel manufacture could be said to have achieved 
for Spanish iron ore. The period 1880-1900 saw the 
apogee of mining industries in Spain, in many cases 
not so much for domestic use, it must be said, but 
for export, and with strong foreign investment by the 
interested countries. Thus Basque iron ore became an 
essential part of British imports and manufacturing 
processes, with British financial backing and tech- 
nical expertise. Also largely financed and operated 
by the British were copper at the Rio Tinto mine, 
and pyrites (exploited for sulphur and copper) in the 
region of Huelva. The Royal Company of the 
Asturias, originally established with Belgian 
financing and control, had been exploiting zinc since 
1853. Spain was the leading producer in the world of 
mercury and lead; French companies were particu- 
larly active in the latter industry, notably with the 
creation in 1880 of the Société Minière Métal- 
lurgique de Penarroya. 

The major industrial center in Spain was 
Catalonia. The Catalan industrial economy rested on 
the textile industry-based on imported cotton, and a 
growing woollen industry-and on colonial 
commerce. Although politically the Spanish colonial 
Empire in the 1880s was reduced to Cuba, Puerto 
Rico and the Philippines, all of which would be lost 
by Spain in 1898, right through the 1880s and well 
into the 1890s Cuba, in particular, remained of great 
importance as a market for Catalan manufacturers: 
the major Catalan exports to Cuba were cotton 
manufactures, shoes and other leather goods, paper 
and soap. 

It is not appropriate here to examine how far 
Spanish agriculture and industry were developing in 
the long term in the context of nineteenth century 
Europe as a whole. Suffice it to say that in a century 

of exceptional international and civil strife, Spanish 
Governments from 1875 created the longest period 
of internal political stability experienced in that 
century. Also, the second half of the century in 
particular saw a sustained effort to develop the 
country both internally and in its international rela- 
tions. The national legal framework developed 
considerably. Laws concerning banks, companies, 
railway and other communications, as well as mining 
were passed in the 1850s as a basis for progress. 

Thus, the conditions existed in Spain for interest 
in the protection of industrial property at an interna- 
tional level: Spanish interests sought protection 
abroad, and foreign interests sought protection in 
Spain. In Spanish registers, along with the majority 
of trademarks registered by Spanish nationals in the 
early 1880s, were foreign trademarks registered by 
nationals and companies of France, the United States 
of America, Britain, Germany and Switzerland. Here, 
too, the development of a legal framework is 
apparent. In 1824, the Royal Conservatory of Arts 
was founded in Madrid to maintain a register and 
record of privileges granted to inventors. As early as 
1850, a decree regulating trademarks was promul- 
gated, and the Royal Conservatory of Arts began to 
examine and report on trademarks before entering 
them in the official registers. These measures were 
reinforced by a new Patent Law in 1878. In 1890 
and 1891, although Spain's leaders may not have 
had the same optimism as in the previous decade, 
they still had, in the interests of the country's 
progress, the sense of purpose which made Madrid 
the birthplace of an international Union for the inter- 
national registration of trademarks. 

Madrid at the time of the Conference bore the 
imprint of the architectural and artistic changes intro- 
duced by the first Bourbon King of Spain, Philip V, 
who had reigned from 1700 to 1746. In addition to 
Spanish talent, he used foreign architects and artists 
-French, Italian and others-to embellish the city. 
Under him, two Italian architects, Juvara and 
Sacchetti, began work on the new Royal Palace in 
the 1730s. Progressively through the eighteenth 
century, the elaborately ornate, even florid, Baroque 
and Rococo styles were displaced by the more 
austere, massive, but dignified grandeur of Neoclas- 
sicism. The reign of Charles III (1759-1788) set the 
seal on these trends. His arrival from Naples (he 
succeeded his half-brother, Ferdinand VI, when the 
latter died without an heir) brought a fresh injection 
of Italian or Italian-trained architects and artists, such 
as the Bohemian-born Anton Raphael Mengs, and no 
less than the Venetian master of interiors, Giambat- 
tista Tiepolo. 

The reign of Charles III saw the creation or 
completion of some of the most noble sights of nine- 
teenth century Madrid. Sabatini added to the Royal 
Palace, and was responsible for other structures in 
Madrid, such as the Alcalâ Gate. Juan de Villanueva. 
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a friend of the painter of genius, Francisco de Goya, 
was the architect of the Prado Museum, originally 
intended to house Charles Ill's natural history collec- 
tion and to serve as a temple of science. 

The building in which the Madrid Conference 
was held was also intended to be a temple of 
learning. The San Fernando Royal Academy of Fine 
Arts moved to the site which today is No. 13 Calle 
Alcalâ in 1774, to a building which had been 
designed by Churriguera earlier in the century, in the 
Baroque style. Its façade was transformed into a 
more austere and very elegant Neoclassicism by 
Diego de Villanueva, brother of the architect of the 
Prado; the building underwent further changes and 
restorations in the nineteenth and twentieth centuries. 
It is not inappropriate that an Academy dedicated to 
becoming the center of instruction and taste in the 
fine arts, and later in music, of which men of genius 
(Goya among them) had been members, should be 
the place where the delegates of 15 countries of the 
globe were to debate how to protect and foster, on 
an international scale, the part of human productivity 
represented by trademarks. 

The Conference 

"Don Alfonso XIII, by the grace of God, Consti- 
tutional King of Spain, and in his name and during 
his minority Dona Maria Cristina Queen Regent of 
the Kingdom..." began the royal pronouncements of 
the infant King. He was three years old in 1889, the 
year fixed for the Madrid Conference in Article 14 
of the Additional Articles to the Paris Convention 
agreed upon in Rome. In view of the amount of 
preparatory work to be done, two royal orders, of 
July 4 and August 1, 1889, respectively, postponed 
the Conference, the latter one fixing the date at April 
1, 1890. 

The Ministry for Development was the one 
concerned with the Conference, and made the neces- 
sary arrangements. The appointment of the four 
distinguished Spanish delegates had been by a royal 
order of July 20, 1889. They were, in the order of 
precedence given, Segismundo Moret y Prendergast, 
an ex-Minister for External Affairs and for the Inte- 
rior and a deputy of the Cortes, the Count of San 
Bernardo, Director General of Agriculture, Industry 
and Commerce, also a deputy of the Cortes, Enrique 
Calleja y Madrid, agricultural counsellor, industrial 
engineer and Head of the Patent Office, and Luis 
Mariano de Larra, one of Spain's representatives to 
the Rome Conference, and Director of the "Official 
Bulletin of Intellectual Property" of the Ministry for 
Development. 

All the countrjes which were members of the 
Paris Union at the time of the preliminary organiza- 
tion of the Conference were invited, as was appro- 

priate for a Conference convened to create a Special 
Union which was to be a direct consequence of, and 
in conformity with, the provisions of the Paris 
Convention: the countries which were represented in 
Madrid were Belgium, Brazil, France, Great Britain, 
Guatemala, Italy, the Netherlands, Norway, Portugal, 
Spain, Sweden, Switzerland, Tunisia, and the United 
States of America. Germany, although not yet a 
member of the Paris Union, was also represented. 
The International Bureau, which grouped together 
the international secretariat of the two Unions of 
Paris and Berne, was headed by Henri Morel, its de 
facto Secretary General, and assisted by two of his 
staff, Mr. B. Frey-Godet and Mr. Ernest Röthlis- 
berger, a future Director of that same Bureau; this 
secretariat was also joined by Mr. Luis Prota, an 
official in the office of the Spanish Minister for 
Development. 

In fact it was found more convenient to begin the 
Conference on Wednesday, April 2, 1890, and it 
continued through until Monday, April 14, 1890, 
when its ninth and last session was held. This was a 
technical Conference, which had to debate in depth 
matters which the Rome Conference of 1886 had left 
for future conclusion. The documents prepared and 
distributed by the Spanish Administration and the 
International Bureau before and during the Confer- 
ence were mainly on four subjects, namely, a draft 
agreement concerning the prevention of false indica- 
tions of source, a draft protocol on the interpretation 
and application of the Paris Convention, a draft 
protocol on the definitive establishment of the Inter- 
national Bureau, and, most important for the scope 
of the present work, a draft agreement concerning 
the international registration of marks, together with 
draft Regulations applicable to it. 

The preparatory meeting held on the afternoon of 
April 2 was a rapid preliminary, dispensed with in 
half an hour. It was provisionally chaired by Spain's 
second delegate, the Count of San Bernardo, in the 
absence of Spain's first delegate, Segismundo Moret. 
The latter was appointed Chairman of the Confer- 
ence, as was thought fitting for a delegate of the host 
country. Similarly, the first delegate of Italy, as the 
host country of the last Conference, was appointed to 
be Vice-Chairman of the Conference,* and in the 
absence of Commander Puccioni, the Marquis Dalla 
Valle temporarily took his place. The Secretariat of 
the Conference was also appointed-Frey-Godet, Luis 
Prota, and Röthlisberger, as noted above. 

Draft rules of procedure for the Conference, 
prepared by the Spanish Administration and the 
International Bureau, were adopted without any 
changes. They stated, notably, that the official 
language of the Conference was to be French, and 
that discussion would be based on the proposals 
made by participating countries and communicated to 
the delegates by the International Bureau. These 
proposals  were  to be  examined by  one  or more 
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Committees: in each case, the Conference would 
decide whether or not such examination was to 
precede a general debate. The Conference was then 
adjourned until Saturday, April 5, the intervening 
days being the break for Easter celebrations. 

Saturday, April 5 saw the provisional appointment 
of a Committee to prepare the work of the Confer- 
ence, comprising the delegates of France, Great 
Britain and Switzerland. On the following day, the 
Queen Regent, Maria Cristina, gave a reception to 
the delegates. The first plenary session of the 
Conference was held on the afternoon of Monday, 
April 7, 1890. 

It was, as could be expected from an opening 
session, an occasion of elegant speeches combined 
with practical arrangements. It was presided over by 
the Marquis de la Vega de Armijo, Minister for 
Foreign Affairs, who was assisted by the Duke of 
Veragua, Minister for Development. It is worthwhile 
to reproduce part of the inaugural address of the 
Marquis de la Vega de Armijo: 

"The universal dissemination of education and 
technical knowledge make it daily more necessary 
to complete the work of the Union and to take 
more energetic steps to fight counterfeiting, one 
of the worst barriers to industry. 

Moreover, good communications, which have 
turned the whole world into a huge market of 
products from all nations, make it vital to protect 
everywhere those worthy interests of the inventor 
and the industrial artist." 

Segismundo Moret of Spain also spoke with 
eloquence, explaining that his satisfaction was "all 
the greater because this Conference is being held in 
the capital of Spain, and this fact will prove to all 
that, even if we have been through difficult times 
and violent commotions before being able to enjoy 
the benefits of a constitutional and parliamentary 
form of government, we have already reached a 
degree of progress which enables us to guarantee not 
only the rights of Spaniards, but also those of 
foreigners in their economic and industrial relations 
with Spain." The last of the opening speeches was 
from Commander Emilio Puccioni, first delegate of 
Italy, who graciously paid tribute to the host country. 

Thereafter, the appointments of the Officers of the 
Conference made on April 2 were duly confirmed, as 
was the composition of the Working Committee 
decided upon in the meeting of April 5. Moret 
proposed, without opposition, that the Conference 
should hold its plenary sessions every morning from 
10 a.m., and that the Committee should use the 
afternoons to prepare the next day's work. But with 
so many substantive and administrative issues to 
address, it is not surprising that the Conference could 
not adhere strictly to this optimistic timetable. 

It was in the fourth session of the Conference that 
discussion on the draft Agreement concerning the 

international registration of marks began, and in the 
fifth session, held on the afternoon of Thursday, 
April 10, 1890, more detailed discussion on the draft 
Agreement concerning the international registration 
of marks led to the adoption of an agreed text. The 
Working Committee had had at its disposal the 
substance of the proposals made at the Rome 
Conference in 1886-that is to say, the original Swiss 
proposal, as amended by the Italian Administration. 
The major contribution of the latter was to change 
the Swiss proposal of filing by the owners of trade- 
marks duly registered in the country of origin 
directly with the International Bureau for interna- 
tional registration, into filing of such trademarks 
with the International Bureau via the national 
Administration where they were first filed. This 
change was partly necessitated by fears that indi- 
vidual signatory States would lose considerable 
revenues hitherto accruing to them from the registra- 
tion of national trademarks abroad, or of foreign 
trademarks at home. Interestingly, some figures were 
collected for the year 1888, and submitted to the 
Conference: 

COUNTRY REGISTERED TRADEMARKS 
(in French alphabetical order) National Foreign Total 

Germany  1,247 304 1,551 
Austria-Hungary  1.103 117 1.220 
United States of America    .   .   . 1,220 166 1,386 
France  6,175 361 6,536 
Italy  63 117 180 
Serbia  5 16 21 
Switzerland  391 153 544 

Total 10,204 1.234 11.438 

The Italian amendment to the original Swiss 
proposal enabled national Administrations to fix and 
collect the fees that persons living in, or commer- 
cially based on, their territory would have to pay for 
the preliminary registration. The costs of the interna- 
tional administration of the Agreement had to be 
worked out in the form of supplementary payments 
by States to the International Bureau, proportionate 
to the number of applications for international regis- 
trations put forward by each member State; any 
surplus, after deducting the International Bureau's 
costs, would be redistributed to the member States. 

This supplementary international payment was 
among the most contentious points of the entire 
debate. The delegate of the Netherlands strongly put 
forward the view that countries which were commer- 
cially and industrially less developed would compen- 
sate for the loss of fees formerly paid directly to 
them, under the old system, for international registra- 
tion of applications from abroad (which were of a 
greater volume than national registrations), by 
charging prohibitively high fees for the international 
registration of the small number of marks applied for 
within those countries. 
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He therefore stuck out for a compulsory supple- 
mentary international fee of 200 Swiss francs. (The 
equivalent of this sum in US dollars was then 
roughly 38 dollars.) Other delegates, such as those of 
Belgium and France, disagreed, and rather consid- 
ered that one of the fundamental aims of the Agree- 
ment-moderate fees-would be defeated by such a 
high compulsory international fee. The figures of 
fees hitherto charged by an agent for the registration 
of a mark for a foreigner had been prepared for the 
year 1888 and included in the documentation of the 
Conference, and were as follows: 

COUNTRY 
FEES' 

(in Swiss francs) 
CHARGES2 

(in Swiss francs) 

Belgium 10 185 
Spain  25 (100 réaux) 212 
United States of America   .   . 130 ($25) 318 
France                                            15 (14 Fr. francs) 132 
Great Britain 31  (f 1/5/-) 79 
Italy 41 265 
Netherlands 21  (10 fl.) 238 
Portugal 17 (4 milreis) 265 
Norway 56 (40 Cr.) 238 
Sweden 56 (40 Cr.) 265 
Switzerland 20 238 

1 Fees laid down by national law. 
2 Charges of agency per registration including national fees opposite. 

The delegate of the Netherlands insisted on main- 
taining his proposal, and held that the supplementary 
international fee was not excessive in the light of 
current conditions and agency fees. The proposal 
created divisions and abstentions during the vote on 
draft Article 8-five States for (Guatemala, Nether- 
lands, Norway, Portugal and Sweden), three States 
against (Belgium, Spain and Switzerland) and six 
abstentions (Brazil, France, Great Britain, Italy, 
Tunisia and the United States of America). It was 
not until the delegate of the Netherlands subse- 
quently proposed to add that the supplementary fee 
of 200 Swiss francs was a maximum which could be 
reduced when ratifications were exchanged, that 
there was unanimous agreement on this point. 

The final text of the Madrid Agreement 
Concerning the International Registration of Marks, 
in its entirety and after due discussion and amend- 
ment, was adopted by nine votes for (Belgium, 
Guatemala, Italy, Netherlands, Norway, Portugal, 
Spain. Sweden and Switzerland) and five abstentions 
(Brazil, France, Great Britain, Tunisia and the United 
States of America). In the case of Great Britain, the 
reasons for abstention were not far to seek: at the 
end of the fourth session, the British delegation had 
declared openly that Great Britain could not at 
present adhere to the Agreement, since there was not 

yet an international classification of trademarks, and 
had requested that his country's place in the 
Working Committee, for matters concerning this 
Agreement only, should temporarily be filled by 
another country. Belgium was chosen as the tempo- 
rary replacement on the Committee. 

As for the draft Regulations of the Agreement, 
the Conference assigned to the International Bureau, 
under the supervision of the Swiss Government, the 
task of harmonizing them with the newly adopted 
text of the Agreement. The Swiss delegate, although 
finding this a heavy responsibility and expressing his 
preference for the adoption of the Regulations within 
the sessions of the Conference, accepted the task, 
and stated that the new draft Regulations would be 
circulated in good time by the Swiss Government for 
the approval of the signatory States, before the 
Diplomatic Conference for the signature of the 
adopted texts. 

For another, this time signatory, Conference was 
to be held, following which, in accordance with 
Article 12 of the Agreement, individual States were 
to ratify the Agreement, and the exchange of ratifica- 
tions was to take place in Madrid, within a 
maximum period of six months. The Agreement was 
to enter into force a month after this exchange, and 
was to have the same force and duration as the Paris 
Convention. 

The ninth and last session of this Conference, 
held on the afternoon of Monday, April 14, 1890, 
was as elegant an occasion as the opening, presided 
over this time by the Duke of Veragua, Minister for 
Development. He expressed pride in the role that 
Madrid had played "in advancing the system of the 
Union, by consolidating its base in such a way as to 
satisfy the industrial interests of most of the States 
represented." Equally eloquent was the last speaker, 
Commander Puccioni of Italy, Vice-Chairman of the 
Conference, who, amidst the applause of the dele- 
gates, made the following poignant revelation about 
Veragua: "... I, as an Italian, cannot pronounce [a 
name] without emotion: Cristobal Colon [Christopher 
Colombus], Duke of Veragua, is a direct descendant 
of the illustrious man from Genoa, who, in the 
fifteenth century, brought together in common glory 
two peoples of one race, who still continue to have 
reasons to remain on a path of the closest possible 
fraternity." 

In his summing up of the achievements of the 
Conference, Commander Puccioni called the Paris 
Conference of 1883 the basis of a "Confederation of 
different States for the reciprocal protection of indus- 
trial property rights," the Rome Conference of 1886 
a consolidation of that basis, and a preparation for 
future progress, and the Madrid Conference "a new 
stone in the structure." He paid tribute to the hosts 
of the Conference, their country, their Queen Regent 
(who had received the delegates the evening before) 
and to their infant Sovereign. But above all, it must 
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have delighted the Spaniards present to hear him 
conclude the last official session of the Conference 
with the words "Vive l'Espagne", words echoed in 
unison by all those present. 

Exactly a year after the technical Conference, a 
Diplomatic Conference was convened in Madrid, for 
Tuesday, April 14, 1891. By that time, there were 16 
member States of the Paris Union, all of which were 
invited: Belgium, Brazil, Dominican Republic, 
France, Great Britain, Guatemala, Italy, Netherlands. 
Norway, Portugal, Serbia, Spain, Sweden, Switzer- 
land, Tunisia and the United States of America. All 
except the Dominican Republic and Serbia were 
represented. 

The meetings were once again held at the San 
Fernando Royal Academy of Fine Arts, lasting the 
two days of April 14 and 15, 1891, with the first 
Spanish delegate, Segismundo Moret, presiding. 
They were intended primarily for the signature by 
the representatives of contracting States of the texts 
adopted at the Madrid Conference of 1890. But it 
will be recalled that a technical point remained to be 
settled-the amount of the supplementary interna- 
tional fee for international registration of marks. The 
question was duly raised on April 14, the day on 
which the Agreement Concerning the International 
Registration of Marks was signed, and its Regula- 
tions, as drawn up and circulated by the International 
Bureau, were formally declared approved. The 
French proposal, to reduce the originally proposed 
international fee of 200 Swiss francs to 100 Swiss 
francs, was opposed only by Italy and the Nether- 
lands, but they quickly rallied to those voting for 
it-Belgium, France, Portugal, Spain, Switzerland and 
Tunisia; this left five abstentions, those of Brazil, 
Great Britain, Norway, Sweden and the United 
States of America. 

The Madrid Agreement Concerning the Interna- 
tional Registration of Marks was signed during this 
session by the delegates of Belgium, France, 
Guatemala, Italy, the Netherlands, Portugal, Spain, 
Switzerland and Tunisia. The Brazilian delegate 
explained that the absence of his signature should 
not be interpreted as a rejection, but that it was 
delayed by the need for a legislative decision in his 
country. 

There remained a draft Final Protocol put forward 
by the French delegation, to clarify any doubts on 
the meaning of Article 5 of the Agreement, which 
laid down the possibility and the modalities for 
national administrations to deny protection to trade- 
marks communicated to them by the International 
Bureau. The Protocol explained that the above- 
mentioned Article 5 did not contradict Article 6 of 
the Paris Convention and paragraph 4 of the Final 
Protocol of the Paris Convention, but should rather 
be read with them, since they were applicable. It will 
be recalled that Article 6 of the Paris Convention 
required any trademark, duly filed in the country of 

origin, to be accepted and protected in its original 
form in the other countries of the Madrid Union, 
unless it were refused on the grounds of being 
contrary to morality or public order. Paragraph 4 of 
the Final Protocol of the Paris Convention further 
laid down that such denial of protection could not be 
solely on the grounds that the signs composing the 
mark did not comply with the laws of the refusing 
State with regard to form, that it sufficed that the 
mark complied, on this point, with the laws of the 
country of origin, and that it had been validly filed 
in the country of origin, and finally, that the use of 
public armorial bearings and decorations might be 
considered as contrary to public order, in the sense 
of Article 6 of the Convention. In the second 
session, held on the afternoon of Wednesday, April 
15, 1891, this Final Protocol was signed by the same 
countries as had signed the Agreement itself. 

The maximum six-month period foreseen for the 
exchange of definitive ratifications in Madrid proved 
to be too short for the completion of formalities in 
all the contracting States. The date had to be post- 
poned, first to April 15, 1892, and finally to June 15, 
1892, when five of the States, Belgium, France, 
Spain, Switzerland and Tunisia, were in a position to 
exchange instruments of ratification at the Ministry 
of State in Madrid. In the long history of the Agree- 
ment, others would follow in joining the Union. 

The next chapter examines what this first Agree- 
ment of 1891 established and achieved, and how it 
developed in its application and in subsequent Diplo- 
matic Conferences. 

PART II 

THE LEGAL DEVELOPMENT OF THE SYSTEM 
OF INTERNATIONAL TRADEMARK REGISTRATION 

The first Diplomatic Conference that discussed 
detailed plans for a system of international registra- 
tion of marks was the Rome Conference of 1886 
(that revised the Paris Convention concluded in 
1883). No agreement was reached on the plans at the 
Rome Conference and they were submitted, in 
revised form, to the Madrid Conference of 1891 at 
which the Madrid Agreement was adopted. 

Since its adoption, the Madrid Agreement of 1891 
has been revised on six occasions: at Brussels in 
1900, at Washington in 1911, at The Hague in 1925, 
at London in 1934, at Nice in 1957 and at Stock- 
holm in 1967. Throughout those revisions, however, 
the essence of the system established in 1891 has 
remained constant. From its inception, the aim of 
that system has been to provide a legal mechanism 
whereby protection for a mark originating in one of 
the contracting countries could be obtained in all of 
the other contracting countries. The means of 
achieving that result was and still is the international 
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registration of the mark following its registration in 
the national trademark registry of one of the 
contracting countries, the international registration 
having the same effect as a national registration in 
each of the other contracting countries. The effect 
may be refused-for reasons specified in its national 
law-by any of those countries, but such refusal only 
concerns the refusing country. 

While the system established by the original 
Madrid Agreement has remained the same, the 
various revisions have added more detail, sophistica- 
tion and clarity to the operation of the legal mecha- 
nism. This effect of the revisions can be seen by 
examining the development of each of the main 
elements of the present system of international regis- 
tration under the latest (Stockholm 1967) Act of the 
Madrid Agreement. 

Main Elements of the System of 
International Registration 

The present system of international registration 
under the Madrid Agreement may be said to be 
constituted by seven main elements: 

(i) the existence of a basic right (a registered 
mark) in one contracting country-the basic mark-for 
which protection in the other contracting countries is 
sought; 

(ii) the entitlement on the part of the owner of 
the basic mark to take advantage of the benefits of 
the Madrid Agreement for obtaining the protection 
sought for the same mark in the other contracting 
countries; 

(iii) the filing of an application for the interna- 
tional registration of the basic mark and the subse- 
quent international registration of the same mark; 

(iv) the designation of those of the other 
contracting countries in which protection of the mark 
is sought through the international registration; 

(v) the right on the part of the designated 
contracting parties to refuse, on certain grounds, to 
accord protection to the internationally registered 
mark; 

(vi) the dependency of the international registra- 
tion and of the effects of that registration on the 
continuing existence of the registration of the basic 
mark, that is, the registration in its country of origin, 
throughout a limited initial period (five years); 

(vii) the possibility of an unlimited duration, 
through an initial term and subsequent renewals, of 
the international registration. 

Each of the above-mentioned elements is sepa- 
rately considered in the paragraphs that follow. 

EXISTENCE OF A BASIC RIGHT, THAT IS, 

A NATIONAL REGISTRATION IN THE COUNTRY 

OF ORIGIN 

From the time of the first project for a system of 
international registration of marks, presented by the 
Delegation of Switzerland at the Rome Conference 
of 1886, the idea of a unitary system-namely, a 
system under which one and the same title of protec- 
tion of a mark would have the same effect and be 
governed by the same law throughout the whole of 
the territory of all of the contracting countries-has 
been eschewed. The explanatory memorandum to the 
proposals of the Swiss Administration presented at 
the Rome Conference of 1886 opposed the adoption 
of a unitary system, this opposition being repeated at 
the Madrid Conference of 1890 in the following 
terms: 

"Absolute unification of the system of trade- 
marks, assuring protection throughout the whole 
territory of the Union to all marks regularly filed 
in one State of the Union, will perhaps be 
achieved one day; but the differences that 
presently exist between internal laws lead one to 
believe that that moment is still far off. Further- 
more, the Swiss Administration does not see the 
need for such a complete unification of law on 
this matter: it even fears that marks used solely in 
the internal commerce of one country should be 
protected throughout the whole Union, since that 
would oblige persons seeking to choose a new 
trademark to consult beforehand the enormous 
collection of marks used in all the contracting 
States, in order not to become infringers without 
knowing it." {Procès-verbaux de la Conférence de 
Madrid de 1890 de l'Union pour la protection de 
la propriété industrielle, p. 30.) 

By rejecting the idea of a unitary system, the 
framers of the Madrid Agreement were required to 
develop a system which would preserve the separate 
national effects of the protection of a mark in each 
of the contracting countries, while at the same time 
creating the possibility for those separate national 
effects to be made available to any mark that origi- 
nated in one of the contracting countries. Such a 
result required the starting point for the system of 
international registration to be a national registration 
which, through a subsequent international registra- 
tion, could be given the effect of national registra- 
tions in the other contracting countries. 

The proposal originally presented by the Swiss 
Administration at the Rome Conference of 1886 
(which preceded by five years the Madrid Confer- 
ence) envisaged the possibility of a direct filing with 
the International Bureau by the owner of the national 
registration. As stated in Part I, above, however, the 
proposal was amended on the initiative of the Dele- 
gation of Italy so as to provide for the international 
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application to be made through the intermediary of 
the Office of the country of origin, the purpose of 
interposing the Administration of the country of 
origin being to compensate "contracting States for 
the loss of fees on foreign marks by the right to 
impose a fee on marks filed for international regis- 
tration by their nationals." (Actes de la Conférence 
internationale de l'Union pour la protection de la 
propriété industrielle, Rome, 1886, p. 152.) 

ENTITLEMENT TO SEEK INTERNATIONAL 

REGISTRATION 

The Madrid Agreement of 1891 provided for two 
classes of persons to be entitled to use the system it 
established for obtaining international registration of 
their marks. One of the classes comprised the 
subjects or citizens of any of the contracting coun- 
tries themselves (Article 1). The other class was 
rather generously defined and included the subjects 
or citizens of non-contracting countries who were 
domiciled or who had industrial or commercial 
establishments in the territory of one of the States of 
the Paris Union (Article 2). 

As it became apparent that fewer countries would 
become members of the Madrid Union than of the 
Paris Union, the scope of the latter class of persons 
entitled to file and obtain international registrations 
underwent an important limitation at the Brussels 
Conference of 1900. The Brussels Act provided for 
entitlement to subjects or citizens of non-contracting 
countries only if they were domiciled or had real and 
effective industrial or commercial establishments in 
the territory of one of the countries members of the 
Madrid Union. 

The definition of the range of persons entitled to 
file for international registration required a practical 
complement. Since it had been decided that direct 
filing by the owners of marks with the International 
Bureau was not to be allowed, it was necessary to 
specify the identity of the intermediary through 
which the filing should be made. The Madrid Agree- 
ment of 1891 used the notion of the "country of 
origin." It did not, however, define the notion 
presumably because that notion was defined in 
Article 6(2) of the Paris Convention (original text). 
According to that Article, the country of origin is 
"the country in which the applicant has his principal 
establishment." A formal connection was not, 
however, made between the definition of the term 
contained in the Paris Convention and the use of the 
term in the Madrid Agreement of 1891. 

Predictably, by the time of the Hague Conference 
of 1925, problems had surfaced in relation to the 
identification of the country of origin. In the 
proposals and explanatory memoranda prepared by 
the Netherlands Administration and the International 
Bureau for the Hague Conference, it was noted that 

"On various occasions we have noticed that enter- 
prises that have establishments in several countries 
have, and for very different reasons, deposited their 
international marks while choosing in an arbitrary 
manner the country through the intermediary of 
which they make their deposits." (Actes de la 
Conférence de La Haye de 1925, p. 227.) 

Not all of the cases of enterprises using different 
countries of origin were attributed to ignorance of 
the definition of "country of origin" in Article 6 of 
the Paris Convention. The same preliminary texts 
before the Hague Conference noted: 

"... we know of countries where the true country 
of origin has been deliberately avoided, because 
the applicant considered that his filings there 
suffered from longer delays than in another, more 
efficient country, or because the Administration of 
the country of the principal establishment 
imposed for the deposit at Berne a national fee 
noticeably higher than that of the country where 
his secondary establishment was located. Finally, 
marks have been filed, or filed a second time 
internationally, through the intermediary of 
another Administration than that of the true 
country of origin because in the latter the national 
mark would have run the risk of being refused or 
annulled." (Ibid.) 

The text of the Hague Act of 1925 regulated the 
problem of multiple countries of origin by creating a 
formal and direct link with the definition of "country 
of origin" in what had become Article 6 of the 
Hague Act of the Paris Convention. That definition 
was in almost identical terms to the provision now 
contained in Article 1(3) of the Stockholm Act of the 
Madrid Agreement. 

Article 1(3) of the Stockholm Act provides for 
the so-called "cascade" to determine a sole country 
of origin. It proceeds on the basis that the country of 
origin is the country of the Madrid Union where the 
applicant has a real and effective industrial or 
commercial establishment. If that criterion cannot be 
met because there is no such establishment, the 
country of origin is the country of the Madrid Union 
where the applicant has his domicile. If that further 
criterion also cannot be met, the country of origin is 
the country of the Madrid Union of which the appli- 
cant is a national. 

The Madrid Agreement of 1891 dealt only with 
entitlement to benefit from the advantages of the 
international system of registration at the time of 
filing the international registration. The question of 
subsequent transfers of a mark which was the subject 
of the international registration was not treated. This 
question was taken up at the first revision confer- 
ence, the Conference of Brussels of 1900. The Brus- 
sels Act added extensive provisions on the transfer 
of marks which were the subject of international 
registrations, including the rule that no transfer of a 
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mark registered in the International Register could be 
effected for the benefit of a person not established in 
one of the "signatory countries." In the Stockholm 
Act, the analogous provision is to be found in 
Article 9bis{2), with the more appropriate wording 
that no transfer of a mark registered in the Interna- 
tional Register could be recorded for the benefit "of 
a person who is not entitled to file an international 
mark...." 

FILING OF THE APPLICATION AND 
REGISTRATION 

The Madrid Agreement of 1891 did not itself 
contain provisions concerning the procedure for 
application for international registration. It merely 
envisaged the filing of marks at the International 
Bureau (Article 1) followed by their immediate 
registration by the International Bureau (Article 3). 
The details concerning the application procedure 
were dealt with in the Regulations. 

Throughout the various revisions, more of the 
details concerning the application procedure have 
been included in the text of the Agreement itself. 
Thus, for example, it was judged appropriate at the 
Hague Conference of 1925 to make provision in 
Article 3 for an indication, in summary form, of the 
procedure to be followed to obtain an international 
registration. In particular, it was stated that the 
Office of the country of origin of a mark had to 
certify that the particulars appearing in the interna- 
tional application were in accordance with the partic- 
ulars in the national registration, this provision being 
considered opportune in order to make "the propri- 
etors of marks more aware of the reason for which 
they are obliged to pass through the intermediary of 
the Administration of their country." (Ibid., p. 278.) 

Besides the addition of greater detail and sophisti- 
cation in the provisions setting forth the requirements 
of the international application, the most significant 
change to have been adopted to the procedures for 
international application and international registration 
was the introduction, in Article 3(2) of the Nice Act 
of 1957, of the compulsory use of the classification 
of goods and services established by the Nice Agree- 
ment Concerning the International Classification of 
Goods and Services to which Trademarks are 
Applied. 

The introduction of a system of registration by 
class, and the use of the International Classification 
for that purpose, represented a major step forward. 
An attempt to introduce registration by class had 
been made with the original proposal formulated by 
the Delegation of Switzerland at the Rome Confer- 
ence of the Paris Union of 1886, but had failed. By 
the time of the Nice Conference of 1957, however, it 
was clear that: 

"In countries where registration suffices, in the 
absence of use, to create rights in respect of a 
mark, the custom spread of effecting deposits 
which applied not only to products made or sold 
by the applicant, but also to others which in no 
way entered into his normal field of activity. 
Transposed to the international level, that prac- 
tice, highly prejudicial to the general interest of 
commerce and industry, became for the Adminis- 
trations of countries conducting an examination as 
to prior rights the source of a useless and heavy 
increase of responsibility, since it required them 
to examine and, where applicable, to inscribe in 
their registers, for all the articles for which they 
were described, marks which, for certain of those 
articles, would never be used and which, in this 
respect, not only do not have any real economic 
interest, but even constitute veritable marks of 
obstruction." (Actes de la Conférence de Nice de 
1957, p. 69.) 

The adoption of the system of registration by 
class, with the levying of a supplementary fee for 
each class above the third, was directed at reducing, 
if not totally eliminating, those difficulties. 

DESIGNATION OF CONTRACTING PARTIES IN 
WHICH PROTECTION IS SOUGHT 

As originally adopted, the Madrid Agreement of 
1891 provided for an international registration to 
have automatic effect in each of the contracting 
countries, regardless of whether the owner of the 
mark had, or had any intention of establishing, 
commercial operations in each of those countries. 

By the time of the London Conference of 1934, 
certain disadvantages had been perceived in the 
system of giving automatic effect to the international 
registration in each contracting country. The Delega- 
tion of the Netherlands questioned whether the 
system should not be reconsidered. It pointed to two 
disadvantages, in particular, the first affecting 
national Administrations and the second affecting 
users. From the point of view of the national Admin- 
istration, the fact that each international registration 
automatically had effect in each contracting country 
meant that the Administration was put to the work of 
examining and inscribing a number of marks in 
respect of which the territory of the Administration 
was of little or no interest to the applicant. Those 
Administrations which conducted an examination of 
marks on the grounds of registrability or prior rights, 
as well as those countries in which only a small part 
of the total number of international marks were 
exploited, were particularly disadvantaged. From the 
point of view of the users, the automatic effect 
produced by international registration imposed 
unnecessary burdens by requiring them to oppose the 
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national effects of marks even in those countries in 
which the mark's protection was not desired. 

In order to overcome those disadvantages, the 
Delegation of the Netherlands proposed during the 
London Conference that the applicant should be 
required to designate the countries in which he 
wished to claim protection and that the international 
fee should vary according to the number of countries 
designated. The proposal was considered, however, 
to be too radical to be adopted at that Conference, 
most delegations stating that they needed to consult 
with their interested circles before being able to 
subscribe to the proposal. It was decided, neverthe- 
less, that the proposal should be remitted for further 
study. 

In the period following the London Conference of 
1934, four draft proposals were developed to revise 
the system of the automatic effect of the interna- 
tional registration. Each of those four draft proposals 
was based on the notion of the so-called territorial 
limitation of international registrations, according to 
which each international registration would be noti- 
fied only to Administrations of those contracting 
countries in which the owner of the mark had 
declared that he wished to obtain protection. None of 
the four proposals, however, met with unanimous 
approval. A further proposal, accordingly, was 
devised, which was based on the notion of use of the 
mark. According to that proposal, each contracting 
country would be free to require, at the end of each 
period of five years commencing with the date of the 
international registration, the production of an affi- 
davit establishing that the mark which was the 
subject of the registration had been utilized in its 
territory. In default of the production of such an affi- 
davit, the authorities of the country concerned could 
annul the mark. Once again, however, the project 
failed to achieve unanimous approval. 

In order to break the deadlock that had developed 
over the question, the Administration of France and 
the International Bureau reverted, during the prepara- 
tions of the Nice Conference of 1957, to the prin- 
ciple of territorial limitation as the means of 
resolving the situation. This time, however, it was 
proposed to make that principle optional rather than 
compulsory: 

"Rather than, on the one hand, imposing terri- 
torial limitation on Administrations that do not 
want it, or, on the other hand, prohibiting territo- 
rial limitation to those Administrations that were 
partisan to it, it appeared opportune to leave to 
each unionist State the faculty of choosing for its 
territory, if such were its desire, the application of 
territorial limitation." (Actes de la Conférence de 
Nice de 1957, pp. 68-69.) 

The new solution won acceptance at the Nice 
Conference of 1957. One of the major reasons for its 

acceptance was a fear that the system of automatic 
effect had been the cause of denunciation of the 
Madrid Agreement by several States (there were six 
such denunciations between 1934, when the Nether- 
lands Delegation first proposed a system of designa- 
tion, and 1957, when such a system was finally 
adopted) and might curtail future growth of the 
Madrid Union. 

The new solution gave birth to Articles 3bis and 
3ter of the Nice Act of 1957, which appear in 
substantially the same form in the corresponding 
Articles of the Stockholm Act of 1967. Article 3bis 
of the Stockholm Act allows any contracting country 
to notify the Director General of WIPO that the 
protection resulting from the international registration 
will extend to that country only at the express 
request of the proprietor of the mark. Article 3ter 
deals with the modalities of designating, in respect 
of a particular mark, a country which has chosen to 
adopt the principle of territorial limitation. Such a 
designation must be made either in the international 
application, that is, at the time at which the applica- 
tion is made (paragraph (1) of Article 3ter), or 
subsequent to the international registration by the 
presentation, through the intermediary of the Office 
of the country of origin, of a request on an official 
form (paragraph (2) of Article 3ter). The latter is 
usually called "later designation." 

REFUSAL OF PROTECTION BY DESIGNATED 

CONTRACTING PARTIES 

In the original proposal for the establishment of a 
system of international registration of marks 
submitted by the Swiss Delegation at the Rome 
Conference in 1886, the automatic effect given to an 
international registration was to be absolute. The 
Trademark Administration of the contracting coun- 
tries were to have no right to refuse to accord 
protection. The only means of refusing protection 
was the invalidation of the protection by a court. 

For as long as marks were not examined at the 
national level for conflicts with prior rights, it made 
sense not to accord contracting countries any right of 
refusal: the international scheme would mirror 
national practice. The idea of subjecting marks to 
examination for conflicts with prior rights was, 
however, starting to find some supporters. Sweden 
and Norway were such supporters. They felt unable 
to agree to the proposal of the Swiss Delegation, 
since "according to the recently adopted laws, no 
trademark could be accepted for legal protection 
before being submitted to an examination as to prior 
rights by the competent authority. The adoption of 
the Agreement proposed would oblige those coun- 
tries to completely revise their legislation, and to 
introduce new principles." (Actes de la Conférence 
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internationale de l'Union pour la protection de la 
propriété industrielle, Rome, 1886, p. 151.) 

In consequence of such objections, the proposal 
put forward at the Madrid Conference of 1890 envis- 
aged that each contracting country would have a 
period of one year in which to refuse to accord 
protection to any mark which was the subject of an 
international registration that had been notified to it 
by the International Bureau. The proposal was 
adopted, but the adopted text failed to state explicitly 
that the limitations imposed by the Paris Convention 
of 1883 on the right of member countries of the 
Paris Union to refuse registration for marks which 
had been duly filed in other member countries (natu- 
rally) applied in the context of the Madrid Agree- 
ment. In order to eliminate doubt, a Final Protocol to 
the Madrid Agreement of 1891 was adopted which 
made the requisite connection by specifying that the 
right of refusal envisaged in Article 5 of the Madrid 
Agreement was circumscribed by the pertinent provi- 
sions of the Paris Convention (namely, Article 6 of 
the Paris Convention of 1883 and paragraph 4 of the 
Final Protocol accompanying it). 

At the time of the Brussels Conference of 1900, 
advantage was taken of the opportunity presented by 
the revision of the Madrid Agreement to insert the 
clarification contained in the Final Protocol to the 
Madrid Agreement of 1891 into the text of the 
Madrid Agreement itself. A sentence was added to 
the first paragraph of Article 5 of the Brussels Act of 
1900 providing that "'any such refusal can only be 
based on the grounds that would apply by virtue of 
the Convention of March 20, 1883, in the case of 
marks deposited for national registration." 

Most of the major modifications that have been 
made to the provisions concerning the right of 
contracting countries to refuse to accord protection 
were introduced at the London Conference of 1934. 
Two questions on the subject were treated at that 
Conference. 

The first concerned the communication by the 
International Bureau to interested third parties of the 
grounds on which a particular contracting country 
may have refused protection to a mark that was the 
subject of an international registration. In the 
explanatory memorandum prepared by the United 
Kingdom Administration and the International 
Bureau for the Conference, it was observed that the 
International Bureau was increasingly receiving 
requests from third parties for the communication of 
such grounds of refusal. After weighing the argu- 
ments for and against making such communications, 
it was concluded that "industrialists and businessmen 
certainly had an ... interest in knowing the jurispru- 
dence of the countries to which they wish to export 
their products and in knowing exactly what type of 
signs it would be better not to choose in order not to 
risk seeing protection refused in this or that 
country."  (Actes de la  Conférence de Londres de 

1934, pp. 204-205.) A corresponding provision was, 
accordingly, adopted as paragraph (4) of Article 5 in 
the London Act of 1934. 

The second question considered at the London 
Conference of 1934 concerned the fairness of the 
procedures adopted by national Administrations in 
respect of the invalidation of marks. The explanatory 
memorandum of the United Kingdom Administration 
and the International Bureau remarked that owners of 
international marks had often complained that the 
authorities of certain countries had invalidated marks 
without giving sufficient opportunity to the owners 
to defend their cases. The argument that the Agree- 
ment should not deal with such questions of proce- 
dure was dismissed on the basis that "registration, as 
a whole, constituted one administrative procedure 
and, if one did not assure that it had a certain secu- 
rity against arbitrary invalidations, it would singu- 
larly lose its value." (Ibid., p. 205.) In consequence, 
paragraph (6) of Article 5 of the London Act of 
1934, which is in substantially the same form as the 
corresponding provision in the Stockholm Act of 
1967, was adopted and provided that an international 
mark could not be invalidated by the competent 
authorities without the proprietor of the mark having, 
in good time, been afforded the opportunity of 
proving his rights. 

DEPENDENCY 

An inevitable consequence of rejecting the notion 
of a unitary system during the initial preparation of 
the Madrid Agreement was the creation of a relation- 
ship of dependence between the international regis- 
tration and the basic right or national registration on 
which the international registration was based. At 
first, the dependence was complete. Article 6 of the 
Madrid Agreement of 1891 provided that the protec- 
tion resulting from the international registration "may 
not be invoked in favor of a mark that no longer 
enjoys legal protection in the country of origin." It 
thus resulted from Article 6 that the international 
registration had no "existence of its own." (Procès- 
verbaux de la Conférence de Madrid de 1890 de 
l'Union pour la protection de la propriété indus- 
trielle, p. 33.) 

The rule of total dependence of the international 
registration on the national registration on which it 
was based stayed in place until the Nice Act of 
1957. In the proposals and explanatory memorandum 
prepared by the French Administration and the Inter- 
national Bureau for the Nice Conference, the desir- 
ability of such total dependence was questioned. In 
particular, it was argued that the total dependence of 
the international registration might not be entirely 
compatible with Article 6D of what was then the 
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latest text of the Paris Convention, namely, the 
London Act of 1934. That provision, whose counter- 
part is now to be found in Article 6(3) of the Stock- 
holm Act of the Paris Convention, provided, in its 
relevant part, that "when a trademark has been duly 
registered in the country of origin and then in one or 
more of the other countries of the Union, each of 
these national marks shall be considered, from the 
date of its registration, as independent of the mark in 
the country of origin...." 

In order to overcome this alleged contradiction, it 
was proposed to delete the words "it [the protection 
resulting from registration at the International 
Bureau] may not be invoked in favor of a mark 
which no longer enjoys legal protection in the 
country of origin," which originally appeared in 
Article 6 of the Madrid Agreement of 1891 and 
which were to be found in the London Act of 1934. 
The proposal was, however, considered to be too 
radical in that it went from a situation of total 
dependence to one of total independence. In partic- 
ular, it was considered by the delegations attending 
the Nice Conference of 1957 that the total indepen- 
dence of the international registration would impair 
the principal benefit of the Madrid Agreement, 
namely, a single procedure. The single procedure 
made possible by the Madrid Agreement meant not 
only that there was one filing, a uniform duration, 
one renewal and one set of procedures for the 
transfer of the registration, but also that there was 
one procedure for attacking and bringing about the 
invalidation of an international registration. If the 
international registration was made totally indepen- 
dent, competitors would be put to the trouble of 
seeking the invalidation of the mark that was the 
subject of the registration in each contracting 
country. Amongst other things, such a result was 
perceived as likely to create an imbalance in the 
benefits made available by the Madrid Agreement 
since, as the Madrid Agreement had the objective of 
offering traders a relatively cheap means of obtaining 
the registration of their markj in several countries at 
a time, it followed "equitably that other busi- 
nessmen, whose interests could be in conflict with 
the international registration of a mark and the 
national registration of which it was the conse- 
quence, could also take measures to obtain satisfac- 
tion for their interests through the means of one 
procedure and without great expense." (Actes de la 
Conférence de Nice de 1957, p. 136.) 

The concern to preserve the benefits of the single 
procedure which, in this context, has become known 
as the possibility of "central attack," resulted in the 
adoption of the compromise of a dependence limited 
in time. The international registration would become 
independent after a period of five years from the 
date of the international registration. That rule is 
now to be found in Article 6(2) of the Stockholm 
Act of 1967. 

DURATION 

From the Madrid Agreement of 1891 until the 
present time, the initial duration of the international 
registration has been 20 years. It has also been 
provided from the outset that the duration of the 
registration could be extended indefinitely. 

The principal changes that have occurred in the 
international system in relation to duration have 
concerned renewals. Under the Madrid Agreement of 
1891, the renewal procedure was the same as the 
application procedure, so that the renewal was noti- 
fied to each of the contracting countries which, in 
turn, had the possibility of refusing the renewal. In 
keeping with the notion of limited dependence estab- 
lished at the Nice Conference of 1957, the renewal 
procedure was revised at the same Conference so as 
to allow renewal to be effected "simply by the 
payment of the basic fee and, if necessary, of the 
supplementary and complementary fees" (Article 
7(1) of the Nice Act of 1957). The earlier require- 
ments of a prior renewal in the country of origin and 
of the presentation of a national certification were 
eliminated. Renewal could be effected directly with 
the International Bureau since the international regis- 
tration would have, by that stage, attained indepen- 
dence, thus obviating the need to pass by the 
national Administration. 

Recent Developments- 
the Madrid Protocol of 1989 

While the success of the Madrid Agreement is 
undoubted, the testimony of which is the number of 
approximately 280,000 international registrations that 
are in force in 1991, the geographical reach of the 
membership of the Madrid Union has never realized 
its full potential. The system has remained short of 
universal. Important markets have remained outside 
the system and, in a world in which national and 
regional markets are becoming increasingly inte- 
grated into one global market, attention has naturally 
turned to ways in which a truly universal interna- 
tional registration system for marks might be 
achieved. 

The first attempt at establishing such a universal 
system in the relatively recent past was the Trade- 
mark Registration Treaty (TRT), which was adopted 
by the Vienna Diplomatic Conference on June 12, 
1973. The attempt thus chose the strategic route of a 
completely new treaty, one which was outside the 
Madrid system, but which, at the same time, seeks to 
incorporate some of the advantageous features of the 
Madrid system. 

Under the TRT, the international application does 
not need to be based on a mark that has already been 
registered at the national level. Thus, the interna- 
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tional registration is independent in all of the coun- 
tries in which it has effect from the commencement 
of the international registration. Like the Madrid 
Agreement, however, the effect of the international 
registration under the TRT in each of the designated 
States is the same as a national filing in that State. 
Similarly, each designated State has the right to 
refuse the effects of the international registration 
within a specified period of time. 

While the TRT entered into force in 1980, the 
number of States that are party to it has not 
increased beyond the five whose accessions brought 
about the entry into force of the treaty. Thus, as an 
attempt to achieve a truly universal system of inter- 
national registration of marks, the TRT did not 
succeed. 

As it became clear that the TRT was not going to 
win widespread acceptance, the strategy shifted away 
from a completely new treaty, like the TRT, to the 
possibility of revising those features of the Madrid 
Agreement which seemed to be the cause of resis- 
tance on the part of non-contracting States to joining 
in the international system established by the Madrid 
Agreement. The difficulty with such an approach, 
however, was that the parties to the Madrid Agree- 
ment were satisfied with it in its present form and 
were not keen to risk a revision which might preju- 
dice the benefits of the efficient functioning of the 
system that it created. 

After lengthy discussions in committees of 
governmental experts convened in the years 1986 to 
1989 by the International Bureau, the idea of a treaty 
in parallel to the Madrid Agreement was conceived. 
Pursuant to that idea, a protocol would be concluded 
which would be based on the Madrid Agreement, but 
with the modifications considered necessary to attract 
certain non-members of the Madrid Union to the 
Madrid system. In order to benefit from the coopera- 
tion with those non-contracting countries that would 
become party to the new protocol, existing 
contracting parties to the Madrid Agreement could 
also become party to the protocol. At the same time, 
they would remain party to the Madrid Agreement 
which would continue to function on its present 
terms. For ease of administration and to provide a 
common forum for deliberations and decision- 
making, those countries which became party to the 
new protocol would also become members of the 
Special Union created by the Madrid Agreement. 

The newly-conceived idea was born-like the orig- 
inal Madrid Agreement of 1891-in Madrid, on June 
28, 1989, when what is called "the Madrid Protocol" 
was adopted. The features of the Madrid Agreement 
which were widely perceived as constituting impedi- 
ments to the enlargement of the membership of the 
Madrid Union and which were modified in the 
Madrid Protocol were fourfold. 

The first modification related to the basic right on 
which an international registration has to be based. 

Whereas the Madrid Agreement requires the interna- 
tional application to be based on a national registra- 
tion, the Madrid Protocol allows it to be based on a 
national application, as well as a national registra- 
tion. The modification was introduced for the benefit 
of those countries whose Offices examine applica- 
tions ex ojficio both on absolute grounds and as to 
conflict with earlier rights. In such cases, the 
processing of an application typically requires more 
than six months, so that it would be very difficult to 
file an application for international registration based 
on a national registration within the six-month 
priority period established by the Paris Convention. 

The second modification was also introduced for 
the benefit of those countries in which the national 
Office carries out a full ex ojficio examination. In 
those cases, the time limit for refusing the effect of 
an international registration under the Madrid Agree- 
ment (one year) was perceived to be too short. To 
deal with that difficulty, the Madrid Protocol allows 
18 months for refusals and an even longer period in 
the case of oppositions. 

The third modification related to the fee structure 
of the Madrid Agreement. For those countries 
conducting a full ex ojficio examination of an appli- 
cation, the capacity to receive a fee as a result of a 
designation which was equivalent to the national fee 
was considered necessary in order to maintain the 
resources required for the examination system. The 
Madrid Protocol, accordingly, provides that the 
national Office of a designated country may, if it so 
desires, receive the full amount of the fee, or a 
substantial proportion thereof, that it would charge 
for a national registration. 

The final feature concerned the system of central 
attack resulting from the relative dependence of the 
international registration on the national registration 
on which it is based. In circumstances where the 
reasons for cancellation were valid only in the 
country of the national registration forming the basis 
of the international registration, the effects of relative 
dependence (namely, the loss of effect of the interna- 
tional registration in all the designated countries) 
were considered to be unjust. To deal with this diffi- 
culty, the Madrid Protocol allows the transformation 
of a failed international registration into a national 
application in each designated country, such national 
applications having the filing or, where applicable, 
priority date of the international registration. 

In addition to the above-mentioned modifications, 
the Madrid Protocol also establishes the possibility 
of a link between the Madrid system and regional 
trademark systems of which the future Community 
trademark is expected to be a notable example. 

The Madrid Protocol was signed by 28 States, 
including several States that are not party to the 
Madrid Agreement. It had not yet been ratified by 
any State or intergovernmental organization at the 
time of the one hundredth anniversary of the Madrid 
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Agreement. Signs for the future of the Madrid 
Protocol and its coexistence with the Madrid Agree- 
ment are hopeful. But that future now remains to be 
made over the next 100 years of the Madrid Agree- 
ment. 

PART III 

THE DEVELOPMENT OF THE ADMINISTRATION 
OF THE MADRID UNION 

Membership 

The membership of the Madrid Union developed 
in an interesting way: naturally, amongst the most 
important periods of membership was the beginning, 
from 1892, when ratifications were exchanged for 
the first time, until 1896. But there was also a signif- 
icant number of new memberships (nine) between 
the adoption of the Washington Act in 1911 and the 
end of 1925, possibly partially indicating a delayed 
reaction after the First World War. More predictably, 
the third particularly fruitful period of membership 
came after the adoption of the Stockholm Act in 
1967, through the 1970s and 1980s; this was a 
consequence of the creation of the World Intellectual 
Property Organization, henceforth administrator of 
the Madrid system, and its ever growing influence in 
international cooperation in the field of intellectual 
property. 

The following States ratified or acceded to the 
various Acts of the Madrid Agreement in the last 
100 years: 

Original 1891 texts: Belgium, Brazil (ceased to 
be a member in 1934), France, Italy, Netherlands, 
Portugal, Spain, Switzerland, Tunisia (9). 

Brussels Act, 1900: New members: Austria, Cuba 
(ceased to be a member in 1932, but rejoined in 
1989), Hungary, Mexico (ceased to be a member in 
1943). Others: Belgium, Brazil, France, Italy, 
Netherlands, Portugal, Spain, Switzerland, Tunisia 
(total of 13). 

Washington Act, 1911: New members: Czecho- 
slovakia, Danzig (Free City of), Germany, Latvia 
(ceased to be a member in 1926), Luxembourg, 
Morocco, Romania, Serbia-Croatia-Slovenia, Turkey 
(ceased to be a member in 1956). Others: Austria, 
Cuba, France, Hungary, Italy, Mexico, Netherlands, 
Portugal, Spain, Switzerland, Tunisia, (total of 20). 

The Hague Act, 1925: New members: Liechten- 
stein, Slovakia, Tangier. Others: Austria, Belgium, 
Brazil, Czechoslovakia, France, Germany, Hungary, 
Italy, Mexico, Morocco, Netherlands, Portugal, 
Romania, Spain, Switzerland, Tunisia, Turkey, 
Yugoslavia (total of 21). 

London Act, 1934: New members: Egypt, 
Monaco, San Marino, Viet Nam. Others: Austria, 
Belgium,      Czechoslovakia,      France,      Germany, 

Hungary, Italy, Liechtenstein, Luxembourg, 
Morocco, Netherlands, Portugal, Romania, Spain, 
Switzerland, Tangier, Tunisia, Yugoslavia (total of 
22). 

Nice Act, 1957: New member: German Demo- 
cratic Republic (ceased to be a member in 1990). 
Others: Austria, Belgium, Czechoslovakia, Egypt, 
France, Germany (Federal Republic of), Hungary, 
Italy, Liechtenstein, Luxembourg, Monaco, Morocco, 
Netherlands, Portugal, Romania, San Marino, Spain, 
Switzerland, Tunisia (ceased to be a member in 
1988), Yugoslavia (total of 21). • 

Stockholm Act, 1967: New members: Algeria, 
Bulgaria, China, Democratic People's Republic of 
Korea, Mongolia, Poland, Soviet Union, Sudan. 
Others: Austria, Belgium, Cuba, Czechoslovakia, 
Egypt, France, German Democratic Republic (ceased 
to be a member in 1990), Germany (Federal 
Republic of), Hungary, Italy, Liechtenstein, Luxem- 
bourg, Monaco, Morocco, Netherlands, Portugal, 
Romania, San Marino, Spain, Switzerland, Viet 
Nam, Yugoslavia (total of 30 members having rati- 
fied or acceded to the Stockholm Act). Total 
membership: 29 States, after the unification of the 
two parts of Germany. 

Madrid Union Membership 

The following list shows the present members of 
the Madrid Union in the order of the years in which 
they became members: 

1892 Belgium. France, Spain, Switzerland 
1893 Netherlands. Portugal 
1894 Italy 
1905 Cuba 
1909 Austria. Hungary 
1917 Morocco 
1919 Czechoslovakia 
1920 Romania 
1922 Germany 
1924 Luxembourg 
1928 Yugoslavia 
1930 Liechtenstein 
1949 Viet Nam 
1952 Egypt 
1956 Monaco 
1960 San Marino 
1972 Algeria 
1976 Soviet Union 
1980 Democratic People's Republic of Korea 
1984 Sudan 
1985 Bulgaria, Mongolia 
1989 China 
1991 Poland 

Use of the Madrid System 

The facilities offered by the Madrid Agreement 
began to function on January 1, 1893. The tables and 
data on pages 408 and 409 indicate the numbers of 
international   registrations   and   renewals   from   the 
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Registrations* 

Year Registrations Year Registrations Year Registrations 

1893 76 
1894 231 
1895 229 
1896 304 
1897 409 

Cumulative total 1.249 

1898 451 
1899 323 
1900 368 
1901 369 
1902 435 

Cumulative total 3,195 

1903 577 
1904 547 
1905 691 
1906 749 
1907 789 

Cumulative total 6,548 

1908 908 
1909 1,302 
1910 1,409 
1911 1.517 
1912 1,553 

Cumulative total 13,237 

1913 1,934 
1914 1.394 
1915 658 
1916 850 
1917 880 

Cumulative total 18.953 

1918 
1919 
1920 
1921 
1922 

1923 
1924 
1925 
1926 
1927 

1928 
1929 
1930 
1931 
1932 

1933 
1934 
1935 
1936 
1937 

1938 
1939 
1940 
1941 
1942 

987 
1,575 
2,284 
2,562 
2,653 

29,014 

5,258 
5,487 
5,387 
4,888 
5,255 

55.289 

5,976 
5,917 
5,760 
4,482 
3,946 

81,370 

3,550 
3,453 
2,822 
3,204 
2,905 

97,304 

2,800 
2,476 
1,951 
2,913 
3,551 

110,995 

1943 
1944 
1945 
1946 
1947 

1948 
1949 
1950 
1951 
1952 

1953 
1954 
1955 
1956 
1957 

1958 
1959 
1960 
1961 
1962 

1963 
1964 
1965 

5,612 
4,502 
3,682 
4,560 
4,616 

133,967 

5,981 
4,801 
6,309 
7,569 
7,552 

166,179 

7,572 
8,069 
7,955 
7,909 
8,501 

206,185 

9,873 
11,296 
11,662 
12,079 
12,872 

263,967 

14,193 
14,423 
14,596 

307,179 

( Until December 14, 1966, renewals were in the form of new registrations. 

Registrations and Renewals from 1966 

Year Registrations Renewals Total Registrations 
and Renewals 

1966 
1967 
1968 
1969 
1970 

Cumulative total 
1971 
1972 
1973 
1974 
1975 

Cumulative total 
1976 
1977 
1978 
1979 
1980 

Cumulative total 
1981 
1982 
1983 
1984 
1985 

Cumulative total 
1986 
1987 
1988 
1989 
1990 

Cumulative total 

24,258* 
9,598 

11,024 
11.435 
10,731 

9,583 
10,781 
8,942 
8.858 
7.203 

7,393 
7,544 
7,307 
7,359 
8.028 

8.269 
8.096 
8,047 
8.246 
8,961 

9,167 
10.186 
13,016 
14,896 
17.157 

1* 
689 

1,713 
1,554 
2,328 

3,204 
3,431 
3,112 
3,468 
3,190 

3,002 
3,006 
3,724 
3,913 
4,310 

4.249 
4,464 
4,882 
4.799 
4,735 

8,242 
3.611 
4,538 
4,592 
4,854 

'Until December 14, 1966, renewals were in the form of new registrations.        •* From December 15 to 31   1966 

24,259 
10,287 
12,737 
12,989 
13,059 

380,510 
12,787 
14,212 
12,054 
12,326 
10,393 

442,282 
10,395 
10,550 
11,031 
11,272 
12,338 

497,868 
12,518 
12,560 
12,929 
13,045 
13,696 

562,616 
17.409 
13,797 
17,554 
19,488 
22,011 

652,875 
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beginning until the end of 1990. It should be noted 
that until December 14, 1966, renewals of previous 
registrations were in the form of new registrations. 

The Finances of the Madrid Union 

SOURCES OF THE UNION'S INCOME 

Registration and Renewal Fees. The main source 
of the Madrid Union's income is the registration and 
renewal fees paid by the users of the international 
registration system. 

The first of the major fees, and the only one to 
subsist in the same form from the very beginnings to 
the present day, is the basic fee for the registration 
or renewal of a single mark. It was established as the 
sole fee in 1891, as has been stated in Part I, at a 
flat rate of 100 Swiss francs. The Brussels Act of the 
Madrid Agreement, which came into force in 1902, 
made provision for a system of advantageous 
multiple deposits, whereby the same depositor could 
internationally register, simultaneously with a first 
mark (still at 100 Swiss francs), any additional 
marks at half price. 

These fees remained unchanged until June 1, 
1928, when the revision of the Madrid Agreement 
undertaken at The Hague in 1925 came into force. 
The basic fee for registration or renewal of a single 

mark then rose to 150 Swiss francs, and the cost of 
simultaneous additional registrations or renewals rose 
to 100 Swiss francs. The Hague Act also introduced 
an optional system of payment of the above- 
mentioned registration fees in two installments, each 
covering a 10-year period: the first installment was a 
payment of 100 Swiss francs for a single mark, and 
75 Swiss francs per additional simultaneous registra- 
tion, and the second installment 75 Swiss francs for 
the single mark, and 50 Swiss francs per additional 
simultaneous registration. 

These fees, as revised at The Hague, remained 
stable until the entry into force, on December 15, 
1966, of the Nice Act of the Madrid Agreement. In 
1966, the basic fee for the registration or renewal of 
a single mark rose to 200 Swiss francs, and the fee 
for registration of any additional simultaneously 
registered or renewed mark rose to 150 Swiss francs. 
The two installments for registration per 10-year 
period also rose: the first installment became 125 
Swiss francs for a single mark and 100 Swiss francs 
for any additional simultaneous one, and the second 
installment 100 Swiss francs for the single mark, and 
75 Swiss francs for any additional simultaneously 
registered mark. It was the last occurrence of the 
lower rate for multiple deposits that was discon- 
tinued in the Stockholm Act. 

The increases of 1966 marked the end of an era 
of stable fees for long periods. Rising costs, notably 
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caused by the phenomenon of worldwide inflation, 
necessitated more frequent increases in the fees, 
especially through the 1970s. The basic fee for a 
registration, for example, was raised some eight 
times after 1966, the last time as from April 1, 1990. 
It is at present 720 Swiss francs for a single 
payment; in installments, the first payment is 470 
Swiss francs, and the second 600 Swiss francs. A 
table tracing the evolution of the amounts of the 
basic fee for the registration of a single mark or, at a 
certain period, for the first mark of a multiple 
deposit, is shown below. 

Evolution of Complementary and Supplementary Fees 

Changes in the International Application Fee for a Single Trademark 

Amounts in 
Swiss francs 

Approximate 
Equivalents in 

US dollars 

1893 100 19 
1928 150 28 
1966 200 46 
1968 250 58 
1970 300 69 
1973 400 129 
1975 480 192 
1976 530 212 
1977 580 241 
1984 670 291 
1990 720 514 

The income from the above-mentioned basic fees 
has always been credited to the Madrid Union's 
account for use by the International Bureau in 
running international registration services under the 
Madrid Agreement. The income from these basic 
fees in the 1988-89 biennium amounted to 
24,043,730 Swiss francs. 

Complementary and Supplementary Fees. In 
contrast to the basic fee, income from the Union's 
two other major types of fees-complementary and 
supplementary fees-are not part of the International 
Bureau's budget, but are distributed to member 
States of the Union. It is worthwhile first to outline 
the origin and evolution of complementary and 
supplementary fees. 

Both of them originated in the Nice revision of 
the Madrid Agreement (1957), which came into 
force in 1966. The complementary fee arose from 
Articles 3bis and 3ter of the Agreement, whereby a 
member State could specify a "territorial limitation," 
namely, that it would extend protection to an interna- 
tional registration only at the express request of the 
proprietor of the mark. Article 8(2)(cj of the Nice 
Agreement laid down a complementary fee of 25 
Swiss francs per country, for any request by an 
applicant for "territorial extension" of protection to a 
country which had opted for the territorial limitation 
referred to above. 

The supplementary fee arose from the introduc- 
tion of the compulsory application of a new "Inter- 

Complementary 
Fees (in 

Swiss francs) 

Approximate 
Equivalents 

in 
US dollars 

Supplementary 
Fees (in 

Swiss francs) 

Approximate 
Equivalents 

in 
US dollars 

1966 25 5.80 25 5.80 

1973 40 13 40 13 
1975 48 19 48 19 
1976 53 21 53 21 
1977 5S 24 58 24 
1984 68 29 68 29" 
1989 80 50 68 42.50 

1990 80 57 80 57 

national Classification of Goods and Services to 
which Trademarks are Applied," as established by 
the Nice Agreement. Applicants for international 
registration were now required to indicate the goods 
or services in respect of which protection of a mark 
was claimed, using the above-mentioned Interna- 
tional Classification as far as possible. 

The supplementary fee was a surcharge of 25 
Swiss francs for each class over and above three into 
which the goods or services to which a mark was to 
be applied would be placed. 

Since their inception, for most of the time these 
fees have both been of an identical amount; they, 
too, rose most perceptibly in the 1970s. For example, 
in 1973 they were both at the unitary rate of 40 
Swiss francs, in 1975 at 48 Swiss francs, in* 1976 at 
53 Swiss francs, in 1977 at 58 Swiss francs, and in 
1984 at 68 Swiss francs. In 1989, the supplementary 
fee was 68 Swiss francs, and the complementary fee 
at 80 Swiss francs, but by April 1, 1990, the date of 
the last change, both types of fees were again set at 
the same amount of 80 Swiss francs. A table tracing 
the evolution of the amounts of complementary and 
supplementary fees is shown above. 

The income from complementary and supplemen- 
tary fees is not part of the International Bureau's 
income. It is set aside for distribution to member 
States. The basis for their distribution established at 
Nice was something new: it was determined by 
taking into account the number of applications for 
international protection originating in the member 
State during each year. This factor was additionally 
weighted in favor of countries practicing preliminary 
examination, by multiplying it with a coefficient, 
which was fixed at three in the 1966 Regulations. 
There followed differentiation between member 
States practicing prior examination in varying 
degrees, in the Regulations which came into force on 
October 1, 1970: for countries examining only abso- 
lute causes of nullity, the coefficient would be two, 
for countries also examining anticipation following 
opposition by third parties, it would be three, and for 
countries also examining anticipation ex officio, it 
would be four. From 1974, a coefficient of four was 
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also applied to countries carrying out anticipation 
searches ex officio with an indication of the most 
significant anticipations. 

The complementary fees collected in 1990 
amounted to 17,651,840 Swiss francs. The supple- 
mentary fees collected in 1990 amounted to 877,084 
Swiss francs. The following table gives details of 
their distribution to member countries. 

domicile, correction of a depositor's mistakes, limita- 
tions of products after initial registration, or renunci- 
ations of protection after initial registration for one 
or more than one country. 

The recent numerical and financial significance of 
these operations concerning the provision of extracts 
from the International Register, and the recording of 
changes in it, are apparent in the table given below. 

Distribution of Supplementary 
and Complementary Fees for 1990 (in Swiss francs) 

(Stales in French Alphabetical Order) 

Supplementary Complementary 
Fees Fees 

Algeria 8.236.48 168.022.24 176,258.72 
Germany 

(Federal Republic of)* 48,578.65 897,819.99 946,398.64 
German Democratic Republic* 49.418.83 1.366,469.74 1.415,888.57 
Germany** 9,437.24 187,501.56 196.938.80 
Austria 39.619.55 736,099.89 775,719.44 
Benelux 91,138.48 1.673,868.13 1,765,006.61 
Bulgaria 19,495.20 489,691.59 509,186.79 
China 12,043. 227.397.73 239,440.73 
Cuba 6.389.21 120,626.01 127.015.22 
Egypt 25,131.73 477,295.65 502,427.38 
Spain 81,859.18 1,561,471.36 1,643,330.54 
France 39,846.49 728,599.83 768.446.32 
Hungary 48,367.34 1.063.967.21 1,112,334.55 
Italy 42,687.75 790,110.76 832.798.51 
Liechtenstein 11,454.07 211,538.22 222.992.29 
Morocco 8,930.27 166,589.93 175.520.20 
Monaco 19,434,87 362.971.78 382.406.65 
Mongolia 8,193.40 152,917.94 161.111.34 
Portugal 69,735.72 1,356.469.65 1,426,205.37 
Democratic People's 

Republic of Korea 12,232.63 246.668.72 258,901.35 
Romania 32,560.90 694,693.30 727,254.20 
San Marino 5,310.47 100,026.88 105,337.35 
Sudan 9,813.69 196,147.47 205,961.16 
Switzerland 40.748.58 750,475.01 791,223.59 
Czechoslovakia 46,724.03 1.024,696.05 1.071.420.08 
Soviet Union 29,458.27 640,109.51 669,567.78 
Viet Nam 11,255.86 243,231.20 254,487.06 
Yugoslavia 48.982.11 1.016.362.65 1.065.344.76 

877,084. 17.651,840. 18.528,924.— 

•Until October 2, 1990. 
** As from October 3. 1990. 

Other Fees. Various other fees have been a 
source of income for the Madrid Union. Amongst 
the first of them to be introduced, at the very begin- 
ning of this century, were fees for provision by the 
International Bureau of extracts from the Interna- 
tional Register of Marks. 

The Hague Act of the Madrid Agreement, which 
came into force in 1928, introduced new fees, most 
of which remain in their essence until today, particu- 
larly for changes made to existing entries in the 
International Register of Marks: these covered 
matters  such  as   transfers,  changes  of  name  and 

Recordal of Changes in the International Register 
1988-89 

Nos.      Nos.      Total Income 
in in       1988-89 (in Swiss 

1988       1989 francs) 

Territorial extensions after first 
registration 2.490      2.069      4.559 

Transfers 4.713      5.669    10.382 
Partial assignment              196 190 386 
Cancellations (for all countries, 

products and services) 1.235      1.140      2.375 
Renunciations of protection for some 

countries        304 331 635 2.535,995 
Limitations in the list of products 

and services        573 789      1,362 
Change of name and or address 

of owner 4.886      4.280      9,166 
Miscellaneous changes (e.g., 

regarding agent, corrections, etc.)    4.497      5.912    10.409 

Totals: 18.894    20,380    39.274 

Other Services 

Extracts from the International 
Register 5.648      5.727    11.375 630.936 

Surcharges. The system of surcharges, first intro- 
duced in the Nice Act of the Madrid Agreement, 
also brings a certain income to the Madrid Union. At 
present, surcharges cover the use of a period of 
grace for late payment of second installments for 
initial registration and late payment of renewal of 
registrations (the surcharge is 50% of the sums first 
due), the requirement by the mark owner of a figura- 
tive element or word mark in a special form of 
writing, except for those published in color (the 
unitary surcharge is 60 Swiss francs), marks 
published in color (the unitary surcharge is 400 
Swiss francs), and certain services provided by the 
International Bureau in the field of classification of 
goods and services: the latter services are called for 
when the International Bureau has to group an appli- 
cant's goods and services into classes in accordance 
with the International Classification in the case of 
the applicant's failure to do so (the unitary surcharge 
is 60 Swiss francs), there being an additional 
surcharge of 4 Swiss francs for each word printed 
over and above 20 in the publication of the classifi- 
cation in classes, and another surcharge of 4 Swiss 
francs per word in the case of the International 
Bureau having to correct more than 19 words of 
incorrect classification by the applicant. The amount 
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of income from these surcharges, for the  1988-89 
biennium, was 1,055,728 Swiss francs. 

Income from Publications. The remaining signifi- 
cant source of income (albeit a long way behind fees 
and charges) of the Madrid Union is from the 
Union's publications, and this very largely from the 
advertising within, and the sale of, Les Marques 
internationales. In the 1988-89 biennium, some 
44,280 copies of Les Marques internationales were 
printed, and they brought to the Union an income of 
883,652 Swiss francs in that same period. All the 
Union's publications in that biennium brought an 
income of 1,077,316 Swiss francs. 

It was the Nice revision that removed the need 
for a Diplomatic Conference, or alternatively for 
extraordinary correspondence procedures, in order to 
make changes in the Union's finances. The 
Committee of Directors of the National Industrial 
Property Offices of the Madrid Union, as established 
in the Nice Act, could be convened by the Director 
of the International Bureau or at the request of five 
member States, but in any case had to meet at least 
every five years. 

The Assembly, as established at Stockholm, was 
initially required to hold its ordinary sessions every 
three years, but in 1979, the periodicity of the ordi- 
nary sessions of the administrative organs of the 
Madrid Union was established as every two years. 

ESTABLISHMENT OF FEES 

Over 88% of the Madrid Union's budgetary 
income of 31,893,346 Swiss francs in the 1988-89 
biennium came from the fees the International 
Bureau was empowered to charge, and this well 
reflects their financial significance throughout the 
history of the Madrid Union. 

The major items of the Union's income, the fees 
and charges mentioned above, were at first fixed in 
the Diplomatic Conferences which established, then 
revised, the Madrid Agreement. This meant that fees 
could only be increased at the next revision of the 
Madrid Agreement, or alternatively between Diplo- 
matic Conferences by the International Bureau's 
correspondence with all the member States, seeking 
their acceptance of any increases proposed. 

The Nice Act for the first time modified that 
procedure, when it came into force in 1966. Article 
10(4) of the Nice Act enabled the Director of the 
International Bureau to make proposals to an admin- 
istrative organ of the Madrid Union, then the 
Committee of Directors of the National Industrial 
Property Offices of the Madrid Union; that 
Committee was empowered to approve the Director's 
proposals, and to confer on him, with the unanimous 
consent of the countries represented, the authority to 
raise fees and charges in both the Agreement and its 
Regulations. 

The process of delegating the authority to modify 
fees was continued and improved in the Stockholm 
Act of the Madrid Agreement, which, moreover, 
differentiated, in the procedures established, between 
the major and other fees of the Madrid Union. In 
accordance with Article 12, the new administrative 
organ created by the Stockholm Act, the Assembly 
of the Madrid Union, was to fix the major fees 
related to international registration and renewal 
(registration fees, and supplementary and comple- 
mentary fees, under Article 8) on the Director 
General's proposal, whilst other fees and charges 
were to be fixed by the Director General and 
reported to the Assembly. 

EXPENDITURE OF THE UNION 

The Madrid Union's major single items of 
budgetary expenditure are staff costs and the printing 
costs of its publications. In the 1988-89 biennium, 
the staff costs were 14,476,150 Swiss francs, and the 
printing costs 2,845,301 Swiss francs. The other 
items of budgetary expenditure (for example, confer- 
ences, communications, expenditure on buildings and 
materials) in the same biennium came to 7,395,117 
Swiss francs. The total budgetary expenditure for the 
last biennium was therefore 24,716,568 Swiss francs. 

SURPLUS AFTER COMPARISON OF 

INCOME AND EXPENDITURE 

Surpluses of income over expenditure are in part 
distributed to member States. The 1988-89 biennium 
showed a surplus of 7,176,778.07 Swiss francs. The 
percentage of the surplus for distribution to member 
States, which is at present fixed at 40% of it, came 
to 2,870,712 Swiss francs for the last biennium; this 
sum, halved, came to 1,435,356 Swiss francs for 
each of the years 1988 and 1989. The remaining 
60% of the Union's surplus income was paid into the 
Union's Reserve Fund. 

THE RESERVE FUND 

The creation of reserves out of a part of the 
annual surplus of the Union's income was institu- 
tionalized in 1963; the interest earned by sums in the 
Reserve Fund was, and continues to be, credited to 
that Fund. Its purpose is to provide a general safe- 
guard and guarantee for the continuing solvency of 
the Madrid Union. At the end of 1989, the Union's 
Reserve Fund stood at 21,345,148.53 Swiss francs. 
The resources of this Reserve Fund in turn 
contributed, by transfer of its funds, to the establish- 
ment of a Working Capital Fund. 
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THE WORKING CAPITAL FUND 

The creation of this Fund was provided for in the 
Stockholm Act of the Madrid Agreement, and the 
Working Capital Fund was established in 1979. Its 
purpose is to provide greater day-to-day liquidity, to 
cover running expenses of the Madrid Union during 
the year for which funds are assured and expected 
but not immediately available. At the end of 1989, it 
stood at 2,000,000 Swiss francs. 

THE ACCOUNTS OF THE MADRID UNION 

Full financial statements, showing the accounts of 
the Madrid Union, have always been submitted to 
the Union's member States for information and 
approval. In the earlier history of the Union, since 
the International Bureau and the activities of its 
Unions were initially placed under the supervision of 
the "High Administration of the Swiss Confedera- 
tion," the Swiss Administration had the responsibility 
for auditing the Madrid Union's accounts, and 
submitting its findings to member States. The Inter- 
national Bureau, from the very beginnings of the 
Registrations Service in 1893, prepared annual 
"Management Reports" covering the Madrid Union, 
under the supervision of the Swiss Administration, 
for presentation to the member States, and these 
reports reflected the results of the Swiss Govern- 
ment's auditing of the accounts. 

When the World Intellectual Property Organiza- 
tion, established at the Stockholm Diplomatic 
Conference, came into being in 1970, initiating a 
new administrative structure, the Government of the 
Swiss Confederation continued to audit the Madrid 
Union's accounts, not automatically as before, but by 
designation of the appropriate Governing Bodies-the 
WIPO General Assembly and the Madrid Union 
Assembly, which now have vested in them the 
authority to appoint the auditors of the Union's 
accounts. Following WIPO's entry into the United 
Nations system in 1974, and the subsequent adoption 
of a biennial budgeting cycle in 1979, WIPO's 
Management Reports also became biennial, as from 
the 1982-83 biennium. Once the accounts of the 
Union are audited, they are reflected in the "Finan- 
cial Management Report" and sent for information to 
the member States. The auditor's report is also sent 
to them and is presented to the Governing Bodies for 
their information and approval at their ordinary 
sessions. 

THE MADRID UNION'S BUDGET 

The budgeting procedures of the Madrid Union 
-that is to say, the process in which its finances are 
estimated and planned for in advance-are of more 
recent date. For many years, the Madrid Union func- 
tioned without forward planning, by simply spending 

its income as necessary, and as we have seen above, 
by accounting for income, expenditure and any 
remainder at the end of each year. The creation of a 
reserve (first established in 1951, and the forerunner 
of the Reserve Fund established in 1963) from 
surplus revenues, to meet ongoing needs and 
possible deficits, was the only financial safety mech- 
anism in the period before budgetary planning. 

The establishment of the World Intellectual Prop- 
erty Organization, at the Stockholm Diplomatic 
Conference, meant that the Madrid Union became 
one of the Unions administered by WIPO as from 
1970, and was to plan its finances in the framework 
of a global triennial budget. Annual draft budgets 
were drawn up by the International Bureau and 
submitted to the WIPO Coordination Committee for 
approval, whilst the triennial budget of the Union 
was adopted by the Assembly of the Madrid Union 
in its corresponding triennial ordinary sessions. This 
budget cycle was reviewed and modified following 
the entry of WIPO (in 1974) into the United Nations 
system, within which medium-term planning and 
biennial budget cycles were generally practiced. In 
their third ordinary sessions in 1979, the Assembly 
and Committee of Directors of the Madrid Union 
approved the abolition of yearly programs and 
budgets within triennial cycles, substituting biennial 
programs and budget cycles; the periodicity of the 
ordinary sessions of the administrative organs of the 
Madrid Union therefore also became biennial. 

The budgeting process now begins with the Inter- 
national Bureau's estimates and proposals for the 
coming biennium, taking into account a program of 
activities for the Madrid Union, and balancing these 
with the expected income and expenditure of the 
Union. Projections are made, considering factors 
such as the numbers of international registrations and 
renewals, and of actions related to them, and the 
expected level of inflation; naturally, increases in 
fees and other charges may be proposed in the light 
of these projections. 

These estimates and proposals are submitted to a 
Budget Committee, early in the year of the ordinary 
session of the Governing Bodies. This Committee (a 
select body of representatives of Member States of 
WIPO, appointed by the WIPO General Assembly 
and the Assemblies of the appropriate Unions) 
adopts a report on the proposed program and budget, 
which, together with the observations of the Director 
General of WIPO, are put before the Governing 
Bodies later in the year, for their final decision and 
for their adoption of a final program and budget for 
the coming biennium. 

"Les Marques internationales" 

The  Madrid  Union's publication, Les Marques 
internationales, was a statutory obligation laid on the 
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International Bureau from the very beginning, in 
Article 3 of the Madrid Act of the Agreement, with 
details elaborated in the Regulations, and intended to 
be an integral part of the process of international 
registration. 

Les Marques internationales has always been 
published only in French, the official language of the 
Madrid Union, and on a monthly basis. In 1891, it 
was decided that the forthcoming publication, Les 
Marques internationales, would be a supplement to 
the journal of the International Bureau-in this case, 
La Propriété industrielle—and was to contain either a 
reproduction or a written description of every inter- 
nationally registered mark, together with indications 
of the date of international registration, the serial 
number of the mark, the name and address of the 
applicant, the goods to which the mark applied and 
the mark's country of origin, as well as its date of 
registration and its serial number in that country. The 
International Bureau was also to publish, at the 
beginning of each year, in respect of each member 
State and in alphabetical order, the names of the 
owners of the marks published during the preceding 
year. 

From 1895 onwards, annual tables and the 
monthly issues also progressively came to show 
other data, such as transfers, cancellations, changes 
and corrections affecting marks, as well as tables by 
categories of products to which marks applied, using 
a kind of classification system not yet formalized. 
By 1912, limitations of products to which marks 
applied were also notified. Very important for future 
years were the statistical tables published in the 
January issue of 1907, concerning the registrations, 
refusals, transfers and cancellations of marks from 
the very beginning (1893) to the end of 1906; this 
set a trend which was never discontinued. 

The Washington revision in 1911 took due 
account of the growing volume of the publication: 
for the first time, Les Marques internationales was 
not referred to in an Act of the Madrid Agreement as 
an appendage of another publication, but as a period- 
ical journal in its own right. The Washington Act 
also reinforced the publicity value of Les Marques 
internationales, by stating that publication of interna- 
tional marks within its pages was sufficient in itself 
for the purposes of disseminating information, and 
that no other publicity measures could be required of 
the applicant. 

The Diplomatic Conferences held in The Hague 
(1925) and London (1934), besides tightening up on 
the precision of the information on the international 
registrations contained in the periodical (which was 
to be taken from the international application and the 
applicant's printing block), began to address the 
question of free copies to member States: from the 
outset, in 1893, member States could obtain from the 
International Bureau, free of charge, as many copies 
of Les Marques internationales as they requested. 

This became expensive for the International Bureau 
as the volume of the publication grew steadily (200 
pages for the full year of 1911, 679 pages for 1923, 
and 772 for 1930, as compared with 30 pages for the 
whole of 1893), and printing and distribution costs 
also increased. 

In the Diplomatic Conference at Nice, in 1957, it 
was decided (Article 3(5) of the Nice Act) that the 
appropriate Administrations of member States would 
receive a number of copies free and at a reduced 
price, the precise number being in proportion to the 
number of units determining a country's financial 
contribution under Article 13(8) of the Paris Conven- 
tion. In the Regulations applicable when the Nice 
Act came into force in 1966, this amounted to two 
free copies and two copies at half price in respect of 
each unit corresponding to the class of contributions 
selected in accordance with Article 13(8) of the Paris 
Convention. The Stockholm revision in 1967 
confirmed this system. Monthly figures for 1990 
show some 342 free copies, and some 1,258 partially 
or wholly paid for copies sent to some 44 countries, 
of which 15 were not member States and 29 were at 
that time member States. Some 1,820 copies a month 
were printed in 1990. 

In its earliest days in the 1890s, as a supplement 
appended and in addition to La Propriété indus- 
trielle, the annual subscription was 5 Swiss francs 
within Switzerland, and 5.60 Swiss francs for other 
countries within the Universal Postal Union, whereas 
the annual subscription for Les Marques interna- 
tionales alone was 3 Swiss francs and 3.60 Swiss 
francs, respectively; a single issue of Les Marques 
internationales cost 50 centimes. 

The current prices are 410 Swiss francs for the 
annual edition, as well as for the annual edition on 
microfiches (instituted in 1982), 720 Swiss francs for 
the combined annual ordinary and microfiches 
editions, and 51 Swiss francs for a single issue of 
the ordinary edition. 

From 1893 to the present day without interrup- 
tion, and still progressing in content and volume, is 
an outstanding history for any publication. From 
barely three pages in the first issue in February 
1893, it has come to 567 pages in the January issue 
of 1991; from 30 pages for the full year of 1893, the 
publication contained some 7,816 pages in the year 
1990. From 1893 to the end of 1990, over 132,461 
pages were printed in Les Marques internationales, 
and it is estimated that by the end of 1991, the total 
number of pages printed since the very beginning 
will exceed 140,000. 

In the 97 years from 1893 to the end of 1990, 
there have been some 1,175 issues of Les Marques 
internationales. Those issues have given publicity to 
and basic information about 652,875 international 
registrations and renewals of marks, as well as about 
related actions which affected their status. On 
January 1, 1991, some 280,000 international registra- 
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tions and renewals were valid. These figures speak 
eloquently for the value of Les Marques interna- 
tionales. 

The Staff of the International Registration Service 

From 1888 to 1892, the Paris Union for the 
Protection of Industrial Property (set up by the Paris 
Convention in 1883) and the Berne Union for the 
Protection of Literary and Artistic Works (set up by 
the Berne Convention in 1886) were grouped 
together in Berne, under the "high authority" of the 
Administration of the Swiss Confederation, to form 
the "Bureaux internationaux réunis pour la protection 
de la propriété intellectuelle'-translated as the 
United International Bureaux for the Protection of 
Intellectual Property. Interestingly enough, it was the 
creation of the Madrid Union which proved to be a 
catalyst in what was called the "definitive organiza- 
tion" of the International Bureau on January 1, 1893, 
which was also the date of the official beginning of 
the International Registration Service. At the time 
there was to be a total of seven staff members. 

The "high authority" exercised by the Swiss 
Government in the administration of the International 
Bureau continued after the Organization's move to 
Geneva in 1960, and remained until 1970, when 
the new administrative structure established at the 
Stockholm Diplomatic Conference came into force. 
The total number of staff members in the Organiza- 
tion was 383 on April 1, 1991, of whom the Regis- 
tration Service (marks only, excluding industrial 
designs) numbered 31. 

A modern staffing structure was already 
discernible at the end of 1966. In that year, registra- 
tion activities were first placed in a Registration 
Services  Division  concerned  uniquely   with   those 

activities, under a Head, who supervised Sections 
dealing with the international registration of marks, 
as well as with the registration of industrial designs. 
A management structure of an overall head of Divi- 
sion, who had under him a head of the registrations 
service or services, has remained. The chart below 
indicates the persons holding those two positions 
since the 1960s. 

The last important reorganization of the Division 
was in 1986. By then it was called the Trademark 
and Industrial Design Registries, with one overall 
Head. The two distinct sectors within it were the 
International Trademark Registry and the Interna- 
tional Industrial Design Registry. The International 
Trademark Registry was subdivided into four units: 
Unit A, called Reception, Preliminary Examination, 
Secretariat; Unit B, called Data Entry, Control, Vali- 
dation; Unit C, named Classification and Examina- 
tion; and Unit D, named Notifications, Advice, 
Publications, Training, Information. The International 
Industrial Design Registry formed another Section. 

That basic staffing structure of 1986 still remains 
today, and the marks sector remains a crucial part of 
an expanding World Intellectual Property Organiza- 
tion. The International Trademark Registry continues 
to widen its contacts and cooperation with other 
parts of the Organization. It is linked to the Director 
General and his Office via a Deputy Director 
General. A complete list of the staff currently 
working in the marks sector also appears below. 

As we advance into the 1990s, the activities of 
the Madrid Union continue to reflect the national and 
international movements and changes that are taking 
place. The staff of today are the adaptable successors 
of staff who, since 1893, have provided a unique 
international service in the field of marks, and there 
is every sign that they will witness and contribute to 
the Madrid Union's increasing international impor- 
tance and future potential. 

Heads of the International Bureau 
and Their Terms of Office 

Division and Section Heads of the International Registration Service 
with their Nationalities 

Henri Morel 
Robert Comtesse 
Ernest Röthlisberger 
Fritz Ostertag 
Bénigne Mentha 
Jacques Secretan 
George H.C. Bodenhausen 

Arpad Bogsch 

(1893-1912) 
(1912-1921) 
(1922-1926) 
(1926-1938) 
(1938-1953) 
(1953-1963) 
(1963-1973) 

(1973-       ) 

Division Head: 

Section Heads: 

Division Heads: 

Section Heads: 

L. Egger (Switzerland) 

E. Margot (Switzerland) 
R. Walther (Switzerland) 

L. Egger (Switzerland) 
P. Maugué (France) 
S. Di Palma (Italy) 

R. Walther (Switzerland) 
C. Werkman (Netherlands) 
P. Maugué (France) 
I. Vedernikova (Soviet Union) 
E. Rezounenko (Soviet Union) 
R. Unterkircher (Austria) 
J.-P. Hoebreck (Belgium) 
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Name 

Di Palma, Salvatore 
Unterkircher, Rudolf 
Spagnolo, Henri 
Walt. Patrick 
Aziza, Myriam 
Fort, Madeleine 
Rosedel, Franciane 

Hoebreck, Jean-Paul 

Bernard, Christian 
Capelli, Michèle 
Guette, Marie-Thérèse 

Pierre, Marie-Caroline 

STAFF LIST AS OF APRIL 1, 1991 

Title Grade Nationality 

INTERNATIONAL TRADEMARK AND INDUSTRIAL DESIGN REGISTRIES 

Head 
Automation Officer 
Computer-assisted Publications Technician 
Digital Optical Disc Technician 
Secretary I 
Secretary I 
Secretary I 

P5 IT 
P3 AT 
G5 CH 
G4 FR 
G4 PR 
G4 FR 
G4 FR 

INTERNATIONAL TRADEMARK REGISTRY 

Head P3 

UNIT A — RECEPTION, PRELIMINARY EXAMINATION, SECRETARIAT 

Clerk G4 
Clerk G4 
Clerk G4 

UNIT B — DATA ENTRY, CONTROL, VALIDATION 

Senior Data Entry Clerk G5 

BE 

FR 
FR 
FR 

FR 

Sex 

M 
M 
M 
M 
F 
F 
F 

M 

M 
F 
F 

UNIT C - CLASSIFICATION AND EXAMINATION 

Corvaro, Pietro 
Stassin, Thérèse 
Albanesi, Huguette 
Cartant, Patrick 
Heitz, Gisèle 
Ianna, Rita 
Maisonneuve, Jean-Luc 
Riond, Eliane 
Charron-Chiche, Anny 
Morel, Michel 
Schwab, Caroline 
Maschio, Daniela 

Senior Examiner 
Examiner-Classifier 
Examiner 
Examiner 
Examiner 
Examiner 
Examiner 
Examiner 
Examiner 
Examiner 
Examiner 
Clerk 

G7 CH 
G7 BE 
G6 CH 
G6 FR 
G6 FR 
G6 FR 
G6 FR 
G6 CH 
G5 FR 
G5 FR 
G5 CH 
G4 FR 

, INFORMATION 

G6 CH 
G6 NL 
G5 FR 
G4 FR 
G4 FR 
G4 FR 
G4 LK 

M 
F 
F 
M 
F 
F 
M 
F 
F 
M 
F 
F 

Berthelet, Maryvonne 
Moelijker, Geertje 
Baroni, Monique 
Belaich, Nicole 
Brousse. Catherine 
Jordan-Meille, Evelyne 
Kotalawala, Munidasa 

UNIT D — NOTIFICATIONS, ADVICE, PUBLICATIONS, TRAINING, INFORMATION 

Administrative Assistant 
Administrative Assistant 
Clerk 
Clerk 
Clerk 
Clerk 
Clerk 

F 
F 
F 
F 
F 
F 
M 

ARGENTINA DEMOCRATIC PEOPLE'S REPUBLIC OF KOREA 

National Director of 
Industrial Property 

We have been informed that Mr. Luis Ravizzini 
has been appointed National Director of Industrial 
Property. 

Director General, 
Invention Office 

We have been informed that Mr. Ryu Song 
Kwang has been appointed Director General of the 
Invention Office. 
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Calendar of Meetings 

WIPO Meetings 
(Not all WIPO meetings are listed. Dates are subject to possible change.) 

1991 

November 4 to 8 (Geneva) 

November 11 to 18 (Geneva) 

Committee of Experts on a Possible Protocol to the Berne Convention (First Session) 

The Committee will examine whether the preparation of a protocol to the Berne Convention 
for the Protection of Literary and Artistic Works should start, and-if so-with what content. 
Invitations: States members of the Berne Union and, as observers, States members of WIPO 
not members of the Berne Union and certain organizations. 

Working Group on the Application of the Madrid Protocol of 1989 (Fourth Session) 

The Working Group will continue to study Regulations for the implementation of the Madrid 
Protocol. 
Invitations: States members of the Madrid Union, States having signed or acceded to the 
Protocol, the European Communities and, as observers, other States members of the Paris 
Union expressing their interest in participating in the Working Group in such capacity and 
certain non-governmental organizations. 

Other Meetings Concerned with Industrial Property 

1992 

March 16 to 20 (Innsbruck-Igls) 

October 7 to 10 (Amsterdam) 

International Federation of Industrial Property Attorneys (FICPI): Executive Committee 

International League of Competition Law (LIDC): Congress 
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