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innrem i ic Gjneerniiig Treaties 

Patent Cooperation Treaty (PCT) 

Withdrawal of Declaration 
Concerning Chapter II 

DENMARK 

The Government of Denmark has notified, in its 
notification received on August 1, 1988, the withdrawal 
of the declaration contained in its instrument of ratifi- 
cation of the Patent Cooperation Treaty (PCT) done at 
Washington on June 19, 1970, to the effect that 
Denmark is not bound by the provisions of Chapter II of 
the said Treaty (see PCT Notification No. 23, of 
September 12, 1978'). 

The withdrawal of the said declaration will take 
effect on November 1, 1988. Consequently, from the 
said date, Denmark will be bound also by the provisions 
of Chapter II of the Patent Cooperation Treaty. 

PCT Notification No. 52, of August 8, 1988. 

i See Industrial Property, 1978, p. 255. 

Budapest Treaty 

Acquisition of the Status of 
International Depositary Authority 

AUSTRALIAN GOVERNMENT ANALYTICAL 
LABORATORIES (AGAL) 

(Australia) 

The following written communication addressed to 
the Director General of WIPO by the Government of 
Australia under Article 7 of the Budapest Treaty on the 
International Recognition of the Deposit of Microor- 
ganisms for the Purposes of Patent Procedure was 
received on July 14,1988, and is published by the Inter- 
national Bureau of WIPO pursuant to Article l{2)(a) of 
the said Treaty: 

I have the honour to refer to the Treaty on the 
International Recognition of the Deposit of 
Microorganisms for the Purposes of Patent 
Procedure done at Budapest on 28 April 1977 and to 
advise that in accordance with the provisions of 
Article 7 ofthat Treaty the Government of Australia 
nominates the Australian Government Analytical 
Laboratories (AGAL) as an international depositary 
authority (IDA). The Government of Australia 
furnishes its assurances that AGAL complies with 
and will continue to comply with requirements 
specified in Article 6(2) of the said Treaty. 

AGAL is part of the Commonwealth Department 
of Administrative Services and has had a continuous 
existence, having been established in 1901 at the 
time of the Federation of Australia. 

The New South Wales Regional Laboratory, 
located a 1 Suakin Street, Pymble, N.S.W., 2073, 
Australia, through which AGAL intends to 
discharge its responsibilities as an IDA, contains a 
suite of laboratories specifically designed and built to 
allow microbiological work of the highest standard 
to be perfomed. In addition, a staff of two has been 
assigned to fulfil the various specialised scientific 
services required to ensure that deposits are main- 
tained viable and uncontaminated. It is also 
intended that a Scientific Advisory Committee, 
including the Senior Microbiologist responsible for 
the Collection, will report to the Australian 
Government Analyst on the operation of AGAL as 
an IDA. 

As a scientific institution AGAL necessarily 
performs and will continue to perform its functions 
in an impartial and objective manner. 

For the purposes of deposit, AGAL will be 
available to any depositor under the same condi- 
tions. 

AGAL will accept for deposit bacteria (including 
actinomycetes), yeasts and fungi, other than known 
human and animal pathogens, that can be preserved 
without significant change to their properties by the 
methods of preservation in use. (These are currently 
freezing and freeze drying.) Microorganisms 
accepted for deposit by AGAL will be examined for 
viability and stored as prescribed in the Regulations. 
AGAL will not at this time accept for deposit animal, 
plant, algal and protozoal cultures, cultures of viral 
rickettsial and chlamidial agents, microorganisms 
prohibited by Australian law, or fastidious microor- 
ganisms which may require, in the view of the 
curator, special attention to handling and prepa- 
ration for storage. 
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AGAL will, in accordance with the Regulations of 
the Treaty, issue to the depositor a receipt and any 
required viability statement. 

Patent cultures will be stored in a locked refrig- 
erator and will be subject to regular audit. Only 
authorised staff will have access to them. AGAL will 
comply with the secrecy requirements prescribed in 
the Regulations. 

AGAL will also furnish samples of deposited 
microorganisms under the conditions and in 
conformity with the procedures prescribed in the 
regulations. 

In accordance with Rule 6.3(a) of the Regulations, 
AGAL requires before it will accept cell lines for 
deposit: 

(i) that a deposit of cell lines should be in an 
appropriate form and adequate quantity to 
enable AGAL to carry out properly its duties 
under the Regulations; 

(ii) that the written statement referred to in Rule 
6.1(a) or 6.2(a) be drafted in English; 

(iii) that the fee for storage referred to in Rule 
I2.l(a)(i) be paid; and 

(iv) that the depositor complete an Application 
Form for the purposes of the administrative 
procedures of AGAL. 

The fees that AGAL will, should it acquire the 
status of an IDA, charge for storage, viability state- 

ments and furnishing of samples of microorganisms 
are set out below. 

The fees, in Australian dollars, will be payable to 
the Australian Government Analytical Laboratories 
and will be reviewed annually: 

For the storage of the cell line in 
accordance with the Treaty  $750 
For the issue of a viability statement 
in those cases in which, in accordance 
with   Rule   10.2,   a  fee   may  be 
charged     90 
For the furnishing of a sample in 
accordance with Rules 11.2 and 
11.3     60 

The official language of AGAL is English. 

[End of text of the communication of the 
Government of Australia] 

Pursuant to Article 7{2)(b) of the Budapest Treaty, 
the Australian Government Analytical Laboratories 
(AGAL) acquires the status of international depositary 
authority as from September 30, 1988. 

Budapest Communication No. 46 (this Communi- 
cation is the subject of Budapest Notification No. 72, of 
August 15, 1988). 
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WIPO Meetings 

Committee of Experts on Measures 
Against Counterfeiting and Piracy 

(Geneva, April 25 to 28, 1988) 

NOTE* 

The Committee of Experts on Measures Against 
Counterfeiting and Piracy (hereinafter referred to as 
"the Committee of Experts") met at WIPO head- 
quarters in Geneva from April 25 to 28, 1988. 

The following States were represented at the session : 
Afghanistan, Algeria, Argentina, Australia, Austria, 
Belgium, Brazil, Bulgaria, Burundi, Canada, China, 
Colombia, Congo, Côte d'Ivoire, Cuba, Democratic 
People's Republic of Korea, Denmark, Egypt, Finland, 
France, Germany (Federal Republic of), Honduras, 
Hungary, India, Ireland, Israel, Italy, Jamaica, Japan, 
Mexico, Morocco, Netherlands, Norway, Pakistan, 
Panama, Portugal, Republic of Korea, Soviet Union, 
Spain, Sweden, Switzerland, Togo, Tunisia, Turkey, 
United Kingdom, United Republic of Tanzania, United 
States of America, Uruguay, Yemen, Yugoslavia, Zaire 
(51). Representatives of seven intergovernmental orga- 
nizations and 30 non-governmental organizations also 
attended the session of the Committee of Experts as 
observers. The list of participants follows this Note. 

Discussions were based on the document entitled 
"Model Provisions for National Laws" (hereinafter 
referred to as "the memorandum"). The document 
entitled "Provisions in the Paris, Berne and Neigh- 
boring Rights Conventions," which had been prepared 
for the session, was not discussed by the Committee of 
Experts and it was agreed that it would be considered at 
a future session. 

In the field of counterfeiting, the International 
Bureau of WIPO has twice convened a committee of 
experts in industrial property law (under the title 
"Committee of Experts on the Protection Against 
Counterfeiting"), namely, in 1986 and 1987. ' In the field 
of piracy, it has held two worldwide forums, namely, the 
WIPO Worldwide Forum on the Piracy of Sound and 
Audiovisual Recordings and the WIPO Worldwide 
Forum on the Piracy of Broadcasts and of the Printed 

Word, in 1981 and 1983, respectively.2 Furthermore, 
two committees of experts in copyright and neighboring 
rights law, jointly convened by WIPO and Unesco, have 
given special attention to measures against piracy, 
namely, those on "Audiovisual Works and Phono- 
grams" (June 1986) and on "The Printed Word" 
(December 1987). 

Both kinds of committees of experts expressed their 
advice on draft model provisions (in the case of coun- 
terfeiting) or on draft "principles" (in the case of piracy), 
both intended to achieve the following two main aims: 
(i) to make legislators, governments and the general 
public aware of the need to combat counterfeiting and 
piracy, and (ii) to create material that should be useful to 
those who prepare national laws, and to those who 
adopt them, when they consider what provisions 
national laws should contain as measures for effectively 
and efficiently combating counterfeiting and piracy. 

It is believed that henceforth questions of counter- 
feiting and piracy should be considered not only sepa- 
rately but also together since they are germane as to their 
legal nature and since the measures for combating coun- 
terfeiting and piracy are similar. It is for this reason that 
the model provisions for national laws submitted to the 
Committee of Experts concerned counterfeiting and 
piracy. 

During the general debate, delegations taking the 
floor welcomed the extended scope of the model provi- 
sions and underlined the importance they attached to 
WIPO's work in the struggle against counterfeiting and 
piracy, as well as the need to continue its efforts in 
parallel with those carried out in other international 
bodies. 

Following the general debate, participants undertook 
a detailed study of the memorandum. 

I. Model Provisions 

Each of the four Articles (A, B, C and D) of the model 
provisions proposed by the International Bureau and 
the corresponding extracts from the report of the 
meeting are quoted hereafter. 

* Prepared by the International Bureau. 
1 For the Notes concerning the two sessions of this Committee of 

Experts, see Industrial Property, 1986, pp. 328 et seq., and 1987, pp. 401 
et seq. 

- For the Notes concerning the two worldwide forums in the field of 
piracy, see Copyright, 1981, pp. 145 et seq., and 1983, pp. 143 et 
seq. 
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Counterfeiting and Piracy. Article A(l) of the draft 
model provisions read as follows: 

(1) Manufacturing as an Act of Counterfeiting. The 
manufacturing, or the preparation of the manufacturing, of 
goods 

(i) that bear, or are accompanied by, a two-dimensional 
sign (word(s), letter(s), number(s), color(s), graphic 
representations), etc.), or whose form or packaging 
consists of three-dimensional features, that is or are a 
reproduction or a slavish or near-slavish imitation of a 
protected two-dimensional or three-dimensional 
trademark, provided that the goods are of the same or a 
similar kind as any of the goods for which the 
trademark is protected or, even where the goods are of a 
different kind, that there is a danger of confusion 
regarding the origin of the goods, 

(ii) that bear, or are accompanied by, a graphic represen- 
tation, or whose form or packaging consists of three- 
dimensional features, that is or are a reproduction or a 
slavish or near-slavish imitation of a protected indus- 
trial design, 

(Hi) that have an appearance or a packaging which, even if 
not protected as a trademark, an industrial design or by 
copyright, is identical with or confusingly similar to the 
appearance or packaging of goods known in commerce 
as an appearance or packaging of goods of a given 
enterprise, 

(iv) that embody the subject matter of a protected invention 
or were produced by using a protected invention, 

shall constitute an act of counterfeiting, provided that such 
goods are manufactured on a commercial scale and without 
the authorization of the owner of the right in the trademark, 
industrial design, appearance, packaging or invention, as 
the case may be (hereinafter referred to as "counterfeit 
goods"). A licensee may grant the authorization, if and to 
the extent that he is entitled to do so pursuant to his 
contractual or compulsory license, as the case may be. 

The corresponding extract from the report reads as 
follows: 

One delegation proposed that subparagraph (i) of this 
paragraph cover not only the case of trademarks but also 
that of indications of source and appellations of origin, and 
that the use of such indications or appellations be 
considered an act of counterfeiting even where they were 
accompanied by a delocalizing term. A number of other 
delegations also considered that the question of indications 
of source and appellations of origin should be dealt with by 
the model provisions. Those delegations considered, 
however, that the drafting submitted by the delegation that 
made the proposal was not adequate, and that paragraph 
( 1 )(i) was perhaps not the proper place for dealing with the 
question, which in various respects could not be assimi- 
lated to the case of trademarks. In that connection, the 
Secretariat pointed out, by way of example, that the matter 
of delocalizing terms was characteristic of appellations of 
origin, and that it could not, in principle, relate to trade- 
marks. Another delegation drew attention to the fact that 
appellations of origin, unlike marks, had authorized users 
but not owners, and that the case of the authorization of the 
owner provided for at the end of paragraph (1) was not 
applicable to them. 

In reply to a question from a delegation that raised the 
problem of appellations of origin that had become generic, 
it was mentioned that the model provisions were not a 
treaty intended to be substituted for national legislation, 
and that it was for the national authorities to decide 
whether or not a term was generic. It was also pointed out 
by the Secretariat that the same was true of signs that could 
constitute trademarks, which might vary according to the 
various national laws. 

Some delegations considered that the provision 
according to which there was counterfeiting "even where 
the goods are of a different kind" (eighth and ninth lines of 
paragraph (l)(i)) was too broad and that, if its purpose was 
to cover the case of marks of high reputation, it would be 
better to refer expressly to such marks. 

Another delegation considered that it was not appro- 
priate, in the case considered in the last part of paragraph 
(l)(i), to require the existence of a danger of confusion. In 
the opinion ofthat delegation, there was always counter- 
feiting in the case considered, even where the counterfeit 
mark was accompanied by an expression that revealed the 
true origin of the product. 

With regard to Article A( 1 )(ii), one delegation proposed 
that the wording ofthat provision be amended by substi- 
tution of the words "that incorporate" for the words "that 
bear, or are accompanied by." 

In reply to a question from a delegation on the subject of 
Article A(l)(iii), the Director General explained that the 
protection of the appearance of the product was a new 
concept that it was necessary to take into account, in view 
of the fact that the existing categories of intellectual 
property rights did not permit all cases to be covered. 

A number of delegations and representatives of non- 
governmental organizations declared themselves in favor 
of the adoption of a provision such as that appearing in 
Article A(l)(iii), since the protection of the appearance of 
the product was necessary to combat all forms of counter- 
feiting. Some delegations were, however, of the opinion 
that the case considered did not constitute an act of coun- 
terfeiting in the strict sense, and that it should be included 
in a special provision that grouped all the cases in which 
there were no protected rights. It was mentioned in that 
connection that there were a number of countries in which 
such cases could be covered by unfair competition law, 
which consequently required the existence of misconduct 
on the part of the perpetrator of the act, which in turn 
would establish his liability. 

Other delegations considered it premature to introduce 
a provision such as that proposed in paragraph (lXiii), and 
that there were not yet enough elements to define the new 
concept. Those delegations considered that the paragraph 
was drafted in too broad terms; for instance, misgivings 
were expressed regarding the fact that a right could be 
created by the sole fact of the appearance of a product 
being known in commerce, and that there were not 
enough elements available for the definition of the new 
concept. 

It was emphasized in that connection that it was a 
question above all of agreeing on the principle and of 
establishing whether there was a desire to go beyond the 
recognized categories of industrial property. It would be 
unfair not to regard as coming under the heading of coun- 
terfeiting those cases that were not covered by industrial 
property rights, and so it would be necessary to consider the 
question of the element of intent in greater depth. 
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Some delegations also asked for explanations on 
points of terminology, while two delegations, supported 
by others, asked for amendments to be made to para- 
graph (lXiii)- 

One delegation asked that the proviso at the beginning 
of the subparagraph ("even if not protected as a trademark, 
an industrial design or by copyright") be placed at the end 
of that subparagraph. In support of the request it was 
mentioned that the proviso was intended to apply not to 
the appearance or packaging of the counterfeiter's goods, 
but to the appearance or packaging of the goods that had 
been counterfeited. 

Another delegation pointed out that, if paragraph 
(lXiii) was retained, its wording should be aligned on that 
of paragraph (lXi) and (ii), particularly with respect to the 
use of the expression "a reproduction or a slavish or near- 
slavish imitation." 

Paragraph (l)(iv) gave rise to a protracted discussion on 
the question of whether it was appropriate to deal with the 
case of inventions in the context of model provisions on 
counterfeiting. It was pointed out in that connection that 
there was a difference between the infringement of a patent 
and the problem of counterfeiting as contemplated in the 
model provisions, and that one could not envisage the 
counterfeiting of patents in the same sense as that in which 
the term was used in the provisions; for instance, a patent 
could be infringed (for which the French term was also 
"contrefait") where the appearance of the product to which 
the infringing patent related was completely different. In 
that particular case, therefore, it was not a question of 
comparing goods. 

A number of delegations and representatives of non- 
governmental organizations declared themselves in favor, 
for the reasons given, of the deletion of paragraph (l)(iv) 
and of any reference to protected inventions. 

However, several other delegations and representatives 
of non-governmental organizations declared themselves in 
favor of the retention of paragraph (l)(iv), and pointed out 
in particular that the model provisions merely offered solu- 
tions, and that each country was free to accept them or not. 
One of the delegations asked for confirmation to be given 
that the term "protected invention" covered not only the 
case of inventions protected by patents but also that of 
inventions protected by inventors' certificates; it also 
asked for paragraph ( 1 Xi v) to be completed with the words 
"or protected plant variety." That request was supported 
by another delegation, which asked for account to be taken 
also of the case of the topographies of semiconductors, and 
by the representative of one non-governmental organi- 
zation. One delegation on the other hand declared its oppo- 
sition to the inclusion of protected plant varieties, consid- 
ering that any enumeration would be bound to be incom- 
plete, and that it was preferable to retain solely the general 
term "protected invention." 

Another delegation proposed that the word "embody" 
in paragraph (l)(iv) be preceded by the words "wholly or 
partly." 

The Chairman concluded by noting that a majority had 
emerged in favor of the retention of paragraph (l)(iv), and 
that each country would naturally be free to draw inspi- 
ration from the provision or to ignore it. 

With regard to the last part of Article A(l), there was 
some discussion as to whether or not the definition of 
counterfeiting should embody the condition that the goods 
be manufactured on a commercial scale. 

One delegation pointed out that the condition certainly 
raised a number of questions. Should one therefore deduce 
that all activities of a craft nature were excluded from the 
purview of counterfeiting? The same delegation also 
pointed out that, if the quantity produced really had to be 
taken into consideration, the same quantity did not have 
the same meaning depending on the type of activity 
contemplated. 

One delegation expressed the opinion that the concept 
of commercial scale should be interpreted in a broad sense, 
and that occasional acts, such as the distribution free of 
charge and the putting into circulation of small quantities 
of counterfeit goods, also constituted counterfeiting. The 
same opinion was held by other delegations and represen- 
tatives of non-governmental organizations. 

Several delegations were of the opinion that the 
expression "on a commercial scale" should be replaced 
with "for commercial purposes." 

However, one delegation pointed out that the criminal 
law of its country did not allow it to subscribe to that 
proposal, as it did not recognize purposes of an act as being 
capable of constituting an offense, and that under such 
circumstances it was preferable to say nothing at all. 

The representative of a non-governmental organization 
pointed out on the other hand that, in the great majority of 
national laws, the expression "for commercial purposes" 
was the most widely used. 

One delegation, for its part, considered that there could 
be counterfeiting even where the manufacture was not on a 
commercial scale and even if there was no direct financial 
gain. 

One delegation, supported by several other delegations, 
proposed that counterfeiting should not presuppose 
production on a commercial scale, but rather that it be 
made subject to the existence of direct or indirect 
commercial advantages or for a personal financial gain. 

The Secretariat pointed out that the question under 
discussion was the crucial point in the Article concerned, 
that the concept of "commercial scale" was an objective 
criterion, whereas intent, on the contrary, was a subjective 
criterion that was difficult to evaluate, and that reference to 
financial gain did not seem very appropriate. In any event, 
what was necessary was that one find a criterion whereby 
the difference could be established between a mere 
violation of industrial property rights on the one hand and 
counterfeiting on the other. 

The Chairman concluded the discussions on this 
question by pointing out that they had revealed a certain 
tendency to prefer a wording somewhat different from that 
proposed in the draft, and that all the observations that had 
been made would be taken into consideration when a new 
version of the model provisions and of the accompanying 
observations was drafted. 

With regard to the provision according to which the 
existence of an act of counterfeiting was subject to the fact 
of the goods being manufactured without the authorization 
of the owner, one delegation wondered in what country the 
authorization concerned had to have been given, and 
whether one should consider it to be the country in which 
the act had been committed. 

In that connection one delegation mentioned that, in 
terms of its national legislation, there was no unlawful use 
where there was authorization. 

Another delegation expressed the fear that the last 
sentence of Article A(l), which provides that in certain 
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cases a licensee may grant the authorization, might have 
the effect of authorizing parallel imports. That delegation 
consequently expressed the wish that all reference to 
licenses be omitted. 

At the end of the discussions, the Secretariat stated that 
it considered not to retain the last sentences of Article A(l), 
(3)(a) and (3)(b) and that it would explain its reasons in the 
observations. It further stated that the model provisions 
had no effect on parallel imports and that it was up to each 
country to decide how to treat parallel imports. 

Counterfeiting and Piracy. Article A(2) of the draft 
model provisions read as follows: 

(2) Manufacturing as an Act of Piracy. The manu- 
facturing, or the preparation of manufacturing, of copies 

(i) of protected literary and artistic works, 
(ii) of fixations of protected performances, 
(Hi) of protected phonograms, 
(iv) of protected broadcasts, 
shall constitute an act of piracy, provided that such copies 
are manufactured on a commercial scale and without the 
authorization of the owner of the right in the protected work, 
performance, phonogram or broadcast, as the case may be 
(hereinafter referred to as "pirate copies"). A licensee may 
grant the authorization, if and to the extent that he is 
entitled to do so pursuant to his contractual, compulsory or 
statutory license, as the case may be. 

The corresponding extract from the report reads as 
follows: 

Some delegations and representatives of observer orga- 
nizations proposed that, in the opening lines of Article 
A(2), the word "manufacturing" should be replaced by the 
word "reproduction" and/or "duplication," because the 
latter words corresponded better to the terminology of 
copyright and so-called neighboring rights. One delegation, 
however, was in favor of retaining the word "manufac- 
turing" which, in its view, was a correct expression in the 
context of the definition of piracy. 

One delegation suggested that architectural plans 
should be mentioned separately in Article A(2). Another 
delegation proposed the same in respect of protected works 
fixed on sound and visual supports and, still another dele- 
gation, in respect of photographs. In answer to those 
proposals, it was stated that all those productions were 
covered by the definition of literary and artistic works 
under the Berne Convention and, consequently, were 
covered by point (i) of Article A(2). 

Some delegations proposed that computer programs 
should be considered to be covered by Article A(2) as a 
category of literary and artistic works and that this should 
be made clear, at least, in the comments to the article. 

Another delegation expressed the view that it would be 
premature to include any such statements in the model 
provisions or in the comments because the question of the 
appropriate kind of protection for computer programs had 
not been answered definitely at the international level and 
the final results of the discussions on the protection of 
integrated circuits would also have to be taken into 
account. 

One delegation informed the Committee that, in its 
country, phonograms were considered to be the results of 
creative efforts and, therefore, were protected as works by 
the Copyright Act. 

Another delegation suggested that the list contained in 
Article A(2) should be presented without being divided 
into four points; thus, the repetition of the word 
"protected" could be avoided. 

Several comments were made concerning the notion of 
manufacture on a "commercial scale" as one of the 
elements of the definition of piracy. Some delegations and 
representatives of observer organizations were in favor of 
retaining that element, while other delegations and repre- 
sentatives of observer organizations suggested that it 
should be replaced by a condition according to which 
manufacturing (or reproduction or duplication) should be 
made for commercial purposes or, according to a more 
detailed proposal, for indirect or direct commercial or 
financial advantages. 

Finally, one delegation proposed that unauthorized 
manufacturing of copies should be considered piracy 
whether it was done on a commercial scale or for 
commercial purposes. Several delegations and representa- 
tives of observer organizations supported this proposal. 

Several delegations and representatives of observer 
organizations were in favor of an extensive interpretation 
of "commercial scale" and/or "commercial purposes." 
Some of them stressed that the avoidance of the obligation 
of payment should also be considered a commercial or 
financial advantage. 

One delegation added that not only commercial or 
financial advantages, but also other advantages, should be 
recognized as a significant condition. 

Representatives of some international non-govern- 
mental organizations expressed the view that, although 
isolated personal and private copying might not have to be 
qualified as piracy, widespread internal copying (for 
example, in public institutions or private companies) 
should be covered by the definition of piracy. 

Several other delegations and representatives of 
observer organizations stressed that the definition of 
piracy should be restricted to the most serious infringe- 
ments and, thus, any excessive interpretation of 
"commercial scale" and/or "commercial purposes" should 
be avoided. 

One delegation underlined that not only the interests of 
the owners of rights but also public interests should be 
taken into account when defining piracy. The delegation 
added that, in that respect, the special interests of devel- 
oping countries should also be considered. 

Some delegations and representatives of several inter- 
national non-governmental organizations suggested that 
the definition of piracy should not be restricted to the most 
serious infringements of the right of reproduction but be 
extended to such infringements of the right of broad- 
casting, the right of communication to the public and the 
right of public performance. In this connection, reference 
was made to certain types of infringements—such as, the 
unauthorized interception and distribution of programs 
transmitted by satellites, the widespread distribution and 
use of unauthorized decoders for the reception of encrypted 
programs, the unauthorized use of works in cable-origi- 
nated programs, the unauthorized public performance of 
works included in vidéocassettes—which were considered 
serious enough to be covered by the definition of piracy. 

The Director General stated that, in view of the general 
wish that the next draft should also deal with piracy in case 
of broadcasting and other public communications, the 
Secretariat would prepare draft provisions to that effect. 
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Counterfeiting and Piracy. Article A(3) of the draft 
model provisions read as follows: 

(3) Additional Acts of Counterfeiting and Piracy. 
(a) In addition to the acts referred to in paragraphs (I) and 
(2), the following acts shall constitute acts of counterfeiting 
or piracy: 
(i) the packaging or the preparation of packaging, 
(ii) the exportation, importation and transit, 
(Hi) the offering for sale, rental, lending or other distri- 

bution, 
(iv) the sale, rental, lending or other distribution, 
(v)   the possession, with the intention of doing any of the 

acts referred to in items (i) to (iv), above, 
of counterfeit goods or pirate copies, provided that the act is 
committed on a commercial scale and without the authori- 
zation of the owner of the right in the trademark, industrial 
design, appearance, packaging, invention, literary or 
artistic work, performance, phonogram or broadcast, as the 
case may be. A licensee may grant the authorization, if and 
to the extent that he is entitled to do so, pursuant to his 
contractual, compulsory or statutory license, as the case 
may be. 

(b) The affixing of a sign, being a reproduction or a 
slavish or near-slavish imitation of a protected trademark, 
on goods or on their packaging, or any preparatory step 
towards such affixing, by anyone who has not been autho- 
rized by the owner of the protected trademark shall also 
constitute an act of counterfeiting. A licensee may grant the 
authorization, if and to the extent that he is entitled to do so 
pursuant to his contractual license. 

The corresponding extract from the report reads as 
follows: 

With regard to the additional acts of counterfeiting and 
piracy, which are listed in paragraph (3)(a), one delegation 
asked whether one should not introduce the concept of 
intent, and lay down the principle according to which the 
acts concerned could not constitute acts of counterfeiting 
or piracy unless they were committed deliberately. 

One delegation considered that such other acts should 
be limited and that no account should be taken of them 
unless there was violation of a right, whereas another dele- 
gation wished to have broadcasting, reproduction and 
performance without the authorization of the owners of 
rights included among those acts. 

The question of transit gave rise to a long exchange. 
Some delegations were of the opinion that it was preferable 
to delete any reference to transit. They pointed to the fact 
that goods that could not be regarded as counterfeit goods, 
either in the exporting country or in the importing country, 
might, according to the proposed provision, give rise in the 
country of transit to measures that were directed against 
counterfeit goods if the conditions for them to be 
considered such were fulfilled in that country. 

It was considered, moreover, that it was going too far to 
involve transport firms in matters of counterfeiting, 
whereas one delegation pointed out that its criminal code 
provided for a presumption of bad faith on the part of the 
transporter of counterfeit goods. 

Another delegation recalled that it had already laid 
emphasis at the previous year's session on the practical 
difficulties associated with controlling the transit of coun- 
terfeit goods. 

It was indicated that the model law being drawn up by 
the Customs Co-operation Council did not deal expressly 
with the problem of transit, but that the experts regarded 
the provisions of that law as referring to transit by impli- 
cation. 

Other delegations, supported by the representatives of 
several non-governmental organizations, spoke in favor of 
retaining the reference to transit, which could provide the 
possibility of taking action in a country of transit against 
goods that were not considered counterfeit goods either in 
the country in which they had been manufactured or in the 
country to which they were being exported. 

The Director General stated that the next draft, if there 
was one, would probably make it clear that seizure and 
possible other conservatory measures could be applied not 
only in the country in which the counterfeit goods or pirate 
copies had been manufactured or were being sold or 
otherwise exploited, but also in the country in which those 
goods were in transit, provided that, under the laws of the 
latter country, the goods would have been considered 
counterfeit or the copies would have been considered 
pirate copies had they been manufactured there (namely, in 
the country of transit). The person responsible for the 
transit would have to submit to such conservatory 
measures even if he did not know or would have no reason 
to know that the goods were counterfeit or the copies pirate 
copies; on the other hand, he would be liable for damages 
or to penalties only if he knew or should have known that 
the goods were counterfeit or the copies pirate copies. 

With regard to Article A(3)(b), one delegation was of the 
opinion that the paragraph should cover not only the case 
of the affixing of a sign on goods or on their packaging, but 
also the case of the manufacture of the sign and of the 
packaging. That opinion was shared by the representative 
of one non-governmental organization, who wished to 
draw attention to the fact that the manufacture of a set of 
labels was in itself an act of counterfeiting, as labels could 
be sold individually. Another delegation also supported 
that view, but pointed out at the same time that one could 
regard the expression "any preparatory step towards such 
affixing" as including the manufacture of the sign and the 
packaging. In that connection it was noted that the manu- 
facture of the packaging corresponded exactly to the 
expression "preparation of the packaging" which appeared 
in paragraph (3)(a)(i). 

Some delegations wondered why the condition that the 
act be committed on a commercial scale, which appeared 
in the previous paragraphs, did not appear in paragraph 
(3)(b). The Secretariat replied that the affixing was unlikely 
to be done in any connection other than a commercial one, 
but that one could naturally consider introducing the 
commercial scale concept, which incidentally was a 
controversial point, in that paragraph also. 

It was discussed whether, in the case contemplated in 
paragraph (3)(b), there existed an act of counterfeiting 
regardless of the goods on which the affixing of the sign 
occurred. 

One delegation stated its opinion that identical or 
similar goods had to be involved; other delegations on the 
other hand considered that, in the case in point, protection 
should exist irrespective of the nature of the product. 

It was pointed out that the principle of protection for 
identical or similar goods was correct, but that it was 
necessary to set aside the case of marks of high reputation. 
In that connection one delegation pointed out that the text 
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of paragraph (3)(b) should therefore be brought into line 
with that of the last five lines of paragraph (l)(i). 

Conservatory Measures. Article B of the draft model 
provisions read as follows: 

(l)(a) At the request of the natural person or legal entity 
claiming to be injured or to be threatened to be injured by an 
act of counterfeiting or piracy (hereinafter referred to as "the 
requesting party"), any court or law enforcement authority 
shall, if it suspects that an act of counterfeiting or piracy has 
been committed or is likely to be committed, order or take 
the measures it deems necessary in order to: 

(i) prevent the committing or the continuation of the 
committing of acts of counterfeiting or piracy, 

(ii) secure evidence as to the nature, quantity, location, 
source and destination of the goods suspected to be 
counterfeit goods or of the copies suspected to be pirate 
copies, and/or as to the identity of the person suspected 
to have committed or to be likely to commit acts of 
counterfeiting or piracy. 

(b) Any court or law enforcement authority may, if it 
suspects that an act of counterfeiting or piracy has been 
committed or is likely to be committed, order or take ex 
officio any of the measures referred to in subparagraph 
(a). 

(c) Any of the measures referred to in subparagraph (a) 
shall be taken by a law enforcement authority either with the 
prior authorization of the court or subject to the court's 
subsequent ratification. 

(2) The possible measures shall be, inter alia, the 
following: 

(i) seizure of the goods suspected to be counterfeit goods or 
of the copies suspected to be pirate copies, 

(ii) sealing of the premises where the goods suspected to be 
counterfeit goods or the copies suspected to be pirate 
copies are manufactured, packaged, stored or located, 
in transit, or where the said goods or copies are being 
offered for sale, rental, lending or other distribution, or 
where the manufacturing or packaging of the said 
goods or copies is being prepared, 

(Hi) seizure of the tools that could be used to manufacture or 
package the goods suspected to be counterfeit goods or 
the copies suspected to be pirate copies, and of any 
document, accounts or business papers referring to the 
said goods or copies, 

(iv) ordering the termination of the manufacture, pack- 
aging, exportation, importation, transit, offering for 
sale, rental, lending or other distribution or the sale, 
rental, lending, other distribution or possession, with 
the intention of placing them on the market, of the 
goods suspected to be counterfeit goods or of the copies 
suspected to be pirate copies, 

(v) ordering disclosure of the source of the goods suspected 
to be counterfeit goods or of the copies suspected to be 
pirate copies, refusal to comply with such an order 
being subject to the payment of a fine. 

(3) The court authorizing or ratifying the measure of the 
law enforcement authority must find that the acts 
committed or likely to be committed may reasonably be 
suspected of constituting acts of counterfeiting or of 
piracy. 

(4) The court or the law enforcement authority shall 
cancel the measure if the requirement set forth in paragraph 
(3) is no longer fulfilled. 

(5) The court or the law enforcement authority shall, 
where it deems it necessary, order that the requesting party 
post a bond. 

(6) The court or the law enforcement authority may 
order or take the measure even without offering the person 
who may suffer prejudice as a consequence of the measure 
any opportunity to be heard before it is ordered or taken. 
Such an opportunity shall be offered as soon as practicable 
after the measure has been ordered or taken. 

(7) Where the measure has been taken by a law 
enforcement authority and where no appeal has been lodged 
by the person who may suffer prejudice as a consequence of 
that measure, the requesting party must ask for the court's 
approval within a maximum period of [one month] [10 
working days] from the date on which the measure was 
taken. If approvalis not sought during the said period, orifit 
is refused by the court, the measure shall be cancelled by the 
authority that took it. 

(8) If the court finds that there was no act of counter- 
feiting or of piracy, the requesting party shall be liable for the 
damages caused by the measure. 

The corresponding extract from the report reads as 
follows: 

A number of delegations underlined the essential 
importance of the conservatory measures provided for in 
Article B. It was pointed out that these measures were 
indispensable in order to effectively suppress acts of coun- 
terfeiting and piracy. 

Several delegations sought clarification on whether the 
conservatory measures contained in Article B were 
intended to be available in both civil and criminal 
proceedings. It was pointed out that the wording of some of 
the provisions of Article B would be inappropriate under 
the criminal law and procedure of certain countries; for 
example, the criminal procedure of certain national legal 
systems would only permit the use of conservatory 
measures in respect of crimes that had actually been 
committed, and not in respect of imminent criminal 
action. In certain legal systems, it would also be difficult to 
secure the sealing of premises (Article B(2)(ii)) in respect of 
criminal actions. In some countries there was also a priv- 
ilege against self-incrimination which would render it 
difficult to enforce an order to secure evidence against an 
accused person (Article B(lXa)(ii)). Likewise, it might be 
inappropriate to use the word "suspects" in respect of a 
court in a criminal proceeding (Article B(l)(a)), since a 
court acted on the basis ofprima facie evidence, and it was 
the prosecuting party who suspected. 

A number of delegations stated that some difficulties 
arose with respect to Article B as a result of the attempt to 
include in it provisions covering differing sorts of admin- 
istrative and legal proceedings, such as civil actions, 
criminal prosecutions, and customs and other adminis- 
trative proceedings. One delegation pointed out that this 
raised the fundamental question of what was sought to be 
achieved in Article B. On the one hand, the attempt to 
cover differing sorts of legal and administrative 
proceedings had the advantage of flexibility. On the other 
hand, this flexibility was gained at the expense of ambiguity 
in the interpretation of some of the provisions. Another 
delegation stated that Article B should be considered as 
listing all appropriate conservatory measures which should 
be available in the fight against counterfeiting and piracy, 
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and that the distribution of responsibilities for making 
orders with respect to, or taking, the measures in question 
between various agencies and organs of the State was best 
left for each State to decide. 

One delegation and several representatives expressed 
the desire to have included in Article B a provision to 
safeguard the interests of an accused or a defendant, since 
the measures contained in Article B were properly harsh 
and effective but might implicate an innocent accused or 
defendant. It was pointed out that some measures directed 
at providing a balance in favor of an accused or a defendant 
were already contained in Article B(5), (6) and (8) and that 
further measures in this direction could be mentioned in a 
revised draft or in the relevant notes. 

One delegation also stated that it was necessary to 
include a provision in Article B to ensure that the conser- 
vatory measures contained therein could not be used to 
block or obstruct international trade. 

In respect of Article B(l)(a), several delegations and 
representatives of observer organizations sought clarifi- 
cation as to the meaning of the expression "the natural 
person or legal entity" who was entitled to request conser- 
vatory measures. In particular, it was pointed out that 
licensees, assignees, successors-in-title, associations of 
consumers, societies of authors, and so forth, all had legi- 
timate reason to be included as parties entitled to request 
conservatory measures. It was stated that all those who 
drew their title legitimately from the original owner of the 
industrial property right in question, or who received the 
authority to represent such owner, were intended to be 
included within the expression "the natural person or legal 
entity claiming to be injured or to be threatened to be 
injured." However, it was not intended that this expression 
should extend to entitle a single consumer to request 
conservatory measures. 

One delegation pointed out that the wording of Article 
B(l){a) obligated a court to order or take the measures in 
question in certain circumstances, and that such an obli- 
gation on the part of a court was not in accordance with its 
national law, according to which such measures were left to 
the discretion of the court 

One representative suggested that the word "imme- 
diately" should be inserted in the opening paragraph of 
Article B(lXa) before the words "order or take the 
measures" to emphasize the urgency with which conser- 
vatory measures needed to be taken. 

One representative stated that a provision should be 
added in respect of Article B(l)(aXii) to indicate that 
evidence secured as a result of conservatory measures 
should be able to be exchanged with the appropriate 
authorities in another country in order to enable the 
injured party to effectively suppress the act of counter- 
feiting and piracy in question, since counterfeiting and 
piracy was often organized on an international basis. The 
same applied to the exchange of information among 
various authorities of a given country. 

In respect of Article B(l)(b), a number of delegations 
drew attention to the impossibility in the national laws of 
their countries for a court to order or take measures ex 
officio in civil proceedings. 

In respect of Article B(lXc), a number of delegations 
and representatives stated that the word "court" should be 
replaced by the words "competent authority." In this 
respect, it was pointed out that the requirement of court 
authorization or ratification may, in many cases, be unnec- 

essary, since the nature of the case may be such that an 
administrative agency would be empowered to grant the 
requisite authority or ratification. 

Several delegations and representatives were in favor of 
removing the alternative of prior authorization by the 
court or competent authority for a law enforcement 
authority to take the conservatory measures referred to in 
Article B(lXa). In this regard, it was pointed out that the 
requirement of prior authorization might delay the taking 
of effective action, and that the need for rapid measures 
was paramount to effectively fight counterfeiting and 
piracy. 

It was also suggested by some delegations that, in 
addition to the removal of the requirement of prior autho- 
rization, there may be no need for subsequent ratification 
by a court. Rather, the interests of an accused or a 
defendant could be adequately safeguarded by the 
provision of a right of appeal. 

In respect of Article B(2), one delegation stated that it 
should be made clear that the measures contained in this 
paragraph applied to goods or other relevant items in 
transit. Another delegation recalled its reservation with 
respect to the inclusion of the act of transit. 

One representative suggested that a new subparagraph 
should be added to permit as a conservatory measure an 
order freezing the bank accounts and assets of the 
defendant within the jurisdiction in order to ensure that an 
eventual remedy in damages was not frustrated. 

In respect of Article B(2Xi) one delegation emphasized 
the importance of seizure, stating that over 50% of all anti- 
counterfeiting and anti-piracy operations conducted in its 
country were solved by seizure. After the counterfeit goods 
or pirate copies had been seized, experience had shown that 
the parties to the dispute normally arrived at some under- 
standing, without the necessity of further action. 

It was pointed out by one delegation that the seizure of 
goods required court approval in the national laws of some 
countries. 

It was suggested by the representative of an observer 
organization that forged labels and packaging ought also to 
be subject to seizure. 

In respect of Article B(2)(n), it was pointed out by one 
delegation that the provision should extend to the sealing 
of premises where goods or copies were sold, as well as to 
premises where goods or copies were being offered for 
sale. 

One delegation stated that paragraph (2)<ii), as 
presently worded, was too harsh, and that the alternative of 
the sealing of part of the relevant premises should be 
provided, as well as the possibility of removing infringing 
goods or copies to a bonded storehouse. 

In respect of Article B(2)(iii) one delegation and a 
number of representatives stated that the concept of 
"tools" should be enlarged to include all electronic, 
mechanical and other materials used to manufacture, 
produce, assemble or package goods or copies suspected of 
being counterfeit or pirate, so as to cover all of the stages 
involved in the acts of counterfeiting and piracy. 

One delegation expressed concern at the seizure of tools 
which could be put to a legitimate use, and suggested that 
seizure should only apply to tools which had been specifi- 
cally adapted for use in counterfeiting or piracy, or which 
had actually been used in counterfeiting or piracy. Another 
delegation considered such an approach to be too narrow, 
and that the present provision ought not to*be limited. 
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In respect of Article B(2)(iv) one delegation suggested 
that provision should be added to empower a court to 
nominate a person or official to supervise the implemen- 
tation of the order in question. 

With regard to Article B(2Xv) several delegations and 
representatives stated that the provision on order of 
disclosure should be broadened to include disclosure of the 
channels of distribution of suspected goods or copies, as 
well as the quantity of suspected goods or copies manufac- 
tured or traded. It was pointed out that it was necessary to 
cut off the act of counterfeiting or piracy both upstream, at 
the source, and downstream, at the various commercial 
outlets. 

Several representatives stated that the source of forged 
labels and packaging should also be subject to an order of 
disclosure. 

One representative suggested that it should be made 
clear that information obtained pursuant to an order of 
disclosure should be available for exchange between the 
competent authorities of different countries in order to 
effectively fight counterfeiting and piracy involving inter- 
national dimensions. 

Some delegations expressed difficulty with the notion 
of a fine being imposed in respect of civil proceedings. 
Other delegations pointed out that the laws of their coun- 
tries provided for the possibility of both fines and prison 
sentences in respect of disobedience of a court order in civil 
proceedings, since such disobedience would constitute 
contempt of court. A number of delegations and represen- 
tatives of observer organizations, accordingly, favored 
the inclusion of the alternative of imprisonment or a fine 
for disobedience with the relevant order. Other delega- 
tions considered that the question of the appropriate 
penalty should be left to national laws, rather than 
enumerated. 

A number of delegations considered that the order of 
disclosure should not be available in respect of criminal 
proceedings, since such an order would be incompatible 
with the privilege against self-incrimination. It was pointed 
out by another delegation, however, that the disclosure of 
the source of suspected goods or copies, and of their 
channels of distribution, might not necessarily be incrim- 
inating. It was stated that the interests of the defendant 
could be safeguarded by providing that information 
obtained through such an order could not be used against 
the defendant in any criminal proceedings. 

With regard to Article B(3) it was pointed out by some 
delegations that, in conformity with the suggestion made in 
respect of Article B(l)(c), the word "court" should be 
replaced by the words "competent authority." 

A number of delegations expressed concern at the use of 
the word "suspected" in the provision, and preferred the 
use of another expression, such as "presumed." 

With regard to Article B(4), one delegation sought clar- 
ification as to the person on whose initiative a measure 
would be cancelled by a court or law enforcement 
authority. It was replied that anyone involved in the 
relevant proceedings would be able to request the cancel- 
lation of the measure in question. 

With regard to Article B(5), it was suggested by several 
representatives that a cross-undertaking in damages should 
be available as an alternative to posting a bond. 

It was pointed out that the quantum of the bond 
required should be reasonably related to the commercial 
value of the goods or copies subject to seizure. 

Several delegations stated that the requirement of a 
bond should not be mandatory. It was pointed out that the 
use of the words "where it deems it necessary" seemed to 
remove any mandatory requirement of a bond. 

With regard to Article B(6), a number of delegations 
emphasized the fundamental nature of the right of an 
accused party to be heard and stated that this right should 
not be lightly removed. On the other hand, one represen- 
tative pointed out that ex parte proceedings, which 
contained an element of surprise, had proven to be very 
effective in some countries, and that measures were 
ordered following ex parte proceedings only when there 
was evidence that the accused or defendant was behaving 
dishonestly. 

With regard to Article B(7), a number of delegations 
stated that they did not consider it necessary that a 
requesting party should be required to ask for the court's 
approval in respect of measures which had been taken. The 
interests of an accused or a defendant were adequately 
safeguarded by the possibility of appeal in respect of any 
measure ordered or taken, thus obviating the need for the 
requesting party to seek the court's approval. 

One representative pointed out that the provision did 
not contain any time period in respect of the bringing of an 
appeal by a person who may suffer prejudice as a conse- 
quence of a measure taken. He stated that, if the provision 
in Article B(7) were retained, care should be taken to ensure 
that a requesting party need not seek the court's approval 
until after the expiration of any relevant period allowed for 
an appeal by a prejudiced party. 

A number of delegations and representatives favored 
the specification of a short period (either seven or 10 
working days) for the time during which a requesting party 
must ask for the court's approval of the conservatory 
measures taken. 

One delegation stated that Article B{7) was not in 
conformity with its national law. When a law enforcement 
authority had taken a measure, the alleged infringer could, 
according to that national law, request the cancellation of 
this measure in a summary proceeding. 

With regard to Article B(8), some delegations favored 
the replacement of the word "shall" by the word "may." In 
contrast, a number of other delegations considered that it 
was essential that a requesting party be liable for damages 
caused by any measure which had been taken. In this 
respect, one delegation stated that it was necessary to 
ensure that the provisions concerning conservatory 
measures could not be abused by a requesting party and 
that, therefore, a specific penalty should be provided 
against a requesting party in Article B(8) if it was found by a 
court that there had been no act of counterfeiting or of 
piracy and damages had been caused by the conservatory 
measure taken. 

Civil Remedies. Article C of the draft model provi- 
sions read as follows: 

(1) The natural person or legal entity injured by an act 
of counterfeiting or of piracy (hereinafter referred to as "the 
injured party") shall be entitled to damages for the prejudice 
suffered by him or it as a consequence of the act of counter- 
feiting or piracy, as well as payment of his or its legal costs, 
including lawyer's fees. The amount of the damages shall be 
fixed taking into account the material and moral prejudice 
suffered by the injured party, as well as the profits earned as 
a result of the act of counterfeiting or piracy. 
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(2) Where the counterfeit goods or pirate copies exist, 
the court shall order the destruction of those goods or copies 
and of their packaging, unless the injured party requests 
otherwise. However, where the act of counterfeiting involves 
the violation of trademark rights, and no other rights, and 
where it concerns goods other than goods that may involve a 
risk to life, health or safety, the court may order measures 
other than destruction, provided that the trademark is 
removed from the goods or their packaging and that the 
person having committed the act of counterfeiting derives no 
benefit from the sale or other disposal of the goods. 

(3) Where there is a danger that certain tools may, in the 
future, be used to continue acts of counterfeiting or piracy, 
the court shall order their destruction or their surrender to 
the injured party. 

(4) Where there is a danger that any of the acts of coun- 
terfeiting or piracy may be continued, the court shall 
expressly order that such acts not be committed. 
Furthermore, the court shall fix the amount of the fine to be 
paid where the order is not respected. 

The corresponding extract from the report reads as 
follows: 

It was suggested that it should be specifically mentioned 
that the remedies under Article C were non-exhaustive. 

Several delegations and representatives supported the 
extension of the remedies set out in Article C to include an 
additional measure whereby the successful party in 
proceedings could request the court to order the publi- 
cation of the judgment. It was pointed out that such a 
publication would reduce the detrimental impact of coun- 
terfeiting and piracy on the public, since the public would 
be informed of the fact that counterfeit goods and pirate 
copies had been in circulation. In addition, the publication 
would have serious implications for the reputation of the 
infringer, and would alert all concerned trade and business 
circles of the infringer's illicit activities. In this respect, it 
was also suggested that the order of publication should 
include provision for the judgment to be communicated to 
the local Chamber of Commerce. Publication would also 
constitute an effective measure of dissuasion and deter- 
rence for other potential counterfeiters or pirates. 

One delegation and one representative stated that the 
remedies available in Article C should also be extended to 
include an order requiring an infringer to provide infor- 
mation concerning the sources of supply and channels of 
distribution, as well as the quantity of goods or copies 
manufactured or traded. It was considered necessary that 
such an order of disclosure be available amongst the civil 
remedies in Article C, in addition to being available as a 
conservatory measure in Article B, since there may be cases 
where no conservatory measures were taken in respect of 
counterfeiting or piracy prior to the final action in court 
which led to the award of civil remedies. 

One delegation and a number of representatives also 
suggested the inclusion of a further civil remedy directed at 
facilitating the establishment of proof, particularly in cases 
involving foreign rightholders and licensees. In these cases, 
the problem of proof of title often arose, and the 
requirement of bringing witnesses into the jurisdiction 
could be extremely onerous. The delegation urged that a 
number of options be considered in this respect. First, the 
introduction of presumptions of title, such as the presump- 
tions of authorship contained in Article 15 of the Berne 

Convention, could be considered. Secondly, legal 
presumptions of title, which shifted the burden of proving 
the absence of title to a defendant, could also be considered. 
Thirdly, it might be considered appropriate to include a 
provision whereby properly executed affidavits concerning 
authorship, title or the transfer of rights could be accepted 
in the place of live testimony, except in cases where it was 
proved by a defendant that the affidavits were false. 

One delegation stated that it should be made clear in 
Articles B, C and D that the same procedures for deter- 
mining acts of counterfeiting and piracy should be applied 
to both domestic and foreign acts in order to ensure that 
none of the measures could be used to discriminate against 
imports. Another delegation pointed out that customs 
procedures would not be applicable to wholly domestic 
acts ; it therefore considered that the same standards, rather 
than procedures, should be applied for determining coun- 
terfeiting and piracy in respect of both domestic acts and 
acts involving foreign parties. 

In reply to the general observations concerning Article 
C, the Director General stated that the next draft of the 
model provisions would take into account all of the new 
remedies which it was suggested to be included in order 
that the model provisions provide a pattern of legislation 
which might operate as the most effective deterrent to 
counterfeiting and piracy. 

In respect of Article C(l), a number of different aspects 
of the calculation of damages for the prejudice suffered by 
an injured party were discussed. 

The first aspect concerned the question of damages in 
respect of moral prejudice suffered by the injured party. 
Some delegations sought clarification as to the meaning of 
moral prejudice and indicated that, if moral prejudice were 
to be considered as relating to injury to authors' moral 
rights, they did not agree with its application to counter- 
feiting and piracy. Some representatives pointed out, 
however, that the term "moral prejudice" should be 
considered to include damage to the reputation of the 
injured party, and that such damage was extensive and 
grave in the case of counterfeiting and piracy. It was indi- 
cated, nevertheless, that the quantification of damages in 
this respect posed difficult questions. 

The method of calculation of damages in general was 
discussed by many delegations and representatives. 
Several delegations favored the replacement of the words 
"as well as" in the second last line of the provision by the 
words "and/or." The intent of this modification would be 
to make it clear that the quantum of damages should not 
necessarily include both the loss suffered by the injured 
party and the profits gained by the infringer. Other delega- 
tions favored the possibility of a discretionary statement of 
the basis on which damages should be assessed by the 
court, preferring a method by which the court would take 
into account all material and moral damage caused by the 
act of counterfeiting or piracy, with consideration specifi- 
cally being given to both the loss suffered by the injured 
party and the profits gained by the infringer. 

It was also pointed out by some delegations that, if the 
act of counterfeiting or piracy were stopped in its early 
stages, the amount of damage suffered might be relatively 
small. In such circumstances, it was stated that exemplary 
damages should be imposed to remove the economic 
benefits to the infringer. 

A number of delegations and representatives also 
expressed concern about the difficulty of proving itemized 
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damages. In this respect, attention was drawn to the 
distinction between counterfeiting and piracy, on the one 
hand, and infringement, on the other. Where counterfeiting 
or piracy had been established, it was suggested that the 
jurisdiction of the court should extend to imposing 
damages within a specified range without a requirement of 
proof of actual damage. The injured party should then have 
an option of either proving actual damage or accepting 
damages in a lesser sum without proof of actual damage. 

Extensive discussion also took place concerning the 
inclusion of lawyer's fees to be paid by the infringer. Some 
delegations expressed concern about the possible lack of a 
limit to such fees, and suggested that the infringer should be 
required to pay such fees only when they were necessarily 
incurred by the injured party. On the other hand, many 
delegations pointed out that lawyer's fees were a necessary 
expense which an injured party had to assume in order to 
obtain redress against counterfeiting or piracy. They stated 
that it was, accordingly, entirely proper that lawyer's fees 
should be paid by the infringer. 

Many delegations and representatives also stated that 
the expression "lawyer's fees" ought to be extended to 
require the payment by the infringer of other costs incurred 
by an injured party in obtaining redress against an 
infringer. In this regard, they cited the costs of investigating 
an act of counterfeiting or piracy, the cost of obtaining 
survey and other evidence, of obtaining advice by an 
industrial property counsel, of establishing proof of 
damage, of travel of the plaintiff or his lawyer or industrial 
property counsel and of transporting material witnesses for 
the purposes of litigation. 

With regard to Article C(2), a number of delegations 
considered that the mandatory requirement that the court 
order the destruction of counterfeit goods or pirate copies 
and their packaging was too harsh. They pointed out that 
goods or copies may represent only partial infringements, 
and that consideration should be given to the possibility of 
disposing of goods or copies, rather than destroying them. 
In this respect, it was suggested that a discretion be vested 
in the court to decide on the appropriate measure. 

Several other delegations, however, stated that the 
utmost care should be taken to ensure that no counterfeit 
goods or pirate copies, or the materials for making such 
counterfeit goods or pirate copies, be permitted to re-enter 
circulation. Accordingly, they favored either the 
mandatory destruction of counterfeit goods or pirate 
copies, or the disposal of such goods or copies in such a way 
as to ensure that the infringer could not receive any benefit 
from the goods or copies and that the goods or copies could 
not later be used again for the purposes of counterfeiting or 
piracy. 

With regard to Article C(3), some delegations stated 
that the word "danger" in the first line of this provision 
might be too strong a requirement and favored its 
replacement with the word "possibility." 

One delegation stated that it wished consideration to be 
given to the confiscation by the State of offending tools that 
might have another legitimate productive use. Several 
other delegations, however, considered that, where tools 
had been used in respect of counterfeiting or piracy, it 
should be mandatory that the court order their 
destruction. 

In conformity with comments made in respect of the 
term "tools" in Article B(2){iii), a number of delegations 
suggested that the word "tools" in Article C(3) be replaced 

with the expression "all electronic, mechanical and other 
means used to manufacture, produce, assemble or 
package" counterfeit goods or pirate copies. 

In respect of Article C(4), certain delegations expressed 
concern over the imposition of a fine in respect of civil 
proceedings. Other delegations pointed out that the fine 
would, in this provision, be imposed, not in respect of the 
civil proceedings, but in respect of the disobedience of a 
court order granted in the civil proceedings. The matter 
was, therefore, a question of contempt of court, and 
required a provision. 

Some delegations favored a discretion on the part of the 
court to determine whether a fine or a prison sentence 
would be appropriate in respect of disobedience of an order 
under this provision. 

Criminal Sanctions. Article D of the draft model 
provisions read as follows: 

(1) Any act of counterfeiting or piracy shall constitute an 
offense. Any person who has committed such an act shall be 
punished: 
Alternative A 

(i) where the said act was committed with criminal intent, 
by the same punishment as that provided for theft, 

(ii) where the said act was committed without criminal 
intent, by a fine of... to.... the amount of the fine to be 
fixed by the court taking into account in particular the 
profits earned as a result of the act of counterfeiting or 
piracy. 

Alternative B 
by imprisonment for a period of ...to.... or by a fine of ...to 
.... orbyboth, the amount of the fine to be fixed by the court 
taking into account in particular the profits earned as a 
result of the act of counterfeiting or piracy. 

(2) The court shall, in the case of an act of counter- 
feiting, fix the punishment taking into account any risk to 
life, health or safety that the presence or the use of the 
counterfeit goods may cause. 

(3) In the case of conviction, the upper limits of the 
penalties specified in paragraph (1) may be increased up to 
double where the defendant has been found guilty for an act 
of counterfeiting or piracy in the five years preceding the 
conviction. 

(4) The court shall apply the remedies referred to in 
Article C(2) and (3) also in a criminal proceeding. 

The corresponding extract from the report reads as 
follows: 

In introducing Article D, the Secretariat stated that this 
Article—even more than the other Articles—could only 
provide guidelines for national laws and could probably 
not be enacted as such in any national laws, since provi- 
sions of criminal law usually took into account certain 
well-established national traditions, which considerably 
differed from country to country. The model provisions 
contained in Article D were only guidelines and were not 
exhaustive. On the other hand, certain parts of Article D 
(for example, paragraph (3) concerning cases of recid- 
ivism) might not require enactment in each country 
because they represented general principles which were 
contained in general provisions of criminal law. 
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The need for criminal sanctions in cases of counter- 
feiting and piracy was generally recognized. It was under- 
lined that persons engaged in counterfeiting and piracy 
could be effectively deterred from such action only through 
severe criminal sanctions. 

Several delegations requested that the commentary to 
the next draft state that criminal sanctions for patent coun- 
terfeiting be optional in the context of this model law. The 
reason for this request was that in cases of patent 
infringement complicated technical questions were at 
stake, such as the validity of a patent and the interpretation 
of the claims in order to define the scope of protection of a 
patent. 

The great majority of the delegations who spoke on 
these questions expressed themselves in favor of Alter- 
native B of paragraph (1), in particular because there 
should not be any criminal sanctions in case of counter- 
feiting and piracy without criminal intent. One delegation, 
however, stated that although negligent counterfeiting or 
piracy should be not punishable, criminal sanctions might 
nevertheless be provided for in cases of gross negligence. 

Several delegations expressed the view that the 
comparison of counterfeiting and piracy with theft was not 
always appropriate. On the other hand, it was emphasized 
that, whenever an intellectual property right was infringed, 
there was a violation of property which usually was 
considered as a case of theft. The Secretariat explained that 
the reference to theft was not meant to be understood as an 
assimilation of the act of counterfeiting and piracy with 
theft, but was rather made for the purpose of indicating 
what kind of criminal sanctions should be provided for. In 
this connection, some delegations indicated that, in the 
national laws of their countries, counterfeiting and piracy 
were assimilated to crimes other than theft. 

In connection with a question how to prove the intent 
of the accused infringer, reference was made to the practice 
under certain national laws to conclude from particular 
circumstances—for example, the fact that the accused 
infringer had counterfeit products and tools for their 
manufacture in his possession—that he must have acted 
intentionally; under such circumstances, the accused 
infringer would have to demonstrate his good faith. 

It was underlined that the simultaneous application of 
two criminal sanctions, namely, imprisonment and a fine, 
was appropriate in many cases of counterfeiting and piracy. 
One delegation said this should be left to the criminal 
policy in a country. 

Some delegations considered that profits earned should 
not be taken into account when fixing the amount of a 
fine. 

With respect to paragraph (2), it was stated that acts of 
endangering health or safety might be punishable also 
under other criminal provisions, which in any case should 
remain applicable. 

It was suggested to add among the criminal sanctions 
the publication of the criminal judgment. 

One delegation stated that paragraph (3) was not in line 
with its national policy. There was a tendency to reduce in 
criminal law the provisions solely directed against recid- 
ivism. For the practice in concrete sanctioning this would 
not make any difference. In its national legislation a 
specific provision would be introduced with regard to 
infringements of intellectual property law (especially copy- 
right law), which were committed professionally or 
commercially. 

With respect to paragraph (4), one delegation indicated 
that the remedies referred to in Article C(2) and (3) could 
not automatically be transferred into the criminal law 
because of substantial differences in procedure in criminal 
and civil matters. 

II. Future Work 

In conclusion, the Director General stated that he 
would report to the September 1988 session of the 
Governing Bodies that, unless the Governing Bodies are 
of a different opinion, he would reconvene the 
Committee of Experts in 1989. 
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Studies 

Enforcement of Intellectual Property Rights — 
A Review of the Current Situation in Japan 

from the Viewpoint of the Chemical and Pharmaceutical Industries 

K. ONO* 

The subject of this article is the "Enforcement of 
Intellectual Property Rights," more specifically, how to 
enforce intellectual property rights rapidly and effi- 
ciently. This presentation reviews the current situation 
in Japan from the viewpoint of the chemical and phar- 
maceutical industries and makes some suggestions for 
future consideration. 

According to the statistics, about 1.1 million patent 
applications (including utility models) were made 
worldwide in 1984, and about 0.52 million applications 
were made in Japan in 1986. Generally speaking, elec- 
tronics and machinery companies file many applica- 
tions; some companies file more than 10,000 applica- 
tions in a year. On the other hand, chemical and phar- 
maceutical companies do not file so many applications, 
the maximum being several hundred. Reviewing briefly 
current court decisions in patent infringement cases, it 
can be seen that large companies are seldom involved. 
There has been a tendency for large companies to settle 
patent infringement disputes out of court. Even when 
such cases are brought to court, large companies prefer 
to settle during the proceedings. 

In Japan, electronics industries in particular have a 
well-established custom of seeking out-of-court 
settlement in patent disputes. Electronics companies 
have a policy of granting each other licenses. According 
to representatives of electronics companies, even where 
a company has a patent for a certain device or appa- 
ratus, it is very often possible for other companies to 
develop a device or apparatus that has the same func- 
tions as the subject of the patent. However, this type of 
case is decreasing following the introduction of 
chemical product patents in 1976. Therefore, the manu- 
facturer of such a product has the burden of proof for 
non-infringement. Sometimes the manufacturer 
discloses a process that is clearly free from infringement, 

* Director of Patent and Licensing, R&D Division, Kyowa Hakko 
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This study is the text of a lecture delivered by the author at the 
Symposium on Effective Protection of Industrial Property Rights held 
in Geneva in June 1987. 

but in practice uses the patented process. Such use may 
be discovered by determining the trace amounts of 
contaminants in the product. This method of proving 
infringement may also be employed for a process patent 
for the manufacturing of a known product. In addition, 
when, from the point of view of relevant technology, 
etc., it is highly likely that infringement of a process 
patent has occurred, the court suggests or proposes that 
the alleged infringer should disclose the process 
employed. 

When the filing of a patent application for a process 
is determined, one thing that needs to be carefully 
checked is whether or not infringement of the future 
patent can easily be detected. If it is not easily 
detectable, filing of a patent application would simply 
be disclosure of know-how or a trade secret One of the 
following two measures would then be taken : the first is 
obviously not to file the patent application; the second 
is to file an application but to abandon it at an appro- 
priate time so as not to make it available to the 
public. 

If a patent application is not filed, a competitor 
might file an application for the same subject matter and 
obtain a patent. If the competitor possessing the patent 
alleges infringement against the company which did not 
file an application, the latter may argue non- 
infringement based on the right of prior use, provided 
that it has been using the process continuously without 
infringing. 

However, other companies request licenses, since 
the possession of a license is better than developing a 
product that does not infringe, in view of the delay in 
marketing. In most cases, a license is granted and 
frequently there is cross-licensing in the relevant tech- 
nological field. It is practically impossible for one 
company to satisfy the demand for electronic products. 
Such products have to be supplied by a number of 
companies. By granting each other licenses, the level of 
quality of such products is improved. 

On the contrary, the attitude of companies in fields 
that involve considerable time and expense in product 
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research and development, for example, pharmaceu- 
ticals, agrochemicals, etc., is basically "all or nothing" in 
the enforcement of a patent. 

When people in various industries are asked if they 
have encountered difficulties in discovering 
infringement of patents, they reply that they can 
determine such infringement from the products 
available on the market without any particular difficulty 
when the patent relates to a product, but they have 
difficulty in determining infringment of patents related 
to certain processes or large plants such as nuclear 
reactors, etc. In any event, the difficult thing is not 
finding out the facts, but determining infringement. 

Chemical and pharmaceutical companies often 
develop new processes and improve known processes. If 
the product of a patented manufacturing process is 
novel, it is presumed to have been manufactured by the 
patented process, although the process might have been 
used prior to the filing of a patent application by a 
competitor. However, such prior use is not always the 
case. 

It is said that an abandoned patent application 
related to a certain subject matter is a bar against a later 
application filed for the same subject matter. On the 
basis of this interpretation, many companies, therefore, 
adopt the second measure mentioned above, namely, to 
file and abandon, although there has been no court 
decision on this interpretation. But there is criticism of 
this measure because it runs counter to the principle of 
the patent system. 

The court inspecting the plant of the alleged infringer 
without prior notice may retain the evidence. However, 
this is not compulsory and may be refused by the alleged 
infringer because of the risk of disclosing a trade 
secret. 

Although there are difficulties in determining 
infringement in certain cases, there does not appear to 
be any desire on the part of the industries concerned to 
change the current situation in Japan. The majority of 
people in industry are opposed to the introduction of the 
discovery system prevailing in the United States of 
America; they fear abuse of the system resulting in the 
release of know-how or trade secrets to competitors. It 
may be a typically Japanese attitude to prefer not to 
disclose a trade secret rather than to discover something 
owned by another person. 

Representatives of industry in general appear to be 
opposed to the principle of protection under orders and 
it is probable that they do not like judgments to be made 
about their companies based on a certain number of 
facts which have not been sufficiently disclosed to them 
and which they have not been able to study suffi- 
ciently. 

Generally speaking, an infringement suit at a district 
court takes more than two years and a preliminary 
injunction case takes at least several months, usually 
more than one year, until a decision is taken. When 
asked if they have any complaint about the time 
necessary for court proceedings, representatives from 

various industries reply that they have no particular 
complaint about the time for litigation. One view 
expressed is that the decision of the district court should 
be taken within three years and, in any event, the 
decision of the high court should be taken within five 
years from the commencement of proceedings at the 
district court. 

In most cases of infringement, except in those of 
willful counterfeiting, the issue of infringement is not 
simple but very complicated and it is well known that 
court proceedings are time consuming. Preliminary 
injunction is an effective measure to prohibit acts by an 
alleged infringer that might increase the damage caused. 
However, the court does not immediately grant a 
preliminary injunction, but usually asks the opinion of 
the alleged infringer so as to avoid any abuse of patent 
rights. If such an injunction was granted, the damage 
suffered by a person who had not infringed the patent 
might not be totally compensated, even though a 
deposit is required for preliminary injunction. 

Representatives of electronics companies some- 
times state that, in the end, a grant of injunction after 
more than two years is almost meaningless because the 
lifetime of a product is nowadays very short, and this is 
one of the reasons to seek out-of-court settlement or 
licensing. 

It appears unrealistic to conclude a complicated 
issue of infringement in a rush, and there has never been 
a strong demand for improvement of the court 
proceedings so as to shorten the duration. Any attempt 
by a defendant to postpone court proceedings 
would come up against the directions given by the 
judge. 

Those who have been involved in an International 
Trade Commission case in the United States of America 
complain forcefully that they have not been given suffi- 
cient time and request a due process. 

It seems that the situation and approach of the 
chemical industry, particularly in the fields of pharma- 
ceuticals and agrochemicals, are very different from 
those of the electronics industry. 

As mentioned, the research and development of 
drugs require high expenditure and a lot of time. Pre- 
clinical and clinical trials have to be carried out before 
government approval is obtained and, before hundreds 
and thousands of compounds are synthesized and 
preliminarily tested, a specific compound is subjected to 
such trials. Therefore, a company that has put a new 
drug on the market wants a monopoly of the product so 
as to make sufficient profits to recover the cost of R & D 
and to prepare for future R&D, which is constantly on 
the increase. This position is natural and reasonable. 
Pharmaceutical companies compete with each other in 
R&D and in the marketing of drugs that have the same 
or similar effects; they do not seek an easy settlement, 
but complete enforcement of their rights in cases of 
patent infringement. The question is how pharmaceu- 
tical innovations should be protected by patents and 
other measures. 
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Generally speaking, information on the direction 
followed by companies in the R & D of drugs is 
available. What is to be considered is how to discourage 
all attempts at imitating and free use; therefore, phar- 
maceutical companies are paying more attention to 
patentable subject matter, allowable claims in 
connection with disclosure, interpretation of claims, 
term of protection, protection of data communicated in 
order to obtain government approval, prevention of 
fraudulent use, etc. 

Reviewing the current patent situation in the phar- 
maceutical industry in Japan, it is immediately 
apparent that the introduction of patents for chemical 
products and pharmaceutical compositions is to a great 
extent at the origin of a new order. 

Furthermore, Congress recently adopted a bill 
revising the patent law under which the principle of 
extending the term of patents concerning inventions 
related to drugs will apply as from January 1, 1988. 

Comparative studies are being undertaken so as to 
assess the situation before and after the introduction of 
patents for chemical products and pharmaceutical 
compositions. 

When a drug is being developed by a company, other 
companies do not work on the development of an iden- 
tical drug. Clinical trials must be carried out so as to 
ensure that the drug complies with the regulations 
whether the drug is of domestic or foreign origin. If a 
drug is approved by the government, a six-year period is 
provided to review its effects and side effects; during 
this period, no identical drug developed by other 
companies can be approved without separate and 
comprehensive data similar to that submitted by the 
original company. This period is called "the period of 
the innovator's right," although the name is 
misleading. 

Licensing of a drug between Japanese companies 
seldom takes place, but it may happen when a company 
which has no drugs sales network discovers a new drug. 
Licensing in foreign countries is quite frequent since 
many Japanese companies do not have the capability to 
conduct clinical trials and marketing in foreign coun- 
tries, although attempts are being made to develop 
drugs in foreign countries. Likewise, many drugs 
marketed in Japan through Japanese companies 
originate in foreign countries, even though many foreign 
companies have their own affiliates in Japan through 
which drugs are developed and marketed. 

After the expiration of the period of the innovator's 
right, the so-called "me too" manufacturers may obtain 
approval for the identical drug and market it. "Me too" 
manufacturers are not required to carry out detailed 
tests, but just relatively simple tests; accordingly, then- 
costs are substantially lower than those of the innovator 
and the selling price can be far lower; as a result of 
competition, the innovator has difficulty in recovering 
the R & D cost and in preparing for future R&D. 

The granting of a patent is one measure capable of 
alleviating such difficulties for the innovator. 

Chemical compounds and pharmaceutical composi- 
tions have been patentable since January 1,1976. Before 
that date, drugs were mainly protected by patents for the 
process for the manufacture of the drug's active ingre- 
dient, which is usually a new compound. Even now, 
there are many drugs protected by such patents. 
Therefore, a "me too" manufacturer has to disclose his 
process to the innovator. Since government approval 
granted to the "me too" manufacturer is officially 
published, no more specific evidence is necessary. 

However, in many cases the "me too" manufacturers 
do not infringe the innovators' patents, since "me too" 
manufacturers know very well how to avoid 
infringement. 

It is quite difficult to file patent applications to cover 
all possible processes and research scientists do not like 
to spend their time on such work. 

When a patent application is based on an application 
made in a country where the chemical product 
concerned is patentable, disclosure of the manufac- 
turing process is quite simple and the allowable claim 
for the manufacturing process has a very narrow scope. 
Innovating companies which rely upon genuine R&D 
therefore cannot prevent "me too" manufacturers 
taking advantage of the R & D carried out by the inno- 
vators from marketing the same drug. 

It is well known that a chemical compound can be 
effectively and reasonably protected under a patent for a 
chemical product regardless of the manufacturing 
process, and that the same applies to a pharmaceutical 
composition regardless of the novelty of the active 
ingredient per se. 

All attempts to market the same drug are discour- 
aged until the expiration of the patent. 

There remains the case of whether or not a drug being 
developed would conflict with a patent right owned by 
another company. For example, this problem could 
arise in the case of a compound being developed which 
falls within the scope of compounds covered by a 
general formula corresponding to a patent owned by 
another company. This is not a case of "me too" manu- 
facturing and government approval requires prior pre- 
clinical and clinical trials. If the compound being 
developed is patented, the question of granting a form of 
non-voluntary license may arise, that is to say, a license 
to work one's own patented invention, although such a 
non-voluntary license has never been granted. 

In this connection, it should be noted that this type of 
non-voluntary license is theoretically possible when the 
first patent relates to a chemical product and the second 
patent to a manufacturing process for the product. As a 
principle, such non-voluntary licenses should not be 
granted. For example, even if a "me too" manufacturer 
obtains a process patent for the manufacturing of a 
patented chemical product, he should not be granted a 
non-voluntary license under the chemical product 
patent owned by the innovator. 

It is well known that there are considerable differ- 
ences from one country to another as far as allowable 
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claims based on the disclosures and the interpretation of 
claims are concerned. 

Patent systems worldwide are now moving in the 
direction of harmonization, the idea being to harmonize 
at the international level allowable claims in 
comparison with disclosures and the interpretation of 
claims in order to simplify the patent system and to 
avoid unnecessary competition. It is proposed to carry 
out studies on these questions. In fact, the private sector 
is conducting studies on the comparison of the claims 
allowed for corresponding patent applications in a 
number of countries and in some technological areas. 

Recent R&D concerning drugs need a longer period 
of time. In some cases, government approval is 
obtained more than 10 years after the filing of the 
relevant patent application. A patent right expires 15 
years after publication, but its duration cannot exceed 
20 years after filing, and the term for requesting the 
examination is seven years from the date of filing. 

Taking into account the period for development and 
the subsequent government examination for approval, 
many applications for examination are submitted close 
to the end of the seven-year period so that the eventual 
patent expires 20 years after the date of filing. In other 
words, the aim is to have a patent expire at the latest 
possible time. Nevertheless, protection of a drug after 
the expiration of the six-year period (innovator's right) 
is too short to afford sufficient and reasonable 
profits. 

The revision of the Patent Law provides for the 
possibility of a maximum five-year extension of the 
term of patents granted for pharmaceutical products, 
including chemical products, pharmaceutical composi- 
tions and manufacturing processes. 

It should be noted that the term of a patent for a drug 
can only be extended when the relevant product has 
been approved by the Government more than two years 
after the registration (not the publication) of the patent. 
If registration of the patent is delayed either by a late 
request for examination or opposition after publication, 
government approval of the relevant drug may be 
granted within two years after registration of the patent. 
It is difficult to know when the request for examination 
should be made in order to obtain the longest possible 
patent protection. 

One way of protecting a new drug from "me too" 
manufacturing is to extend the period of the innovator's 
right, which is now six years; however, this period is 
basically the period for reviewing the effects and side 
effects of a drug and not the period for granting the 
innovator an exclusive right. 

Another approach is to consider the data used for 
government approval as trade secrets and to prohibit 
free use by "me too" manufacturers. This may be a very 
effective measure to protect an innovator, but the 
question is the term of such protection. 

The question is also when an injunction can be made. 
In other words, if a "me too" manufacturer tests a drug 
before expiration of the patent with the intention of 

marketing it after the patent's expiration, would this 
constitute an infringement of the patent or not? 

It has been suggested that an injunction should be 
granted when a "me too" manufacturer is carrying out 
certain tests required for government approval. If the 
tests carried out by the "me too" manufacturer before 
the expiration of the patent constitute an infringement, 
the monopoly granted in practice by the patent could be 
extended for one or two years, since even a "me too" 
manufacturer needs this time to complete the necessary 
tests before obtaining government approval. 

Many chemical and pharmaceutical companies are 
interested in biotechnology patents. In the field of phar- 
maceutical products, great hopes are being placed in 
recombinant DNA technology and some such products 
have already been marketed. 

It is interesting to note that, in contrast to the usual 
situation in the pharmaceutical industry, many 
companies are competing in R & D of the same or 
similar products. 

These companies also face the problems mentioned 
above: allowable claims in patent applications in 
comparison with disclosures, the interpretation of such 
claims, and the time to grant an injunction. 

Each company may have its own patent strategy. 
However, if it does not succeed, it will lose a large part of 
its investment devoted to R & D. 

The above is also true for R & D related to new plant 
varieties. 

According to the Japanese Patent Law, where a 
patent concerns a product, import of the product in 
question constitutes infringement of the patent, and 
where a patent concerns a manufacturing process, 
import of the product manufactured by the process also 
constitutes infringement. 

Furthermore, under the customs and tariff laws, the 
director of a customs office may prohibit entry of goods 
that constitute infringement of intellectual property 
rights and the goods are then abandoned, confiscated or 
returned. 

There have been only a few cases in which the import 
of goods is prohibited under this provision. Such a 
prohibition is only made when import of the goods 
clearly infringes an intellectual property right, for 
instance, in the case of counterfeit goods. Prohibition of 
the entry of goods should not be easy under adminis- 
trative procedures, particularly when delicate and 
complex issues are involved. With regard to adminis- 
trative procedures to be implemented for compensation 
granted for infringement of intellectual property rights, 
studies and harmonization at the international level are 
required. 

As mentioned, representatives of various industries 
appear to have no particular complaint about the 
constatation of infringement of intellectual property 
rights and the time taken by legal proceedings. 

However, a number of people have expressed regret 
that legal proceedings do not offer adequate compen- 
sation for the damage caused by infringement of intel- 
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lectual property rights. The damages payable by the 
infringer are often equivalent to the amount payable as 
royalties under a regular license. In addition, the cost of 
legal proceedings is high and is even increasing. 

Infringement proceedings are usually long and some- 
times, when the infringement concerned is complicated, 
the relevant patent expires during the hearing of the 
case. Furthermore, by tradition, the Japanese do not like 
lawsuits. 

Under these circumstances, parties to an 
infringement dispute often seek an out-of-court 
settlement. 

Unfortunately, it cannot be denied that the present 
trend is to act, one way or another, even if infringement 
is probable, and subsequently to seek a settlement if 
warned or sued; at the worst, damages may correspond 
to royalties. Industries may partly be responsible for this 
trend. 

It is essential to ensure that infringement is never 
profitable. The system of intellectual property rights 
should not discourage the owner of a right from exer- 
cising his right appropriately, but should discourage all 
attempts at free imitation and use. 

In this connection, some comments should be made 
on the granting of non-voluntary licenses as a result of 
the non-working of a patented invention. 

According to the Japanese Patent Law, if a patented 
invention has not been worked appropriately for more 
than three consecutive years, the relevant patent must 
be the subject of a non-voluntary license. 

"Working" is defined to include import of the 
relevant product according to the Patent Law. However, 
it is stated that mere import is not "appropriate 
working," since the purpose of the patent system is to 
develop industries. 

Products such as pharmaceuticals may be manufac- 
tured by a single plant in sufficient quantity to satisfy 
global demand and very often the cost of such manu- 
facturing is low so that import of a product may be 
appropriate working. Thus, interpretation of "appro- 
priate working" should be made on a case-by-case 
basis. 

It is considered that a non-voluntary license based 
on non-working should, in any event, be a license to 
manufacture and sell the product or a license to use the 
process, but not a license to import the product. 

Any non-voluntary license should be non-exclusive. 
It should not exclude the patentee from working 
(including importing) the patented invention and 
granting voluntarily a license under the patent. 

Up to now, no non-voluntary license based on non- 
working has been granted in Japan. 

Licensing is deemed to be a form of transfer of tech- 
nology. However, it should be understood that a non- 
voluntary license has nothing to do with transfer of 
technology in its strict sense; a non-voluntary license 
may be a measure against abuse of a patent right, 
although what constitutes abuse is open to discussion; 
however, it does not help to promote or accelerate 

effective transfer of technology. The existence of a non- 
voluntary license system cannot encourage a patentee to 
grant a voluntary license with concrete transfer of tech- 
nology, including the transfer of know-how and trade 
secrets. 

Unrestrained use of the non-voluntary license 
system would in fact hinder the protection of technology 
through the patent system and could lead to the 
repression of the transfer of technology. 

Transfer of technology, whether national or interna- 
tional, is important because it creates industries and 
promotes their development and progress. Transfer of 
technology is made possible through voluntary 
licensing, not non-voluntary licenses, when the tech- 
nology is reasonably and effectively protected. 

It may be necessary to conduct a worldwide study on 
the existence, use and effect (advantages and disadvan- 
tages) of the non-voluntary license system. 

Management of trademarks is another important 
element. It would appear that Japanese companies 
generally follow an estabhshed order in the field of 
trademark management. Of course, there are coun- 
terfeit goods and unfair fraudulent use of famous trade- 
marks and company names, but these do not involve 
advanced technology companies. However, if trade- 
marks or company names are thus used by others, the 
companies concerned certainly follow the necessary 
procedures to terminate such infringement or unfair 
fraudulent use. 

Generally speaking, companies show care when 
selecting a trademark for a new product and their usual 
policy is "register and use." Therefore, many 
companies, particularly pharmaceutical companies, 
have a stock of registered trademarks from which one 
mark is chosen for a new product. Furthermore, 
companies conduct a search of the registered trade- 
marks owned by other companies before using any 
trademark so as to avoid any future problems. 
According to trademark laws, if a registered trademark 
has not been used for a period of three years preceding 
the application for renewal, the registration cannot be 
renewed. Moreover, if a registered trademark has not 
been used for more that three years after registration, 
the registration is subject to cancellation on appeal. In 
the case of appeal, use of the trademark must be proved 
by the owner. 

If an application for registration of a trademark filed 
with intention to use the mark is rejected because it is 
identical or similar to a registered trademark owned by 
another company, the applicant often contacts the 
owner of the registered trademark and requests its 
transfer. If the owner has no particular need of the mark, 
particularly if it has not been used for more than three 
years, it usually agrees to transfer the registered 
trademark. In the absence of agreement, the registered 
trademark will be cancelled upon appeal and the reason 
for rejection of the application will thus be eliminated. 
Compensation for such transfers varies depending upon 
the situation and the kind of industry, but it is generally 
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less than one million yen. Sometimes companies 
exchange their registered trademarks. In this 
connection, it should be noted that a registered 
trademark is effective and the use thereof is prohibited 
until it is cancelled. 

Although it seldom happens, the owner of an unused 
registered trademark who has been requested to transfer 
the trademark may use it immediately after the first 
consultation in order to avoid cancellation of its 
registration and to increase the transfer price. Some- 
times it would be preferable to submit an appeal, con- 
firm registration of the appeal, and request the 
transfer. 

Cases are not always straightforward. Sometimes the 
owner of a registered trademark whose transfer has been 
requested cannot transfer it. For example, the 
trademark in question might be associated with another 
registered trademark that is being used. In such cases, 
the trademark cannot be transferred separately nor can 
it be cancelled, even if it has not been used for more than 
three years. 

A solution in this type of case might be for the 
trademark application which has been rejected by the 
examiner because of similarity to the registered 
trademark owned by another company to be transferred 

to the other company and registered as an associated 
trademark with the said registered trademark; the newly 
registered trademark would then be exclusively licensed 
to the original applicant. 

There are many other situations, and companies 
appear to be prepared to show the necessary flexibility 
to reach amicable solutions. It should be noted that 
there has been a proposal to introduce a system of 
consent. 

Counterfeiting is a problem. The source of manu- 
facture and the system of delivery of counterfeit goods 
are often difficult to determine. It would appear to be 
preferable to request the police department to treat such 
cases as criminal offenses. 

Studies are currently being undertaken on the intro- 
duction of a system of service marks since the latter are 
at present protected under legislation on unfair compe- 
tition. 

It has been generally recognized that the protection 
of intellectual property rights should be considered 
from a global point of view. It goes without saying that 
WIPO's current activities are extremely valuable. In 
fact, there is a close link between the remarks I have 
outlined and WIPO's activities. Future initiatives by 
WIPO are eagerly awaited. 
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Books and Articles 

Book Reviews 

Jogegységesités a nemzetközi iparjogvédelem terfiletén (Unification of 
Law in the Field of International Industrial Property), by Professor E. 
Lontai. Akadémiai Kiadô, Budapest, 1988. — 238 pages. 

The author—who is professor at the Law Faculty of the Eötvös 
Lorànd University (Budapest) and senior researcher at the Institute for 
Legal and Administrative Sciences of the Hungarian Academy of 
Sciences—offers a fairly comprehensive analysis of the present situ- 
ation in the field of industrial property which, in certain respects, goes 
much further than the questions of unification (or rather—and more 
realistically—harmonization) of law. 

In addition to an introduction (Chapter I), the book contains five 
chapters. 

Chapter II—under the title "The International System of Industrial 
Property; the Paris Convention"—deals with the history, the basic 
principles, the main provisions and the administrative aspects of the 
Paris Convention and of the other international industrial property 
treaties. A separate subchapter is devoted to the history, structure and 
activities of WIPO. 

Chapter III is of a more general nature. As its title ("Interests and 
Conflicts of Interests in the Field of Industrial Property") indicates, it 
describes the various interests which have to be taken into account in 
the framework of the protection of industrial property (the special 
interests of creators, the conflicts of interests between competitors, 
between owners of rights and consumers, between private interests and 
the interests of society, between individual countries and regions) and 
presents the methods applied in the international treaties and national 
laws to settle the problems of conflicts of interests. 

The title of Chapter IV is "Actual Trends in the Field of Industrial 
Property." It covers, inter alia, the following subjects: conditions of 
eligibility for patent protection ; inventions excluded from protection ; 
protection of chemical products, microbiological inventions, varieties 
of plants and animals, and software; protection of trademarks and 
appellations of origin; conditions of patent protection; patent proce- 
dures; patents and inventors' certificates; "small patents" (utility 
models); protection of know-how; contracts in the field of industrial 
properly ; industrial property arrangements in regional economic coop- 
eration systems. At the end of the Chapter, the author makes an 
attempt to outline, on the basis of the preceding detailed analysis of 
various developments, certain general trends, such as what he calls an 
erosion of some traditional principles, the growing influence of the 
protection of consumers, the interrelation between industrial property 
protection and the protection of the environment, the promotion of 
innovations as an important element of economic policy. 

Chapter V analyzes the chances of unification of the law of indus- 
trial property. The author stresses that, although direct unification of 
law is possible in certain fields, it is more appropriate to try to reach 
agreement on what he calls a functional unification of law, where the 
aim is to guarantee equal conditions to the partners on the basis of 
differing legal techniques corresponding to various legal approaches. 
He also recognizes that, in many respects, harmonization is a more 
realistic aim than total unification. 

Chapter VI contains certain concrete proposals for the revision of 
the Hungarian legislation on industrial property. 

MF 
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CZECHOSLOVAKIA 

President, 
Office for Inventions and Discoveries 

We have been informed that Mr. Ivan Wiszczor has 
been appointed President of the Office for Inventions 
and Discoveries. 

PERU 

Director of Industrial Property 

We have been informed that Dr. Rômulo Alegre 
Valderrama has been appointed Director of Industrial 
Property. 

TOGO 

Director of Industry and Handicraft 

We have been informed that Mr. Ayayo Ajavon has 
been appointed Director of Industry and Handicraft. 
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Calendar of Meetings 

WIPO Meetings 
(Not all WIPO meetings are listed. Dates are subject to possible change.) 

1988 

September 26 to October 3 (Geneva) Governing Bodies of WIPO and of Some of the Unions Administered by WIPO (Nineteenth Series of 
Meetings) 

The WIPO General Assembly will consider the establishment of an International Register of Audiovisual 
Works. The WIPO Coordination Committee and the Executive Committees of the Paris and Beme Unions 
will, inter alia, review and evaluate activities undertaken since July 1987 and prepare the draft agendas of the 
1989 ordinary sessions of the WIPO General Assembly and the Assemblies of the Paris and Berne 
Unions. 
Invitations: As members or observers (depending on the body), States members of WIPO, the Paris Union or 
the Beme Union and, as observers, certain organizations. 

October 24 to 28 (Geneva) Committee of Experts on Biotechnological Inventions and Industrial Property (Fourth Session) 

The Committee will examine possible solutions concerning industrial property protection of biotechnological 
inventions. 
Invitations: States members of WIPO or the United Nations and, as observers, certain organizations. 

November 7 to 22 (Geneva) Committee of Experts on Intellectual Property in Respect of Integrated Circuits (Fourth Session) 

The Committee will examine a revised version of the draft Treaty on the Protection of Intellectual Property in 
Respect of Integrated Circuits and studies on the specific points identified by developing countries. 
Invitations: States members of WIPO or the Paris Union and, as observers, other States members of the Berne 
Union, as well as intergovernmental and non-governmental organizations. 

November 7 to 22 (Geneva) Preparatory Meeting for the Diplomatic Conference on the Adoption of a Treaty on the Protection of Intel- 
lectual Property in Respect of Integrated Circuits 

The Preparatory Meeting will decide what substantive documents should be submitted to the Diplomatic 
Conference—scheduled to be held in Washington in May 1989—and which States and organizations should be 
invited to the Diplomatic Conference. The Preparatory Meeting will establish draft Rules of Procedure of the 
Diplomatic Conference. 
Invitations: States members of WIPO or the Paris Union and, as observers, intergovernmental organiza- 
tions. 

December 5 to 9 (Geneva) Madrid Union: Preparatory Committee for the Diplomatic Conference for the Adoption of Protocols to the 
Madrid Agreement 

This Committee will make preparations for the diplomatic conference scheduled for 1989 (establishment of 
the list of States and organizations to be invited, the draft agenda, the draft rules of procedure, etc.). 
Invitations: States members of the Madrid Union and Denmark, Greece, Ireland and the United 
Kingdom. 

December 12 to 16 (Geneva) Committee of Experts on the Harmonization of Certain Provisions in Laws for the Protection of Inventions 
(Fifth Session; Second Part) 

The Committee will continue to examine a draft treaty on the harmonization of certain provisions in laws for 
the protection of inventions. 
Invitations: States members of the Paris Union and, as observers, States members of WIPO not members of the 
Paris Union and certain organizations. 

December 12 to 16 (Geneva) Executive Coordination Committee of the PCIPI (Permanent Committee on Industrial Property Information) 
(Third Session) 

The Committee will review the progress made in carrying out tasks of the Permanent Program on Industrial 
Property Information for the 1988-89 biennium. It will consider the recommendations of the PCIPI Working 
Groups and review their mandates. 
Invitations: States and organizations members of the Executive Coordination Committee and, as observers, 
certain organizations. 
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December 19 (Geneva) Information Meeting for Non-Governmental Organizations on Intellectual Property 

Participants in this informal meeting will be informed about the recent activities and future plans of WIPO in 
the fields of industrial property and copyright and their comments on the same will be invited and heard. 
Invitations: International non-governmental organizations having observer status with WIPO. 

1989 

February 20 to March 3 (Geneva) 

April 3 to 7 (Geneva) 

May 1 to 5 (Geneva) 

May 8 to 26 (Washington, D.C.) 

Committee of Experts on Model Provisions for Legislations in the Field of Copyright (First Session) 

The Committee will work out standards in the field of literary and artistic works for the purposes of national 
legislation on the basis of the Berne Convention for the Protection of Literary and Artistic Works. 
Invitations: States members of the Beme Union or WIPO and, as observers, certain organizations. 

WIPO Permanent Committee for Development CooperationRelated to Copyright and Neighboring Rights 
(Eighth Session) 

The Committee will review and evaluate the activities undertaken under the WIPO Permanent Program for 
Development Cooperation Related to Copyright and Neighboring Rights since the Committee's last session 
(March 1987) and make recommendations on the future orientation of the said Program. 
Invitations: States members of the Committee and, as observers, States members of the United Nations not 
members of the Committee and certain organizations. 

WIPO Permanent Committee for Development Cooperation Related to Industrial Property (Thirteenth 
Session) 

The Committee will review and evaluate the activities undertaken under the WIPO Permanent Program for 
Development Cooperation Related to Industrial Property since the Committee's last session (May 1988) and 
make recommendations on the future orientation of the said Program. 
Invitations: States members of the Committee and, as observers, States members of the United Nations not 
members of the Committee and certain organizations. 

Diplomatic Conference for the Conclusion of a Treaty on the Protection of Intellectual Property in Respect of 
Integrated Circuits 

The Diplomatic Conference will negotiate and adopt a Treaty on the protection of layout-designs of integrated 
circuits. The negotiations will be based on a draft Treaty prepared by the International Bureau. The Treaty is 
intended to provide for national treatment and to establish certain standards in respect of the protection of 
layout-designs of integrated circuits. 
Invitations: States members of WIPO or the Paris Union and certain organizations. 

UPOV Meetings 
(Not all UPOV meetings are listed. Dates are subject to possible change.) 

1988 

October 17 (Geneva) Consultative Committee (Thirty-eighth Session) 

The Committee will prepare the twenty-second ordinary session of the Council. 
Invitations: Member States of the Union. 

October 18 and 19 (Geneva) Council (Twenty-second Ordinary Session) 

The Council will examine the accounts of the 1986-87 biennium, the reports on the activities of UPOV in 1987 
and the first part of 1988 and specify certain details of the work for 1988 and 1989. 
Invitations: Member States of UPOV and, as observers, certain non-member States and intergovernmental 
organizations. 

Other Meetings Concerned with Industrial Property 

1988 

October 4 to 7 (Strasbourg) Center for the International Study of Industrial Property (CEIPI): Licensing and Technology Transfer 
Course (second module) 
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November 7 to 11 (Buenos Aires) Inter-American Association of Industrial Property (ASIPI): Congress 

November 28 to December 2 (Strasbourg) Center for the International Study of Industrial Property (CEIPI): The European Patent—Seminar on 
Practical Aspects of Drafting Claims and Oppositions 

December 5 and 6 (Ithaca, New York) 

December 5 to 9 (Munich) 

Cornell University, Department of Agricultural Economics : Animal Patent Conference (Consideration 
of Applicable United States and International Law, Technicalities of Deposit Requirements, Status of 
Animal Science Research into Potentially Patentable Animal Types, Anticipated Impact of Patents on 
Livestock Breeding Sector and Production Agriculture, and Perspectives of Farmers and Those 
Concerned About Ethical Issues Involved) 

European Patent Organisation (EPO): Administrative Council 

1989 

January 23 to 27 (Strasbourg) Center for the International Study of Industrial Property (CEIPI): The European Patent—Seminar on 
Legal Problems 
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