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EDITOR’S KOTE

The first part of the Diplomatic Conference for the Conclusion of a
Treaty Supplementing the Paris Convention as far as Patents are Concerned took
place in The Hague from Junme 3 to 21, 1991, at facilities made available by
the Government of the Netherlands. The present publication contains the
Records of the first part of the Conference. The Records comnsist of the parts
described helow, as well as indexes,

Draft Treat

This part of the Records (pages 11 to 53) reproduces the text of the
draft Treaty (called "“the Basiec Proposal')} as presented te the first part of
the Diplomatic Conference.

Conference Documents

This part (pages 55 to 175) contains two series of documents distributed
before and during the first part of the Diplomatic Conferemce: "“PLI/DC"
{69 documents) and "PLT/DC/INF" (4 documents).

Summary Minutes

This part (pages 177 to 521) contains the summary minutes of the sessions
of the Plenary of the Diplomatic Conference {pages 179 to 227), Main Committee
I (pages 228 to 490) and Main Committee II (pages 491 to 521) that took place
at the first part of the Diplomatic Conference.

Participants

This part lists the individuals who represented member delegations
(pages 525 to 547}, special delegations (page 547}, cbserver delegations
{page 548), intergovernmental organizations other than the World Intellectual
Property Organization (page 549), internatiocnal non-governmental organizations
(pages 550 to 553} and the World Intellectual Property Organization (pages 553
and 554). (The report of the Credentials Committee appears on pages 163 to
167.) This part also lists the officers of the Diplomatic Conference and the
officers and members of the Committees of the Diplomatic Conference (pages 555
to 557).

Indexes
The Records contain six different indexzes (pages 559 to 629).

The first index (pages 561 to 567) lists by number each Article of the
Treaty and Rule of the Requlations under the Treaty, and indicates, under each
of them, the pages where the text of the Article or Rule appears in these
Records, the pages where the written proposals for amendments to the Article
or Rule are reproduced and, finally, the serial numbers of those paragraphs of
the summary minutes which reflect the discussion on the Article or Rule,
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The second index (pages 569 to 581) is an alphabetical list of the States
having the status of "member delegation" showing, under the name of each such
State, where to find the names of the members of its delegation, as well as
the written proposals for amendments submitted and the interventions made on
behalf of that State.

The third index (page 583) is an alphabetical list of the
intergovernmental orgamnizations having the status of "special delegation”
showing, under the name of each such organization, where to find the names of
the members of its delegation, as well as the interventions made on behalf of
that organization.

The fourth index (page 583) is an alphabetical list of the States having
the status of “observer delegation" showing, under the name of each such
State, where to find the name of the observers representing it, as well as the
interventions made on its behalf,

The fifth index (pages 585 to 588) is an alphabetical list of
intergovernmental organizations and of non-governmental organizations showing,
under the name of each organization, where to find the names of the observers
representing it, as well as the interventions made om its behalf.

The sixth index (pages 589 to 629) is an alphabetical list of the
individual participants indicating, under the name of each individual, the
State or organization which he represented, as well as the place in these
Records where bis name appears, together with that of the State or
organization represented by him as an officer of the Conference or as an
officer or a member of a Committee, or as a speaker in the Plenary, Main
Committee I or Main Committee TI.

Geneva, November 1991
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DRAFT
TREATY SUPPLEMENTING THE PARIS CONVENTION FOR THE PROTECTION
OF INDUSTRIAL PROPERTY AS FAR AS PATENTS ARE CONCERNED
{PATENT LAW TREATY)

Contents
Preamble
Article 1: Establishment of a Union
Article 2: Definitions
Article 3: Disclosure and Description
Article 4: Claims
Article 5: Unity of Invention
Article 6: Identification and Mention of Inventor;

Declaration Concerning the Entitlement
of the Applicant
Article 7: Belated Claiming of Priority
Article 8: Filing Date
Article 9: Right to a Patent
Article 10: Fields of Technology
Article 11: Conditions of Patentability
Article 12: Disclosures Not Affecting Patentability
{Grace Period}
Article 13: Prior Art Effect of Certain Applications
Article 14: Amendment or Correction of Application
Article 15: Publication of Application
Article 16: Time Limits for Search and Substantive Examination
Article 17: Changes in Patents
Article 18: Administrative Revocation
Article 19: Rights Conferred by the Patent
Article 20: Prior User
Article 21: Exztent of Protection and Interpretatiom of Claims
Article 22: Term of Patents
Article 23: Enforcement of Rights
Article 24: Reversal of Burden of Proof
Article 25: Obligations of the Right Holder
Article 26: Remedial Measures Under National Legislation
Article 27: Assembly
Article 28: International Bureau
Article 29: Regulations
Article 30: Settlement of Disputes
Article 31: Revision of the Treaty
Article 32: Protocols
Article 33: Becoming Party to the Treaty
Article 34: Effective Date of Ratifications and Accessions
Article 35: Reservations
Article 36: Special Notifications
Article 37: Denunciation of the Treaty
Article 3B: Languages of the Treaty; Sigmature
Article 39: Depositary
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14 TEXT OF THE DRAFT TREATY AS PRESENTED TO THE DIPLOMATIC CONFERENCE

The Contracting Parties,

Alternative A

DESIRING to strengthen international cooperation in respect of the
protection of inventions,

CONSIDERING that such protection is facilitated by a harmonization of
patent law,

RECOGNIZING the need to take into consideration the public policy
objectives underlying national patent law,

TAKING INTO ACCOUNT development, technological and public interest
objectives of the Contracting Parties,

HAVE CONCLUDED the present Treaty, which constitutes a special
agreement within the meaning of Article 19 of the Paris Convention for the

Protection of Industrial Property.

Alternative B

Note: Same text as Alternative A, without the third and fourth paragraphs.

Article 1
Establishment of a Union
The States and intergoveranmental organizations party to this Treaty

{hereinafter called "the Contracting Parties") constitute a Union for the
purposes of this Treaty.

Article 2

Definitions

For the purposes of this Treaty, unless expressly stated otherwise:

(i) references to an "application" or "application for a patent”
shall be construed as references to an application for a patent for invention;

{ii)  ‘"priority date" means the filing date of the application for
a2 patent, utility model or other title protecting an invention which has been
filed with another or, where the Contracting Party so provides, the same
Office and the priority of which is claimed; where the priorities of two or
more such applications are claimed, the priority date,
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(a) for the purposes of computing time limits, shall be the
filing date of the earliest-filed of those applications,

(b} for any other purpose, shall be, for each element of the
invention, the filing date of the earliest-filed of those applicatioms which
contains that element:

(iii) “prescribed" means prescribed in the Regulations under this
Treaty that are referred to in Article 29;

{iv) references to a “"patent" shall be construed as references to
a patent for invention;

{v) "0Office" means the govermmental or intergovermmental agency
entrusted with the granting of patents by a Contracting Party:

(vi) references to a "person" shall be comstrued as references to
both a natural person and a legal entity;

{(vii) "Director General" means the Director General of the World
Intellectual Property Organizatiom;

{viii) “published" means made accessible to the public;
{ix) "substantive ezamination" means the examinatiom of an
application by an Office to determine wbether the invention claimed in the

application satisfies the conditions of patentability referred to in
Article 11(2) and (3);

{zx) references to an "instrument of ratification" shall be
construed as including references to instruments of acceptance and approval;

(xi) “Assembly" means the Assembly of the Union;
(xii) "Union" means the Union referred to in Article 1:

{xiii) "Organization” means the World Intellectual Property
Organization;

{(zxiv} "Regulations" means the Regqulations under this Treaty that
are referred to in Article 29.

Article 3

Disclosure and Description

{1) [Disclosure] (a) The application shall disclose the invention in
a manner sufficiently clear and complete for the invention to be carried out
by a person skilled in the art.
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16 TEXT OF THE DRAFT TREATY AS PRESENTED TO THE DIPLOMATIC CONFERENCE

(b} Where the application refers to biologically reproducible
material which cannot be disclosed in the application in such a way as to
enable the invention to be carried out by a person skilled in the art and such
material is not available to the public, the application shall be supplemented
by a deposit of such material with a depositary institution. Any Contracting
Party may require that the deposit be made on or before the filing date or,
where priority is claimed, the priority date of the application,

(2} [Description] (a) The application shall contain a description.

(h) The description shall have the prescribed contents, and such
contents shall be presented in the prescribed order.

(3) (Prohibition of Other Reqguirements] In respect of the disclosure

or the description, no requirement additional to or different from those
provided for in this Article and in the relevant provisions of the Regulations
may he imposed.

Article 4

Claims

(1) {Reguirement of Claims in the Apvlication] The application shall

contain one or more claims.

(2) [Contents of the Claims] The claims shall defirne the matter for

which protection is sought.

{3) [Style of the Claims] Each claim shall be clear and concise.

(4) [Relation of the Claims with the Description] The claims shall be
supported by the description.

(5) [Manner of Presentation of the Claims]) (a) The claims shall be
presented in the prescribed manner.

(b) A Contracting Party shall be free not to regquire compliance
with all of the requirements prescrihed under subparagraph (a).

{6) [Prohibition of Other Reguirements] In respect of the claims, no

requirement additional to or different from those provided for in
paragraphs (1) to (4) and (5)(a) may be imposed.

Article &

Unity of Invention

(1) {[Requirement of Unity of Invention] The application shall relate
to one invention only or to a group of inventions so linked as to form a
single general inventive concept (“"requirement of unity of invention®").
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TEXT OF THE DRAFT TREATY AS PRESENTED TO THE DIPLOMATIC CONFERENCE 17

(2) [Validity of Patent Mot Affected by Lack of Unity of Invention]

The fact that a patent has been granted on an application that did not comply
with the requirement of uanity of invention shall not be a ground for the
invalidation or revocation of the patent.

Article 6

Identification and Mention of Inventor; Declaration Concerning the
Entitlement of the Applicant

(1) [Identification of the Inventor in the Applicatiomn] (a) The
application shall, as prescribed, identify the inventor or, where there are
several inventors, all of them,

(b) No patent may be granted on an application that does not
identify an inventor.

(2) [Mention of the Inventor in Publications of the Office] Any
publication of the Office, containing the applicatiomn or the patent granted
thereon, shall mention the inventor or inventors as such, provided that any
inventor may request, in a declaration signed by him and f£iled with the
Office, that such publications should not mention him as inventor, in which
case the Dffice shall proceed accordingly.

{3) [Indication of the Applicant's Entitlement] Any Contracting Party

may require that the applicant indicate the legal grounds of his entitlement
to file the application.

(4) [Prohibition of Qther Reguirements] In respect of the

identification or mention of the inventor or in respect of the indication of
the applicant's entitlement, no requirement additional to or different from
those provided for in the preceding paragraphs may be imposed.

Article 7

Belated Claiming of Priority

{1) ([Delayed Submission of Priority Claim] Where the application

{"the subsequent application") could have claimed the priority of an earlier
application but, when filed, did not contain such priority claim, the
applicant shall have the right to claim such priority in a separate
declaration submitted to the Dffice within a period to be fixed by the
Contracting Party which shall be at least two months from the filing date of
the subsequent application and not more than four months from the date on
which a period of 12 months from the filing date of the earlier application
expired.
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18 TEXT OF THE DRAFT TREATY AS PRESENTED TO THE DIPLOMATIC CONFERENCE

[(2) [Delayed Filing of the Subsequent Application] Where the
application ("the subsequent application”) which claims or could have claimed

the priority of an earlier application is filed after the date on which a
period of 12 months from the filing date of the earlier application expired
but before the expiration of a period of two months from the date on which
that 12-month period expired, the Office shall restore the right of priority
upon an express request submitted to the Office before the expiration of the
said two-month period, if the request states and the Office finds that, in
spite of all due care required by the circumstances, the subsegquent
application could not have been filed within the said 12-month period. The
request for restoration shall state the grounds on which it is based, and the
Office may reguire the production of corresponding evidence.]

Article B
Filing Date
(1) [Absolute Reguirements) The filing date of the application shall
be the date of receipt by the 0ffice of at least the following elements:

(i) an express or implicit indication that the granting of a patent
is sought;

(ii)} indications allowing the identity of the applicant to be
established:

{iii) a part which, on the face of it, appears to be a description of
an invention.

(2) [Permitted Additional Requirements] (a) A Contracting Party may
provide that the filing date may be refused if either of the following
requirements is not satisfied within the prescrihed time limit:

(i} the application contains a part which, on the face of it,
appears to be a claim or claims;

(ii)} the required fee is paid.

Where a Contracting Party provides for any of the foregoing requirements and
the requirements are complied with later than the date of receipt hy the
Office of the elements referred to in paragraph (1), but within the prescribed
time limit, the filing date of the application shall be the date of receipt by
the Office of the said elements.

(b} A Contracting Party may apply a requirement referred to in
subparagraph (a) only if

(i} it applied such requirement at the time of becoming party to
this Treaty, or
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TEXT OF THE DRAFT TREATY AS PRESENTED TO THE DIPLOMATIC CONFERENCE 19

{ii) it has, after having become party to this Treaty, to apply
such requirement in order to comply with an obligation under a treaty
concluded before the date of entry into force of this Treaty.

(3) [Drawings] If the application refers to drawings but such
drawings are not received by the Office at the date of receipt of the elements
referred to in paragraph (1), at the option of the applicant either any
reference to the drawings shall he deemed to be deleted or the filing date of
the application shall be the date on which the drawings are received by the
Office,

{4) (Replacing Description, Claims and Drawings by Reference to
Another Application] Notwithstanding paragraphs (1), (2) amd (3),

Alternative A: each Contracting Party shall
Alternative B: any Contracting Party may

provide that a reference in the application to another previously filed
application for the same invention by the same applicant or his predecessor in
title may, for the purposes of the filing date of the application, replace any
of the following elements:

(i) the part which, on the face of it, appears to be a
description of an invention,

{ii) the part which, on the face of it, appears to be a claim or
claims, or

(iii} any drawings.,

provided that the said parts and drawings and, where the other application was
not filed with the same Office, a certified copy of the other application are
received by the Office within the prescribed time 1limit. If the said parts
and drawings, and, where required, the certified copy., are received by the
Office within the said time limit, the filing date of the application shall,
provided that the other requirements concerning the filing date are fulfilled,
be the date on which the application containing the reference to the
previously filed application was received by the Office.

{5) [Language] <{a) Any Contracting Party may require that the
ipndications referred to in paragraph (1){(i) and (ii) be in the official
language.

(b) Any Contracting Party may. if any of the parts referred to in
paragraph (1){iii) and paragraph {(2){(a){i) or any text matter contained in any
drawings is in a language other thamn the official language, require that a
translation thereof in the official language be received by its Office within
the prescribed time limit. If the translationm is so received, the filing date
of the application shall be the date of receipt by the Office of the elements
referred to in paragraph (1) in the language in which they were first received.

(c} Any Contracting Party may reguire that the parts referred to in
paragraph (4){i) and (ii) and any texzt matter contained in drawings referred
to in paragraph (4)(iii) he furnished in the official language within the time
limit referred to in paragraph (4).
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20 TEXT OF THE DRAFT TREATY AS PRESENTED TO THE DIPLOMATIC CCNFERENCE

(d) For the purposes of this paragraph, "official language" means
the official language of the CQffice or, if there are several such languages,
any of them,

{(6) [Prohibition of Other Requirements] {(a) In respect of the filing
date, no requirement additiomal to or different from those provided for in the
preceding paragraphs may be imposed.

{(b) Notwithstanding subparagraph (a), a Contracting Party may, for
the purposes of any treaty providing for the grant of regional patents,
require that an application for a regional patent contain the designation of
at least one State party to that treaty.

Article 9

Right to a Patent

{1) [Right of Inventor] The right to a patent shall belong to the
inventor. Any Contracting Party shall be free to determine the circumstances
under which the right to the patent shall belong to the employer of the
inventor or to the person who commissioned the work of the inventor which
resulted in the invention,

{2) [Right Where Several Inventors Independently Made the Same
Invention] Where two or more inventors independently have made the same
invention, the right to a patent for that invention shall belong,

(i) where only one application is filed in respect of that
invention, to the applicant, as long as the application is nmot withdrawn or
abandoned, is not considered withdrawn or abandoned, or is not rejected, or

(ii) where two or more applications are filed in respect of that
invention, to the applicant whose application has the earliest filing date or,
where priority is claimed, the earliest priority date, as long as the said
application is not withdrawn or abandoned, is not considered withdrawn or
abandoned, or is not rejected.

Article 10

Fields of Technoloqy

Alternative A

{1) Patent protection shall he available for inventions in all fields
of technology which are new, which inveolve an inventive step and which are
industrially applicable, except for:

(i) inventions whose use would be contrary to public order, law or
morality or injurious to public health;
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(ii) plant or animal varieties or essentially biological processes
for the production of plants or animals;

(iii) discoveries and materials or substances already existing in
nature;

{iv) methods of medical treatment for humans or animals;
(v) nuclear and fissionable material.

(2) Contracting States may, on grounds of public interest, national
security, public health, nutrition, national development and social security,
exclude from patent protection, either in respect of products or processes for
the manufacture of those products, certain fields of technolegy, by naticnal
law.

{3} Contracting States shall notify the Director General of such
exclusions by a writtem declaration. Any such declaration may be withdrawn at
any time totally or partially by notification addressed to the Director
General.

Alternative B

Patent protection shall be available for inventions, whether they
concern products or processes, in all fields of technology.

Article 11

Conditions of Patentability

(1) [Patentability] In crder to be patentable, an invention shall be
novel, shall involve an inventive step (shall be non-obvicus) and shall be, at
the option of the Contracting Party, either useful or industrially applicable.

(2) (Novelty] {a) An invention shall be considered novel if it does
not form part of the prior art. For the determination of novelty, items of
prior art may only be taken into account individually.

{(b) The prior art shall consist of everything which, before the
filing date or, where priority is claimed, the priority date of the
application claiming the invention, has been made available to the public
anywhere in the world.

[{c) Notwithstanding subparagraph (b), any Contracting Party shall
be free to exclude from the prior art matter made available to the public, by
oral communication, hy display or through use, in a place or space which is
not under its sovereignty or, in the case of an intergovernmental
organization, under the sovereignty of one of its member States.]
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22 TEXT OF THE DRAFT TREATY AS PRESENTED TC THE DIPLOMATIC CONFERENCE

(3) [Inventive Step (Non-Obviousness)] An invention shall be
considered to involve an inventive step {(be non-obvious) if, having regard to
the prior art as defined in paragraph (2), it would not have been obvious to a
person skilled in the art at the filing date or, where priority is claimed,
the priority date of the applicationm claiming the invention.

Article 12

Disclosures Not Affecting Patentability (Grace Period)

{1) [Circumstances of Disclosure Not Affecting Patentability]
Disclosure of information which otherwise would affect the patentability of an
invention claimed in the applicatiomn shall not affect the patentability of
that invention where the information was disclosed, during the 12 months
preceding the filing date or, where priority is claimed, the priority date of
the application,

{i) by the inventor,

(ii) by an Office and the informatiom was contained
(a) in another application filed by the inventor amnd should
not have been disclosed by the Office, or
(b) in amn application filed without the knowledge or consent
of the inventor by a third party which obtained the information
direct or indirectly from the inventor,

or

(iii) by a third party which obtained the information direct or
indirectly from the inventor.

(2) [MInventor"] For the purposes of paragraph (1), "inventor" alsc
means any person who, at the filing date of the application, had the right to
the patent.

(3) [Mo Time Limit for Invoking Grace Period] The effects of
paragraph (1) may be invoked at any time.

(4) [Bvidence] Where the applicability of paragraph (1) is contested,
the party invoking the effects of that paragraph shall have the burden of
proving, or of making the conclusion likely, that the conditions of that
paragraph are fulfilled.

Article 13

Prior Art Effect of Certain Applications

(1) [Principle of “Whole Contents"] (a) Subject to subparagrapb (b},

the whole contents of an application ("the former application")} as filed inm,
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or with effect for, a Contracting Party shall, for the purpose of determining
the novelty of an invention claimed in another application filed in, or with
effect for, that Contracting Party, be considered as prior art from the filing
date of the former application on condition that the former application or the
patent granted thereon is published subsequently by the authority competent
for the publication of that application or patent. Any Contracting Party may
consider the whole contents of the former application to he prior art also for
the purpose of determining whether the invention satisfies the regquirement of
inventive step (non-obviousness).

(b) Where the former application referred to in subparagraph (a)
claims the priority of an earlier application for a patent, utility model or
other title protecting an invention, matter that is contained in both the
former application and such earlier application shall be considered as prior
art in accordance with subparagraph (a) from the priority date of the former
application.

{(c) For the purposes of subparagraph (a), the "whole contents"” of
an application consists of the description and any drawings, as well as the
claims, but not the abstract.

(2) [Applications No Longer Pending] Where the former application
referred to in paragraph (1l)(a) bas been published in spite of the fact that,
before the date of its publication, it was withdrawn or abandoned, was
considered withdrawn or abandoned, or was rejected, it shall not be considered
as prior art for the purposes of paragraph (1l){a).

(3) [Internmational Applications Under the PCT] As regards
international applications filed under the Patent Cooperation Treaty, any
Contracting Party may provide that paragraph (1) shall apply only if the acts
referred to in Article 22 or, where applicable, Article 39(1) of that Treaty
have been performed.

(4) [Self-Collision] ([(a)] Paragraph (1) shall not apply when the
applicant of, or the inventor identified in, the former application, and the
applicant of, or the inventor identified in, the application under
examination, is one and the same person.

[(b} Any Contracting Party that considers the whole contents of the
former application to be prior art only for the purpose of determining the
novelty of the invention shall be free not to apply subparagraph {(a).]

Article 14

Amendment or Correction of Application

(l) [Amendments or Corrections Following Office Findings] Wherever
the Office finds that the application does not comply with any requirements
applicable to it, it shall give the applicant at least one opportunity to
amend or correct the application or to comply with the said requirements.

Such an opportunity need not be given before the application has a filing date.
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(2) [Amendments or Corrections on Applicant's Initiative] The
applicant shall have the right, on his own initiative, to amend or correct the
application or to comply with a reguirement applicable to the application up
to the time when the application is in order for grant; however, any
Contracting Party which provides for substantive examination may provide that
the applicant shall have the right to amend or correct, on his own initiative,
the description, the claims and any drawings, only up to the time allowed for
the reply to the first substantive communication from the Office.

(3) [Limitation of Amendments or Corrections] No amendment or
correction of the application may go beyond what has been disclosed in the

application as filed.

Article 15
Publication of Application

(1) [Regquirement to Publish the Application] (a) Subject te
paragraphs (2) to (4), the Office shall publish the application as soon as
possible after the expiration of 18 months from the filing date or, where
priority is claimed, the priority date.

(b} Notwithstanding subparagraph {(a}, any Contracting Party that,
at the time of depositing its instrument of ratification of, or accession to,
this Treaty, does not provide for the publication of applications as provided
in subparagraph (a) may notify the Director Gemeral at the said time that it
reserves the right to publish applications as soon as possible after the
expiration of 24 months, rather than 18 months, from the filing date or, where
priority is claimed, the priority date.

(2) [Barlier Publication at Applicant's Request] If, hefore the
expiration of the time limit referred to in paragraph (1), the applicant
requests that the application be published, the Office shall, without delay
after the receipt of the reguest, publish the application.

(3) [National Security] Any Contracting Party shall be free mot to
publish an application for reasons of national security.

{(4) ([Circumstances jn Which Publication May Not Take Place] {a) No
application may be published if it is withdrawn or abandoned or is considered
withdrawn or abandoned

(i) earlier than two months before the expiration of the time
limit applicable under paragraph (1) eor,

{(ii) where the Office completes the technical preparations for
publication later than two months before the expiration of the time limit
applicable under paragraph (1)}, prior to the completion of such preparations.

{b) No application may be publisghed if it has been rejected.
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Article 16

Time Limits for Search and Substantive Examination

(1) [Iime Limits for Search] (a) If a Contracting Party provides for
substantive examination, its Office shall publish, at the same time as the

application is published under Article 15, a report, established by or on
behalf of that Office, citing any documents that reflect the prior art
relevant to the invention claimed in the application (hereinafter referred to
as "the search report”).

(b) Notwithstanding subparagraph (a), where Article 15(2) applies.
the search report need not be published at the same time as the application,
provided that it shall he published as soon as possible, hut not later than
the expiration of the time limit applicable under Article 15(1).

(c} If, notwithstanding subparagraphs (a) and (b), for any
exceptional reason, the search report cannot be published as provided for in
those subparagraphs, it shall be published as soon as possible and in no case
later than six months after the expiration of the time limit applicable under
Article 15(1).

(2) [Time Limits for Substantive Examination] (a) If a Contracting
Party provides for substantive examination, its Office shall start the
substantive examination of the application not later than three years from the
filing date of the application.

(b) Notwithstanding subparagraph (a), a Contracting Party shall be
free to provide that no substantive examination shall be carried out and the
application shall be considered withdrawn or abandoned, or shall be rejected,
if a request is not made, within three years from the filing date of the
application, to its Office by the applicant or any third party that
substantive examination should start. Where such a request is made, the
Office shall start the substantive exzamination promptly after receipt of the
raguest.

(c} The Office shall, wherever possihle, reach a final decision on
the application not later than two years after the start of substantive
examination.

Article 17

Changes in Patents

(1) [Limitation of Extent of Protection] The owner of a patent shall
have the right to request the competent Office to make changes in the patent

in order to limit the extent of the protection conferred hy it.

{(2) [Obvious Mistakes and Clerical Errors] The owner of a patent

shall have the right to request the competent Office to make cbanges in the
patent in order to correct obvious mistakes or to correct clerical errors.
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{(3) [Additional Changes That M Be Allowed] Each Contracting Party
may provide that the owner of a patent shall have the right to request the
competent Office to make changes in the patent in order to correct mistakes or
errors, other than those referred to in paragraph (2), made in good faith,
provided that, where the change would result in a broadening of the extent of
protection conferred by the patent, no request may be made after the
expiration of two years from the grant of the patent and the change shall not
affect the rights of any third party which has relied oo the patent as
published.

(4) [Changes Affecting the Disclosure] No change in the patent shall
be permitted under paragraphs (1) or (3) wbere the cbange would result in the
disclosure contained in the patent going beyond the disclosure contained in
the application as filed.

{5) [Decision in Respect of the Reguest and Publication of the
Changes] If, and to the extent to which, tbe competent Office changes the

patent according to paragraphs (1), (2) or (3), it shall publish the changes.

Article 18

Administrative Revocation

{1) [Administrative Revocation] (a) Where a patent was graanted after
substantive examination, any person shall have the right to request the
competent Office to revoke the patent, in whole or in part, at least on the
ground that, hecause of one or several documents available to the public, the
conditions of novelty or inventive step are not satisfied.

(b) The request for revocation may be presented during a period to
be fized by the Contracting Party which shall commence from the announcement
in the official gazette of the grant of the patent and shall not be less than
six months,

(c)} No request for revocation may be based on grounds of
non-compliance with formal or procedural requirements.

(d) ¥o decision may be made hy the Office departing from the
request unless the person having made the request has had at least one
opportunity to present his arguments on the grounds on which the Office
intends to depart from the request.

{(e) The Office may not revoke the patent, in whole or in part, at
the request of a third party, unless the owner of the patent has had at least
one opportunity to present his arguments on the grounds on which the Office
intends to revoke the patent.

(2) [Prohihition of Pre-grant Opposition] (a) No Contracting Party
may allow any party to oppose, hefore its Office, the grant of patents

("pre-grant opposition").
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{({b) Notwithstamding subparagraph {(a), any Contracting Party which,
at the time of becoming party to this Treaty, provides for the possibility of
pre-grant opposition may, for a period not exceeding the expiration of the
tenth calendar year after the year in which this Treaty was adopted, continue
to do so and, for the same period, it shall not be obliged to apply
paragraph (1).

(c) Any Contracting Party that wishes to avail itself of the faculty
provided for in subparagraph (b} shall address a corresponding notification to
the Director General. As long as the notification has effect, any reference
in this Treaty or in the Requlations to the time when the application is in
order for grant shall be replaced, with respect to that Contracting Party, by
a reference to the time when the application is in order for publication for
the purposes of pre-grant opposition.

Article 19
Rights Conferred by the Patent

Alternative A
Note: HNo article on the rights conferred by the patent.

Alternative B

(1) [Broducts] Where the subject matter of the patent concerns a
product, the owner of the patent shall have the right to prevent third parties
from performing, without his authorization, at least the following acts:

(i) the making of the product,

{ii) the offering or the putting on the market of the product, the
using of the product, or the importing or stocking of the product for such
offering or putting on the market or for such use.

(2) [Processes] Where the subject matter of the patent concerns a
process, the owner of the patent shall have the right to prevent third parties
from performing, without his authorization, at least the following acts:

(i} the using of the process,

{(ii} in respect of any product directly resulting from the use of
the process, any of the acts referred to in paragraph {(1){(ii), even where a
patent cannot be obtained for the said product.

{3) [Exceptions to Paragraphs (1) and (2)] (a) Notwithstanding

paragraphs (1) and (2), any Contracting Party may provide that the owner of a
patent has no right to prevent third parties from performing, without his
authorization, the acts referred to in paragraphs (1) and (2) in the following
circumstances:

(i) where the act concerns a product which has been put on the
market by the owner of the patent, or with his express consent, insofar as
such act is performed after that product has been so put on the market in the
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territory of that Contracting Party or, where the Contracting Party is a
member of a group of States constituting a regional market, in the territory
of one of the member States of such group;

(ii) where the act is dome privately and on a non-commercial
scale or for a mon-commercial purpose, provided that it does not significantly
prejudice the economic interests of the owmer of the patent;

{iii) where the act consists of making or using exclusively for
the purpose of experiments that relate to the subject matter of the patented
invention (or for the purpose of seeking regulatory approval for marketing]:

(iv) where the act consists of the preparation for individual
cases, in a pharmacy or by a medical doctor, of a medicine in accordance with
a medical prescription or acts concerning the medicine so prepared,

(h}) The provisions of paragraphs (1) and (2) shall not be
interpreted as affecting the freedom that Contracting Parties have under the
Paris Convention for the Protection of Industrial Property to allow, under
certain circumstances, the performance eof acts without the authorization of
the owner of the patent.

{4) [Contributory Infringement] (a) Subject to subparagraph (b), a
patent shall also confer on its owner [at least] the right to prevent a third
party from supplying or offering to supply a person, other than a party
entitled to exploit the patented invention, with means, relating to an
essential element of that invention, for carrying out the invention, when the
third party kmows, or it is obvious in the circumstances, that those means are
suitable and intended for carrying out that inventien. This provision shall
not apply when the means are staple commercial products and the circumstances
of the supply of such products do not constitute inducement to infringe the
patent.

{h) Persons performing the acts referred to in
paragraph (3){a)(ii), (iii) and (iv) shall not be considered to be parties
entitled to exploit the invention within the meaning of subparagraph (a).

Alternative C

(1) [Products] Where the subject matter of the patent concerns a
product, the owner of the patemnt shall have the right to prevent third parties
from performing, without his authorization, at least the following acts:

{i} the making of the product,

(ii) the offering for sale of the product, and the using of the
product.

(2) [Processes] Where the subject matter of the patent concerns a
process, the owner of the patent shall have the right to prevent third parties
from performing, without his authorization, the using of the process.

(3) [Emceptions to Paragraphs {1) and (2)] (a) PNotwithstanding

paragraphs (1) and (2), any Contracting State shall be free to provide that
the owner of a patent has no right to prevent third parties from performing.,
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without his authorizatiom. the acts referred to in paragraphs (1) and (2) in
the following circumstances:

(i) where the act concerns the offer for sale or the use of a
product which has been offered for sale hy the owner of the patent, or with
his express consent, insofar as such an act is performed after the product has
been so offered for sale in the territory of that Contracting State;

{ii) where the act is dome privately and on a non-commercial
scale;

(iii) where the act consists of making or using for exzclusively
experimental, academic or scientific research purposes:

(iv} where the act consists of the preparation for individual
cases, in a pharmacy or by a medical doctor, of a medicine in accordance with
a medical prescription or acts concerning the medicine so prepared.

(b) The provisions of paragraphs (1) and (2) shall not be
interpreted as affecting the freedom that Comtracting States have under the
Paris Convention for the Protection of Industrial Property, to allow, under
certain circumstances, the performance of acts without the authorization of
the ownmer of the patent.

(c) Persons performing the acts referred to in
paragraph (3)(a)(ii), (iii) amd (iv) shall not be considered to he parties
entitled to exploit the invention within the meaning of subparagraph (a).

Article 20
Prior Uyser
(1) [Right of Prior User]
Alternative A Alternative B
Any Contracting Party may provide Notwithstanding
that, notwithstanding Article 19, Article 19,

a patent shall have no effect against any person (hereinafter referred to as
“the prior user") who, in good faith, for the purposes of his enterprise or
business, before the filing date or, where priority is claimed, the priority
date of the application on which the patent is granted, and within the
territory where the patent produces its effect, was using the invention or was
making effective and serious preparations for such use; any such person shall
have the right, for the purposes of his enterprise or busimess, to continue
such use or to use the invention as envisaged im such preparations.

{2) [Successor-in-Title of the Prior User] The right of the prior

user may only be transferred or devolve together with his enterprise or
business, or with that part of his enterprise or husiness in which the use or
preparations for use have been made.
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Article 21

Extent of Protection and Interpretation of Claims

(1) [Determination of the Extent of Protection] (a) The extent of

protection conferred by the patent shall be determined by the claims, which
are to be interpreted in the light of the description and drawings.

{b) For the purposes of subparagraph (a), the claims shall be so
interpreted as to combine fair protection for the owner of the patent with a
reasonable degree of certainty for third parties. In particular, the claims
shall not be interpreted as being confined to their strict literal wording.
Meither shall the claims be considered as mere guidelines allowing that the
protection conferred by the patent extends to what, from a consideration of
the description and drawings by a person skilled in the art, the owner has
contemplated, but has not claimed,

(2) [Bquivalents] (a) MNotwithstanding paragraph {(1){bh), a claim
shall be considered to cover not only all the elements as expressed in the
claim but also eguivalents.

(b) An element {"the equivalent element”) shall generally be
considered as being equivalent to an element as expressed in a claim if, at
the time of any alleged infringement, either of the following conditions is
fulfilled in regard to the invention as claimed:

{i} the eguivalent element performs substantially the same
function in substantially the same way and produces substantially the same
result as the element as expressed in the claim, or

(ii)} it is obvious to a person skilled in the art that the same
result as that achieved by means of the element as expressed in the claim can
be achieved by means of the equivalent element.

{(c) Any Contracting Party shall be free to determine whether an
element i3 eguivalent to an element as expressed im a claim by reference to
only the condition referred to in subparagraph (b){(i) or to only the condition
referred to in subparagraph (b){ii), provided that, at the time of depositing
its instrument of ratification of or accession to this Treaty, it so notifies
the Director General.

(3) [Prior Statememts] In determining the extent of protection, due
account shall be taken of any statement limiting the scope of the claims made
by the applicant or the owner of the patent during procedures concerning the
grant or the validity of the patent.

{4) [Examples] If the patent contains examples of the embodiment of
the invention or examples of the functions or results of the invention, the
claims shall not be interpreted as limited to those examples; in particular,
the mere fact that a product or process includes additional features not found
in the examples disclosed in the patent, lacks features found in such examples
or does not achieve every objective or possess every advantage cited or
inherent in such exzamples shall not remove the product or process from the
extent of protection conferred by the claims.
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(5) [(Abstract] The abstract of a patent shall not be taken into
account for the purpose of determining the protection conferred by the patent.

Article 22

Term of Patents

Alternative A
Note: No article on the term of patents.
Alternative B

(1) (Minimum Duration of Protection] The term of a patent shall be at
least 20 years.

(2) [Starting Date of Term] (a) The starting date of the term of a
patent shall be the filing date of the application on which the patent is
granted, whether or not the application claims the priority of another
application.

(b) Hotwithstanding subparagraph {(a), where am application
{"the subsequent application") invokes one or more earlier applications
without claiming the priority of any of those earlier applications, the
starting date of the term of the patent granted on the subsegquent application
shall be the filing date of the earliest-filed application invoked in the
subsequent application.

Article 23

Enforcement of Rights

{1} [Enforcement Based on Patents] The owner of the patent shall have
at least the rigbt

(i) to obtain an injunction to restrain the performance or the
likely performance, by any person without his authorization, of any of the
acts referred to in Article 19(1), (2) and (4);

(ii} to obtain damages, adequate under the circumstances, from any
person who, without his authorization, performed amy of the acts referred to
in Article 19(1), (2} and (4), where the said person was or should have been
aware of the patent.

(2) [Enforcement Based on Published Applications] (a) The applicant

sball at least have the right to obtain reasonable compensation from any
person who, without his authorization, performed any of the acts referred to
in Article 19(1), (2) and (4) in relation to any invention, claimed in the
published application, as if a patent had been granted for that invention,
provided that the said person, at the time of the performance of the act, had
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(i) actual knowledge that the invention that he was using was the
subject matter of a published applicatiomn, or

(ii} received written notice that the invention that he was using
was the subject matter of a published application, such application being
identified in the said notice by its serial number,

{(b) Any Contracting Party may provide that, with respect to the
compensation referred to in subparagraph {(a), an action may not be initiated
or a decision may not be made until after the grant of a patent om the
published application, provided that, if an action may be initiated only after
the grant of the patent, the owner of the patent shall have reasonable time to
initiate such action.

{c) For the purposes of subparagraphs (a) and {b), the extent of
the protection shall be determined by the claims as appearing in the published
application. However, if the claims are amended after the initial publication
of the application, the extent of the protection shall be determined hy the
amended claims in respect of the period following their publication.
Furthermore, if the claims of the patent as granted or as changed after its
grant have a narrower scope than the claims in the application, the extent of
the protection shall be determined by the claims with the narrower scope.

Article 24

Reversal of Burden of Proof

Alternative A

Hote: No article on the reversal of the burden of proof.

Alternative B

(1) [Conditions for the Reversal of the Burden of Proof] (a) For the

purposes of proceedings, other thapn c¢riminal proceedings, in respect of the
violation of the rights of the owner of the patent referred to in

Article 19(2), where the subject matter of the patent is a process for
obtaining a product, the hurden of establishing that a product was not made by
the process shall be on the alleged infringer if either of the following
conditions is fulfilled:

(i) the product is new, or

{(ii) a substantial likelihood exists that the product was made by
the process and the owner 0f the patent has been unable through reasonable
efforts to determine the process actually used.

(b) Any Contracting Party shall be free to provide that the hurden
of proof indicated in subparagraph (a) shall be on the alleged infringer only
if the condition referred to in subparagraph (a)(i) is fulfilled or only if
the condition referred to in subparagraph (a)(ii} is fulfilled, provided that,
at the time of depositing its instrument of ratification of or accession to
this Treaty, it so notifies the Director General,.
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{2) [Manufacturing and Business Secrets] Im requiring the production
of evidence, the authority before which the proceedings referred to in
paragraph (1) take place shall take into account the legitimate interests of
the alleged infringer in not disclosing his manufacturing and business secrets.

Article 25

Obligations of the Rigbt Holder

Alternative A
Hote: ©No article on obligations of the right holder.
Alternative B

(1) The owmer of a patent shall have at least the following
obligations in addition to amy other provided for in this Treaty:

(i) to disclose the invention in a manner sufficiently clear and
complete for the inventiomn to be carried out by a person skilled in the art;
the description shall set forth at least one mode for carrying out the
invention claimed; this shall be done in terms of examples, where
appropriate, and with reference to the drawings, if any; however, any
Contracting Party may provide that the descriptiom set forth the best mode for
carrying out the invention known to the inventor at the filing date or, where
prierity is claimed, priority date of the applicatioun;

(ii) to provide such information and supporting documents in his
possession as is requested by the competent Office concerning corresponding
foreign applications and grants:

(iii) to work the patented invention in the territory of the
Contracting State for which it is granted within the time limits as provided
by national law;

(iv) to pay, or cause to be paid., such fees as prescribed by
national law in relation to the application and the maintenance of the patent
granted on it;

{v) in respect of license contracts and contracts assigning
patents, to refrain from engaging in abusive, restrictive or anticompetitive
practices adversely affecting the transfer of techrnology.

(2) The applicant or holder of a patent shall comply with any other
obligations established in the national law of the State in which the patent
was granted in connection with the acquisition and the exercise of the rights
conferred hy the patent and with the exploitation of the patented invention.
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Article 26

Remedial Measures Under National Leqgislation

Alternative A
Note: No article on remedial measures under national legislation.

Alternative B

(1) Any Contracting State is free to provide appropriate measures to
ensure compliance with the obligations referred to in the Article entitled
"Okligations of the Right Holder," and for measures to remedy non-compliance
with such obligations, including the grant of non-voluntary licenses and the
revocation or forfeiture of the patent,

{(2) A non-voluntary license under paragraph {1} shall be refused if the
owner of the patent proves, to the satisfaction of the nationmal authorities
competent to grant non-voluntary licenses, that there are circumstances which
justify the non-working or insufficient working of the patented invention.

(3) Any Contracting State is free to provide, at any time, on grounds of
public interest, national security, nutrition, health, or the development of
other vital sectors of national economy, for the grant of non-veluntary
licenses or for the exploitation of the patented invention by the goverament
of that country or by third persoms authorized by it.

Article 27
Assembly
(1) [(Composition] (a) The Union shall have an Assembly consisting of
the Contracting Parties.

{b) Each Contracting Party shall be represented by one delegate, who
may be assisted by alternate delegates, advisors and experts.

{c) The Union shall not bear the expenses of the participation of any
delegation in any session of the Assembly.

(2) [Iasks) (a) The Assembly shall:

{i) deal with all matters concerning the maintenance and
development of the Union and the implementation of this Treaty:

(ii) modify, where it considers it desirable, any time limit
provided for in Articles 3 to 26 of this Treaty and make any consegquential
amendments necessitated by any such modification; the adoption of any such
modification shall require unanimous consent;
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{iii} adopt, where it considers it desirable, guidelines for the
implementation of provisions of this Treaty or the Regulations under this
Treaty:

{iv) exercise such rights and perform such tasks as are
specifically conferred upon it or assigmed to it under this Treaty;

(v) give directions to the Director Gemeral concerning the
preparations for any conference referred to in Article 31 or Article 32 and
decide the coavocation of any such conference;

{vi) review and approve the reports and activities of the Director
General concerning the Union, and give him all necessary instructions
concerning matters within the competence of the Union;

{vii) establish such committees and working groups as it deems
appropriate to achieve the objectives of the Union;

{viii) determine which States and intergovernmental organizations,
other than Contracting Parties, and which non-govermmental organizations shall
be admitted to its meetings as observers:

(ix) take any other appropriate action desigmed to further the
objectives of the Union and perform such other functions as are appropriate
under this Treaty.

(b} With respect to matters which are of interest also to other
Unions administered by the Organization, the Assembly shall make its decisions
after having heard the advice of the Coordipation Committee of the
Organization.

{3) [Representation] A delegate may represent one Contracting Party
only.

(4) [Voting] (a) Subject to subparagraph {e), each Contracting Party
that is a State shall have one vote and shall vote only in its own name.

(b} Any intergoveramental organization referred to in
Article 33(1)(ii) that is a Contracting Party may exercise the right to vote
of its member States that are Contracting Parties, (whether] present [or
absent) at the time of voting. The intergovermmental organization may not, in
a given vote, exercise the right to vote if any of its member States
participates in the vote or expressly abstains.

{c) Provided that all its member States that are Contracting Parties
have notified the Director Genmeral that their right to vote may he exercised
by it, any intergovernmental organization referred to in Article 33(1)(iii)
that is a Contracting Party may So exercise the right to vote of its member
States that are Contracting Parties, [whether] presemt [or absent] at the time
of voting. The intergovernmental organigation may not, in a given vote,
exercise the right to vote of any of its member States if any of them
participates in the vote or expressly abstains.

(d) The right to vote of a State that is a Contracting Party may not,
in a given vote, be exercised by more than one intergovermmental orgamization.
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(e) No Contracting Party shall have the right to vote on questions
concerning matters in respect of which it has made a declaratiom under
Article 35.

{5) [Quorum] (a) One-half of the Comntracting Parties that have the
right to vote shall constitute a gquorum, provided that, for the purposes of
determining whether there is a gquorum in respect of any question concerning
any matter on which a declaration under Article 35 has been made, any
Contracting Party not having the right to wvote on that question shall mot be
counted.

{b) In the absence of the gquorum, the Assembly may make decisions
but, with the exception of decisions concerning its own procedure, all such
decisions shall take effect only if the gquorum and the required majority are
attained tbrougb voting by correspondence.

{(6) [Majorities] (a) Subject to paragraphs (2){a){(ii) and (9)(b) of
this Article and to Articles 29{(2) and {(3) and 30(4), the decisions of the
Assembly shall require a majority of the votes cast,.

{b} Abstentions shall not be considered as votes.

(7) [Sessions] {a) The Assembly shall meet once in every second
calendar year in ordinary session upon convocation by the Director Genmeral
and, in the absence of exceptional circumstances, during the same period and
at the same place as the General Assembly of the Organization.

(b} The Assembly shall meet in extraordinary session upomn convocation
by the Director General, either at the request of one-fourth of the
Contracting Parties or on the Director General’'s own initiative.

(8) [Rules of Procedure] The Assembly shall adopt its own rules of
procedure.

(9) [Guidelines] (a) In the case of conflict between the guidelines
referred to in paragraph (2){(a){(iii) and the provisions of this Treaty or the
Regulations under this Treaty., the latter shall prevail,

{(b) The adoption by the Assembly of the said guidelines sball require
three-fourths of the votes cast.

Article 28

International Bureau

(1) ({Tasks] The International Bureau of the Organization shall:

(i} perform the administrative tasks concerning the Union, as well as
any tasks specifically assigned to it by the Assembly:

{ii)}) provide the secretariat of the conferences referred to in
Articles 31 and 32, of the Assembly, of the committees and working groups
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established by the Assembly, and of any other meeting convened by the Director
General under the aegis of the Union.

(2) [Director General] The Director General shall be the chief
executive of the Union and shall represent the Union.

(3} [Meetings Other than Sessions of the Assembly] The Director Gemeral
shall coovene any committee and working group established by the Assembly and
all other meetings dealing with matters of concern to the Union,

{4) [Rol f e International Bureau in_the sembly and Other
Meetings] (a) The Director Gemeral and any staff member designated by him
shall participate, without the right to vote, in all meetings of the Assembly,
the committees and working groups established hy the Assembly, and any other
meetings convened by the Director General under the aegis of the Union.

{b) The Director General or a staff member designated by him shall be
ex officio secretary of the Assembly, and of the committees, working groups
and other meetings referred to in subparagraph (a).

(5) [Conferences] {(a} The Director General shall, in accordance with
the directions of the Assembly, make the preparations for any conference
referred to in Article 31 or Article 32.

{h) The Director General may consult with intergovermmental and
international and national non-governmental organizations concerning the said
preparations,

{c) The Director General and staff members designated by him shall
take part, without the right to vote, in the discussions at any conference
referred to in subparagraph {(a).

{@) The Director Gemeral or a staff member desigmated by him shall be
ex officio secretary of any conference referred to in subparagraph (a).

Article 29

Requlations

(1) [Content] The Regulations annexed to this Treaty provide ruleg
concerning

(i) matters which this Treaty ezpressly provides are to be
"prescribed”;

(ii) any details useful in the implementation of the provisions of
this Treaty:;

{iii) any administrative requirements, matters or procedures.

{(2) [Amending the Requlations] (a) Tbe Assembly may amend the
Requlations and shall determine the conditions for the entry into force of
each amendment,
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{b) Subject to the provisions of paragraph (3), any amendment of the
Regulations shall require three-fourths of the votes cast.

(3) [Requirement of Unanimity] (a) The Regulations may specify rules
which may be amended only by unanimous consent.

(b} E=xclusion, for the future, of any rules designated as requiring
unanimous consent for amendment from such requirement shall require upanimous
consent.

(c) 1Inclusion, for the future, of the requirement of unanimous
consent for the amendment of any rule shall require unanimous consent.

(4) [Conflict Between the Treaty and the Regulations] In the case of
conflict between the provisions of this Treaty and those of the Regulations,

the former shall prevail.

Article 30

Settlement of Disputes

(1) [Consultations] (a) Where any dispute arises concerning the
interpretation or implementation of this Treaty, a Contracting Party may bring
the matter to the attention of another Contracting Party and request the
latter to enter into consultations with it.

(b} The Contracting Party so reguested shall provide, within the
prescribed time limit, an adequate opportunity for the requested consultations.

(c} The Contracting Parties engaged in consultations shall attempt to
reach, within a reasonable period of time, a mutually satisfactory solution of
the dispute.

(2) [Other Means of Settlement] If a mutually satisfactory solutiom is

not reached within a reasconable period of time through the consultations
referred to in paragraph (1), the parties to the dispute may agree to resort
to other means designed to lead to an amicable settlement of their dispute,
such as good offices, conciliation, mediation and arbitration.

{3) [Panel]l] (a) The Assembly shall adopt rules for the establishment
of a body of experts, any candidate having to be presented by a Contracting
Party. It shall adopt rules concerning the manner of selecting the members of
each panel, each panel having three members, none of which shall, unless the
parties to the dispute agree otherwise, be from either party to the dispute.
The Assembly shall also adopt rules for the conduct of the panel proceedings,
including provisions to safeqguard the confidentiality of the proceedings and
of any material designated as confidential by any participant in the
proceedings. Each panel shall give full opportunity to the parties to the
dispute and any other interested Contracting Parties to present to it their
V1EWSs.
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(b} If the dispute is not satisfactorily settled through the
consultations referred to in paragraph (1), or if the means referred to in
paragraph (2) are not resorted to, or do not lead to an amicable settlement
within a reasonable period of time, the Director Gemeral, at the written
request of either of the parties to the dispute, shall appoint members of a
panel to examine the matter.

(c) The terms of reference of the panel shall be agreed upon by the
parties to the dispute. However, if such agreement is not achieved within the
prescribed time limit, the Director Gemeral shall set the terms of reference
of the panel after having consulted the parties to the dispute and the members
of the panel.

(d) 1If both parties to the dispute so request, the panel shall stop
its proceedings.

{(e) TUnless the parties to the dispute reach an agreement between
themselves prior to the panel's concluding its proceedings, the panel shall
promptly prepare the draft of a written report containing a statement of the
facts of the case and containing recommendations for the resolution of the
dispute and provide it to the parties to the dispute for their review. The
parties to the dispute shall have a reasonable pericd of time, the length of
which shall be fixed by the panel, to submit any comments on the report to the
panel, unless they agree to a longer time in their attempts to reach a
mutually satisfactory resolution to their dispute.

{(f} The panel shall take into account the comments and shall promptly
transmit its final report to the Assembly, which report shall be accompanied
by the written comments, if any, of the parties to the dispute.

(4) [Recommendation by the Assembly] The Assembly shall give the report
of the panel prompt consideration. The Assembly shall make recommendations to
the parties to the dispute, based upon its interpretation of this Treaty and
the report of the panel. Any recommendation by the Assembly shall require

consensus among the members of the Assembly other than the parties to the
dispute.

Article 31

Revision of the Treaty

This Treaty may be revised by a conference of the Contracting Parties.

Article 32
Protocols
For the purposes of further developing the harmomnization of patent law,

protocols may be adopted by a conference of the Contracting Parties, provided
that the provisions of any such protocol shall not contravene the provisions
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of this Treaty. Only Contracting Parties may hecome party to any such
protocol.

Article 33

Becoming Party to the Treaty

(1) [Bligihility] The following may hecome party to this Treaty:

(i) any State which is a party to the Paris Convention for the
Protection of Industrial Property and in respect of which patents may be
obtained either through the State's own Office or through the Office of
another Contracting Party;

(ii) any intergoveranmental organization which is competent in matters
governed by this Treaty and which has established, on such matters, norms that
are binding on all its member States, provided that all those States are party
to the Paris Convention for the Protection of Industrial Property:

(iii) any intergovernmental organization which maintains an Office
granting patents with effect in more than one State, provided that all of its
member States are party to the Paris Convention for the Protection of
Industrial Property.

(2) [Sigmature; Deposit of Instrument] To become party to this Treaty,
the State or the intergoveramental organization shall:

{i) sigmn this Treaty and deposit an instrument of ratification, or

(ii) deposit an instrument of accession.

{3) [Condition as to Effect of Instrument] (a) Any instrumeat of

ratification or accession (hereinafter referred to as "instrument") may be
accompanied by a declaration making it a condition to its being considered as
deposited that the instrument of one State or omne intergoveramental
organization, or the instruments of two States, or the instruments of one
State and one intergovermmental organizatiom, specified hy name and eligible
to become party to this Treaty according to paragraph {1){(i) or (iii), is or
are also deposited. The instrument containing such a declaratiomn shall be
considered to have been deposited on the day on which the condition indicated
in the declaration is fulfilled. However, when the deposit of an instrument
specified in the declaration is, itself, accompanied by a declaration of the
said kind, that instrument shall be comnsidered as deposited on the day on
which the condition specified in the latter declaration is fulfilled.

(b) Any declaration made under paragrapb {a) may be withdrawn, in its
entirety or in part, at any time., Any such withdrawal shall become effective
on the date on which the notification of withdrawal is received by the
Director General.
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Article 34

Entry Into Force of the Treaty

(1) [Entry Into Force] This Treaty shall enter into force three months
after eight States or intergovernmental organizations have deposited their
instruments of ratification or accession (hereinafter referred to as
"instrument"}.

(2) [Entities Mot Covered by the Entry Into Forcel Any State or
intergovernmental organization not covered by paragraph (1) shall become bound
by this Treaty three months after the date on which it has deposited its
instrument, unless a later date has been indicated in the instrument. In the
latter case, the said State or intergovernmental organization shall become
bound by this Treaty on the date thus indicated.

Article 35

Reservations

Alternative A

Note: No article on reservations.

Alterpnative B

(1) [Possibility of Making Reservations] (a) Any instrument of
ratification of, or accession to, this Treaty that is deposited not later than

the end of the eighth calendar year after the year in wbich this Treaty bas
been adopted may be accompanied hy a declaration making reservations to this
Treaty as provided for in paragraphs {(2) to {5).

(b) Fo reservations to this Treaty other than the reservations
allowed under paragraphs (2) to (5) are permitted.

{(2) [Fields of Technology] (a) Any State or intergovernmental
organization may declare that, notwithstanding the provisions of Article 10,
patents will not be granted by the competent Office in the fields of
technology specified in its declaration, provided that such a declaration may
only specify those fields of technology which, at the time of making the
declaration, are fields for which that State or intergovernmental organization
provides for the exclusion of the grant of patents.

(b} Any declaration made under subparagraph (a) by a developing
country or by an intergovermmental orgamnization all the members of which are
developing countries shall lose its effect at the end of the fifteenth
calendar year after the year in which this Treaty has been adopted. Any
declaration made under subparagraph (a) by any other State or
intergovernmental organization shall lose its effect at the end of the tenth
calendar year after tbe year in which this Treaty has heen adopted.
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(3) [Certain Rights Conferred by Process Patents] {(a) Any State which
is a developing country or any intergovernmental organization all the members
of which are developing countries and which, at the time of making the
declaration, does not provide for the right referred to in Article 19{(2){ii)
may declare that it will not apply that provision.

(b) Any declaration made under subparagraph (a) shall lose its effect
at the end of the fifteenth calendar year after the year in which the Treaty
has been adopted.

(4) [Term of Patent] (a) Any State or intergovermmental organization
which, at the time of making the declaration, provides that the protection
conferred by a patent shall end before the expiration of the 20-year pericd
referred to in Article 22(1) may declare that it will not apply that provision.

(b) Any declaration made under subparagraph (a) by a developing
country or by an intergovernmental organization all the members of which are
developing countries shall lose its effect at the end of the fifteenth
calendar year after the year in which the Treaty has been adopted. Any
declaration made under subparagraph {a) by any other State or
intergovernmental organization shall lose its effect at the end of the tenth
calendar year after the year in which the Treaty has been adopted.

(5) [Reversal of Burden of Proof] (a) Any State which is a developing
country or any intergovernmental organization all the members of which are
developing countries and which, at the time of making the declaration, does
not provide for the reversal of the burden of proof referred to in Article 24
may declare that it will not apply that provision.

{b) Any declaration made under subparagraph {a) shall lose its effect
at the end of the fifteenth calendar year after the year in which the Treaty
has been adopted.

Article 36

Special Notifications

(1) [States] (a) Any State in respect of which patents may be obtained
only through the Office of another Contracting Party shall notify this fact
and shall identify such Contracting Party.

{b) Any change in the fact notified by a State under subparagraph {(a)
shall be promptly notified by such State.

{2) [Intergovernmental Organizations Referred to in Article 33{1}(ii)]
(a) Any intergoveromental organization referred to in Article 33(1){(ii) shall
notify the list of its member States and, if its norms deal with only some of
the matters covered by Articles 3 to 26, shall notify this fact and shall,
among the provisions of the said Articles, identify those provisions with
which its norms deal. The other provisions of the said Articles shall not
bind the intergovernmental organization.
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(b} If the norms of the intergovermmental organization referred to in
subparagraph (a) later deal with any matter covered by Articles 3 to 26
concerning which the intergovermnmental organization has not made a
notification under subparagraph (a), the intergovermmental orgamization shall
be bound hy the corresponding provisions of this Treaty and shall promptly
notify the relevant changes in its norms,

(3} [Intergovernmental Organizations Referred to im Article 33(1)(iji}]

{(a) Any intergovermmental organization referred to in Article 33(1){iii)
shall notify the list of its member States and, if its norms do not deal with
any of the matters covered by Articles 19 to 26, shall notify this fact and
shall, among the provisions of the said Articles, identify those provisions
with which its norms do not deal. The latter provisions shall not bind the
intergovernmental organization.

(b} If the norms of the intergovernmental orgamization referred to in
subparagraph (a) later deal with any matter comcerning which the
intergovernmental organization has made a notification under subparagraph {(a},
the intergovermmental organization shall be bound by the corresponding
provisions of this Treaty and shall promptly notify the relevant changes in
its norms.

(4} [Time of NWotification] (a) Any notificationm under
paragraphs (1}{a), (2)(a) or (3)(a) shall accompany the instrument of
ratification or accession.

(b} Any change urnder paragraphs (l){(b), (2)(h) or (3)(b) shall be
notified promptly in 2 declaration deposited with the Director General.

Article 37

Denunciation of the Treaty

(1) [Notification] Any Contracting Party may denounce this Treaty by
notification addressed to the Director General,

{2) [Effective Date] .Denunciation shall take effect onme year from the
date on which the Director General has received the notification. It shall
not affect the application of this Treaty to any application pending or any
patent in force in respect of the denouncing Contracting Party at the time of
the expiration of the said one-year period.

Article 38

Languages of the Treaty; Signature

(1) [Original Texts; Official Texts] (a) This Treaty shall be signed
in a single original in the English, Arabic, Chinese, French, Russian and

Spanish languages, all texts heing equally authentic.
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(b} Official texts shall be established by the Director General,
after consultation with the interested Govermments, in such other languages as
the Assembly may designate.

{(2) [Time Limit for Signature] This Treaty shall remain open for
signature at the headguarters of the Organization for one year after its
adoption.

Article 39

Depositary

The Director General shall he the depositary of this Treaty.
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DRAFT REGULATIONS
UNDER THE TREATY SUPPLEMENTING THE PARIS CONVENTION FOR THE

PROTECTION OF INDUSTRIAL PROPERTY AS FAR AS PATENTS ARE CONCERKED

Rule 1:
Rule 2:
Rule 3:
Rule 4:

Rule 5:
Rule 6:

Rule 7:

ERule 8:

Rule 93

Rule 10:

Rule 11:
Rule 12:

Rule 13:

(PATENT LAW TREATY)

Contents

Definitions (ad Article 2)
Contents and Order of Description (ad Article 3(2))
Manner of Claiming (ad Article 4(5))
Details Concerning the Requirement of
Unity of Invention (ad Article 5(1))
Divisional Applications (ad Article 5(1))
Manner of Identification and Mention of
Inventor (ad Article 6}
Details Concerning the Filing Date Requirements
(ad Article B)
Announcement in the Gazette of the Publication
of an Application (ad Article 15(1))
Announcement in the Gazette of the Publication
of a Change in a Patent (ad Article 17(5))
Announcement in the Gazette of the Grant
of a Patent (ad Article 18(1)(b))}
Absence of Quorum in the Assembly (ad Article 27)
Reguirement of Unanimity for Amending
Certain Rules (ad Article 29(3))
Settlement of Disputes (ad Article 30)
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Rule 1

Definitions
{ad Article 2)

(1) [’Treaty":; “Article"] {(a) In these Requlations, the word "Treaty"
means the Treaty Supplementing the Paris Convention for the Protection of
Industrial Property as far as Patents Are Concerned (Patent Law Treaty).

(b) 1In these Regulations, the word "Article" refers to the specified
Article of the Treaty.

(2} [Expressions Defined in the Treaty] The expressions defined in

Article 2 for the purposes of the Treaty shall have the same meaning for the
purposes of these Regulations.

(3) [Means of Publication]) For the purposes of Article 2(viii), an
application, a search report, a patent or any change in a patent shall be
deemed to be "made accessible to the public” if any person so wishing, against
payment or free of charge, can

(i) ohtain from the Office paper copies of the application, the
search report, the patent or the document reflecting the change,

(ii) inspect, at the Office, the application, the search report, the
patent or the document reflecting the change and, on request, obtain from the
Cffice paper copies thereof, or

{iii) take cogmizance, by means of electronic communication, of the
application, the search report, the patent or the change and make, if he so
wishes, paper copies thereof.

Rule 2

Contents and Order of Description
{ad Article 3(2))

(1) [Contents of Description) The description shall, after stating the
title of the invention,

(i) specify the technical field or fields to which the invention
relates;

(ii) indicate the background art which, as far as known to the
applicant, can be regarded as useful for the understanding, searching and
examination of the invention, and, preferably, cite the documents reflecting
such hackground art;

(iii) describe the invention, as claimed, in such terms that the
technical problem (even if not expressly stated as such) and its solution can
be understood, and state the advantageous effects, if any, of the invention
with reference to the background art;
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{iv) where a deposit of biologically reproducible material is required
under Article 3{(1)(b), indicate the fact that the deposit has heen made and
identify at least the name and address of the depositary institution, the date
of the deposit and the accession number given to the deposit by that
institution, as well as describe, to the extent possible, the nature and the
characteristics of such material, relevant to the requirement of disclosure of
the invention;

{(v) briefly describe the figures in the drawings, if any;

{vi) set forth at least one mode for carrying out the invention
claimed; this shall be done in terms of examples, where appropriate, and with
reference to the drawings, if any; however, any Contracting Party may provide
that the description set forth the best mode for carrying out the invention
known to the inventor at the filing date or, where priority is claimed,
priority date of the application;

{vii) indicate explicitly, when it is not otherwise obvious from the
description or nature of the invention, the way or ways in which the invention
satisfies the requirement of being useful or industrially applicable.

Alternative A

{2} [Manner and Qrder of
Presentation of Contents] (a) The

contents of the description shall be
presented in the order specified in
paragraph {1}, unless, because of
the nature of the invention, a
different order would afford a
better understanding or a more
economical presentation.

(h}) Any Contracting Party
may accept a description which does
not contain the matters specified in
paragraph (1){i), (ii) and (v), or
which contains, in lieu of the matter
specified in paragraph (1l){iii), a
description of the inventiom in any
terms that satisfy the requirement
of a disclosure of the invention in
a manner sufficiently clear and
complete for the invention to be
carried out by a person skilled in
the art.

(3) [Nucleotides and Amino Acid Sequences]

Alternative B

(2) ([Manner and Qrder of
Presentation of Contents] The
contents of the description shall be
presented in the manner and order
specified in paragraph (1), unless,
because of the nature of the
invention, a different manner or a
different order would afford a better
understanding or a more economical
presentation.

Any Contracting Party may,

where the application contains disclosure of a nucleotide or amino acid
sequence, provide for special requirements concerning the place, mode and

format of such disclosure.
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18 TEXT OF THE DRAFT TREATY AS PRESENTED TO THE DIPLOMATIC CONFERENCE

Rule 3

Manner of Claiming
(ad_Article 4(5})

(1) [Consecutive Humbering] Where the application contains several
claims, they shall be numbered consecutively in arabic numerals.

(2) [Method of Definition of Invention] The definition of the matter

for which protection is sought shall be in terms of the technical features of
the invention.

{3} [EForm of Claim] Claims shall be written either

(i) in two parts, the first part consisting of a statement
indicating those technical features of the invention which are necessary in
connection with the definition of the claimed subject matter and which, in
combination, appear to be part of the prior art, the second part ("the
characterizing portion"), introduced by the words "characterized in that,"
"characterized by," "wherein the improvement comprises," or other words to the
same effect, consisting of a statement indicating those technical features
which, in combination with the features stated in the first part, define the
matter for which protection is sougbt; or

{(ii) in a single statement containing a recitation of a combination
of several elements or steps, or a single element or step, which defines the
matter for which protection is sought.

(4) [Referemces in the Claims to_the Description and Drawings] (a)
No claim may contain, in respect of the technical features of the invention, a
reference to the description or any drawings, for ezample, such references
as: "as described in part ... of the description,” or "as illustrated inm
figure ... of the drawings," unless such a reference is necessary for the
understanding of the claim or enhances the clarity or the conciseness of the
claim.

{h} No claim may contain any drawing or graph. Any claim may
contain tables and chemical or mathematical formulas.

{(c) Where the application contains a drawing, the mention of any
technical feature in a claim may, if the intelligibility of that claim can
thereby be enhanced, include a reference sign to that drawing or to the
applicable part of that drawing; such a reference sign shall be placed
between square brackets or parentheses; it shall not be construed as limiting
the claim.

{(5) [Dependent_and Multiple Dependent Claims] (a) Any claim wbich
includes all the features of another claim of the same category or several

other claims of the same category (hereinafter referred to as "dependent
claim" and “multiple dependent claim," respectively} shall, preferably in the
beginning, refer to the other claim or the other claims, as the case may be,
by indicating the number of the other claim or the numbers of the other claims
and sball then state those features claimed that are additional to the
features claimed in the other claim or the other claims.
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VEXT OF THE DRAFT TREATY AS PRESENTED TO THE DIPLOMATIC CONFERENCE 49

(b} A dependent claim may depend on another dependent claim or on a
multiple dependent claim. A multiple dependent claim may depend on a
dependent claim or another multiple dependent claim. Multiple dependent
claims may refer in the alternative or in the cumulative to the claims con
which they depend.

{c) All dependent claims referring back to the same claim, and all
multiple dependent claims referring back to the same claims, shall be grouped
together in the most practical way possible.

Rule 4

Details Concerning the Regquirement

of Unity of Invention
{ad Article 5(1))

(1) [Circumstances in Which the Requirement of Unity of Invention Is
to Be Considered Fulfilled] Where a group of inventions is claimed, the
requirement of unity of invention shall be fulfilled only when there is a
technical relationship among those inventions involving one or more of the
same or corresponding special technical features., The expression "special
technical features" shall mean those technical features that define a
contribution which each of those inventions, considered as a whole, makes over
the prior art.

(2) [Determination of Unity of Invention Mot Affected by Manner of
Claiming] The determination whether a group of inventions is so linked as to
form a single general inventive concept shall be made without regard to
whether the inventions are claimed in separate claims or as alternatives
within a single claim.

Eule 5

Divigional Applications
(ad Article 5(1))

(1) [Time Limit] (a) The applicant may file one or more divisional
applications at any time up to at least the time when the initial application
is in order for grant.

(b} Wotwithstanding subparagraph (a), any Contracting Party which
establishes a time limit for compliance by the applicant with all regquirements
for the grant of a patent may provide that no divisional application may be
filed during the sizx months preceding the expirationm of that time limit,

(2) [Priority Documents] Priority documents and any translatiouns
thereof that are submitted to the Office in respect of the imitial application
shall be comsidered as having been submitted also in respect of the divisional
application or applications.
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50 TEXT OF THE DRAFT TREATY AS PRESENTED TCO THE DIPLOMATIC CONFERENCE

Rule 6

Manner of Identification and Mention of Inventor

{(ad Article 6)

(1) [Manner of Identification and Mention] (a) The identification of
the inventor referred to in Article 6(1}(a) shall consist of the indication of

the inventor's name and address.

(b) The mention of the inventor referred to in Article 6(2) shall
consist of at least the indication of the inventor's name.

{2) [Procedure in Case of Non-Compliance with Reguirements] (a) If
the application and the documents accompanying it do not comply with the

requirements provided for under Article 6(1)(a) and, where applicable,
Article 6{(3), the Office shall invite the applicant to comply with the said
requirements within a reasonable time limit.

(b} The application may not be rejected for failure to comply with
the said requirements where such an invitation has not been extended to the
applicant.

(3) [Corrections] The applicant may correct, at any time, the
identification of the inventor given in accordance with Article 6(1){(a}. Any
Contracting Party may require the consent of any previously desigmated
inventor before accepting such a correction.

Rule 7

Details Concerning the Filing Date Reguirements

{ad Article 8}

{1) ([Time Limits] (a) The time limit referred to in Article 8(2)(a)
shall be at least two months from the date on which the elements referred to
in Article 8(1)} have been received by the Office.

(b} The time limit referred to in Article B8(4) shall be at least
two months from the date on which the application containing the referemce to
the previously filed application has been received by the Office.

{c) The time limit referred to inm Article 8(5){b) shall be at least
two months from the date on which the item reguiring tramslation has been
received by the Office.

(2} [Procedure in Case of Non-Compliance with Requirements] If the
application does mot, at the time of its receipt by the Office, comply with
any of the requirements of Article 8(1) or the applicable reguirements, if
any, of Article 8(2){a), Article 8(4) or Article B(5)(b) that the application
must satisfy either on receipt or within a prescribed time limit thereafter,
the Office shall promptly invite the applicant to comply with such requirement
within a time limit fized in the invitation, which time 1limit shall be at
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TEXT OF THE DRAFT TREATY AS PRESENTED TQ THE DIPLOMATIC CONFERENCE 51

least one month from the date of the invitation or, where the non-compliance
relates to a matter for which a time limit for compliance is established by
paragraph (1}, the time limit referred to in paragraph (1), whichever expires
later. Compliance with the imnvitation may be subject to the payment of a
special fee. Failure to send an invitation shall not alter the said
requirements.

(3) [Filing Date in Case of Correction] If, within the time limit
fixed in the invitation, the applicant complies with the invitation referred
to in paragraph (2) and pays the required special fee, if any, the filing date
shall be the date on which the elements referred to in Article 8(1) have been
received by the Office. Otherwise, the application shall be treated as if it

had not been filed.

(4) [pPate of Receipt] Each Contracting Party shall be free to
determine the circumstances in which the receipt of a document by a branch or
sub-office of an Office, by a national Office on behalf of an
intergovernmental organization having the power to grant regional patents, or
by an official postal service, shall be deemed to constitute receipt of the
document by the Office concerned.

(5) [Correction of Translations] Any translation of the parts of the
application, or of the text matter, referred to in Article 8(5)(b) and (c) may
be corrected at any time up to the time when the application is in order for
grant in order to conform to the wording of those parts or that text matter
furnished in a language other than the official language.

Rule 8

Announcement in the Gazette of the
Publication of an Application
{ad Article 15(1))

The publication of an application shall be announced in the official
gazette with an indication of at least the following data:

(i) the name of the applicant,
{ii) the title of the invention,
{iii) the filing date and the serial number of the application,
{iv) where priority is claimed, the filing date and the serial
number of the application the priority of which is claimed and the name of the

Office with which that application was filed,

(v} if available, the symbols of the International Patent
Classification.
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Rule 9

Announcement in the Gazette of the
Publication of a Change in a Patent

{(ad Article 17(5}))}

The publication of a change in a patent shall be announced in the
official gazette with an indication of at least the following data:

(i)
(ii}
(iii)

(iv)

the name of the owner of the patent,
the serial number of the patent,
the date of the change,

the nature of the change.

Rule 10

Announcement in the Gazette of the
Grant of a Patent

{ad Article 18(1)(b}}

The grant of a patent shall be announced in the official gazette with

an indication
(i)

(1i)

(iii)

(iv)
number of the

of at least the following data:
the name of the owner of the patent,
the title of the invention,
the filing date and the serial number of the application,

where priority is claimed, the filing date and the serial
application the priority of which is claimed and the name of the

QOffice with which that application was filed,

{(v) the serial number of the patent,
{(vi) 1if available, the symbols of the International Patent
Classification,
Rule 11
Absence of Quorum in the Assembly
{ad Article 27)
In the case provided for in Article 27(5)(b), the Internatiomal Bureau

shall communicate the decisions of the Assembly (other than those concerning
the Assembly's own procedure) to the Contracting Parties having the right to
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vote which were not represented and shall invite them to express in writing
their vote or abstention within a period of three months from the date of the
communication. If, at the exzpiratiom of that pericd, the number of
Contracting Parties having thus expressed their vote or abstentions attains
the number of Contracting Parties which was lacking for attaining the quorum
in the session itself, such decisions shall take effect provided that at the
same time the reguired majority still obtains.

Rule 12

Requirement of Unanimity for Amending Certain Rules
{ad Article 29(3}))

Amendment of Rule 2(1){vi} or Rule 3(3) of these Regulations shall
require that no Contracting Party having the right to vote in the Assembly
vote against the proposed amendment.

Rule 13

Settlement of Disputes
{ad Article 30)

(1) (Time Limit for Consultations] The time limit referred to in
Article 30(1)(b) shall be two months from the date of the request to enter
into consultations.

(2) [Time Limit for Reaching Agreement on the Terms of Reference of
the Panel] The time limit referred to in Article 30{(3){c) shall be three
months from the date on which the Director General appointed the members of
the panel.

[End]
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CONFERENCE DOCUMENTS "“PLT/DC" AND "PLT/DC/INF" SERIES

Document Source Subject

Number

PLT/DC/1 The Preparatory Meeting for the Draft Agenda of the
Diplomatic Conference for the Diplomatic Conference

Conclusion of a Treaty
Supplementing the Paris Convention
as far as Patents are Concerned

PLT/DC/2 The Preparatory Meeting for the Draft Rules of Procedure
Diplomatic Conference for the
Conclusion of a Treaty
Supplementing the Paris Convention
as far as Patents are Concerned

PLT/DC/3 The Director General of WIPO The "Basic Proposal" for
the Treaty and the
Regqulations

PLT/DC/4 The Director General of WIPO Notes on the Basic

Proposal for the Treaty
and Regulations

PLT/DC/5 The Internaticnal Bureau History of the Preparations
of the Patent Law Treaty

PLT/DC/5 Corr. The International Bureau Corrigendum to
document PLT/DC/5

PLT/DC/6 The United States of America Draft Articles 9, 11

and 13
PLT/DC/7 The Delegation of Norway Draft Article 15(4)
PLT/DC/B The Delegation of Norway Draft Article 16
PLT/DC/9 The Delegation of Switzerland Draft Article 20
PLT/DC/10 Rev. The Delegation of Ireland Draft Article 8 and Rule 7
PLT/DC/11 The Delegation of Sweden Draft Article 13(1)(a)
PLT/DC/12 The Delegation Draft Article 1

of The Netherlands
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Document Source Subject
Number
PLT/DC/13 The Delegation Draft Article 2{ii){(h})

of The Hetherlands

PLT/DC/14 The Delegation Draft Article 19(3)
of The Netherlands

PLT/DC/15 The Delegation Draft Article 23(1}(ii}
of The Netherlands

PLT/DC/16 The Delegation Draft Rule 7(4}

of The Netherlands
PLT/DC/17 The Delegation of Japan Draft Article 6
PLI/DC/18 The Delegation of Japan Draft Article 8
PLT/DC/19 The Delegation of Japan Draft Article 13(1)
PLT/DC/20 The Delegation of Japan Draft Article 15(1)
PLT/DCs21 The Delegation of Japan Draft Article 16
PLT/DCr22 The Delegation of Japan Draft Article 17
PLT/DC/23 The Delegation of Japan Draft Article 19
PLT/DC/24 Rev. The Delegation of Japan Draft Article 21
PLT/DC/25 The Delegation of Japan Draft Article 22
PLT/DC/26 The Delegaticn of Japan Draft Article 24
PLT/DC/27 The Delegation of Japan Draft Rule 2
PLT/DC/28 The Delegation of Japan Draft Rule 3
PLT/DC/29 The Delegation of Israel Draft Article 2(ix)
PLT/DC/30 The Delegation of Israel Draft Article 3(2)(b)
PLT/DC/31 The Delegation of Israel Draft Article 4(3)
PLT/DC/32 The Delegation of Isrmel Draft Article 5
PLT/DC/33 The Delegation of Draft Article 4(3)

the United Kingdom

PLT/DC/34 The Delegation of Draft Rule 3(2)
the United Kingdom
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Document Source Subject

Humber

PLT/DC/35 The Delegation of Draft Article 9(1)
the United Kingdom

PLT/DC/36 The Delegation of Germany Draft Article 16

PLT/DC/37 The Delegation of Germany Draft Article 19

PLT/DC/38 The Delegation of Germany Draft Article 24

PLT/DC/39 The Delegation of Germany Draft Rule 2

PLT/DC/40 Rev. The Delegatioum of Draft Article 9bis
the United States of America

PLT/DC/41 The Delegation of Draft Article 11
the United States of America

PLT/DC/42 The Delegation of Israel Draft Article 7

PLT/DC/43 The Delegation of Israel Draft Article 9

PLT/DC/44 The Delegation of Lebanon Preamble

PLT/DC/45 The Delegation of Lebanon Draft Article 3(1}{a)

PLT/DC/46 The Delegatiom of Lebanon Draft Article 7

PLT/DC/4&7 The Delegation of Lebanon Draft Article 8

PLT/DC/48 The Delegation of Lebanon Draft Article 9

PLT/DC/49 The Delegation of Lebanon Draft Article 10

PLT/DC/50 The Delegation of Draft Article 11{2)
the United States of America

PLT/DC/S1 The Delegation of Draft Article 13
the United States of America

PLT/DC/52 The Delegation of Draft Article 15(4)
the United States of America

PLT/DC/53 The Delegation of Draft Article 16{(2)
the United States of America

PLT/DC/54 The Delegation of Draft Article 17{(1)
the United States of America

PLT/DC/55 The Plenary of the Rules of Procedure {as

Diplomatic Conference

adopted on June 3, 1991,
and amended on June 6,

1991)
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Document Source Subject
Number
PLT/DC/56 The Delegation of Draft Article 8 and Rule 7
Switzerland
PLT/DC/57 The Delegation of the Draft Rule 2(2)
United Kingdom
PLT/DC/58 The Delegation of Germany Draft Article 3(1)
PLT/DC/59 The Delegation of Draft Article 18(1}
the United States of America
PLT/DC/60 The Delegation of Draft Article 20{(1)
the United States of America
PLT/DC/61 The Delegation of Draft Article 21(3)
the United States of America
PLT/DC/62 The Delegation of Draft Article 23
the United States of America
PLT/DC/63 The Delegation of France Draft Article 21
PLT/DC/64 The Delegation of Canada Draft Article 21(2)
PLT/DC/65 The Delegation of Israel Draft Article 14
PLT/DC/66 The Secretariat of the Conference First Report of the
Credentials Committee
PLT/DC/67 The Delegation of Germany Draft Article 23(2)
PLT/DC/68 The Delegation of Bangladesh Draft Article 23(1)
PLT/DC/INF/1 The Secretariat of the Conference List of Participants in the
First Part of the
Diplomatic Conference
PLT/DC/INF/2 The Secretariat of the Conference Officers and Committees
PLT/DC/INF/3 The Intermational Bureau List of Proposals for
Amendment of Provisions of
the Basic Proposal,
Published Before and During
the First Part of the
Diplomatic Conference
PLT/DC/IRF/4 The Secretariat of the Conference List of Documents Issued

Before and During the First
Part of the Diplomatic
Conference

[Endl
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PLT/DC/1 November 26, 1990 (Origimal: English)

Source: THE PREPARATORY MEETING FOR THE DIPLOMATIC CONFERENCE FOR THE
CORCLUSICN OF A TREATY SUPPLEMENTING THE PARIS CONVENTION AS FAR AS
PATENTS ARE CONCEENED

Draft Agenda of the Diplomatic Conference

1. Opening of the Conference by the Director General of WIPO

2. Consideration and adoption of the Rules of Procedure

3. Election of the President of the Conference

4, Election of the Vice-Presidents of the Conference

5. Consideration and adoption of the agenda

6. Election of the members of the Credentials Committee

7. Election of the members of the Drafting Committee

B. Consideration of the first report of the Credentials Committee
9. Opening declarations by Delegations

10. Consideration of the texts proposed by the Main Committees

11. Consideration of the second report of the Credentials Committee
12. Adoption of the Treaty and the Regulations

13, Adoption of any recommendation, resolution, agreed statement or final act
14. Cleosing declarations by Delegations

15. Cleosing of the Conference by the President®

* Immediately after the closing of the Conference, the Final Act. if any, and
the Treaty will be open for signature.

[End]
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PLT/DC/2 November 26, 1990 {(Original: English)}

Source: THE PREPARATCRY MEETING FOR THE DIPLOMATIC CONFERENCE FOR THE
CONCLUSION OF A TREATY SUPPLEMENTING THE PARIS CONVENTION AS FAR AS
PATENTS ARE CONCERNED

Draft Rules of Procedurew®

Contents

CHAPTER I: OBJECTIVE, COMPETENCE, COMPOSITION, SECRETARIAT

Rule 1: Objective and Competence
Rule 2: Composition
Rule 3: Secretariat

CHAPTER II: REPRESENTATION

Rule 4: Composition of Delegations
Rule 5: Representatives of Observer Organizations
Rule 6: Credentials and Full Powers
Rule 7: Letters of Appointment
Rule 8: Presentation of Credentials, etc.
Rule 9: Examination of Credentials, etc.
Rule 10: Provisional Participation

CHAPTER III1: COMMITTEES AND WOREKING GROUPS
Rule 11: Credentials Committee
Rule 12: Main Committees and Working Groups
Rule 13: Drafting Committee
Rule 14: Steering Committee

CHAPTER IV: OFFICERS

Rule 15: Officers
Rule 16: Acting President or Acting Chairman
Rule 17: Replacement of President or Chairman
Rule 18: Vote by Presiding Officer
* These draft Rules of Procedure will apply as provisional Rules of

Procedure until the Diplomatic Conference adopts its Rules of Procedure under
the relevant item of the agenda. According to Rule 34(1), such adoption
regquires a majority of two-thirds.
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CHAPTER V:

Rule
Rule
Rule
Rule
Rule
Rule
Rule
Rule
Rule
Rule

Rule
Rule
Rule
Rule

CHAPTER VI:

Rule
Rule
Rule
Rule
Rule
Rule
Rule
Rule

[PLT/DCs2, continued]

CONDUCT OF BUSINESS

19:
20:
21
22:
23:
24:
25:
ri-H
27:
28:

29
30:
31:
32:

33:
34:
35:
36:
37:
38:
39:
40:

CHAPTER VII:

Rule
Rule
Rule

41:
42:
43:

CHAPTER VIII:

Quorum

General Powers of the Presiding Officer

Speeches

Precedence

Points of Order

Limit on Speeches

Closing of List of Speakers

Adjouroment or Closure of Debate

Suspension or Adjournment of the Meeting

Order of Procedural Motions; Content of Interventions on
Such Motions

Basic Proposal and Proposals for Amendment

Decisions on Competence

Withdrawal of Procedural Motions and Proposals for Amendment
Reconsideration of Matters Decided

VOTING

Right to Vote

Required Majorities

Requirement of Seconding; Method of Voting
Conduct During Voting

Division of Proposals

Voting on Proposals for Amendment

Voting on Proposals on the Same Question
Equally Divided Votes

LANGUAGES AND MINUTES
Langquages of Oral Interventions

Summary Minutes
Languages of Documents and Summary Minutes

OPEN AND CLOSED MEETINGS

Rule 44: Meetings of the Conference and the Main Committees
Rule 45: Meetings of Other Committees and of Working Groups
CHAPTER IX: SPECIAL DELEGATIONS
Rule 46: Special Delegations
CHAPTER X: OBSERVERS
Rule 47: Observers
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CEAPTER XI: AMENDMENTS TO THE RULES OF PROCEDURE

Eule 438: Amendments to the Rules of Procedure
CHAPTER XII: FIRAL ACT
Rule 49: Final Act

CHAPTER I: OBJECTIVE, COMPETENCE, COMPOSITION, SECRETARIAT

Rule 1: Obijective and Competence

(1) The objective of the Diplomatic Conference for the Conclusion of a
Treaty Supplementing the Paris Convention as far as Patents are Concerned
(hereinafter referred to as “the Conference”)} is to negotiate and adopt, on
the basis of the drafts contained in document PLT/DC/3, a treaty supplementing
the Paris Comvention for the Protection of Industrial Property as far as
patents are concerned and regulations under that treaty {hereinafter referred
to as "the Treaty"” and "the Regulations," respectively}.

{2) The Conference, meeting in Plenary, shall be competent to:

{i) adopt these Rules of Procedure (hereinafter referred to as "these
Rules”) and to make any amendments thereto;

(ii) adopt the agenda of the Conference;

{iii) decide on credentials, full powers, letters or other documents
presented in accordance with Rules 6, 7 and 8 of these Rules:

{iv) adopt the Treaty and the Regulations:

(v) adopt any recommendation or resolution whose subject matter is
germane to the Treaty:

(vi) adopt any agreed statements to be included in the Records of the
Conference;

(vii) adopt any final act of the Conference;

(viii) deal with all other matters referred to it by these Rules or
appearing on its agenda.

Rule 2: Composition

(1) The Conference shall consist of:

(i) delegations of the States members of tbe International (Paris}
Union for the Protection of Industrial Property (hereinafter referred to as
“the Paris Union"),
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(ii) delegations of the States members of the World Intellectual
Property Organization (WIPO) other than those referred to in item (i),

{(iii) delegations of the European Patent Organisation amnd the
Organisation africaine de la propriéte intellectuelle aund

{(iv) representatives of other intergovernmental and of
non-governmental organizations invited to the Conference.

(2) Hereinafter, delegations referred to in paragraph (1){i) are called
"Member Delegations," delegations referred to in paragraph (1){(ii) are called
"Observer Delegations,"”" delegations referred to in paragraph (1}{(iii) are
called "Special Delegations," and representatives referred to in paragraph
{(1}(iv) are called "representatives of Observer QOrganizations.” The term
“Delegations,” as hereinafter used, shall, unless otherwise expressly
indicated, include Member Delegations, Observer Delegations and Special
Delegations; it shall not include the representatives of Observer
Organizations.

(3) The Conference may invite to one or more of its meetings any person
whose technical advice it may consider useful for its work.

Rule 3: Secretariat

(1) The Conference shall have a Secretariat provided by the
International Bureau of WIPO (hereinafter referred to as "the International
Bureau").

{2) The Director General of WIPO and any official of the Intermatiomal
Bureau designated by the Director General of WIPC may participate in the
discussions of the Conference, meeting in Plenary, as well as in any committee
or working group thereof and may make oral or written statements, observations
or suggestions to the Conference, meeting in Plenary, and any committee or
working group thereof concerning any gquestion under consideration.

(3) The Director General of WIPO shall, from among the staff of the
International Bureau, designate the Secretary of the Conference and a
Secretary for each committee and for each working group.

(4) The Secretary of the Conference shall direct the staff required by
the Conference.

(5) The Secretariat shall provide for the receiving, translation,
reproduction and distribution of the required documents; the interpretation
of oral interventions: and the performance of all other secretarial work
required for the Conference.

(6) The Director Genmeral of WIPC shall be responsible for the custody
and preservation in the archives of WIPO of all documents of the Conference.
The International Bureau shall distribute the final documents of the
Conference after the Conference,


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


66 CONFERENCE DOCUMENTS

[PLT/DC/2, continued}

CHAPTER II: REPRESENTATION

Rule 4: Composition of Delegations

Each Delegation shall consist of one or more delegates and may include
alternate delegates and advisors. Each Delegation shall have a Head of
Delegation and may have an Alternate or Deputy Head of Delegation.

Rule 5: Representatives of Observer Organizations

An Observer Organization may he represented by one or more
representatives,

Rule 6: (Credentials and Full Powers

{1) Eacb Delegation shall present credentials.

(2) PFull powers shall be required for signing the Treaty. Such powers
may be included in the credentials.

Rule 7: Letters of Appointment

The representatives of Observer Organizations shall present a letter or
other document appointing them.

Bule 8: Presentation of Credentials, etc.

The credentials and full powers referred to in Rule & and the letters or
other documents referred to in Rule 7 shall be presented to the Secretary of
the Conference, if possible not later than twenty-four hours after the opening
of the Conference.

Rule 9: Examination Credentials, etc.

(1) The Credentials Committee referred toc in Rule 11 shall examine the
credentials, full powers, letters or other documents referred to in Rules 6
and 7, respectively, and shall report to the Conference, meeting in Plenary.

{2} The final decision on the said credentials, full powers, letters or
other documents shall be within the competence of the Conference, meeting in
Plenary. Such decision shall be made as scon as possihle and in any case
before the adoption of the Treaty.

Rule 10: Provisional Participation

Pending a decision upon their credentials, letters or other documents of
appointment, Delegations and representatives of Observer Organizations shall
be entitled to participate provisionally in the deliberations of the
Conference as provided in these Rules.
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CHAPTER III: COMMITTEES AND WORKING GROUPS

Rule 11: Credentials Committee

{1) The Conference shall have a Credentials Committee.
{2) The Credentials Committee shall consist of eleven members elected by

the Conference, meeting in Plenary, from among the States whose delegations
are Member Delegations.

Rule 12: Main Committees and Working Groups

(1) The Conference shall have two Main Committees. Each Main Committee
shall consist of all the Member Delegations. The Main Committees sball be
responsible for proposing for adoption by the Conference, meeting in Flenary,
the provisions of the Treaty and the Regulations and any recommendation,
resolution or agreed statement referred to in Rule 1{(2){(v) and (vi), as
follows:

{i) Main Committee I, in respect of the provisions other than those
referred to in item (ii), below, as contained in the basic proposal referred
to in Rule 29(1):

{ii) Main Committee II, in respect of the preamble and the substantive
provisions entitled “Fields of Technology.,™ "Rights Conferred by the Patent,”
"Term of Patent,” "“Reversal of Burden of Proof," "“Obligatioms of the Right
Holder,'" "Remedial Measures under National Legislation," as well as the
administrative provisions and the final clauses, as contained in the basic
proposal referred to in Rule 29{(1).

{(2) Each Main Committee may establish working groups. In establishing a
vorking group, the Main Committee concerned shall define its tasks. The
number of the members of any working group shall be decided by the Main
Committee establishing it; the members of each working group shall be elected
by the Main Committee establishing it from among the Member Delegations.

Rule 13: Drafting Committee

(1} The Conference shall have a Drafting Committee.

(2) The Drafting Committee shall consist of ten members elected by the
Conference, meeting in Plenary, from among the Member Delegations, as well as,
ex officio, the Chairmen of the two Main Committees.

(3) The Drafting Committee shall prepare drafts and give advice on
drafting as requested by the Main Committees., The Drafting Committee shall
not alter the substance of texts submitted to it, but shall coordinate and
review the drafting of all texts approved by the Main Committees, and shall
submit the texts so reviewed for final approval to the Main Committees.
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Rule 14: Steering Committee

(1) The Steering Committee of the Conference shall consist of the
President of the Conference, the Chairman of the Credentials Committee, the
Chairmen of the two Main Committees and the Chairman of the Drafting
Committee. Its meetings shall be chaired by the President of the Conference
and, in his absence, by the Chairmen of the two Main Committees by turms.

{2) The Steering Committee shall meet from time to time to review the
progress of the Couference and to make decisiouns for furthering such progress,
including, in particular, decisions on the coordinating of the meetings of the
Plenary, the committees and the working groups.

(3} The Steering Committee shall propose for adoption hy the Conference,
meeting in Plenary, the text of any final act of the Conference.

CHAPTER IV: OFFICERS

Bule 15: Officers

(1) The Conference, meeting in Plenary and presided over by the Director
General of WIPO, shall elect its President, and, presided over by its
President, shall elect ten Vice-Presidents.

(2) The Credentials Committee, the Main Committees and the Drafting
Committee shall each have a Chairman and two Vice-Chairmen.

{3) Each of the bodies mentioned in paragraphs (1} and (2) shall elect
its officers from among the delegates of States whose Delegations are its
members. The officers of any working group shall be elected by the Main
Committee establishing it from among the delegates of States whose Delegations
are its members.

(4) Precedence among the Vice-Presidents or Vice-Chairmen of a given
body sball depend on the place cccupied by the name of the State of each of
them in the list of Member Delegations establisbed in the French alphabetical
order, beginning with the name of the State drawn by lot by the President of
the Conference.

Rule 16: Acting President or Acting Chairman

{1} If the President of the Confereunce or any Chairman is absent from
any meeting of the body (the Conference, meeting in Plemary, the committee or
working group} to be chaired by him, such meeting shall be presided over, as
Acting President or Acting Chairman, by that Vice-President or Vice-Chairman
of that body who, among the Vice-Presidents or Vice-Chairmen present, has
precedence over the others.

(2) If all the officers of a body are absent from any meeting of that
body (Conference, meeting in Plenary, committee or working group), an Acting
President or Acting Chairman, as the case may be, shall be elected by that
body.
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Rule 17: Replacement of President or Chairman

I1f, for the rest of the duration of the Conference, the President or any
Chairman is unable to perform his functions, a new President or Chairman shall
be elected.

Rule 18: Vote by Presiding Officer

(1) No President or Chairman, whether elected as such or Acting
{hereinafter referred to as "the Presiding Officer"), shall vote. Another
member of his Delegation may vote in the name of his Delegation.

{2) Wwhere the Presiding Officer is the only member of his Delegation, he
may vote, but only after all other Delegations have voted.

CHAPTER V: CONDUCT OF BUSINESS

Rule 19: Quorum

{1) A quorum shall be required in the Conference, meeting in Plenary,
and shall be comstituted by one-half of the Member Delegations participating
in the Conference.

{(2) A quorum shall be required in the meetings of any committee or any
working group and shall be constituted by one-half of the members of that
committee or working group.

Rule 20: General Powers of the Presiding Officer

{1) In addition to exercising the powers conferred upon him elsewhere by
these Rules, the Presiding Officer shall declare the opening and closing of
the meetings, direct the discussions, accord the right to speak, put questions
to the vote, and announce decisions. He shall rule on points of order and,
subject to these Rules, shall have complete control of the proceedings at any
meeting and over the maintenance of order thereat.

(2) The Presiding Officer may propose to the meeting the limiting of
time to be allowed to speakers, the limitation of the number of times each
Delegation may speak on any question, the closure of the list of speakers, or
the closure of the debate. He may also propose the suspension or the
adjournment of the meeting, or the adjourmment of the debate on the question
under discussion. Such proposals of the Presiding Officer shall be considered
as adopted unless immediately rejected.

Rule 21: Speecbes

(1) No person may speak without having previously obtained the
permission of the Presiding Officer. Subject to Rules 22 and 23, the
Presiding Officer shall call upon speakers in the order in which they signify
their desire to speak.
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{2) The Presiding Officer may call a speaker to order if his remarks are
not relevant to the subject under discussion.

Rule 22: Precedence

(1) Member Delegations asking for the floor shall generally be accorded
precedence over Cbserver Delegations asking for the floor, and either shall
generally be accorded precedence over representatives of Observer
Organizations.

(2) The Chairman of a committee or working group may he accorded
precedence during discussions relating to the work of his committee or working
group.

{3) The Director Gemeral of WIFO or his representative may be accorded
precedence for making statements, observations or suggestionms.

Rule 23: Points of Order

{1) During the discussion of any matter, any Member Delegation may rise
to a point of order, and the point of order shall be immediately decided by
the Presiding Officer in accordance with these Rules. Any Member Delegation
may appeal against the ruling of the Presiding Officer. The appeal sball be
immediately put to the vote, and the Presiding Officer’'s ruling shall stand
unless the appeal is approved.

{(2) A Member Delegation which under paragraph (1) rises to a point of
order may not speak on the substance of the matter under discussion.

Rule 24: Limit on Speeches

In any meeting, it may be decided to limit the time to be allowed toc each
speaker and the number of times each Delegation or representative of an
Observer Organization may speak om any guestiom. When the debate is limited
and a Delegation or a representative of an Observer Organization has used up
its allotted time, the Presiding Officer shall call it to order without delay.

Rule 25: Closing of List of Speakers

{1} During the discussion of any given guestion, the Presiding Officer
may announce the 1ist of participants who have signified their wish to speak
and decide to close the list as to that question. The Presiding Officer may
nevertheless accord the right of reply to any speaker if a speech, delivered
after he has decided to close the list of speakers, makes it desirable.

(2) Any decision made by the Presiding Officer under paragraph (1) may
be the subject of an appeal according to the provisions of Rule 23.
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Rule 26: Adjournment or Closure of Debate

Any Member Delegation may at any time move the adjournment or cleosure of
the debate on the question under discussion, whether or not any other
participant has signified his wish to speak. In addition to the proposer of
the motion to adjourn or close the debate, permission tec speak on that motion
shall be accorded to one Member Delegation supporting and two Member
Delegations opposing it, after which the motion shall immediately be put to
the vote. The Presiding Qfficer may limit the time allowed to speakers under
this Rule.

Rule 27: Suspension or Adjournment of the Meeting

During the discussion of any matter, any Member Delegation may move the
suspension or tbe adjouroment of the meeting. Such motions shall not be
debated, but shall immediately be put to the vote.

Rule 28: QOrder of Procedural Motions; Content of Interventions on Such
Motions

{1) Subject to Rule 23, the following motions shall have precedence in
the following order over all other proposals or motions before the meeting:

(i) to suspend the meeting,
(ii) to adjourn the meeting,
{iii) to adjourn the debate on the question under discussion,
(iv) to close the debate on the question under discussion.

{2) Any Member Delegation which has been given the floor on a procedural

motion may only speak on that motion and may not speak on the substance of the
matter under discussion.

Rule 29: Basic Proposal and Proposals for Amendment

{1){a) Document PLT/DC/3 shall constitute the basis of the discussions
in the Conference, and the text of the draft Treaty and Regulations contained
in that document shall constitute the "basic proposal."

(b) Where., for any given Article, there are two or three alternatives
in the basic proposal, consisting of either two or three texts, or one or two
texts and an alternative that there should be no such Article, the
alternatives shall be designated with the letters A, B and, where applicable,
C, and shall have equal status. Discussions shall take place simultaneocusly
on the alternatives and, if voting is necessary and there is no cousensus on
which alternative should be put to the vote first, each Member Delegation
shall be invited to indicate its preferemce among the two or three
alternatives. Tbe alternative supported by more Member Delegations than the
other altermative or, where there are three alternatives, any of the other
alterwatives, shall be put to the vote first.
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{c) Wherever the basic proposal contains words within square
brackets, only the text tbat is not within square brackets shall he regarded
as part of the basic proposal, whereas words within square brackets shall be
treated as a proposal for amendment if presented as provided in paragraph (2).

{2) Any Member Delegation may propose amendments to the basic proposal.

(3) Proposals for amendment shall, as a rule, be submitted in writing
and handed to the Secretary of the competent body (the Conference, meeting in
Plenary, the committee or working group). The Secretariat shall distribute
copies to the Delegations and the representatives of Observer Organizations
repréesented in the body concerned. As a general rule, a proposal for
amendment shall be considered and discussed or put to the vote in any meeting
only if copies of it have heen distributed at least three hours before it is
called up for consideration. The Presiding Officer may, however, permit the
consideration and discussion of a proposal for amendment even though copies
bave not been distributed or have been distributed less than three hours
before it is called up for consideration,

Rule 30: Decisions on Competence

(1) If any Member Delegation moves that a proposal, duly seconded,
should not be considered by the Conference because it is outside the
competence of the Conference, such a motion shall be decided by the
Conference, meeting in Plenary, and shall be put to the vote before the
proposal is called up for discussion.

{2) If the motion referred to in paragraph (1) is made in a body other

than the Conference, meeting in Plenary, it shall be referred for decision to
the Conference, meeting in Plenary.

Rule 31: Withdrawal of Procedural Motions and Proposals for Amendment

Any procedural motion and any proposal for amendment may he withdrawn hy
the Member Delegation which has made it, at any time before voting on it has
commenced, provided that nc amendment to that motion or proposal has been
proposed by another Member Delegation. Any motion or proposal which has thus
been withdrawn may he reintroduced by any other Member Delegation.

Rule 32: Reconsideration of Matters Decided

When any matter has been decided by a bedy (the Conference, meeting in
Plenary, a committee or working group), it may not he reconsidered hy that
body, unless so decided by the majority applicable under Rule 34{1}{iv). 1In
addition to the proposer of the motion to reconsider, permission to speak on
that motion sball be accorded only to one Member Delegation seconding and two
Member Delegations opposing the motion, after which the motion shall
immediately be put to the vote.
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CHEAPTER VI: VOTING

Rule 33: Right to_Vote

Each Member Delegation shall have the right to vote. A Member Delegation
shall have one vote, shall represent only itself and shall vote only in its
name.

Rule 34: Reguired Majorities

(1) All decisions of all bodies (the Conference, meeting in Plenary, the
committees and working groups) shall be made as far as possible by consensus.
If it is not possible to attain consensus, the following decisions shall
require a majority of two-thirds of the Member Delegations present and voting:

(i) adopticon by the Conference, meeting in Plenary, of these Rules,

{ii) adoption by tbe Conference, meeting in Plenary, of any
amendments to these Rules,

(iii) adoption by any of the bodies of any proposal for amendment to
the basic proposal,

(iv) decision by any of the bodies to reconsider, under Rule 32, a
matter decided,

{v} adoption by the Conference, meeting in Plenary, of the Treaty
and the Regulations,

whereas all other decisions of all bodies shall require a simple majority of
the Member Delegations present and voting.

(2} In determining whether the required majority has been attained, only

affirmative and negative votes shall be counted, and express abstentions,
non-voting or absence dAuring the vote shall not be counted.

Rule 35: Requirement of Seconding; Method of Voting

(1) Any proposal for amendment made by a Member Delegation shall be put
to a vote only if it is seconded by at least one other Member Delegation.

{(2) Voting on any guestion shall he by show of hands unless any Member
Delegation, supported by at least one other Member Delegation, requests a
roll-call, in which case it shall be by roll-call. The roll sball be called
in the Frencb alphabetical order of the names of the States, beginning with
the State whose name is drawn by lot by the Presiding Officer,

Rule 36: Conduct During Voting

(1) After the Presiding Officer has announced the beginning of voting,
the voting shall not he interrupted except on a point of order concerning the
actual comduct of the voting.
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(2) The Presiding Cfficer may permit any Member Delegation to exzplain
its vote or abstention either before or after the voting.

Rule 37: Division of Proposals

Any Member Delegation may move that parts of the hasic proposal or of any
proposal for amendment be voted upon separately. If objection is made to the
request for division, the motion for division shall be put to a vote. In
addition to the proposer of the motion for division, permission to speak on
that motion shall be given only to one Member Delegation in favor and two
Member Delegations against. If the motion for division is carried, all parts
separately approved shall again be put to the vote, together, as a whole., If
all operative parts of the basic proposal or of a proposal for amendment have
been rejected, the basic proposal or the proposal for amendment shall be
considered to have been rejected as a whole.

Rule 38: Voting on Proposals for Amendment

Any proposal for amendment shall be voted upon before voting upon the
text to which it relates. Proposals for amendment relating to the same text
shall be put to a vote in the order in which their substance is removed from
the said texzt, the furthest removed being put to a vote first and the least
removed being put to a vote last. If, however, the adoption of any proposal
for amendment necessarily implies the rejection of any other proposal for
amendment or of the original text, such other proposal or the original text
shall not be put to the vote. If one or more proposals for amendment relating
to the same temxt are adopted, the text as amended shall be put to a vote. Any
proposal to add to, or delete from, a text shall be considered a proposal for
amendment.

Rule 39: Voting on Proposals on the Same Question

Subject to Rule 38. where two or more proposals relate to the same
question, the body (the Conference, meeting in Plenary, the committee or
working group)} concermed shall, unless it decides otherwise, vote on the
proposals in the order in which they have been submitted.

Rule 40: Equally Divided Votes

(1) If a vote is equally divided on matters that require adoption by
simple majority other than elections of officers, the proposal shall be
regarded as rejected.

{(2) 1If a vote is equally divided on a proposal for electing a given
person as an officer, the vote shall be repeated if the nomination is
maintained until either that nomination is adopted or rejected or another
person is elected for the position in question.
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CHAPTER VII: LANGUAGES AND MINUTES

Rule 41: Languages of Oral Interventions

(1) Subject to paragraph (2), oral interventions made in the meetings of
any body {(the Conference, meeting in Plenary, the committee or working group)
shall be in Arabic, English, French, Russian or Spanish, and interpretationm
shall be provided by the Secretariat into the other four languages, provided
that, for practical reasons, a Main Committee may limit the languages of
interpretation in any meeting of a working group established by it.

{2) Any committee or working group may, if none of its members objects,
decide to waive interpretation or to limit it to fewer languages than those
referred to in paragraph (1).

Rule 42: Summary Minutes

(1) Provisional summary minutes of the Plenary meetings of the
Conference and of the meetings of the Main Committees shall be drawn up by the
Internatipnal Bureau and shall be made available as soonm as possible after the
closing of the Conference to all speakers, who shall, within two months after
the making available of such minutes, inform the International Bureau of any
suggestions for changes in the minutes of their owm interventions.

{2) The final summary minutes shall be published in due course by the
International Bureau.

Rule 43: Languages of Documents and Summary Minutes

{1) Any writtem proposal shall be presented to the Secretariat in
Arabic, English, French, Russian or Spanish. Such proposal shall be
distributed by the Secretariat in Arabic, English, French, Russian and Spanish.

(2) Reports of the committees and working groups shall be distributed in
Arabic, English, French, Russian and Spanish. Information documents of the
Secretariat shall be distributed in English and French.

(3)(a) Provisional summary minutes shall be drawn up in the language
used by the speaker if the speaker has used English or French; if the speaker
has used another language, his intervention shall be rendered in English or
French as may be decided by the International Bureau.

{(h) The final summary minutes shall be made available in English and
French.

{c) The text of the Treaty and of the Regulations and of any
recommendation or resolution, agreed statement or final act adopted by the
Conference shall be made available in the languages in which it is adopted.
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CHAPTER VIII: OPEN AND CLOSED MEETINGS

Rule 44: Meetings of the Conference and of the Main Committees

The Plenary meetings of the Conference and the meetings of the Main
Committees shall be open to the public unless the Conference, meeting in
Plenary, or the Main Committee concerned, as the case may be, decides
otherwise.

Rule 45: Meetings of Other Committees and of Working Groups

The meetings of any committee other than the Main Committees and the
meetings of any working group shall be open only to the members of the
committee or working group concerned and the Secretariat.

CHAPTER IX: SPECIAL DELEGATIONS

Rule 46: Special Delegations

Special Delegations shall have the same status as Member Delegations,
ezcept that Special Delegations shall not have the right

{i)}) to vote,
(ii) to make proposals and to second proposals, or

{iii) to have their delegates elected as officers.

CHAPTER X: OBSERVERS

Rule 47: Observers

(1) Observer Delegations may attend, and make oral statements in, the
Plenary meetings of the Conference and the meetings of the Main Committees.

(2) Representatives of Observer Organizations may attend the Plenary
meetings of the Conference and the meetings of the Main Committees. Upon the
invitation of the Presiding Officer, they may make, in those meetings, oral
statements on questions within the scope of their activities.

(3) Written statements submitted by Observer Delegations or hy
representatives of Observer Organizations on subjects for which they have a
special competence and which are related to the work of the Conference shall
be distributed by the Secretariat to the participants in the quantities and in
the languages in which such statements are made available.
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CHAPTER XI: AMENDMENTS TO THE RULES OF PROCEDURE

Rule 48: Amendments to the Rules of Procedure

With the exception of the present Rule, these Rules may be amended.

CHAPTER XII: FINAL ACT

Rule 49: Final Act

If a final act is adopted, it shall be open for signature by any
Delegation.

[End]

PLT/DC/3 December 21, 1990 (Origimal: English)

Source: THE DIRECTOR GENERAL OF WIFO

The "Basic Proposal®” for the Treaty and the Requlations

Editor's Wote: Document PLT/DC/3 contains the text of the Basic Proposal. It
is reproduced on pages 11 to 53 of these Records.

[End])

PLT/DC/4 December 21, 1990 (Origimal: English)

Source: THE DIRECTOR GENERAL OF WIPO

Notes on_the Basic Proposal for the Treaty and Requlations
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I. GENERAL EXPLANATIONS ON THE NOTES

0.01 This document contains notes on the Draft Treaty Supplementing the
Paris Convention as far as Patents are Concerned {Patent Law Treaty) and the
Draft Regulations under that Treaty contained in document PLT/DC/3
(hereinafter referred to as the "Draft Treaty"” and the "Draft Regulations.,”

respectively).

0.02 Notes have been prepared only with respect to those provisions of the
Draft Treaty and the Draft Regulations which seem to require comments.

0.03 The Draft Treaty and the Draft Regulations contain, in respect of 12
provisions, alternatives: in respect of 1l provisions, they are designated
with two letters, namely, "A" and "B” (Preamble; Articles 8(4), 10, 19,
20(1), 22, 24, 25, 26 and 35; Rule 2(2)), and in respect of one provision
(Article 19) with three letters, namely, “A," "B," and "C." Draft

Rule 29(1)(b) of the Draft Rules of Procedure of the Diplomatic Conference
contains the following provision dealing with such altermatives:

"Where, for any given Article, there are two or three alternatives
in the basic proposal, consisting of either two or three texts, or one
or two texts and an alternative that there should be no sucb Article,
the altermatives shall be desigmated with the letters A, B and, where
applicable, C, and shall have equal status. Discussions shall take
place simultaneously on the alternatives amd, if voting is necessary
and there is no consensus on which alternative should be put to the
vote first, each Member Delegation shall be invited to indicate its
preference among the two or three alternatives. Tbe altermative
supported by more Member Delegations than the other alternative or,
where there are three alternatives, any of the other alternatives,
shall be put to the vote first.”

0.04 The Draft Treaty contains, in respect of six provisions, text which
appears im square brackets, namely, in Articles 7(2), 11(2){c), 13(4)}(b),
19(3)(a)(iii) (Altermative B), 27(4){(b} and {¢}). Draft Rule 29{(1){c) of the
Draft Rules of Procedure of the Diplomatic Conference contains the following
provision concerning such texts:

"Wherever the basic proposal contains words within square brackets,
only the text that is not within square brackets shall he regarded as
part of the basic proposal, whereas words within square brackets shall
be treated as a proposal for amendment if presented as provided in
paragraph (2)."

IT. HNOTES ON THE DRAFT TREATY

Note on the Preamble

P.01 Article 19 of the Paris Convention for the Protection of Industrial
Property {hereinafter referred to as the “Paris Convention") reads as follows:
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"It is understgod that the countries of the Union reserve the
right to make separately between themselves special agreements for the
protection of industrial property, im so far as these agreements do not
contravene the provisions of this Convention."

Note on Article 1
{Establishment of a Union)

1.01 There are two kinds of unions established by special agreements under
the Paris Convention: those which entail financial obligations for the
members and those without such obligations. The union to be established by
the present Treaty would be of the latter kind.

Note on Article 2
{Definitions})

2.01 It is to be noted that the terms "official language'" and "inventor" are
not included in Article 2 because each is used for the purposes of one
provision of the Treaty only, namely, Articles 8(5) and 12(1), respectively.
The terms are defined in Articles 8(5)(d) amd 12(2), respectively.

2.02 The terms defined in Article 2 are listed in the order of their first
appearance in the Treaty (starting with Article 3).

2.03 Item (i} does not attempt to define the constituent elements of an
application. Usually, an application would be considered to comprise a
request (for the grant of a patent), a description, one or more claims, oune or
more drawings (where required) and an abstract (see, for example, Article 3(2)
of the Patent Ccoperation Treaty (PCT})}. In the present Treaty, however, this
matter is not regulated so that, subject to the requirements of this Treaty
{such as, for example, the requirements to accord a filinq date wben the
conditions of Article 8 are satisfied or to comply with the stipulations of
Article 3 and Rule 2 conceruning the description), each Contracting Party would
be free to decide what elements constitute an application.

2.04 The terms "application” and “application for a patent" are used in
Articles 2(ii) amnd (ix); 3(1) and (2){a):; 4(1): 5; 6{(1), (2) and (3); 7;
8; 9(2): 11(2){(b) and (3); 12(1) and (2); 13; 14; 15; 16{1)(a) and (b)
and (2): 17(4):; 18(2){c): 20(1): 22(2) (Altermative B); 23(2)r 25{(1)}(i),
(ii) and (iv) (Altermative B); 37(2). They also appear in Rules 1(3):
2{1)(vi) and (3) ; 3(1) and (4)(c); 5(1) and {(2); 6(2); 7(1}(b), (2), (3}
and (5); 8: 10.

2.05 Item (ji): The term "priority date” is used in Articles 3(1)(b):
9(2)(ii); 11{2)(b) and (3); 12(1}); 13(1)(b):; 15(1); 20(1); 25(1)(i);
as well as in Rule 2{1}(wi).

2.06 Item (iii): The term "prescribed" is used in Articles 3(2){(h); 4(5);
6(1); B(2), (4) and (5)(b}; 29{1)(i): 30(1)(b) and (3)(c): as well as in
Rule 7(2).

2.07 Item (iv): The term "patent"” is used in the Treaty to refer only to
patents for inventions and to exclude other titles of industrial property that
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are sometimes referred to in national laws as "patents," such as patents for
designs, patents for utility models, petty patents and plant patents.

2.08 The term "“patent” is used in the Preamble, Articles 2(i), (ii), (iv)
and {v); 5(2); 6{(1)(b) and (2); 8(1l)(i) and 8(6)(b); 9; 10{1l) and (2)
(Alternative A) and 10 (Alternmative B); 12(2); 13(1l){(a) and (b) and (3);
17: 18(1){(a), (b) and (e) and (2): 19 {(Altermatives A and B); 20(1)
{Alternatives A and B); 21(1), {(3), (4) and (5}: 22 (Alternatives A and B):;
23; 24(1) (Alternative B); 25(1) and (2) {(Altermative B): 26

{Alternative B); 33(1)(i) and (iii); 35(2) and (4)(a); 36(1){a); 37(2):
as well as in Rules 1(1l)(a) and {(3); 5(1l){(b); 7(4); 8: 9; 10.

2.09 Item {(v}: The term "Office” is used in Articles 2(ii) and (ix):;

6(2); 7; 8(1), (2), (3), (4) and (5); 12(1)(ii); 14(1) and (2); 15(1)(a},
(2) and (4):; 16{1){a), and (2); 17(1), (2}, (3) and (5); 18(1)(a), (d) amnd
{e} and (2); 25{(1)(ii); 33(1)(i) and (iii}; 35{(2) (Alternative B}; 36(1);
as well as in Rules 1{3){i) and {ii}; 5{(2):; 6{2): 7(1) to (4); 8{(iv);
10(iv).

2.10 Item_{(vi): The term "person" is used in Articles 9(1); 12(2);
18(1)(a) and (d); 19{(4) (Alternative B) and 19(3)(c) {(Alternative C);
20(1); 23(1) and (2){a): 26(3) (Alternative B): as well as in Rule 1(3).

2.11 Item (vii): The term "Director Gemeral" is used in Articles 10(3)
{Alternative A); 15(1)}{(b); 18(2){e): 21(2}(c):; 24(1)(b) (Alternative B):
27{2)¥(a){v) and (vi), (4){(c} and (7); 28B{(1)(ii), and {(2) to {5); 30(3)(b)
and {(c); 33(3){b): 36(4a){b); 37; 38{(1)(b): 39: as well as in Rule 13(2).

2.12 Item (viii): The term "published” is used in Articles 13(1l){a)

and (2); 15(2) and (4}); 16(1):; 17{(3); 23(2). The definition is to be read
in conjunction with Rule 1(3), which indicates the means whicb must be
considered as making an application, search report, a patent or a change in a
patent accessible to the public and, therefore, as rendering the application,
search report, patent or change "published."

2.13 Item {(ix): The term "substantive examination" is used in
Articles 14{(2): 16{(1){(a) amnd (2): 18{(1){(a}).

2.14 Item {): The term "ipstrument of ratification" is used in
Articles 15(1){(b); 21(2)(c); 24(1){(b) (Altermative B); 33(2)(i) and 3(a):
35(1)(a) (Alternative B): 36(4)(a).

2.15 Item (xi}): The term "Assembly" is used in Articles 27; 28{1), (3) to
{5); 29{2); 30(3){a) and {f) and (4); 38(l)(b); as well as in Rules 11;
12.

2.16 Item (xii): The term "Union" is used in Articles 1; 2(=zi); 27(1)(a)
and (c), (2)(a)(i), (wvi), (vii) and (ix) and {(b); 28(1){(i) and (1i) and (2}
to (4).

2.17 Item (®xiii): The term "Organizatiom" is used in Articles 27{2)(b) and
(7){a); 28(1); 38(2).

2.18 Item (xiv}: The term "Regulations" is used imn Articles 3(3);
18(2){(c); 27(2)(a)(iii) and {(9){a):; 29; as well as in Rules 1{1) and
{2); 12.
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2.19 It is to be noted that Rule 1{(3) contains the definition of the term
"accessible to the public."

NHote on Article 3
{Disclosure and Description)

3.01 Paragraph (2): It is to be noted that Rule 2 contains further details
concerning the contents and the order of the description.

3.02 Paragraph (3): It is understood that the prohibition of additional or
different requirements does not prevent a Contracting Party from requiring
compliance with certain formal requirements, such as, in the case of paper
filings, the use of a special form and the dimensions of tezt matter and
drawings or, in the case of electronic filings, technical standards regarding
the input and output of data.

3.03 It is to be noted that Rule 2(3) allows Contracting Parties to provide
for special requirements in respect of the disclosure of nucleotides or amino
acid sequences.

Hote on Articie 4
{Claims)

4.01 Paragraph (3): The number of claims per se cannct be the subject of an
ohjection on the basis of the requirement of conciseness. The requirement of
clarity would provide a basis for disallowing any claim that merely
paraphrased another claim, since it would not be clear bow such a claim
differed from the earlier claim.

4.02 Since a trademark does not define a product, a reference im a claim to
-a trademark would be considered to impair the clarity of the claim and should,
save in the exceptional case where such a reference may be unavoidable, be
eliminated,

4,03 Paragraph (5): It is to be noted that Rule 3 contains further details
concerning the manner of claiming.

4.04 Paragraph (6}: As to the scope of tbe prohibition, see note 3.02,

above.

Note on Article 5
(Unity of Invention)

5.01 Paragraph (1): It is to be noted tbat Rules 4 and 5 contain further
details councerning the requirement of unity of invention.

5.02 Paragraph (2}: The essential purpose of the requirement of unity of
invention is to facilitate the administration and the searcb of applications.
Accordingly, paragrapb (2) provides that, wbile paragraph (1) requires that
applications must conform to the requirement of unity of invention, if a
patent happens to be granted on an application that does not comply with that
requirement, the failure to comply with the requirement of unity of invention
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cannot be a ground for the invalidation or revocation of the patent. In other
words, and as already stated, since the purpose of the requirement of unity of
invention is to facilitate the administration and the search of applications,
failure to comply with the requirement can and needs only be redressed at the
application stage. At that stage, the sanction for non-compliance is the
refusal of the grant of a patent unless the application is restricted through
the elimination of certain claimed subject matter. The subject matter so
eliminated may then be included in one or more 'divisional" applications.

5.03 An objection of lack of unity should only be made when lack of unity
seriously disturbs the procedure and, if made, it should be made as scon as
possible, that is, normally at the latest at the stage of the first
examination based on the prier art. At a later stage of procedure, it should
not be raised unless as a consequence of amendment of claims or for other
clearly justified reasons.

5.04 Occasionally, in cases of lack of unity of invention, particularly if
noted only after assessment of the prior art, the examiner will be able to
make a complete search and examination for both or all inventions with
negligible additional work, in particular when the inventions are conceptually
very close and none of them requires search in separate classification units.
It is understood that, in those cases, the search and examination for the
additional invention{s) should be completed in respect of the whole
application, and no objection of lack of unity of invention should be raised.

Hote on Article 6
{Identification and Mention of Inventor:
Declaration Concerning the Entitlement of the Applicant)}

6.01 Paraqgraphs (1) to (3): It is to be noted that Rule 6 contains further
details concerning the manner of the identification and mention of the
inventor.

6.02 Paragraph {2) extends the right of the inventor, established by
Article 4ter of the Paris Convention, to be mentioned in the patent to any
publication of the Office containing the application. Article 4ter of the
Paris Convention reads as follows: "The inventor shall have the right to be
mentioned as such in the patent."

6.03 As regards the meaning of "publication,"” see Article 2{vii) and
Rule 1{3).

6.04 Paragraph (3) allows a Contracting Party to require the indication--as
opposed to the production of evidence--of the legal grounds of the applicant's
entitlement. Such legal grounds might be, for example, assigmnment, employment
or inheritance. Proof of the correctness of the indicated grounds of
entitlement could not be required by the Office ex offigio.

6.05 Paragraph (4): This paragraph does not affect such general, formal
requirements as a regquirement to furnish a transliteration of the inventor's
name.
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Note on Article 7
{Belated Claiming of Priority)

7.01 Paraqraph (1) addresses the situation in which an application which
could claim the priority of an earlier application does not, when filed,
contain such a claim. The paragraph allows the claiming of priority in a
separate declaration filed later than the application. This is permissible
since the Paris Convention does not require that the priority claim ("the
declaration" containing the priority claim, according to the terminology of
Article 4D{1) of that Convention) be contained in the subsequent application
itself.

7.02 Paragraph (2): It is to be noted that, if paragraph {2) is adopted.
paragraphs (1) and (2) would not be mutually exclusive. Any applicant could
invoke both paragraphs, as implied by the words "claims or could have claimed"
in the opening of paragraph (2).

7.03 It is understood that an Office could require the payment of a special

fee in either of the situations contemplated in paragraphs (1) and (2).

Note on Article B
(Filing Date)

8.01 It is to be noted that certain details concerning the matter of filing
date are provided for in Rule 7.

B.02 Paragraph (1) applies regardless of the medium (whether paper,
electronic impulses or otherwise) in which the elements specified in it are or
may be submitted to the Office. Tbe manner of compliance may. however., take
into account the particular medium required or allowed by an 0ffice. For
example, a Contracting Party whose Office regquires or allows electromic
filings may require that, in the case of such filings, the applicant identify
himself by reference to an identification code which permits entry into the
Office system. Such a requirement would be considered to comply with

item (ii) of paragraph (1).

8.03 Paragraph {2)(a): The time limit is fixed in Rule 7{1l}(a).

8.04 PpParagraph (3} accords with Article 14(2) of the Patent Cooperation
Treaty (PCT).

B.05 Paragraph (4): The time limit is fixed in Rule 7(1){(b).

B.06 Paragraph (5)(b}: The time limit is fixed in Rule 7(1){c).

Hote on Article O
(Right to a Patent)

9.01 Paragraph (1): It is understood tbat the ordinary rules in each
Contracting Party applicable to the sale, transfer, devolution or other
transmission of property rights, as well as rules on bankruptcy. apply to the
right to a patent and are not affected by paragraph (l1). Thus, if, in a given
case, the inventor (or the employer or the person having commissioned the work
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of the inventor) has sold his right to a patent for a particular imvention,
the right to the patent would belong to the successor-in-title of the inventor
{or of the employer or of the said person).

.02 Paragraph {(2): The result produced by paragraph (2} (pnamely, that
where there are several inventors who have independently made the same
invention, the right to a patent belongs to the one who was the first to file
an application) applies regardless of when each of the inventors made the
invention.

9.03 The prior art effect of an application in relation to a later
application results from Articles 11 {Conditions of Patentability) and 13
(Prior Art Effect of Certain Applications).

9.04 The relationship of two applications filed by the same person with the
same Office in respect of the same invention is regulated by the provision on
self-collision in Article 13(4}.

Note on Article 10
(Fields of Technology)

10.01 The Committee of Experts on the Harmonization of Certain Provisions in
Laws for the Protection of Inventions (hereinafter referred to as the
"Committee of Experts") decided at its June 1950 meeting that this Article
should contain two alternatives. Alternative A reproduces a proposal made by
23 developing countries at that meeting (see document HL/CE/VIII1/22).

Note on Article 11
{Conditions of Patentability)

11.01 Paragraph (2){(a): The second sentence means that a "mosaic¢" approach
to assessing novelty, whereby a plurality of items in the prior art are
combined to defeat the novelty of an invention, camnot be used.

11.02 Paragr 2){b): It goes without saying that, in this subparagraph,
as in all articles of the Draft Treaty, the term “priority date" means a
priority date that is valid.

11.03 Paragraph (2}({(c): It is left to general principles of interpational
law to determine what areas of space, land, the sea and the sea-bed fall
within and outside the sovereigmnty of each State.

Note on Article 12
(Disclosures Not Affecting Patentability (Grace Period})

12.01 Paraqraph (1): The disclosure may have been made by any means and in
any form: in writing, orally or in some other form (such as display at an
exhibition or information via an electronic data base).

12,02 Paragraph {(2): Persons, otber than the inventor, who may have the
right te a patent are, for exzample, the inventor's successor-in-title, his
employer, the person commissioning the work that resulted in the inmvention, or
a trustee in bankruptcy.
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12.03 Paragraph (3): The phrase "at any time" means that the effects of
paragraph (1) can be claimed at any stage of the patent-granting procedure or
thereafter, for example, during invalidation proceedings.

Hote on Article 13
(Prior Art Effect of Certain Applications)

13.01 Paragraph {(l}{a): Since the term ‘'application" only means an
application for a patent (see Article 2(i)), applications for other titles
protecting inventions (for exzample, utility models) do not have the prior art
effect provided for in Article 13. However, where an application for a patent
invokes the priority of an earlier application for a utility model, or other
title protecting an invention, the prior art effect of the said application
for a patent commences (for matter in both the application and the earlier
application for a utility model, or other title protecting an invention, which
has been invoked) from the priority date (see paragraph{l){b)).

Note on Article 14
{Amendment or Correction of Application)

14.01 Paragraph (1): The "requirements" referred tc¢ in this paragraph may
result from the Treaty, the applicable national or regional law or both the
Treaty and such law.

14.02 The last sentence of paragraph (1) is intended to make it clear that
the opportunity to amend or correct that must be provided under this paragraph
arises independently of, and need only be given after, any opportunity to
amend or correct., required under Article 8 and its corresponding rule

(Rule 7{(2})), in respect of elements submitted to obtain a filing date.

14,03 Paragraph {2): Abandoning a claim falls under the notion of amendment
of an application.

Note on Article 15
{(Publication of Application)

15.01 Paragraph {1}: It is to be noted that Rule 8 requires that the
publication of the application be announced by the competent Office in its
official gazette. That Rule reads as follows:

“The publication of an application shall be announced in the
official gazette with an indication of at least the following data:

{i) the name of the applicant,
(ii) the title of the invention,

(iii) the filing date and the serial number of the application,
(iv) where priority is claimed, the filing date and the serial

number of the application the priority of which is claimed and the name
of the Office with which that application was filed,
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(v) if available, the symbols of the International Patent
Classification."™

15.02 The said paragraph does not deal with the determination of the
commencement of the 18-month or 24-month time limit in the case of divisional
applications, continuation applications, or continuation-in-part

applications. Buch a determination is left to applicable national or regional
law.

15.03 Paragraph (lj)(a}: As to the term "publish," see Article 2(viii) and
Rule 1(3). In particular, it may be noted that there is no obligation for the
Office to distribute pamphlets containing the application, since publication
may be effected by allowing inspection of the application and providing paper
copies of it on request (Rule (1){(3){(ii)) or through an electronic
communication which also permits a paper copy to be made (Rule (1)(3){iii}}.

15.04 The term "as soon as possible"” would permit any unaveoidable delays
caused as a result of strikes, matural disasters or other cases of vis major,
but not delays resulting merely from understaffing or inappropriate management
arrangements.

15.05 Paragraph (1}(b): Naturally, the reservation referred to in this
subparagraph may be withdrawn at any time.

Note om Jjrticle 16
{Time Limits for Search and Substantive Examination)
16.01 Paragraph (l1): As to the term “publish," see Article 2(viii) anad

Rule 1{3).

Note on Article 17
(Changes in Patents)

17.01 Paragraph (2}: While the Treaty does not define “obvious mistakes" or
“clerical errors,” they are understood to encompass defects inm translations.

17.02 Paragraph {(3): The last two words ("as published")} cover each
successive text of any patent that has heen the subject of changes.

17.03 Paragraph (5): As to the term “"publish," see Article 2{viii) and
Rule 1(3).

17.04 It is to be noted that Rule 9 requires that the publication of a change
of a patent be announced by the competent Office in its official gazette.
That Rule reads as follows:

"The publication of a change in a patent shall be anncunced in the
official gazette with an indication of at least the following data:

{i) the name of the owner of the patent,
{ii) the serial number of the patent,
{iii) the date of the change,

(iv} the nature of the change."
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Hote on Article 18
(Administrative Revocation)

18.01 Paragraph (1){(a): The term "document” means any permanent record of
information such as, for example, information recorded on paper or information
stored in an electronic form.

18.02 Paragraph (1)(h): It is to be moted that Rule 10 reguires that the
grant of a patent be announced by the competent Office in its official
gazette. That rule reads as follows:

"The grant of a patent shall be amnounced in the official gazette
with an indication of at least the following data:

(i) the name of the owner of the patent,
(ii) the title of the invention,
(1iii) the filipg date and the serial number of the application,

{iv) where priority is claimed, the filing date and the serial
number of the application the priority of which is claimed and the name
of the Office with which that application was filed,

(v} the serial number of the patent,

(vi) if available, the symbols of the International Patent
Classification.”

18.03 Paragraph (1)(d}: The words "departing from the reguest" signify that
an opportunity to present arguments must be accorded on the terms indicated in
this provision wherever the decision of the Office does not exactly correspond
to the decision requested. Thus, if it is regquested that claims A and B be
revoked, a proposed decision to revoke only claim B or to reveke claims A, B
and C would constitute a “departing from the request" and would require that
an opportunity be given to the person making the request to present arquments
on the grounds on which the Office intends to depart from the request.

Note on Article 19
(Rights Conferred by the Patent)

19.01 The Committee of Exzperts decided at its October/November 1990 meeting
that this Article should contain three alternatives. Alternative C reproduces
a proposal made by 23 developing countries at that meeting (see document
HL/CE/VIILI/22).

19.02 Paragraph (3)(a){iii}: The words in square brackets ("or for the
purpose of seeking regulatory approval for marketing") cover, in particular,
acts performed towards the end of a patemnt term in order to obtain approval of
the competent authority for the marketing, following the expiration of the
patent term, of a product protected hy the patent.
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Note on Article 20
(Prior User)

20.01 Paragraph (1): The definition of "good faith” is left to applicable
national or regional law. In particular, it would be for that law to
determine whether a prior use based on information obtained from a
non-prejudicial disclosure made during the grace period {that is, a disclosure
that does not affect patentability), as opposed to independent invention,
constituted a use in good faith.

20.02 The term "territory"” is to be interpreted in its broadest sense to
cover any and all places and areas where the patent has effect.

Note on Article 21
(Extent of Protection and Interpretation of Claims)

21.01 Paragraph (2}(b}: The phrase "at the time of any alleged infringement"
may be regarded as meaning at any time during the occurrence of the alleged
infringement or only at the start of tbe alleged infringement.

Hote on Article 232
{Term of Patents)

22.01 The Committee of Experts decided at its October/November 1990 meeting
that this Article should contain two alternatives. Alternative A corresponds
to a proposal made by 23 developing countries at that meeting (see

document HL/CE/VIII/22)}.

22,02 Alternative B, paragraph (2){(a): Where priority is claimed under the
Paris Convention, Article 4bis(5) of that Convention applies. Article 4bis(5)
reads as follows: "Patents obtained with the benefit of priority shall, in
the various countries of the Union, have a duration equal to that which they
would have, had they been applied for or granted without the benefit of
priority." The present provision treats applications claiming internal
priority in the same manner.

22.03 Alternative B aragraph (2)(b): This provision covers the term of
patents granted on divisional applications, continuation applications and
applications for continuation in part. In the case of patents of addition,
the term would run from the filing date of the parent application.

Hote on Article 23
(Enforcement of Rights)

23.01 Paragraphs (1) and (2) are presently drafted by reference to

Article 19, which sets out the rights conferred by a patemt. If Alternative A
of Article 19 were adopted, which would leave the rights conferred by the
patent to be determined by each Contracting Party, the present Article would
have to be re-drafted to refer to those acts recognized by the concerned
Contracting Party as constituting an infringement of the rights of the owner
of the patent.
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23.02 It is understood that national or regional procedural requirements
relating to litigation are not affected by this Article.

23.03 BSince paragraphs (1) and (2) establish minimum rights (see the words
"at least" in the opening clause of each paragraph}, any Contracting Party
could provide for an emxclusive or other licensee to have the right to enforce
patent rights or rights arising from published applications.

23.04 Paragraph (2): Where a Contracting Party provides for more measures
than those required by paragraph (2} (by, for example, making available
injunctions or damages in respect of rights conferred by published
applications), it may naturally continue such additional measures. Such
measures as are continued must, hecause of the principle of national
treatment, be available to eligible nationals and residents of other States
party to the Paris Conventioa.

23.05 Paragraph (2}(a}: As regards the meaning of "published," see
Article 2{(viii) and Rule 1{(3).

23.06 Paragraph {(2)(b): Contracting Parties are free to provide other
mechanisms to enhance the enforcement of rights based upon published
applications such as, for example, accelerated processing of the application.

23.07 A provision ensuring that the statute of limitations could not commence
to run until after the grant of a patent where legal proceedings may not he
initiated before the grant of the patent would satisfy the requirement of the
proviso that the owner of the patent be accorded a "reasonable™ time to
initiate such proceedings.

23.08 Paragraph (2){(c): It is understood that the phrase "claims of the
patent" refers to the claims appearing in the granted patent on the date of
any decision by the court to award compensation.

Note on Article 24
(Reversal of Burden of Proof)}

24.01 The Committee of Experts decided at its October/November 1990 meeting
that this Article should contain two alternatives. Altermative A corresponds
to a proposal made by 23 developing countries at that meeting (see document
HL/CE/VIII/22).

Note on Article 25
(Obligations of the Right Holder)

25,01 The Committee of Experts decided at its October/November 1990.meeting
that this Article should contain two alternatives. Alternative B reproduces a
proposal made by 23 developing countries at that meeting (see document
HL/CE/VIII1/31, para 336).
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26.01

Note on Article 26

(Remedial Measures Under National Legislation)

The Committee of Experts decided at its October/November 1990 meeting

that this Article should contain two alternatives.
proposal made by 23 developing countries at that meeting {see document
HL/CE/VIII/22}.

27.01

27.02

Note on Article 27
(Assembly)

Alternative B reproduces a

Paragraph {(1): Subparagraph (c) does not preclude the Assembly from
requesting financial assistance for the expenses of the participation of all
or some delegations from sources outside the Union.

Paragraph {4){b) and (c):

The words in square brackets (“whether ...

or absent") in these subparagraphs are based on a proposal made by the member
States of the Organisation africaine de la propriété intellectuelle (QAPI}.

OAPI has 14 member States.

27.03

Paragraph (4)(e):

This subparagraph will bave tc be omitted if

Alternative A (rather than Alternative B) of Article 35 is adopted, that is,
if there will be no Article 35.

Note on_Article 28
(International Bureau)

Note on Article 29
(Requlations)

Hote on Article 30
{(Settlement of Disputes)

Note omn Article 31
(Revision of the Treaty)

Note on Article 32
{Protocols)



stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


CONFERENCE DOCUMENTS 91

[PLT/DC/4, continued]

Note on Article 33
{Becoming Party to the Treaty)

33.01 Paragraph (1){ii}: The words "that affect the national laws of the
States comstituting the said organization," which qualified the term "nmorms”
in the proposal made in the last session of the Committee of Experts on which
the present provision is based (see document HL/CE/VIII/30), have been
omitted. They would seem to be superfluous since any norm in the field of the
treaty that is binding orn the member States of an intergovernmental
organization necessarily affects the national law of those member States.

Hote on Article 34
{Effective Date of Ratifications and Accessions)

Note on Article 35
{Reservations)

35.01 The Committee of Experts decided at its October/November 1990 meeting
that this Article should contain two alternatives. Alternative A corresponds
to a proposal made by 23 developing countries at that meeting (see document
HL/CE/VI1/22).

35.02 Alternative A: In relation to the legal effect of the absence of a
provision on reservations in a treaty, see Article 19 of the Vienna Convention
on the Law of Treaties, which reads as follows:

"A State may, when signing, ratifying, accepting, approviang or
acceding to a treaty, formulate a reservation unless:

(a) the reservation is prohibited by the treaty:

{(b) the treaty provides that only specified reservations, which do not
include the reservation in gquestion, may be made; or

{c) in cases not falling under sub-paragraphs (a} and (b}, the
reservation is incompatible with the object and purpose of the
treaty." (Emphasis added)

It would follow from paragraph (c) that the most likely interpretation of the
absence of a provision on reservations in this Treaty would be that
reservations on any of the substantive provisions would not be permitted at
all because the object and purpose of the Treaty is to establish
harmonization, within the limits stated in the Treaty. and all the substantive
provisions serve that object and purpeose.

35.03 Alternative B, paragraph (2): This paragraph is applicable whether

Alternative A or Alternative B of Article 10 is adopted.

35.04 Alternative B, paragraph (3): This paragraph is applicable only if

Alternative B of Article 19 is adopted.

35.05 Altermative B, paragraph (4): This paragraph is applicable only if
Alternative B of Article 22 is adopted.
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35.06 Alternative B, paraqraph {5): This paragraph is applicable only if
Altermative B of Article 24 is adopted.

Hote on Article 36
{Special Notifications)

Hote on Article 37
(Denunciation of the Treaty)

Hote on Article 38
(Languages of the Treaty:; Signature)

Note on Article 39
{Depositary)

III. NOTES ON THE DRAFT REGULATIONS
NHote on Rule 1
(Definitions (ad Article 2)})

R1.01 Paragraph {(3): Article 2(viii) defines "published"” as meaning "made
accessible to the publie,"

Hote on Rule 2
(Contents and Order of Description {(ad Article 3(2)})

R2.01 Paragraph (1)(ii}: The expression "hackground art" is used in the
corresponding provision of the Regulations under the Patent Cooperation Treaty
(PCT) {(Rule 5.1(a})(ii)).

R2.02 Paragraph (1)(iv}: Article 3(1)(b) reads as follows:

"Where the application refers to biologically reproducible material
which cannot be disclosed in the application in such a way as to enable
the invention to be carried out by a person skilled in the art and such
material is not available to the public, the application shall be
supplemented by a deposit of such material with a depositary
institution. Any Contracting Party may require that the deposit shall
be made on or before the filing date or, where priority is claimed, the
priority date of the application.”
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R2.03 Paragraph (1)}{vi): As regards amendments of this provision, see

Rule 12 which provides that amendment "of Rule 2{1}{vi) ... shall require that
no Contracting Party having the right to vote in the Assembly vote against the
proposed amendment."

Hote on Rule 3
(Manner of Claiming (ad Article 4(5})

R3.01 Paragraph (1) corresponds to Rule 6.1{(b) of the Patent Cooperation
Treaty (PCT).

R3.02 Paragraph (2) corresponds to Rule 6.2{a) of the Patent Cooperation
Treaty {(PCT).

R3.,03 Paragraph (3): As regards amendments of this provision, see Rule 12
which provides that amendment “of Rule 3(3) ... shall regquire that no
Contracting Party having the right to vote in the Assembly vote against the
proposed amendment."

R3.04 Paragraph {5){c) corresponds to Rule 6.4(c) of the Patent Cocperation
Treaty (PCT).

Note on Rule 4
{(Details Concerning the Requirement of
Unity of Invention (ad Article 5(1}})

R4.01 Paragraph (1) contains the method for determining whether the
requirement of unity of invention is satisfied in respect of a group of
inventions claimed in an application. According to that method, unity of
invention will exist only wbhen there is a techmical relationship among the
inventions jinvolving one or more of the same or corresponding "special
technical features.” The expression "special technical features” is defined
in paragraph (1)} as meaning those technical features that define a
contribution that each of the inventions, comsidered as a whole, makes over
the prior art.

R4.02 Independent and Dependent Claims. Unity of invention has to be
considered in the first place only in relation to the independent claims in an

application and not the depeandent claims. In the context of Rule 4.
“dependent” claim is meant a claim which contaims all the features of ancother
claim and is im the same category of claim as that other claim (the expression
"category of claim” referring to the classification of claims according to the
subject matter of the invention claimed--for example, product, process, use or
apparatus or means, etc.).

R4.03 1If the independent claims are patentable and satisfy the requirement of
unity of invention, no problem of lack of unity arises in respect of any
claims that depend on the independent claims. In particular, it does not
matter if a dependent claim itself contains a further invention. Egqually, no
problem arises in the case of a genus/species situation where the genus c¢laim
is patentable. Moreover, no problem arises in the case of a
combination/subcombination situation where the subcombination claim is
patentable and the combination claim includes all the features of the
subcombination.
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R4.04 1If, however, an independent claim is not patentable, then the question
whether there is still an inventive link between all the claims dependent on
that claim needs to be carefully considered. If there is no link remaining,
an objection of lack of unity a posteriori (that is, arising only after
assessment of the prior art) should be raised. Similar considerations apply
in the case of a genus/species or combination/subcombination situation.

R4.05 It is intended that the method contained in paragraph (1} for
determining whether unity of invention exists should be able to be applied
without it being necessary to search the prior art. Where tbe 0Office does
search the prior art, an initial determination of unity of invention., based on
the assumption that the claims are not ipvalidated by the prior art, might be
reconsidered on the basis of the results of the search of the prior art.

Where the Office does not search the prior art, unity of inventionm would be
determined on the assumption that the claims are not invalidated by the prior
art, unless it is obvious to the person making the determination that the
claims are invalidated by the prior art.

R4.06 Illustrations of Particular Areas. There are three particular areas of
practice where the application of the method for determining unity of
invention contained in paragraph (1) of Rule 4 may be illustrated:

(i) combinations of different categories of claims; (ii) so-called "Markush
practice”; and (iii) the case of intermediate and final products. Principles
for the interpretation of the method contained in paragraph (1) in the context
of each of those areas are set out below. It is understood that the
principles set out below are, in all instances, interpretations of and not
exceptions to the requirements of paragraph (1) of Rule 4. Contracting
Parties that wish to adopt, in their patent legislation, more detailed
provisions on unity of invention than those contained in Article 5 and Rules 4
and 5 could include the substance of the principles of interpretation set out
below.

R4.07 In order to secure the greatest possible harmonization of practice,
Article 27(2)(a)(iii) empowers the Assembly to adopt guidelines for the
implementation of provisions of the Treaty and the Regulations. Under that
procedure, the Assembly could adopt, and revise where necessary, tbe
principles of interpretation on the three areas of special concern referred to
in the preceding paragraph and set out below. Alternatively, those principles
of interpretation could be adopted in the form of an agreed text or statement
by the Diplomatic Conference when the Treaty is adopted. The latter method,
however, is less flexible, since the text could probably not be later modified
in the light of experience in the way that guidelines could be modified by the
Assembly.

R4.08 Combinations of Different Categories of Claims. The method for
determining unity of invention contained in paragraph (1) of Rule 4 should be
construed as permitting, in particular, the inclusion of any one of the
following combinations of claims of different categories in the same
application:

(i) in addition to an independent claim for a given product, an
independent claim for a process specially adapted for the
manufacture of the said product, and an independent claim for a
use of the said product, or
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(ii) in addition to an independent claim for a given process, amn
independent claim for an apparatus or means specifically designed
for carrying out the said process, or

(iii) in addition to an independent claim for a given product, an
independent claim for a process specially adapted for the
manufacture of the said product and an independent claim for an
apparatus or means specifically designed for carrying out the said
process,

it being understood that a process is specially adapted for tbe manufacture of
a product if it inherently results in the product and that an apparatus or
means is specifically designed for carrying out a process if tbe contribution
over the prior art of the apparatus or means corresponds to the contribution
the process makes over the prior art,

R4.09 As indicated in the last part of paragrapb R4.08, above, a process
should be considered to be specially adapted for the manufacture of a product
if the claimed process inherently results in the claimed product. The words
"specially adapted" are not intended to imply that the product could not also
be manufactured by a different process. They are also not intended to imply
that the same kind of process of manufacture could not alsc be used for the
manufacture of other products.

R4.10 As also indicated in the last part of paragraph R4.08 above, an
apparatus or means should be considered to be "specifically designed for
carrying out" a claimed process if the contribution over the prior art of the
apparatus or means corresponds to the contribution the process makes over the
prior art. Conseguently, it would not be sufficient that the apparatus or
means is merely capable of being used in carrying out the claimed process. On
the other hand, the words "specifically designed” should not imply that the
apparatus or means could not be used for carrying out amother process, or that
the process could not be carried out using an alternative apparatus or means.

R4.11 ‘*'Markush Practice." The situation involving the so-called "Markush
practice” wherein a single claim defines alternatives (cbemical or
non-chemical) is also governed by Article 5 and Rule 4, In that special
situation, the requirement of a technical interrelationship and the same or
corresponding special technical features as defined in paragraph (1)} of Rule 4
should be considered to be met when the alternatives are of a similar nature.

R4.12 When the Markush grouping is for alternatives of chemical compounds,
they should be regarded as being of a similar nature where the following
criteria are fulfilled:

{a) all alternatives have a common property or activity, and

(b){(i) a common structure is present, i.e., a significant structural
element is shared by all of the alternatives; or

(i1} in cases where the common structure cannot be the unifying
criterion, all alternatives belong to a recognized class of chemical compounds
in the art to which the invention pertains.
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R4.13 1In (b)(i), above, the words "significant structural element is shared
by all of the alternatives” refer to cases where the compounds share a common
chemical structure which occupies a large portion of their structures, or in
case the compounds have in common only a small portion of their structures,
the commonly shared structure constitutes a structurally distinctive portion
in view of existing prior art. The structural element may be a single
component or a combination of individual components linked together.

R4.14 In (b)}(ii), above, the words "recognized class of chemical compounds”
mean that there is an expectation from the knowledge in the art that members
of the class will behave in the same way in the contezt of the claimed
invention, In other words, each member could be substituted ome for the
other, with the expectation that the same intended result would be achieved.

R4.15 The fact that the altermatives of a Markush grouping can be differently
classified should not, taken alone, be considered to be justification for a
finding of a lack of upity of imvention.

R4.16 When dealing with alternatives, if it can be shown that at least one
Markush altermative is not novel, unity should be reconsidered by the
examiner. Reconsideration should not necessarily imply that an objection of
lack of unity must be raised.

R4.17 Intermediate and Final Products. The situation involving intermediate
and final products is alsec govermed by Article 5 and Rule 4.

R4.18 The term "intermediate" is intended to mean intermediate or starting
products. Such products have the ability to be used to produce patentable
final products through a physical or chemical change in which the intermediate
loses its identity.

R4.19 Unity of invention should he considered to he present in the context of
intermediate and final products where the following two conditions are
fulfilled:

(a) the intermediate and final products have the same essential
structural element, i.e..

{i) the basic chemical structures of the intermediate and the final
products are the same, or

(ii) the chemical structures of the two products are technically
closely interrelated, the intermediate incorporating an essential structural
element into the final product, and

{(b) the intermediate and final products are technically interrelated,
this meaning that the final product is manufactured directly from the
intermediate or is separated from it by a small number of intermediates all
containing the same essential structural element.

R4.20 Unity of invention may also be considered to be present between
intermediate and final products of which the structures are not known--for
example, as between an intermediate having a known structure and a final
product the structure of which is not known, or as hetween an intermediate of
unknown structure and a final product of unknown structure. In order to
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satisfy unity in such cases, there should be sufficient evidence to lead one
to comclude that the intermediate and final products are technically closely
interrelated as, for example, when the intermediate contains the same
essential element as the final product or incorporates an essential element
into the fimal product.

R4.21 It should be possible to accept in a single application different
intermediate products used in different processes for the preparation of the
final product, provided that they have the same essential structural element.

R4.22 The intermediate and final products should not be separated, in the
process leading from ome to the other, by an intermediate which is not new.

R4.23 1f the same application claims different intermediates for different
structural parts of the final product, unity should not be regarded as being
present between the intermediates.

R4.24 If the intermediate and final products are families of compounds, each
intermediate compound should correspond to a compound claimed in the family of
the final products. However, some of the final products may have no
corresponding compound in the family of the intermediate products so that the
two families need not be absolutely congruent.

R4.25 As long as unity of invention can be recognized applying the above
guidelines, the fact that, besides the ability to be used to produce final
products, the intermediates alsc exhibit other possible effects or activities
should not affect the decision on unity of invention.

R4.26 Paragraph (2) requires that the determinmation of the existence of unity
of invention be made without regard to whether the inventions are claimed in
separate claims or as alternatives within a single claim.

R4.27 Paragraph (2) is not intended to constitute an encouragement to the use
of alternatives within a single claim, but is intended to clarify that the
criterion for tbe determination of unity of invention (namely, the method
contained in Rule 4(1)) remains the same regardless of the form of claim

used.

R4.28 Paragraph (2) does not prevent an Office from objecting to alternatives
being contained within a single claim on the basis of considerations sucb as
clarity, the conciseness of claims or the claims fee system applicable in that
Office.

Note on Rule 5
(Divisional Applications {(ad Article 5(1)})

R5.01 The right to file divisional applications is established im Article 4G
of the Paris Convention, which reads as follows:

“(1) If the examination reveals that an application for a patent
contains more than one invention, the applicant may divide the
application into a certain number of divisional applications and
preserve as the date of each the date of the initial application and
the benefit of the right of priority, if any.
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*(2) The applicant may also, on his own initiative, divide a patent
application and preserve as the date of each divisional application the
date of the initial application and the benefit of the right of
priority, if any. Each country of the [Paris] Union shall have the
right to determine the conditions under which such division shall be
authorized.™

Hote on Rule 6
{Manner of Identification and Mention of Inventor
(ad Article 6))

R6.01 Paragraph (1): The inventor may decide or require that instead of his
home address the application should contain an address for service chosen by
him.

Note on Rule 7
{Details Concerning the Filing Date Requirements
{ad Article 8))

Note on Rule 8
(Announcement in the Gazette of the Publication of an Application
(ad Article 15(1}))

Hote _on Rule 9
(Announcement in the Gazette of the Publication of a Change in a Patent
{(2d Article 17(5}))}

Hote on Rule 10
{Announcement in the Gazette of the Grant of a Patent
(ad Article 18(1)(b))}

R10.01 The data required in items (i) and (ii) are already reguired to be
published by Article 12 of the Paris Convention which, in its material part,
reads as follows:

"{1l) Each country of the [Paris] Union undertakes to establish a
special industrial property service and a cemntral office for
communication to the public of patents ...

“{2) This service shall publish an offical periodical journal. It
shall publish regularly:

(a) the names of the proprietors of patents granted, with a brief
desigmnation of the inventions patented; ..."
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Hote on Rule 11
{Absence of Quorum in the Assembly {(ad Article 27))

R11.01 Article 27(5){b) reads as follows:

"In the absence of the quorum, the Assembly may make decisions but,
with the exception of decisions concerning its own procedure, all such
decisions shall take effect only if the quorum and the required
majority are attained through voting by correspondence."

Note on Rule 12
(Requirement of Unanimity for Amending Certain Rules
(ad Article 29(3))

R12.01 The two Rules identified (Rule 2{(1}(vi}, concerning the mode of
carrying out the invention that must be disclosed, and Rule 3(3), concerning
the form of claims)} contain provisions of fundamental importance. Therefore,
those Rules may not be amended without unanimity.

Note on Rule 13
(Settlement of Disputes (ad Article 30))

R13.01 Paragraph (1): Article 30(1)}(b) provides that a Contracting Party that
is requested to enter into consultations with another Contracting Party "shall
provide within the prescribed time limit am adequate opportumity for the
requested consultations."

R13.02 Paragraph (2): Article 30(3){c) provides that the parties to the
dispute shall agree upon the terms of reference of the panel hut that "if such
agreement is not achieved within the prescribed time limit, the Director
General shall set the terms of reference of the panel after having consulted
the parties to the dispute and the members of the panel."”

[End]

PLT/DC/5 December 21, 1990 (Original: English)

Source: THE INTERNATIONAL BUREAU

History of the Preparations of the Patent Law Treaty

1. The present document is a brief summary of the history of the proposed
"Patent Law Treaty," that is, the Treaty whose draft is contained in

WIPO document PLT/DC/3 (the "Basic Proposal”), a document bearing the same
date as the present document.
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2. The history of the proposed Treaty started with a proposal, made in

June 1983 by the Director General of the World Intellectual Property
Organization (WIPQ) to the Governing Bodies of WIPO (and, in particular,

the Assembly of the Paris Union), for a study on the legal effects of public
disclosure of an invention by its inventor prior to f£iling an application
(see WIPO document AB/XIV/2, Annex A, item PRG.03(4)}). The proposal was
adopted and the question was considered in May 1984 hy the WIPO “Committee

of Experts on the Grace Period for Public Disclosure of an Invention Before
Filing an Application." The "grace period,”" as it is popularly called, has
the effect that certain disclosures, made during a specified period prior to
the filing or priority date of an application, do not affect the patentability
of the invention claimed in the application. Provisions in the presemnt draft
are found in Article 12.

3. It was soon realized that one could not deal with the questicn of a grace
period alome, since it necessarily involved other issues that would have te be
agreed upon at the same time as agreeing on the grace period. In particular,
such issues are the identification of the inventor (since the grace period is
a period primarily covering publication of the invention by the inventor) and
the requirements of a filing date of the application (since the grace period
has to be counted back from that date). These issues were considered for the
first time in the second meeting of the Committee, held in July 1985, and are
addressed in Articles 6 and 8, respectively, of the present draft,

4. In recogunition of this expanded scope of its task, the name of the
Committee was changed to "Committee of Experts on the Harmonization of Certain
Provisions in Laws for the Protection of Inventions." That name was retained
throughout the preparatory work for the proposed Patent Law Treaty, which
ended in November 1990. The Committee continued to meet during the six years
between 1984 and 1991: once in 1985, once in 1986 and twice in each of the
subsequent four years (1987 to 1990). In other words, there have been a total
of 11 preparatory meetings. At each of those meetings, exzcept those held

in 1988 and the second meeting held in 1989, the scope of the proposed Patent
Law Treaty grew as the Committee considered additional substantive subject
matter for inclusiom in it.

5. Through this gradual process of growth of its scope, the proposed Patent
Law Treaty came to address many important issues in the field of patents upon
which there is great divergence in treatment among national and regional laws,
but for which harmonization is desired. It is intended that the Treaty
achieve a legally more secure patent system, a system which is easier to apply
by patent offices and easier to use hy inventors, industry and their
professional representatives.

6. Among those issues addressed by the Committee, and in additionm to those
three already mentioned in paragraphs 1 and 2, above, the following deserve
special mention (in the order of the Articles of the proposed draft}:

{i) What should be the requirements of disclosure, particularly in the
case of applications referring to biologically reproducible material?
{Article 3{1)(b)}

(ii) How should "unity of invention" be defined and what should be the
legal consequences if the requirements of unity of invention are not
fulfilled? (Article 5 and Rule 4)
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(iii) WwWhat should be the requirements of identifying and mentioning {in
publications) the inventor and of indicating the applicant's entitlement (if
he is not the inventor) to file an application? (Article 6)

{iv) Should it be possible to claim priority belatedly and, if so, under
what conditions? (Article 7)

(v} Should it be allowed that an application incorporate the contents
of another application by a mere referemnce to the other application? Could
applications be filed in an Office in a language other than the offical
language of that Office? (Article 8}

(vi) Should the "first-to-file" principle prevail over the
“first-to-invent" principle? (Article 9)

{(vii) Should a Contracting Party have the possibility of excluding from
patenting inventions belonging to certain fields of technology and, if so,
what should be the permitted cases of exclusion? Altermatively, should the
Treaty be silent on this issue? (Article 10)

(viii} Should applications be published and, if so, how many months after
their filing? (Article 15)

(ix) Should time limits be fized for the search and the substantive
examination of applications? (Article 16)

(x) Should pre-grant oppositions be prohibited and the possibility of
the administrative revocation of patents be institutiomalized? (Article 18)

(zxi) Should the Treaty deal with the question of the rights of the patent
owner and, if so, what should be the minimum list of those rights?
{Article 19}

(zxii) Should the Treaty--particularly in view of the "first-to-file"
principle--prescribe the minimum rights of a "prior user" of an invention for
which a patent has been granted? (Article 20)

{ziii) What should he the principles governing the interpretation of the
claims, particularly as far as "equivalents" are concerned? (Article 21)

(ziv) Should the Treaty set a minimum term of patents and, if so, should
that term be 20 years, calculated from the filing date of the application?
(Article 22)

(xv) What remedies {(including injunctions and damages) should he
available when the patent is infringed, including the case when the prohibited
activity takes place before the grant of the patent? (Article 23)

{xvi) Should the Treaty deal with the question of the reversal of the
burden of proof in the case of the infringement of certain process patents?
(Article 24)

(zvii} Sbould the Treaty deal with the obligations of the patentee and, if
50, in what way and with what remedial measures if an obligation is
disregarded? (Articles 25 and 26)
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7. As to the chronology in which these and other issues took the form of
draft articles, the following information may be of interest:

(i) At its third meeting (March 1986), the Committee considered a total
of six new issues, namely, what is covered in the present draft by Article 4
{(various aspects of claims in a patent application), Article 5 (the
regquirement of unity of invention), Article 13 (the prior art effect of
earlier-filed applications that would otherwise not be comnsidered prior art
hecause they had not yet been published at the time a later application is
filed), Article 14 (the amendment or correction of applications), Article 19
{the rights conferred by a patent), and Article 24 {(the guestion of the
reversal of burden of proof in the case of products obtained through a
patented process).

{ii) At its fourth meeting (March 1987), the Committee took up four new
issues, namely, what is covered in the present draft by Article 3 (the
requirements of disclosure}, Article ¢ (the right to a patent, in particular,
when an invention is made and applied for hy two applicants, requiring a
choice between the "first-to-file"” and "first-to-invent" principles),

Article 21 (the extent of protection and interpretation of claims) and
Article 22 (the term of patents).

(iii) At its fifth meeting (November 1987), the Committee considered four
issues for the first time., The first of them concerned the delayed submission
of a priority claim and the delayed filing of an application which claims or
could have claimed tbe priority of an earlier application. Tbis issue is
dealt with in Article 7 of the present draft. The other three issues are
covered in the present draft by Article 10 (in what fields, if any, of
technology could a Contracting Party exclude the availability of patent
protection), Article 20 (tbe principle of prior use, whereby a person who was
using an invention hefore the filing date or priority date of an application
in respect of that invention, may continue such use} and Article 23
{enforcement of rights, whether hased upon a patent or a published
application}.

{iv) At its eigbth meeting (April 1989}, the Committee considered five
new issues, namely, what is covered in the present draft hy Article 11 {the
conditions to be satisfied for an invention to be considered patentable),
Article 15 {(the obligation to publish applications), Article 16 {time limits
for search and substantive examination), Article 17 (the rigbt of an owner of
a patent to request an Qffice to make changes in his patent) and Article 18
(administrative--that is, by the Office--revocation of a patent, in whole or
in part, at tbe request of any person).

(v) At its eleventh, and final, meeting (October/November 1990}, the
Committee considered two new provisions, which constitute, in the present
draft, Article 25 (enumeration of certain obligations of the owner of a
patent) and Article 26 (remedial measures for non-compliance with the
obligations referred to in Artiecle 25).

8. Thus, along with an article establishing a pew Union {(Article 1} and an
article containing 14 definitions (Article 2), the present draft includes

26 substantive articles. Twelve of them are accompanied by draft Rules, which
form part of the present draft.
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9. The present draft also contains 13 articles dealing with administrative
and other miscellaneous matters, as well as the final clauses. They are:
Articles 27 {the Assembly of the Union, including the question of voting),
28 (the Intermational Bureau), 29 (reference to the Regulations to be adopted
together with the Treaty), 30 (settlement of disputes among Contracting
Parties), 31 (possibility of revising the Treaty), 32 (possibility of
concluding protocols to supplement the Treaty), 33 (becoming party to the
Treaty by States and by certain intergovernmental organizations),

34 (effective date of ratifications amd accessions), 35 (reservations to
certain provisions of the Treaty), 36 (special notificatioms, particularly
by intergovernmental organizations party to the Treaty), 37 {(denunciation of
the Treaty)., 38 (languages and signature of the Treaty) and 39 (depositary
functions). With the exception of the subject matter of Articles 32 and 36,
the drafts of Articles 27 to 39 were first considered at the ninth
{November 1989) meeting of the Committee. Drafts of Articles 32 and 36 were
first considered hy the Committee at its eleventh (October/November 1990)
meeting.

10. The 13 articles referred to in the preceding paragraph are similar to
those in other treaties administered by WIPO, with the ezception of

Articles 30, 32 and 33. Article 30, proposed to the Committee by the
Intermational Bureau, contains detailed provisions on the settlement of
disputes. Article 33 addresses the guestion of who may become party to the
treaty: as proposed to the Committee by the International Bureau, this
article would allow not only States, but also certain intergoveranmental
organizations, such as the Eurcopean Communities, the European Patent
Organisation and the QOrganisation africaine de la propriété intellectuelle, to
become party to the Treaty. Article 32, also based upon a proposal by the
International Bureau, is inspired by the evolutionary nature of the process of
harmonization manifested by the history of the preparations of the Treaty. It
envisages the possibility of the Contracting Parties adopting one or more
protocols to the Patent Law Treaty.

11. As the scope of discussion expanded, so too did the size of the
Committee. From the first meeting in 1984 to the last meeting in 1990, the
participation of member States of the Paris Union increased from 11 to 54.
Similar increases were realized for observer States {from two in 1987

to 11 in 1990), intergovermmental orgaunizations {(from one in 1984 to six

in 1990), and non-govermmental organizations (from eight in 1984 to 30

in 1990). A table showing the attendarce of all participants in the meetings
of the Committee is provided in the Annex to this document.

12. 1In all meetings of the Committee, the International Bureau acted as
secretariat.

13. Moreover, the International Bureau conducted surveys of relevant natiomal
and regional law and prepared studies on issues considered by the Committee.
Indeed, with the ezception of the Articles 14 {(Amendment and Correction of
Application), 25 (Obligations of the Right Holder), and 26 (Remedial Measures
Under Natiomal Legislation), the International Bureau prepared studies on the
subject matter of each of the substantive articles in the present draft.

Those studies are as indicated below in respect of the article of the present
draft to which they relate, the reference numbers of the latest WIPO document
on each topic being sbown in parenthesis: Article 3, "Requirements in Respect
of Manner of Description of Invention in Patent Applications™ (HL/CE/III/3):
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Article 4, "Requirements in Respect of the Manner of Claiming in Patent
Applications” (HL/CE/III/2 Supp. 1l); Article 5, "Requirements in Respect of
Unity of Invention in Patent Applications" (HL/CE/III/2 Supp. 2}; Article 6,
"Requirements in Respect of the Naming of the Inventor and in Respect of
Evidence to be Furnished Concerning the Entitlement of the Applicant”
(HL/CE/II/2): Article 7, "Restoration of the Right to Claim Priority"
{HL/CE/IV/INF/3); Article B, "Requirements for Granting a Filing Date to an
Application for a Title of Protection for an Invention; Arguments in Favor of
a Uniform Solution;y; Draft Treaty Provisions” (HL/CE/III/3);: and Article 9
"The Right to a Patent Where Several Inventors Have Made the Same Invention
Independently” (HL/CE/II1/4).

14. The Committee also considered the following studies in respect of
Article 10, "Exclusions from Patent Protection" (HL/CE/IV/INF/1);

Articles 11, 15, 16, 17 and 18, “Information on Provisions Concerning
Publication of Application; Time Limits for Search; Time Limits for
Substantive Examination; Opposition and Administrative Revocation and
Cancellation of Patents; Changes in Granted Patents; Patentable Inventions"
(HL/CE/VII/INF/1): Article 12, "Grace Period for Public Disclosure of an
Invention before Filing an Application; Existing Legislative Provisions;
Arguments For and Against a Grace Period:; Desirability of Uniform Solution®
(EL/CE/I/2}; Article 13, "Prior Art Effect of Previously Filed But Yet
Unpublished Applications"™ (HL/CE/III/2 Supp. 3); Articles 19 and 24,
“"Eztension of Patent Protection of a Process to the Products Obtained by that
Process; Proof of Infringement of a Process Patent" {(HL/CE/II/5)};

Articles 20, 22 and 23, "Duration of Patemts; Maintenance Fees; Provisional
Protection of Applicant:; Prior Users' Rights" (HL/CE/IV/INF/2) and
"Interpretation of Patent Claims" (HL/CE/II1/5).

15, The most important task of the Secretariat, however, consisted in
preparing, for each meeting, beginning with the third meeting (March 1986),
the draft texts of the Treaty and the Regulations to be discussed in the
meeting, always accompanied by explanatory notes. The volume of those texts
and notes is considerable: an average of over 80 pages for each meeting,
with the total of almost 900 pages for the 11 meetings.

l16. Towards the end of each meeting, the Secretariat prepared a draft report,
summarizing the discussions and any conclusions reached on specific points.
The average number of paragraphs in each of the 11 reports is nearly 300, so
that the total number of paragraphs of the 11 reports amounts to over 3,000.

17. It should be noted that the discussions in each meeting were among three
main groups of participants: the representatives of governments and
intergovernmental organizations, the representatives of non-governmental
organizations, and the Secretariat which explained arnd, if the trend of the
discussion so required, modified its draft proposals. The participation of
the representatives of non-governmental organizations reflected the views of
the users of the patent system since such representatives were mainly patent
lawyers or agents, both corporate counsel and independent practitioners.

18. Tbe evolution of the draft treaty was not only reflected by the documents
of the Secretariat distributed to each government and interested organization
but also hy the publication, in the monthly issues of the WIPD periodical
Industrial Property, of a Note on each of the meetings of the Committee.

(For Notes on the first through the tenth meetings see Industrial Property,
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1984, p. 313; 1985, p. 267; 1986, p. 309; 1%87; p. 204; 1988, pp. 17% and 358;
1989, pp. 53 and 269; 1990, pp. 140 and 297, The Note for the eleventh
meeting, held in October/November 1930, will be published in the January 1990
issue of Industrial Property.) Thus, not only the invitees to the meetings
but also the gemneral public were kept informed of the development of the
proposed Patent Law Treaty.

19. 1In conseguence of a decision taken hy the Assembly of the Paris Union in
September 1989 (see WIPO document, P/A/XIV/4, paragraphs 37 and 38}, a
"Consultative Meeting of Developing Countries on the Harmonization of Patent
Laws" was held in June 199%0. In preparation for that meeting, the
International Bureau prepared three documents: "“Provisions of Special
Interest to Developing Countries in the Draft Treaty on the Harmonizaion of
Patent Laws" {(HL/CM/1l}; "Exclusions from Patent Protection" (HL/CM/INF/1
Rev.); and "Duration of Patents" (HL/CMs/INF/2}.

20, At the time of the writing of these notes (December 1990), it is not yet
known whether the Uruguay Round of the GATT {General Agreement on Tariffs and
Trade) negotiations will result in the adoption of norms in the field of
intellectual property. But what is reflected by the latest document
(November 1930) of GATT in this area, at least some countries proposed that
such norms cover the following gquestions also covered by the proposed treaty:
exclusions from patent protection, rights of the owner of the patent, term of
the patent, enforcement of patent rigbts and reversal of the burden of proof
in the case of certain process patents, obligations of the right holder and
remedial measures under natiomal legislation. These are dealt with in the
present draft of WIPO in Articles 10, 19, 22, 23, 24, 25 and 26,
respectively. The subject matter covered by the remaining 18 substantive
articles of the present draft does not seem to be covered, or is covered only
marginally, by the GATT draft,

[Annex follows]
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Annex

Participants in Meetings of Committees of Experts
Relating to the Patent Law Treaty

I,

STATES MEMBERS OF THE COMMITTEE

{STATES PARTY TO THE PARIS CONVEKTION)

Meeting

State May July| May Mar Nov June| Dec Apr Nov June| Kov

1984| 1985| 1986| 1987 1987| 1988| 1988} 1989( 1989 1990| 1990
Algeria X X X X X X
Argentina X X X X X X X
Australia X X X X X X X X
Austria X X X X X X
Bangladesh (party to
the Paris Convention X X
as from March 1991)
Barbadoes X
Belgium X X X X X X X X X p ¢
Brazil X X X X X X X X X X
Bulgaria X X X X X X X
Cameroon X X X X X X
Canada X X X X X X X X X
China X X X X X X X
Céte d'Ivoire X X X
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State May July| May Mar Kov June| Dec Apr Nov June| Nov
1984| 1985| 1986| 1987| 1987| 1988| 1988 1989| 1989| 1990( 1990
Cuba X X X
Czechoslovakia X X X X X
Democratic People's
Republic of Korea X X X X
Denmark X X X X X X X X X X X
Egypt X X X X X X
Finland X X X X X X X X X X
France X X X X X X X X X X X
German Democratic
Republic (until X X X X
October 2, 1990)
Germany, Federal
Republic of X X X X X X X X X X X
Ghana X X X X X X
Greece X X X X X
Guinea X
Hungary X X X X X X X X X X
Iceland X
Indonesia X X X X X
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State May July|{ May | Mar Rov | June| Dec Apr Nov | June| Nov
1984 1985| 1986 1987| 1987| 198B| 1988| 1989 1989 1990( 1990
Irag X X
Iran (Islamic Rep.) X
Ireland X b4 X X 4 4 X X
Israel X X X X X X
Italy X p 4 p 4 X X X X X X X
Japan X X X X X X X X X X b4
Eenya X X X
Lebanon X
Lesotho (party to
the Paris Convention X
as from Sept. 1989)
Libya X X X
Madagascar p.4 p.4 p.4 p.4 X X X X X
Malawi X X
Mexico b4 b4 X p.4 X X b4 b4
Morocce P4 X b4
Netherlands X X X X b4 X X X X b4
New Zealand X X X X X
Nigeria X X X X X
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State May July| May Mar Rov June | Dec Apr Hov June | Nov
1984, 1985| 1986| 1987 1987 1988( 1988 1989 1989| 1990| 1990
Norway X p.4 p.4 X X X X X X X
Philippines X X X X X
Poland X X p 4 X p 4 p 4 X
Portugal X X X X X X X X
Republic of Korea X X b4 b4 b4 b4 b4 p 4 b4
Romania X X
Senegal X X X
Soviet Union X X X X X X X X X X X
Spain X X X X X X X X X
Sudan X
Sweden X X b4 b4 X X X X p 4 p 4 X
Switzerland X X X X X X X X X X X
Syria X
Tunisia X X X X X
Lurkey X X X X X X
Inited Kingdom X X X X X X X X X X X
mited States
£ America X X X X X X p.4 X X X X
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State May July| May Mar Nov June| Dec Apr Nov June| Nov
1984 | 1985( 1986 1987| 1987| 1988| 1988| 1989| 1989 1990| 1990

Uruguay X X X X X X X

Viet Nam P4

Yugoslavia b4 X

Zaire X X

Zambia X

Onited Republic

of Tanzania X X

Total 11 22 30 39 31 36 35 45 49 55 46
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{STATES NOT PARTY TC THE PARIS CONVENTION)

II.

OBSERVER STATES

[PLT/DC/5, continued]

State May July| May | Mar Nov | June| Dec | Apr Nov | June| Nov
1984| 1985| 1986| 1987 1987 1988| 1988 1989| 1989 199%0| 1990

Angola X

Chile X X X X

Colombia X X

Ecuador X X X

El Salvador X X X

Guatemala X

Honduras X X

Indinp X X X X

Namibia X

Nicaragua X

Pakistan p:4

Panama X X X X X X

Paragquay X

Peru X X X

Jatar X
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[PLT/DC/5, continued]

State May July| May Mar Nov June)| Dec Apr Nov June| Nov
1984 1985| 1986| 1987 | 1987 ) 1988| 1988| 198%( 1989 1990| 1990

Swaziland X X

Venezuela X X X

Yemen X X

Total 2 5 3 1 8 7 11 4
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ITT.

INTERGOVERNMENTAL ORGANIZATIONS

[PLT/DC/5, continued]

Organization

May
1984

Nov
1987

Mar
1987

July
1985

May
1986

June
1988

Dec
1988

Nov
1990

June
1990

Nov
1989

Apr
1989

United Nations
{UN)

General Agreement on
Tariffs and Trade
{GATT)

Organisation
africaine de la
propriété
intellectuelle (OAPI)

Commission of the
European Communities
{CEC)

European Patent
Office
{EPO)

Latin American
Economic System
{SELA)

Jrganization of
AMfrican Unity
{OAl)

otal



stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


114

CONFERENCE DOCUMENTS

[PLT/DC/5, continued]

IV. NON-GOVERNMENTAL ORGANIZATONS

Organization

May July| May Mar Nov June | Dec Apr Nov June
1984 | 1985| 1986 1987| 1987| 1988( 1988 1989 1989| 1990

Rov
1990

American Bar
Associlation
(ABA)

American
Intellectual
Property Law
Association
{AIPLA)

International
Association for the
Protection of
Industrial Property
{AIPPI)

Latin American
Association of
Pharmaceutical
Industries
{ALIFAR)

Asociacion Mexicana
para la Proteccion
de la Propiedad
Industrial

{AMPPI)

Asian Patent
Attorneys
Association
(APAA)

Arab Society

for the

Protection of
Industrial Property
(ASPIP)
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[PLT/DC/5, continued]

Organization

HMay
1384

July
1985

May
1986

Mar
1987

Hov
1987

June
1988

Dec
1988

Apr
1389

Nov
1949

June
1990

Now
1990

Internmational Assoc.
for the Advancement
of Teaching and
Research in
Industrial Property
{ATRIP)

Federation of
German Industry
(BDI)

Center for Advanced
Study and Research
on Intellectual
Property

(CASRIP)

Eurcpean Council of
Chemical
Manufacturers'
Federations

{CEFIC)

Center for
International
Industrial Property
Studies

(CEIPI)

“hartered Institute
of Patent Agents
(CIPA)

[nternational
onfederation of
*rofessional and
:ntellectual Workers
CITI)

‘ommittee of
lational Institutes
£ Patent Agents
CNIPA)
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PLT/DC/5, continued]

Organization

May
1984

July
1985

May
1986

Mar
1987

Nov
1987

June
1988

Dec
1988

Apr
1989

Nov
1989

June
1990

Nov
1990

Deutsche Vereinigung
fiir Gewerblichen
Rechtsschutz und
Urheberrecht e.V.
{DVGR)

European Federation
of Pharmaceutical
Industries'
Associations
{EFPIA)

Inst, of Professional
Representatives
before tbhe European
Patent Qffice

{EPI)

Federal Chamber of
Patent Agents
(FCPA)

European Federation
of Agents of
Industry in
Industrial Property
(FEMIPI)

International
Federation of
Industrial Property
Attorneys

(FICPI)

International
Confederation of
Free Trade Unions
{ICFTU}
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[PLT/DC/5, continued]

Organization

May
1984

July
1985

May
1986

Mar
1987

Hov
1987

June
1988

Dec
1988

Apr
1989

Nov
1989

June
1990

Hov
1990

International
Chamber of
Commerce
{1icc)

International
Federation of
Pharmaceutical
Manufacturers'
Associations
(IFPMA)

International
Federation of
Inventors'
Associations
(IFIA)

Intellectual
Property
Owners, Inc.
(IPO)

[nternational
’atent and
[rademark
Association
'"IPTA)

Japanese
‘atent
\ss50ciatiom
JPA)

‘he Patent
ttorneys
ssociation
f Japan
JPAA)

icensing
zecutives
ociety
LES)
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{PLT/DC/5, continued]

Organization

May
1984

July
1985

May
1986

Mar
1987

Hov
1987

June
1988

Dec
1988

Apr
1989

Hov
1989

June
1990

Nov
1990

International
League on
Competition
Law

(LIDC)

Max-Planck-Institute
for Foreign and
International Patent,
Copyright and
Competition Law (MPI)

New York Patent,
Trademark and
Copyright Law
Association
{RYPTC)

Federal Chamber of
Patent Agents
{FCPA)

Pacific
Industrial
Property
Association
(PIPA}

Patent and
Trademark
Institute of
Canada
{PTIC)

Trade Marks, Patents
and Designs
Federation,

United Kingdom

{ TMPDF)

Union of European
Practitioners

in Industrial
Pronertv
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[PLT/DC/S, continued]

Organization May | July| May ( Mar | Wov | June| Dec | Apr | Nov | June| Nov
19844 1985| 1986| 1987| 1987| 1988| 1988| 1989| 1989 1990} 1990

Union of Industrial
and Employers'

Confederations X X X X X X X X X X X
of Europe

(UNICE)

Total 8 18 21 26 30 29 25 29 30 30 26

[End]
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PLT/DC/S5 Corr. January 21, 1991 {Original: English)

Source: THE INTERNATIONAL BUREAU OF WIPO

Corrigendum to Document PLT/DC/S (English Version)

1. On page 6, paragraph (13}, the document identified after "Article 8"
should be: "Requirements in Respect of the Granting of a Filing Date to a
Patent Application" (HL/CE/II/2 Supp. 1).

2. In the Annex, page 10, the title of the first organization identified
(“ATRIP")} should be corrected by substituting the word "Intellectual"” for
"Industrial.,”

3. In the Auonex, page 11, an "X" should be inserted in the row corresponding
to the organization “Federal Chamber of Patent Agents" under the heading

"Rov., 87," and the reference to the said organization on page 13 of the Annex
should be deleted.

[End]

PLT/DC/6 March 1, 1991 (Origimal: English)

Source: THE UNITED STATES OF AMERICA

Draft Articles 9, 11 and 13

The present document reproduces proposals by the United States of America
for draft Articles 9, 11 and 13, together with the letter transmitting those
proposals.

Letter of February 22, 1991, from the Assistant Secretary and Commissioner
of Patents and Trademarks of the United States of America
to the Director General of WIPO

Enclosed is a proposal cof the United States amending Articles 9, 11
and 13 of the proposed Treaty Supplementing the Paris Convention as far as
Patents Are Concerned as found in WIPO document PLT/DC/3.
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[PLT/DC/6, continued]

A number of factors have prompted the United States to cffer a proposal
to add an option in Article 9, and accompanying changes to Articles 11 and 13,
which would allow a country to award patents to the first-to-invent. One
factor is the lack of sufficiently crystallized support by the private sector
in the United States for the basic changes to U.S. law that would be required
by the first-to-file concept in Article 9. A second factor is the failure to
conclude the GATT Uruguay Round of discussions on schedule. The clarification
of a number of issues addressed in the TRIPS agreement would have facilitated
consensus-forming on a package which included the concept of first-to-file.
Finally, while the issue of first-to-file may be taken up by a recently-formed
Advisory Commission on Patent Law Reform, the results of the Commission's
deliherations will obviously not be available by the time of the Diplomatic
Conference in The Hague.

In view of these considerations, it is believed essential to the United
States to at least have the option to retain a first-to-invent system to
maximize its prospects for being able to adhere to any resulting harmonization
treaty. We are, of course, aware that certain aspects of the U.S. system for
awarding patents to the first to invent have been criticized, in particular,
the provision of U.S5. law that precludes U.S. and foreign inventors from
relying on acts outside the United States to prove dates of invention. We can
assure you that the United States is willing to develop with others, in
discussions of the proposed option, treaty language to address such criticisms
in a mutually satisfactory manner.

Please circulate this letter and the proposal as a document of the
Diplomatic Conference.

Article 9
Right to a Patent

(1) [Right of Inventor) The right to a patent shall belong to the
inventor. Any Ceontracting Party shall be free to determine the circumstances
under which the right to the patent shall belong to the employer of the
inventor or to the person who commissioned the work of the inventor which
resulted in the invention.

(2) [Right Where Several Inventcrs Independently Made the Same
Invention] Where two or more inventors independently have made the same
invention, the right to a patent for that invention shall belong,

(i) where only omne application is filed in respect of that
invention, to the applicant, as long as the application is not withdrawn or
abandoned, is not considered withdrawn or abandoned, or is neot rejected, or

(ii) where two or more applications are filed in respect of that
invention, at_the option of the Contracting Party, either (a) to the applicant

whose application was made by or on behalf of the earliest_inventor who has
not abandoned, suppressed or concealed the invention, or (b) to the applicant

whose application has the earliest filing date or, where priority is claimed,
the earliest priority date, as long as the said application is not withdrawn
or abandoned, is not considered withdrawn or abandoned, or is not rejected.
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[PLT/DC/6, continued]

COMMENT: The proposal, in which new language is underlined, provides an
option whereby any Contracting Party may have a system to award patents to the
first inventor or a system to award patents to the first to file an
application. In the past, criticism has been leveled against some aspects of
the United States's system of awarding patents to the first to invent, in
particular, the provision of U.S. law that precludes U.S5. and foreign
inventors from relying on acts outside the United States to prove dates of
invention. The United States is willing to develop with others, in
discussions of the above proposed option, treaty language to address such
criticisms in a mutually satisfactory manner.

Article 11
Counditions of Patentability

{1) [Patentability] Imn order to be patentable, an inventiom shall be
novel, shall involve an inventive step (shall be non-obvious) and shall be, at
the option of the Contracting Party. either useful or industrially applicable.

{2} [Hovelty] (a} An invention shall be considered novel if it does
not form part of the prior art. For the determination of novelty, items of
prior art may only be taken into account individually.

(b) The prior art shall comsist of everything which, before the
filing date or, where priority is claimed, the priority date of the
application claiming the invention, has been made available to the public
anywhere in the world.

{(¢) Any Contracting Party that awards patents tg the first-to-invent
shall be free to also consider as prior art an invention which was made before
the invention claimed in an application and which was not abandoned,
suppressed or concealed.

f¢e>{d) Notwithstanding subparagraph (b}, any Contracting Party shall be
free to exclude from the prior art matter made available to the public, by
oral communication, by display or through use, in a place or space which is
not under its sovereignty or, in the case of an intergovernmental
organization, under the sovereiganty of one of its member States.])

{e}) Notwithstanding subparagrach (b), any Contracting Party that awards
patents to the first-to-invent shall be free to exclude from the prior art
everything made available to the public after the invention was made, provided
it was not made available to the public more than one year before the filing
or priority date of an application claiming that invention.

(3) [Inventive Step (Non-Obviousness)] An invention shall be considered
to involve an inventive step (be non-obvious) if, having regard to the prior
art as defined in paragraph (2}, it would not have been obvious to a person
skilled in the art, either at the time the invention was made if a Comtracting
Party awards_patents to the first to invent or at the filing date or, where
priority is claimed, the priority date of the application claiming the
invention if a Contracting Party awards patents to the first to file.
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[PLT/DC/6, continued]

COMMENT: The proposal, in which the new language is underlined and deleted
language is lined through, adds a new paragraph (¢}, a new paragraph (e) and
new language to paragraphk (3). The amendment adding pew paragraph (c)
provides that a Contracting Party awarding patents to the first.to-invent may
consider as prior art a showing that the invention was made by another before
the invention claimed in the application was made by the applicant. Former
paragraph (c) is redesignated as paragraph (d). The amendment adding
paragraph (e} provides that a Contracting Party awarding patents to the
first-to-invent may exzclude from prior art, as defined in subparagraph (b},
everything made available to the public after the invention was made, provided
it was not made available to the public more than one year prior to the filing
date, or if priority is claimed the priority date, of the application claiming
that invention. The amendment to paragraph (3) provides that in evaluating
the non-obviousness of an application if a Contracting Party awards patents to
the first-to-invent, it may make the evaluation as of the time the invention
was made rather than at the filing date, or the priority date if one is
claimed,

Article 13
Prior Art Effect of Certain Applications

(1) [Principle of "Whole Contents"] (a) Subject to subparagraphs (h)
and (c), the whole contents of an application ("the former application") as
filed in, or with effect for, a Contracting Party shall, for the purpose of
determining the novelty of an invention claimed in another application filed
in, or with effect for, that Contracting Party be considered as prior art from
the filing date of the former application on condition that the former
application or the patent granted thereon is published subsequently by the
authority competent for the publication of that application or patent. Any
Contracting Party may consider the whole contents of the former application to
be prior art also for the purpose of determining whether the invention
satisfies the requirement of inventive step (non-obvicusness).

(b) Where the former application referred to in subparagraph (a)
claims the priority of an earlier application for a patent, utility meodel or
other title protecting an invention, matter that is contained in both the
former application and such earlier application shall be considered as prior
art in accordance with subparagraph (a) from the priority date of the former
application.

{c} Anv Contracting Party that awards patents to the first to invent
may consider that the former application shall not be considered as prior art
againgt an invention claimed iy another application where that invention is
made prior to the filing date of the former application, or where the former

application claims the priority of an earlier applicatign, prior to the
priority date of the former application,

sop(d) For the purposes of subparagraph {a), the "whole contents" of
an application consists of the description and any drawings, as well as the
claims, but not the abstract.
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[PLT/DC/6, continued]

COMMENT: The proposal, in which new language is underlined and deleted
language is lined through, provides that a Contracting Party opting to award
patents to the first to invent may consider certain former applications as not
constituting prior art. For exzample., the Contracting Party could provide that
a former application having a filing date earlier than the filing date of a
later application will not be considered to be prior art as to the invention
claimed in the later application, if that invention was made prior to the
filing date of the former application. However, the proposal would not change
the basic rule in paragraph (1){(h) that the former application would be
considered as prior art from its priority date if such a date is claimed.

PLT/DC/7 June 3, 1991 (Origipal: English)

Source: THE DELEGATION OF HORWAY

Draft Article 15(4)

Article 15(4) should be amended to read as follows:

"{4) [Circumstances in Which Publication May NHot Take Place]
No applicationm may be published if it has been finally rejected, withdrawn or
abandoned or counsidered withdrawn or abandoned

(i} [No change]
(ii} [No change]

{b) [Deletedl™

[End]


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


CONFERENCE DOCUMENTS

125

PLT/DC/8 June 3, 1991 (Original: English)

Source: THE DELEGATION OF HNORWAY

Draft Article 16

Article 16 should be amended to read as follows:
"{1) [Time Limit_ for Search]

Alternative X:

{(a} - (c) - No change

(d) Notwithstanding subparagraphs (a) - {c), any Contracting Party
member of The Patent Cooperation Treaty (PCT) and/or an intergovernmental
organisation referred to in Article 33{(1){(ii) or (iii) shall be entitled to
declare itself not to be bound by the provisions of subparagraphs {a) - {c}),
provided that it so notifies the Director General at the time of beceming

member to the Treaty, the PCT, or the said intergovernmental organisation.

Alternative ¥:
Paragraph 1 to be deleted.

(2) [Time Limit for Substantive Examination]

(a) and (b) - ¥o change

(c) The Office shall, wherever possible, reach a final decision on the
application not later than five years after the filing date of the

application."”

[End]

PLT/DC/9 June 3, 1991 (Origimal: English)

Source: THE DELEGATION OF SWITZERLAND

Draft Article 20

Article 20 should be amended to read as follows:

"(1) (Right of Prior User) Notwitstanding Article 19, a patent shall
have no effect against any person (hereinafter referred to as "the prior
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[PLT/DC/9, continued]

user”} who, in good faith, for the purposes of his enterprise or business,
before the filing date or, where priority is claimed, the priority date of the
application on which the patent is granted, and within the territory where the
patent produces its effect, was using the invention or was making effective
and serious preparations for such use: any such person shall have the right,
for the purposes of his enterprise or business, to continue such use or to use
the invention as envisaged in such preparations. The mere fact that prior use
is based on information disclosed within the meaning of Article 12 shall not
prejudice good faith.

(2} as in PLT/DC/3."

Hotes:

1. The Swiss proposal gives preference to the mandatory nature of the prior
users' rights (Alternative B in the Basic Proposal), since such rights
are linked with the first-to-file system. As a matter of justice, e.g. a
person who made an invention and is using it or is making preparations
for such use should not be barred from continuing such use or such
preparations just because a third person, who made the invention
independently and possibly later than the other inventor, manages to be
the first to file am application for that invention.

2. Switzerland proposes to add a second sentence to par. {(1). The sentence
aims at clarifying that prior use should not be prejudiced by the fact
that it is based on information disclosed by the inventor during the
grace period. The grace period should only be a safety net desigmed to
save imprudent inventors from loss of novelty. In no case should it
provide for a quasi-priority right. This, however, would be the case if
grace period disclosures would, per se, exclude any right of prior use.
On the other hand, the fact that prior use is based on a grace period
disclosure should not lead per se and inevitably to the conclusion that
the prior user is in good faith, since additional elements of a
particular case might very well lead to the opposite conclusion. An
example would be if an inventor shows his application before filing to a
third party with that party committing itself not to disclose it
further. If the third party, despite its commitment, discloses the
invention to the public and then bases its prior use on that disclosure,
a court would hardly find that party to be in good faith, However, the
situation might be different for other parties who know mothing of the
breach of confidentiality and base their prior use on the disclosure made
by the third party. Thus, the proposed additional sentence is designed
te prevent the courts to be hound, in one way or the other, by the mere
fact that a grace period disclosure has taken place and to allow findings
taking into consideration the other elements of a particular case.
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[PLT/DC/9, continued]

Accordingly., the second sentence of Note 20,01 on the Basic Proposal
should read as follows: “However, the second sentence makes it clear that the
mere fact that prior use is based on information obtained from a
non-prejudicial disclosure made during the grace peried (that is, a disclosure
that does not affect patentability) shall not prejudice good faith of the
prior user."“

[End]

PLT/DC/10 Rev, June 5, 1991 (Original: English}

Source: THE DELEGATION OF IRELAND

Draft Article 8 and Rule 7

Article 8 should be amended to read as follows:
"(1) [No change]

(2) ([Permitted Additional Requirements] (a) A Contracting Party may
provide that the filing date may be refused if either of the following

requirements is not satisfied awidlhin—itdhe—preaonided—tme—i D

{i) the application contains a part which, on the face of it,
appears to be a claim or claims:

(ii) the required fee is paid.

(b) [No cbange)
{3) [No change]
{4) [Replacing Description, Claims and Drawings Reference to Another

Application] Notwithstanding paragraphs {1}, (2} and (3),

Alternative A: each Contracting Party shall
Alternative B: any Copntracting Party may

provide that a reference in the application to another previously filed


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


128 CONFERENCE DOCUMENTS

[PLT/DC/10 Rev., continued]

application for the same invention by the same applicant or his predecessor in
title may, for the purposes of the filing date of the application, replace any
of the following elements:

(i) the part which, on the face of it, appears to be a description of
an invention,

{ii)} the part which, on the face of it, appears to be a claim or
claims, or

{iii) any drawings.

provided that the said parts and drawings and, where the other application was
not filed with the same Office, a certified copy of the other application ar

received by the Office-wéEhéa—Ehe—pfeﬁef&beé—Eime—4*m*tv——4£—%he—ae*é—paa€e

{5} [Language] <{(a)} Any Contracting Party may require that the
indications referred to in paragraph (1)(i) and {(ii), the parts referred to in
paragraph (13)(iii} and paragraph (2)(a){i) and any text matter contained in
any drawings be in the officical language.

{b) Any Contracting Party may require that the parts referred to iz
paragraph (4)(i) and {ii) and any text matter contained in drawings referred
to in paragraph (4){iii) be furnished in the official language wiehin—ahe—tinms

i e A X g

{¢) [Text same as subparagraph {(d) of the basic proposal]

(6) [Procedure in Case of Non-Compliance with Reguirements] If the
application does not, at the time of its receipt by the 0Office, comply with
the reguirements of paragraph (1) or any applicable requirements of paragraphs
(2)(a) or {(4), the Office shall promptly invite the applicant to comply with
such reguirements within the prescrihed time l1limit. If the applicant complies
with the invitation, the filing date shall be the date on which the applicant
so complied. Otherwise, the application shall be treated as if it had not
been filed.

46> (7) [Title and text same as Paragraph {6) of the Basic Proposal]"”

Rule 7 should be amended to read as follows:
"{1) ([Deleted]

+2~ (1} [Procedure in Case_of Non-Compliance with Requirements] If the
application does not, at the time of its receipt hy the Office, comply wita

any of the requirements of Article 8(1), es—the—applieable—regussremente,—if
eayv—ei Artlcle 8(2)(a), Artlcle 3{4) or Artlcle B(5)(b), ot —the—pgepiieaticn
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{PLT/DC/10 Rev., continued]

pasagsaph—l)}, the Office shall promptly invite the applicant to comply with
such requirement within a time limit fixed in the invitation, which time limit
shall be at least one month from the date of the invitation esr—where—the—

wirichoyoregppineg-doker, Compliance with the invitation may be subject to the
payment of a special fee. Failure to send an invitation shall not alter the
said requirements.

(3) [Deleted]
“t4r (2) [Title and text same as Paragraph (4} of the Basic Proposal]

45 (3) [Correction of Tramslations] Any translation of the parts of
the application, or of the text matter, referred to in Article B(5)(b) and (c)
may be corrected at any time up to at least the time when the application is
in order for grant in order to conform to the wording of those parts or that
text matter furnished in a language other than the official language."

Explanatory Notes

1. Article 8, new paragraph {6

The procedural provisions of new paragraph (6) have been transferred from
Rule 7{(3) because it is felt that the legal consequences affecting the
existence of the application should be embodied in the Treaty.

2. Rule 7

Fule 7 has been redrafted to reflect the need for a more simplified
one-stage procedure with a single prescribed time limit.

[End]

PLT/DC/11 June 3, 1991 (Original: English)

Source: THE DELEGATION OF SWEDEN

Draft Article 13(1){a)

Article 13(1}{a) should be amended to read as follows:

"(a) Subject to subparagraph (b), the whole contents of ar application
("the former application") as filed in, or with effect for, a Contracting
Party shall, for the purpose of determining the novelty of an invention
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[PLT/DC/11, continued]

claimed in another application filed in, or with effect for, that Contracting
Party, be considered as prior art from the filing date of the former
application on condition that the former application or the patent granted
thereon is published subsequently by the authority competent for the
publication of that application or patent."”

Explanatory Note

The proposal consists in deleting the last sentence of the subparagraph.

[End)

PLT/DC/12 June 3, 1991 (Original: English)

Source: THE DELEGATION OF THE NETHERLANDS

Draft Article 1

Article 1 should be amended by adding the following new paragraph:

"The States party to this Treaty shall provide for the protection of
inventions by patents im accordance with the provisions of this Treaty."

Explanatory Note

Insertion of this paragraph should explicitly specify the Contracting
States' obligation to grant (either through its natiomal office or through a
regional office or both) patents in accordance with the provisions of the
Treaty and would imply their freedom to also afford different protection to
other types of patents, such as petty patents, without being hound by the
provisions of the Treaty.

{End]
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PLT/DC/13 June 3, 1991 {(Original: Epglish)

Source: THE DELEGATION OF THE NETHERLANDS

Draft Article 2(ii)(b)

Article 2{(i1i){b) should be amended to read as follows:

"{b) for any other purpose, sball be, for each element of the invention,
the filing date of the earliest-filed of those applications which contains
that element and provided that the priority has been validly claimed.”

[End]}

PLT/DC/14 June 3, 1991 (Original: English)

Source: THE DELEGATION QF THE NETHERLANDS

Draft Article 19(3)

Article 19(3) (Alternatives B and C) should be amended by adding the
following new subparagraph {v):
"{v) where the act concerns a product which has been put on the market by

a prior user."

[End]
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PLTI/DC/15 June 3, 1991 (Original: English)

Source: THE DELEGATION OF THE NETHERLANDS

Draft Article 23{(1)(ii

Article 23{(1){(ii) should be amended to read as follows:

"(ii) to obtain damages, adequate under the circumstances, from any
person who, without his authorization, performed any of the acts referred to
in Article 19(1), (2) and (4)., where the said person is liable under national
law,"

[End]

PLT/DC/16 June 3, 1991 (Original: English)

Source: THE DELEGATION OF THE NETHERLANDS

Draft Rule 7(4)

Rule 7(4) should be amended to read as follows:

"{4) [Date of Receipt] Each Contracting Party shall be free to determine
the circumstances in which the receipt of a document by an associated Office,
2 branch or sub-office of an Office, by a national Office on behalf of an
intergovernmental organization having the power to grant regiomnal patents, or
by an official postal service, shall be deemed to constitute receipt of the
document by the Office concerned."

[End]
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PLT/DC/17. June 3, 1991 (Origimal: English}

Source: THE DELEGATION OF JAPAN

Draft Article 6

Article 6 should be amended to read as follows:

“{1} [No change]

(2} [Mention of the Inventor inm Publications of the Office] Any
publication of the Office, containing the application or the patent granted
thereon, shall mention the inventor or inventors as such, provided that any
Contracting Party may allow any inventor to request, in a declaration signed
by him and filed with the Office, that such publications should not mentiom
bim as inventor, in which case the Office shall proceed accordingly.

(3) [No change]

{4) [Prohibition of Other Requirements] In respect of the
identification or mention of the imventor or in respect of the indicatiomn of
the applicant's entitlement at the time of the filing date, no reguirement
additional to or different from those provided for in the preceding paragraphs

may be imposed.”

[End]

PLT/DC/18 June 3, 1991 (Original: English)

Source: THE DELEGATION OF JAPAN

Draft Article 8

Article 8(3) sbould be amended to read as follows:

"(3) [Drawings] 1If the application refers to drawings but such drawings
are not received by the Office at the date of receipt of the elements referred
to in paragraph (1), at the option of the applicant either any reference to
the drawings shall he deemed to be deleted or the filing date of the
application shall he the date on which the drawings are received by the
Office. Any Contracting Party may reguire that the option be made within a

period of sizxteen months after the filing date or, where priprity is claimed,
the priority date."”

[End]
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PLT/DC/19 June 3, 1991 (Original: English)

Source: THE DELEGATION OF JAPAN

Draft Article 13(1)

Article 13{1) should be amended by adding the following new
subparagraph (d):

“{d) Anvy Contracting Party shall be free to decide whether an

application for a untility model shall be considered as prior art in accordance

with s ragraph .

[End]

PLT/DC/20 June 3, 1991 (Original: English)

Source: THE DELEGATICH OF JAPAN

Draft Article 15(1)

Article 15{(1) should be amended to read as follows:
“{(1) [Regquirement to Publish the Application]
A ternative X:

(a) [Ro Change]

(b) Notwithstanding subparagraph (a), any Contracting Party that, at
the time of depositing its instrument of ratification of, or accession to,
this Treaty, does not provide for the publication of applications as provided
in subparagraph (a) may reserve the righ or_a period not exceeding the
expiration of the X-th calendar year after the year in which this Treaty has
been adopted, to publish applications as soon as possible after the expiratiom
of 24 mooths, rather than 18 months, from the filing date or, where priority
is claimed, the priority date., Any Contracting Party that wishes to avail
itself of the faculty provided for in this subparagraph shall address a

corresponding notification to the Director Gemeral.

{c) In the case of divigsional applications, continuation
applications, continuation-in-part applications or other applications of such
nature as to contain all or part of the comtents of ome or more earlier
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[PLT/DC/20, continued]

applications filed by the same applicant, the time limit referred to in
subparagraphs (a) and (b) shall be counted from the filing date of the

earliest-filed application or, where priority is claimed ip the earliest-filed
application, from the priority date.

Alternative ¥:

(1){a) Subject to paragraphs (2) to (4), the 0ffice shall publish the
application as soon as possible after the expiration of 18 months from the
filing date or, where the application is entitled, for the purpose of
Article 11(2 da (3 he nefit of the filin ate of one or more
earlier applications including, where priority is claimed, applications on
which to base priority thereof, the filing date of the earliest-filed
application.

(h} PNotwithstanding subparagraph (a)}, any Contracting Party that, at
the time of depositing its instrument of ratificatiom of, or accession to,
this Treaty, does not provide for the publication of applications as provided
in subparagraph (a}) may reserve the right, for a period pnot exceeding the
expiration of the X-th calendar year after e year in which this Treaty has
been adopted, to publish applications as soon as possible after the exzpiration
of 24 months, rather than 18 months, from the starting date provided for in
subparagraph (a). Any Contracting Party that wishes to avail itself of the
faculty provided for in this subparaqraph shall address a corresponding
notification to the Director General."

[(End)

PLT/DC/21 June 3, 1991 {(Original: English)

Source: THE DELEGATION OF .JAPAN

Draft Article 16

Article 16 should be deleted.

[End]
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PLT/DC/22 June 3, 1991 (Original: English)

Source: THE DELEGATION OF JAPAN

Draft Article 17

Article 17(4) should be amended to read as follows:

*{4) ([Changes Affecting the Disclosure] No change in the patent shall
be permitted under paragraph (1), (2} or (3) where the change would result in
the disclosure contained in the patent going beyonrnd the disclosure contained
in the application as filed."

[End]

PLT/DC/23 June 3, 1991 (Original: English)

Source: THE DELEGATION OF JAPAN

braft_Article 19
Alternative B, Article 18(3)(a){ii) should be amended to read as follows:
“(3)(a)(ii) Where the act is done privately and on a non-commercial

scale or for a non-commercial purpose (-)."

[End]
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PLT/DC/24 Rev. June 18, 199) (Origimal: English)

Source: THE DELEGATION OF JAPAN

Draft Article 21

Article 21(2) should he amended to read as follows:

"(2) [Equivalents) (a) For the purpose of determining the extent of

protection conferred by the patent, due account shall be taken of elements
which, at the date of the alleged infringement, are equivalent to the elements

as _expressed in e claims

(b) An element (-) shall (-} be comnsidered as being equivalent to an
element as expressed in a claim if (-) either of the following conditions is
fulfilled in regard to the invention as claimed:

{i) it performs (-) the same function in (-) the same way and
produces (-) the same result as the element as expressed in the claim, or

(ii) it is obvious to a person skilled in the art that it can

achieve the same result as that achieved by means of the element as expressed
in the claim (-)."

[End]

PLT/DC/25 June 3, 1991 (Original: English)

Source: THE DELEGATION OF JAPAN

Draft Article 22

Article 22 should be amended to read as follows:

"The term of a patent sball be at least 20 years and_at most 25 years.

However, any Comtracting Party may provide for an extension of the patent
term, where and to the extent that the patented invention is deterred from

exploitation by the administrative requlatory approval precedure and provided
that the overall patent term does not exceed 30 years."

[End]
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PLT/DC/26 June 3, 1991 (Original: English)

Source: THE DELEGATION OF JAPANM

Draft Article 24

Article 24 should be amended to read as follows:

"{1) {[Comditiomns for the Reversal of Burden of Procf] (-) For the
purposes of proceedings, other than criminal proceedings, in respect of the
violation of the rights of the owner cof the patent referred to in
Article 19(2), where the subject matter of the patent is a process for
obtaining a product, the burden of establishing that a product was not made by
the precess shall be on the alleged infringer at least if the product is new.

(2) [Manufacturing and Business Secrets] In the adduction of proof to

the contrary, the legitimate interests of the defendant in pot disclosing his

manufacturin d business secre hall be taken into account."“
[End]
PLT/DC/27 June 3, 1991 (Original: English)

Source: THE DELEGATION OF JAPAN

Draft Rule 2

RBule 2 should be amended to read as follows:
*{(1l) [No change]
{(2) [No changel

(3) [Deleted}."

[End]
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PLT/DC/28 June 3, 1991 (Origimnal: English)

Source: THE DELEGATION OF JAPAN

Draft Rule 3

Rule 3(4) should be amended to read as follows:

*{4) [References in the Claims to the Description and Drawings] {(a) HNo
claim may contain, in respect of the technical features of the invention, a
reference to the description or any drawings, for example, such references
as: "as described in part...of the description,” or "as illustrated in
figure...of the drawings," unless such a reference is necessary for defining
the subject matter or appropriate for enhancing the clarity or the conciseness
of the claim.”

[End]

PLT/DC/29 June 4, 1991 (Original: English)

Source: THE DELEGATION OF ISRAEL

Draft Article 2(ix}

Article 2{(ix} should bhe amended to read as follows:

“{(ix) “substantive examination" means the examination of an application
by an Office to determine whether the invention claimed in the
application satisfies at least the conditions of patentability referred
to in Article 11{(2) and (3);"

Explanatory Note

The subject matter of Article 11{2) and (3), referred to in
Article 2(ix), concerns novelty and inventive step (non-obviousness)
respectively. One should take into account, however, that certain countries,
in their domestic legislation, may wish, in addition, to provide for
examination of patent applications by reference, alsc, to other matters such
as inherent patentability or whether a specific invention lies contrary to
public order. The addition of the words "“at least" provides for this
possibility.

(End]
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PLT/DC/30 June 4, 1991 (Original: English)

Source: THE DELEGATION OF ISRAEL

Draft Article 3(2)(b)

Article 3(2)(b) should be amended to read as follows:

"3{(2){(b) The description shall have the prescribed contents.”

Explanatory Note

As anticipated in Alternatives A and B to Draft Rule 2 certain
circumstances may render it necessary or preferable to change the order of the
prescrihed contents. It is considered, therefore, that any provision
concerning such order of presentation, and exceptions thereto, would best be
left to the Rules rather than be set cut as a mandatory matter in
Article 3(2){b}.

[End]

PLT/DC/31 June 4, 1991 (Originmal: English)

Source: THE DELEGATION OF ISRAEL

Draft Article 4(3)

Article 4(3) should be amended to read as follows:

"{3) [Style of the Claims] Each claim shall be clear and as concise as

possible having regard to the nature of the invention."

Explanatory Note

The meaning of the term "concise”, in the context of Draft Article 4(3),
is relative to the circumstances of any given situation and must depend, to a
large extent, on the character of the invention concerned. The foregoing
Proposal takes these criteria into account.

[End]
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PLT/DC/32 June 4, 1991 (Original: English)

Scource: THE DELEGATION OF ISRAEL

Draft Article 5

Article 5 should be amended to read as follows:
"(1) [No change]
(2) [No change])
(3) [Divisional Application] The applicant may file one or more

divisional applications within such time and upon such conditions as are
prescribed.”

Explanatory Note

It is felt that the principal issue concerning divisional applications is
not a procedural but a substantive one. The basic principle should be set
out, therefore, in Article 5 leaving Rule 5 to deal with the appropriate
procedural details,

[End]

PLT/DC/33 June 4, 1991 (Original: English)

Source: THE DELEGATION OF THE UNITED EINGDOM

Draft Article 4(3)

Article 4(3) should be amended to read as follows:

"(3) [Style of the Claims] The claims shall be clear and concise."

[End]
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PLT/DC/34 June 4, 1991 (Original: English)

Source: THE DELEGATION OF THE UNITED KINGDOM

Draft Rule 3(2)

Rule 3(2) should be amended to read as follows:

“(2) [Method of Definition of Invention] The definition of the matter
for which protection is sought shall be in terms of the technical features of

the invention. The technical features may be expressed in structural,
functional or mathematical terms."

[End]

PLT/DC/35 June 4, 1991 (Original: English)

Source: THE DELEGATION OF THE UNITED KINGDOM

Draft Article 9(1

Article 9(1) should be amended to read as follows:

“{1) [Right of Inventor] The right to a patent shall belong to the

inventor or his successor in title. Any Contracting Party shall be free to

determine the circumstances under which the right to a patent shall belong to
the employer of the inventor or to the person who commissioned the work of the
inventor which resulted in the invention."

[End}
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PLT/DC/36 June 5, 1991 (Original: English}

Source: THE DELEGATION OF GERMANY

Draft Article 16

1. Article 16{(1) should he deleted.

2. Article 16(2) should be deleted.

[End]

PLT/DC/37 June 5, 1991 (Original: English)

Source: THE DELEGATION OF GERMANY

Draft Article 19

Article 19(2) should be amended to read as follows:

"(2) [Processes] Where the subject matter of the patemnt concerms a
process, the owner of the patent shall have the right to prevent third parties
from performing, without his authorization, at least the following acts:

(i) the using of the process,

{ii) in respect of any product directly obtained by the process, any
of the acts referred to in paragraph (1){ii), even where a patent cannot be

obtained for the said product.™

[End]
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PLT/DC/38 June 5, 1991 (Original: English)

Source: TEBE DELEGATION OF GERMANY

Draft Article 24

Article 24 should be amended to read as follows:

"If the subject matter of a patent is a process for obtaining a new
product, the same product when produced by any other party shall, in the
senc f proof to contrar he deemed to have been obtained by the

patented process.

ion of proof to the contrary, the legitimate interests of
the defendant in protecting his manufacturing and busipess secrets shall be

taken into acgount."

[End]

PLT/DC/39 June 5, 1991 (Original: English)

Source: THE DELEGATION OF GERMANY

Draft Rule 2

Rule 2{1){vi) should he amended to read as follows:
“(vi) set forth at least ome mode for carrying cut the invention

claimed; this gshall he done in terms of examples, where appropriate, and with
reference to the drawings, if any;"

fEnd]
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PLT/DC/40 Rev. June 10, 1991 {(Origimal: English}

Source:; THE DELEGATION OF THE UNITED STATES OF AMERICA

Draft Article 9bis

The treaty should provide for certain situations related to a loss of
right. The following proposal deals with a number of situations not presently
addressed in the treaty:

"Article 9bis
Loss of Right

(1) Any Contracting Party shall be free to provide that the right to a
patent shall be lost by the applicant where:

(i) the invention was placed on sale or secretly used by the
inventor, successor-in-title or applicant more thanm 12 months preceding the
filing date or, where priority is claimed, the priority date of the
application, even if the invention was not, by virtue of being so placed on
sale or secretly used, made available to the public; or

{ii) an application for am industrial property title was filed by
the applicant outside the Contracting Party in violation of the national
security provisions of the Contracting Party.

{2) Notwithstanding Article 11 and paragraph {1) of this Article, any
Contracting Party shall be free to provide that the right to a patent shall
not be lost to the applicant where the use of the claimed invention by the
applicant more than 12 months preceding the filing date or, where priority is
claimed, the priority date of the application, was experimental."

[End]

PLT/DC/41 June 6, 1991 (Origimal: English)

Source: THE DELEGATIOK OF TEE UNITED STATES OF AMERICA

Draft Article 11

The United States of America has consistently urged that the brackets on
Article 11(2)(c), designated as Article 11{2){d) in the proposal of the United
States in document PLT/DC/6, should be deleted. Consistent with this
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{PLT/DC/41, continued]

position, the following amendment (new language underlined) should be made to
the proposal of the United States found in document PLT/DC/6 for a new
Article 11(2)(¢c):

"{2){c) Any Contracting Party that awards patents to the first to invent
shall be free to also consider as prior art am invention which was made in a

place or space under its sovereignty and before the invention claimed in an

application and which was not abandoned, suppressed or concealed."

[End]

PLT/DC/42 June 6, 1991 (Original: English)

Source: THE DELEGATION OF ISRAEL

Draft Article 7

Article 7 should be amended to read as follows:
"(1) [No change]

{2) [Delayed Filing of the Subseguent Application] Where the
application ("the subsequent application") which claims or could have claimed
the priority of an earlier application is filed after the date on which a
period of 12 months from the filing date of the earlier application expired
but before the exp:.ratlon ofmmmeh—uhet—la—neﬁh-
Poigi—onpised such hall be determined by the Contracting Part
Office shall restore the right of priority upon an express request subm;tted
to the Office, hefero—theo—0npitabi-otf=bhe—prid—avo—menb—peorieody if the
request states and the Office finds that, in spite of all due care required by
the circumstances, the subsequent application could not have been filed within
the said 12-month pericd. The request for restoration shall state the grounds
on which it is based, and the Office may reqguire the production of
corresponding evidence."

Explanatory Note

It is felt that the two month period set out in this Draft Article is
arbitrary and, in any event, constitutes a very short period. The main point
is that the specific and respective requirements of Contracting Parties may
vary to the extent that the foregoing period of two months, or any other
period which may be fixed in Draft Article 7, may not suit all of them. The
Proposal, in leaving the determination of the period to the Contracting Party,
reflects the variation in the individual needs of the Contracting Parties and
endeavours to resolve that issue.

[End]
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PLT/DC/43 June 6, 1991 (Original: English)

Source: THE DELEGATION OF ISRAEL

Draft Article O

Article 9 should be amended to read as follows:

"{1) [Right of Inventor] The right to a patent shall belong toc the
inventor, his assignees or successgrs in title, Any Contracting Party shall
be free to determine the circumstances under which the right to the patent
shall belong, whether jointly with the inventor or individually, to the
employer of the inventor or to the person who commissioned the work of the
inventor which resulted in the invention, or to any other person.

(2) [No change]

{(3) [Right of Third Party] Where it is proved to the satisfaction of
the Office that a person, other than the onme who has filed the application for
a patent or the patentee, is the true and lawful owner of the invention in

respect of which such application has been filed or such patent has been
granted, the Office, in addition to any other relief, shall grant the patent

or tr fer e patent rights, as the case may be, to the person who proves
that he, and not the applicant or the patentee, is the owner of such
invention."

[End]

PLT/DC/44 June 7, 1991 {(Original: Arabic)

Source: THE DELEGATION OF LEBANON

Pre le

The Preamble should be amended to read as follows:
"The Contracting Parties,
Alternative A

DESIRING to strengthen internatiomal cooperation and solidarity in
respect of the protection of inventions,
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[PLT/DC/44, continued]

CONSIDERING that such protection is facilitated by a harmonization of
patent law,

RECOGNIZING the need to take into consideration the public policy,
developmen technological an ublic interest objectives of the Contracting

Parties,

HAVE CONCLUDED the present Treaty, which constitutes a special agreement
within the meaning of Article 19 of the Paris Convention for the Protection of

Industrial Property."”

Explanatory MNote

The word "solidarity"” has been added in the first recital in
Alternative A, After amendment, the third and fourth recitals would
constitute but a single recital.

{End]

PLT/DC/45 June 7, 1991 (Original: Arabic)

Source: THE DELEGATION OF LEBANONW

Draft Article 3{(1){a)

Article 3(l){a) should be amended to read as follows:

{1) [Disclosure]) (a) The application shall disclose the invention in a
manner sufficiently clear and complete for the invention to be carried out by
(*) any persom who is skilled and knowledgeable in the subject. The
application shall disclose the best mode of carrying out the invention. The
disclosure shall contain an abstract of the subject matter of the invention,

shall indicate any other filing made by the applicant in any country
whatsoever and shall state whether he has obtained a patent on the hasis of

such application.”

{*) The term "a person skilled in the art" has been deleted.

{End]
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PLT/DC/46 June 7, 1991 (Qriginal: Arabic)

Source: THE DELEGATION OF LEBANON

Draft Article 7

Atrticle 7 should be amended to read as follows:

"Belated Claiming of Priority

Where the application (“the subsequent application”) could have
claimed the priority of an earlier application but, when filed, did not
contain such priority claim, the applicant shall have the right to claim such
priority in a separate declaration submitted to the Office within a period te
be fixed hy the Contracting Party, that is to say the same period as that
given to the owner of the invention to claim the priority of the filing date."

N.B. (1) The wording is deleted as from "which shall he at least..."

{2) Paragraph (2) has been deleted, following amendment of
paragraph (1},

[(End]

PLT/DC/s47 June 7, 1991 (Origimal: Arabic)

Source: THE DELEGATION OF LEBANON

Draft Article 8
1. An item (iv) should be added to paragraph (1) with the following
wording:

"{iv) a part which, on the face of it, appears to he a claim or claims."

H.B., Item (iv) is one of the additional requirements permitted by item (i) of
paragraph (2).

2. Subparagraph (a)(i) of paragraph (2) should be deleted.
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[PLT/DC/47., continued]

3. Subparagraph (b) of paragraph (2) should be amended to read as follows:

"{b) A Contracting Party may not impose one of the permitted additiocnal
requirements if it concludes and ratifies a treaty prior to the eatry into
force of this Treaty.”

4. With respect to paragraph (4), we propose adoption of Alternative A.
5. A paragraph (6) should he added with the following wording:

"A Contracting Party shall he entitled to fix a specific time limit for
payment of the fees. If the applicant does not comply with such time limit,
his application shall be cancelled. However, if the fees are received within
the prescribed periods, or periods of grace fixed by the Contracting Party,
the filing date of the application shall be the date of receipt by the Office
of the elements referred to in paragraph (1) of this Article.”

6. The present paragraph (6) would become (7).

[End]

PLT/DC/48 June 7, 1991 (Original: Arabic)

Source: THE DELEGATION OF LEBANON

Draft Article 9

Paragraph (1) should be amended to read as follows:
"The right to a patent shall belong to the inventor.”

N.B. The remaining wording should be deleted. The right, as a legal
principle, belongs to the inventor. This right can in no event be granted to
the employer of the inventor or the person who commissioned the work of the
inventor which resulted in the invention. However, the employer or the person
who commissioned the work may conclude with the inventor an agreement under
which the latter licemses or authorizes working of his invention for a period
which the parties decide of common accord.

[End]
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PLT/DC/49 June 7, 1991 {(Origimal: Arabic)

Source: THE DELEGATION OF LEBANON

Draft Article 10

1. We propose the adoption of Alternmative A, after amendment as follows:

“{1) Patent protection shall he available for inventions (products,
industrial processesg, specific industrial results, new application of a known
industrial process) in all fields of technology which are new, which are of an
inventive nature and which are industrially applicable, except for (...)."

2. Item (i) in paragraph (1) should be deleted.

a. Paragraph (2} should be amended to read as follows:

"The Contracting Parties may prohibit the grant of a patent for reasons
of public order, law, morality, natiomal security, public health, nutrition,
national development or sSocial security.”

N.B. The term “public interest" bhas been deleted here since it is too general
and may give rise to differences between the Contracting Parties when
interpreted with respect to patents.

[End]

PLT/DC/50 June 10, 1991 (Original: English)

Source: THE DELEGATION OF THE UNITED STATES OF AMERICA

Draft Article 11(2)

At the end of Article 11(2){c) of the basic proposal in document
PLT/DC/3, the following sentence should be added:

"Further, any Contracting Party shall be free to exclude from the prior

art matter which is not identified and organized in a manner that makes the
matter accessible to the public.”

[End]
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PLT/DC/51 June 10, 1891 {(Original: English)

Source: THE DELEGATION OF THE UNITED STATES OF AMERICA

Draft Article 13

Article 13 should be amended by adding the following new paragraph:
“(5) Not more than one patent shall be granted on two or more

applications by the same applicant or inventor to the extent that they claim
identical subject matter."

[End]

PLT/DC/52 June 10, 1991 (Original: English)

Source: THE DELEGATION OF THE UNITED STATES OF AMERICA

Draft Article 15(4}

Article 15(4) should be amended as follows:

"{4) [Circumstances in Which Publication May Not Take Place] +e No
application may be published if it is withisrawi—ed-—abandontd—oPira—gongidened

~wibivisave—ser—abandensd not pending or is considered not pending

(i) earlier than two months before the expiration of the time limit
applicable under paragraph (1) or,

{(ii) to the extent that a Contracting Party can effect withdrawal prior
to publication, where the Office completes the technical preparations for

publication later than two months before the expiration of the time limit
applicable under paragraph (1), prier to the completion of such preparations.

3 reats . piiohed—if it hani s eeted:

[End]
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PLT/DC/53 June 10, 1991 {Original: English)

Source: THE DELEGATION OF THE UNITED STATES OF AMERICA

Draft Article 16(2}

Article 16(2){c) should be amended to read:

“(2)(c) The Office shall, wherever possible, reach -a final decisions on
“he- applications not later than two years after the start of substantive
examination and shall, in any event, reach final decisions on applications in

no longer than an average of two years."

[End]

PLT/DC/54 June 10, 1991 (Origimal: English)

Source: THE DELEGATION OF THE UNITED STATES OF AMERICA

Draft Article 17{1)

The following sentence should be added to Article 17(1):
"A Contracting Party shall be free to provide that changes made must be

to correct errors made in good faith."

Comment: Paragraph (1) of the Article should be amended to make it clear that
a Contracting Party shall he free to provide that changes limiting patent
protection will only be made to correct errors made in good faith.

[Exnd]
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PLT/DC/55 June 11, 1991 (Original: English)

Source: THE PLENARY OF THE DIPLOMATIC CONFERENCE

Rules of Procedure

Editor's Note: The Rules of Procedure adopted hy the Diplomatic Conference
are those set forth in document PLT/DC/2 (See pages 62 to 77 of these Records)

with the following changes:

1. Rule 14(1), in the fourth line, after "Committee"” the following was
added: “and four Member Delegations elected by the Coanference, meeting in

Plenary."”

2. Rule 15(1), it was decided that twelve, rather than ten, Vice-Presidents
would be elected by the Conference.

[End]

PLT/DC/56 June 11, 1991 (Original: English/French}

Source: THE DELEGATIOK OF SWITZERLAND

raft Article B and Rule 7

Article 8 should be amended tc read as follows:

"{1) [Ho change]

(2) [(Permitted Additional Requirements] (a) A Ceontracting Party may
provide that the filing date may be refused if either of the following

requirements is not satisfied within—ibe—preseribed—time—iSmit:

{i) the application contains a part which, on the face of it,
appears to be a claim or claims;

{ii) the required fee is paid,
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[PLT/DC/56, continued]

(b} [No change]

(3) [Ko change]

(4) [Replacing Description, Claims and Drawings by Reference to Another
Application] Notwithstanding paragraphs (1), (2) and (3),

Alterpnative A: each Contracting Party shall
Alternative B: any Contracting Party may

provide that a reference in the application to another previously filed
application for the same invention by the same applicant or his predecessor in
title may, for the purposes of the filing date of the application, replace any
of the following elements:

(i) the part which, on the face of it, appears to be a description of
an invention,

(ii) the part which, on the face of it, appears to be a claim or
claims, or

(iii) any drawings,

provided that the said parts and drawings and, where the other application was
not filed with the same Office, a certified copy of the other application are

received by the Office w4th*a—hho-pia6oiabod-hame—;*m&%v——;é—the—eaté—paeta-

(5} [Language] (a) [Ho change]

{b) Any Contracting Party may, if any of the parts referred to in
paragraph (1)(iii) and paragraph (2)}(a)(i) or any text matter contained in any
drawings is in a language other than the official language, require that a
translation thereof in the official language be received by its Office asibiin—

(c) Any Contracting Party may require that the parts referred to in
paragraph (4)(i) and (ii) and any text matter contained in drawings referred
to in paragraph (4){(iii) be furnished in the official lanquage wiehin—the—time

(d) [No change]
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[PLT/DC/56, continued]

{6) [Procedure in Case of Non-Compliance with Requirements} If the
application does not, at the time of its receipt by the 0ffice, comply with
the requiremen of ragraph (1) or any sppli le reguirements of paragraphs
{2)(a), (4) or (S5)(bh), the Office shall promptly invite the applicant to
comply with such requirements as prescribed. If the applicant complies with
the invitation, the filing da shall h e _date on which the elements
referred to in paragraph (1) have been received by the QOffice or, in the case
referred to in paragraph (4), the date on which the application containing the

reference to the previously filed application was received by the Office.
Otherwise, the application shall rea as if it had not been filed.

46> (7} [Title and text same as paragraph (6) of the Basic Proposal]"
Rule 7 should be amended to read as follows:
"{l1) [Deleted]

42+ (1} [Procedure in Case of Non-Compliance with Requirements] If the
application does not, at the time of its receipt by the Office, comply with
any of the requirements of Article 8(1l). es—the—appiivabie—requirementa—if—
enyr—ef Article 8(2)(a), Article 8(4) or Article 8(5)(b) 4het—rhe—appiication

poragreph—{3), the Office shall promptly invite the applicant to comply with
such requirement within a time limit fixed in tbhe invitation, which time limit
shall be at least one month from the date of the invitation -es,—where—iie-

wiriehever—ecwpires—loter, Compliance with the invitation may be subject to the
payment of a special fee. Failure to send an invitation shall not alter the
said requirements.

‘(3) [Deleted]
44> (2} [Title and text same as paragraph (4) of the Basic Proposal]

+5 (3} [Correction of Translations] Any translation of the parts of
the application, or of the text matter, referred to in Article B(5)(b) and {(c)

may be corrected at any time up to at least the time when the application is
in order for grant in order to conform to the wording of theose parts or that
text matter furnished in a language other than the official language."

Explanatory Notes
1. Article B, mnew paragraph (6)

The procedural provisions of new paragraph (6) have been transferred from
Rule 7{(3) because it is felt that the legal consegquences affecting the
existence of the application should be embodied in the Treaty.

2. Rule 7

Rule 7 has been redrafted to reflect the need for a more simplified
one-stage procedure with a single prescribed time limit.

[End]
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PLT/DC/57 June 11, 1991 (Original: English)}

Source: THE DELEGATICN OF THE UNITED KINGDOM

Draft Rule 2(2)

Rule 2{2) should be amended to read as follows:

*(2) [Manner and Order of Presentation of Contents] <{(a) The contents of
the description shall be presented in the manner and order specified in
paragraph (1), umless, because of the nature of the invention, a different
manner or a different order would afford a better understanding or a more
economical presentation.

(b) Any Contracting Party may accept a description which does not
contain the matters specified in paragraph (1){i), (ii) amd (v), or which
contains, in lieu of the matter specified in paragraph (1){(iii), a description
of the invention in any terms that satisfy the regquirement of a disclosure of
the invention in a manner sufficiently clear and complete for the invention to
be carried out by a person skilled in the art.”

[Emnd]

PLT/DC/58 June 11, 1991 (Original: English)

Source: THE DELEGATION OF GERMANY

Draft Article 3{1)

Article 3{1)(b) should be amended to read as follows:

"{b) Where the application refers to biologically reproducible material
which cannot be disclosed in the application in such a way as to snable the
invention to be carried out by a person skilled in the art and such material
is not available to the public, the application shall be supplemented by a
deposit of such material with a depositary institution. Ihe deposit shall be
made on or before the filing date. However, any Contracting Party may provide

that the deposit may also be made after the filing date."
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{PLT/DC/58, continued]

Hote: It is understood that when an application referring to biologically
reproducible material elaims the priority of an earlier application and when
the deposit has been made om or before the filing date, but after the priority
date, the effect would be that the priority would not have been validly
claimed, rather than that the requirement of disclosure under subparagraph (b)
would not be fulfilled. This would however be different if a country would
choose the option under the last sentence.

[End]

PLT/DC/59 June 12, 1991 (Original: English)

Scurce: THE DELEGATION OF THEE UNITED STATES OF AMERICA

Draft Article 18(1)

1. In Article 18(1){(b), the phrase "announcement in the official gazette of
the grant of the patent® should be changed to "publication of the patent."

2. Delete Article 18(1){(d) and (e) and substitute the following new
paragraph (d4):

"{1){(4d) Any party requesting revocation shall have at least one
opportunity to present full arquments to the Office relating to the
permissible grounds for revocation. The owner of the patent shall have at
least one opportunity to amend the claims and otherwise respond to all
arguments and grounds made for revocation before a decision is made in respect
of the request for revocation. The decision of the Office may only be based
on grounds or evidence on which the owner of the patent has had an opportunity
to present its comments."”

[End]
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PLT/DC/60 June 12, 1991 (Original: English)

Source: THE DELEGATION OF THE UNITED STATES OF AMERICA

Draft Article 20(1)

Article 20(1) [Right of Prior User] Alternmative A should be amended to
read as follows:

"Any Contracting Party may provide that, notwithstanding Article 19, a
patent shall have no effect against any person (hereinafter referred to as
"the prior user") who, in good faith, for the purposes of his enterprise or
business, before the filing date or, where priority is claimed, the priority
date of the application on which the patent is granted, and within the
territory where the patent produces its effect, was using ‘ae his invention or
was making effective and serious preparations for such use; any such person
shall have the right, for the purposes of his enterprise or business, to
continue such use or to use the invention as envisaged in such preparations."

[End]

PLT/DC/61 June 12, 1991 (Origimal: English)

Source; THE DELEGATICH OF THE UNITED STATES OF AMERICA

Draft Article 21(3)

The following sentence should be added to Article 21(3)}:

"Changes made in the claims in response to the citation of prior art
shall be taken into account when determining the extent of protection.”

[(End]
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PLT/DC/62 June 12, 1991 (Original: English)

Source: THE DELEGATION OF THE UNITED STATES OF AMERICA

Draft Article 23

Article 23 should be amended to read as follows:

"(1) [Enforcement Based on Patents] (a) The owner of the patent sball
have at least the right

(i) to obtain an injunction to restrain the performance or the likely
performance, by any person without his authorization, of any of the acts
referred to in Article 19(1), (2) and {(4):

{ii) to obtain damages, adequate under the circumstances, from any
person who, without his authorization, performed any of the acts referred to
in Article 19(1), ~s2) and (4)em—drene tha _ecodAd momoee—srenepnacl e Ao e—lcon
mape—pbtho—pakont. A Contracting Party shall be free to require notice of

th atent as condition to obtaining damaqges.

{b) Each Contracting Party shall have the freedom to determine tbe
liabili for products directly resulting from the use of a patented process
where the products are in possession or transit prior to becoming aware of the

patent.

{c) Notwithstanding subparagrapb (a)(i), whenever an invention is

used or manufactured by or for a Contracting Party for public, non-commercial
purposes, any Contracting Party may provide that the owner shall only have the

right btain damages in accordan wi subparagraph {(a}(ii

{2)}{(a) [unchanged]

(b} [unchanged])

(c) For the purposes of subparagraphs (a) and (b), the extent of the
protection shall be determined by the claims as appearing in the published
application. However, if the claims are amended after the initial publication
of the application, the extent of the protection shall be determined hy the
amended claims in respect of the period following their publication.

e chan—ts nime—i —eppiice : . : ;_g

extent of protection conferred b e claims appearing in the published
application or by subsequently published amended claims shall be determined by
the claims appearing in the patent granted on that application, at least to
the extent that claims of substantially the same scope appeared in the
application as published or in the application as subsequently published.”

[End]
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PLT/DC/63 June 12, 1991 (Original: French)

Source: THE DELEGATION OF FRANCE

Draft Article 21

Article 21 should bhe amended to read as follows:
"{(1)(a) (Unchanged]
(b} [Unchanged)

(2} [Equivalents] For the purpose of determining the extent of

protection conferred by the patent, due account shall be taken of elements
which, at the date of the alleged infringement, are equivalent to the elements

expressed in the claims.

(3) [Prior Statements] In determining the extent of protection, any
Contracting Party ma rovide that due account shall be taken of any statement
unequivocally limiting the scope of the claims made by the applicant or the
owner of the patent during procedures concerning the grant or the validity of
the patent.

{(4) [Unchanged]

(5) [Unchanged]”

[End]

PLT/DCs64 June 13, 1991 (Original: English)

Source: THE DELEGATION OF CANADA

Draft Article 21(2)

Article 21{(2}{b) should be amended to read as follows:

“(b) An element (“the equivalent element”)} shall generally be
considered as being equivalent to an element as expressed in a claim if, at
the time of any alleged infringement, the following conditions are fulfilled
in regard to the invention as claimed:
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{PLT/DC/64, continued]

(i) the equivalent element performs substantially the same
function in substantially the same way and produces substantially the same
result as the element as expressed in the claim, and

(ii) it is obvious to a person skilled in the art that the same
result as that achieved by means of the element as expressed in the claim can
be achieved by means of the equivalent element."

[End]

PLT/DC/65 June 14, 1991 (Original: English)

Source: THE DELEGATION OF ISRAEL

Draft Article 14

Article 14 should be amended by adding the following new paragraph:

"{4) Notwithstanding the provisions of the preceding paragraph {3) a
Contracting Party may allow an amendment or a correction of the application to
be made which goes beyond what has been disclosed in the application as filed
provided that the effective filing date of the application in respect of the
subject matter of the amendment will be the date of submission of the

amendment to the Qffice.”

Explanatory Note

The amendment is necessary in order to give Contracting Parties the
option (which is already exercised by some of them) to allow amendments which
broaden the scope of the original disclosure provided that the allowance of
such an amendment may result in the partial or entire post-dating of the
application.

[End]
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PLT/DC/66 June 20, 1991 (Original: English)

Source: THE SECRETARIAT OF THE CONFERENCE

First Report of the Credentials Committee

1. The Credentials Committee (hereinafter referred to as "the Committee"),
established on June 3, 1991, by the Diplomatic Conference for the Conclusion
of a Treaty Supplementing the Paris Convention as Far as Patents are Concerned
{hereinafter referred to as "the Conference"), met on June &, 1991, and on
June 19, 1991.

2, The delegations of the following States members of the Committee attended
the meetings: Brazil, Congo., Egypt., Finland, Germany, Ireland, Malaysia,
New Zealand, Poland, Portugal and Sri Lanka (11).

3. At its first meeting, on June 6, 1991, the Committee unanimously elected
Mr. Salah Kamel {(Egypt) as Chairman and Mr. Affonso Arinos de Mello-Franco
(Brazil) and Mr. Alfons Schafers (Germany) as Vice-~Chairmen.

4. In accordance with Rule 9(1) of the Rules of Procedure adopted by the
Conference on June 3, 1991 (hereinafter referred to as "the Rules of
Procedure"), the Committee examined, at its second meeting, on June 19, 1991,
the credentials, full powers, letters or other documents of appointment
presented for the purposes of Rules 6 and 7 by delegations of States members
of the Intermational (Paris) Union for the Protection of Industrial Property
(hereinafter referred to as “the Paris Union"), participating in the
Conference in accordance with Rule 2(1}(i) of the Rules of Procedure
{hereinafter referred to as "Member Delegations"), by delegations of States
members of the World Intellectual Property Organization (WIPC) other than
those members of the Paris Union, participating in the Conference in
accordance with Rule 2(1){ii) of the Rules of Procedure (hereinafter referred
to as "Cbserver Delegations"), and by the delegations of the European Patent
Organisation and the Organisation africaine de la propriété intellectuelle,
participating in the Conference in accordance with Rule 2{1){iii) of the Rules
of Procedure (hereinafter referred to as “Special Delegations"), as well as by
the representatives of intergovermmental and non-governmental organizations,
participating in the Conference in accordance with Rule 2{1){iv) of the Rules
of Procedure (hereinafter referred toc as "representatives of Ohserver
Organizations").

5. On the hasis of the information provided by the Secretariat as to the
practice prevailing in other diplomatic conferences and in particular in
diplomatic conferences convened by the World Intellectual Property
Organization (WIPO)}, the Committee decided to recommend to the Conference,
meeting in Plenary. that the following criteria should be applied by the
Committee in its examination of, and should govern the decision of the
Conference on, the credentials, full powers, letters or other documents
presented for the purposes of Rules 6 and 7 of the Rules of Procedure:

(i) as far as any State is concermed, its delegation's credentials and
full powers should be accepted if they were signed by that State's Head
of State, Bead of Govermment or Minister for Foreigm Affairs;
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[PLT/DC/66, continued]

credentials, but not full powers, should be accepted if they were
contained in a note verbale or letter of that State's Permanent
Representative in Geneva or its Ambassador to the Government of the
Netherlands, or in a note verbale of that State's Ministry for Foreign
Affairs or its Permanent Mission in Geneva or its Embassy in The Hague,
and should not eotherwise be accepted, in particular, a communication
emanating from a Minister other than the Minister for Foreigm Affairs, or
from an official other than the Permament Representative or Chargeé

d'affaires a.i.
Goveroment of the Netherlands,

of a Permanent Mission in Geneva or the Ambassador to the
should not be treated as credentials:

(ii) as far as any Organization is concermed, its representative's
letter or other document of appointment should be accepted if it is
signed by the Head (Director General, Secretary General or President) or
Deputy Head or official responsible for external affairs of the

Organization:

(iii) facsimile and telex communications should be accepted if, as to
their source, the reguirements stated im points (i) amd (ii) were

fulfilled.

6. Pending a final decision by the Conference, meeting in Plenary., on the
said criteria, the Committee decided to apply those criteria to the documents

received by it.

7. Accordingly., the Committee found in order

{(a) as far as Member Delegations are concerned,

(i) the credentials and full powers (that is, credentials for
participating in the Conference and full powers to sign a treaty supplementing
the Paris Copvention for the Protection of Industrial Property as far as
patents are concerned) of the delegations of the following 33 States:

Benin

Brazil
Burkina Faso
Chad

China

Cote d'Ivoire
Denmark

Egypt

Ghana

Greece
Guinea
Guinea-Bissau

Indonesia
Italy
Lebanon
Libya
Malawi

Mali
Mcngolia
New Zealand
Niger
Philippines
Poland

Romania
Rwanda
Senegal
Soviet Union
Spain
Switzerland
United Republic
of Tanzania
Yugoslavia
Zambia
Zimbabwe
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[PLT/DC/66, continued]

{ii) the credentials (without full powers) of the delegations of the

following 47 States:

Algeria

Argentina

Australia

Austria

Bangladesh

Belgium

Bulgaria

Burundi

Canada

Chile

Cuba

Czechoslovakia

Democratic People's
Republic of Korea

Dominican Republic

Finland

France

Gabon
Germany
Hungary
Iran {(Islamic
Republic of)
Ireland
Japan
Jordan
Kenya
Malaysia
Malta
Mauritania
Mexico
Monaco
Netherlands
Horway
Portugal

Republic of Korea
Sri Lanka
Sudan
Swaziland
Sweden
Syria
Togo
Trinidad and Tobago
Tunisia
Turkey
Uganda
United Kingdom
United States
of America
Uruguay
Viet Ham

{(h) as far as Observer Delegations are concerned, the credentials of the
delegations of the following 3 States:

Peru
Thailand
Venezuela

(c) as far as the Special Delegations are concerned, the credemntials of
the Delegation of the European Patent Orgamisation and the Delegation of the

Organisation africaine de la propriété intellectuelle.

(d) as far as the representatives of Observer Qrganizations are
concerned, the letters or documents of appointment of representatives of the
following Observer Organizations (listed in the alphabetical order of the name
of the organization according to its name in French if it exzists or, if it
does not exist, according to its name in another language):

(i} intergovernmental orgamizations:
and Trade (GATT):

European Communities;

Economic System (SELA) {(3):

(ii) non-governmental organizations:
{ABA); American Intellectual Property Law Association (AIPLA)

General Agreement on Tariffs
Latin-American

American Bar Association

LT

Asociacidn Mexicana para la Proteccidén de la Propiedad

Industrial (AMPPI);
Industrial (ABPI);

Associagao Brasileira da Propriedade
Asian Patent Attorneys Association (APAA):

Inter-American Association of Industrial Property (ASIPI):;
International Association for the Advancement of Teaching and

Research in Intellectual Property (ATRIP);

International

Association for the Protectiomn of Industrial Property (AIPPI);
Latin American Association of Pharmaceutical Industries

(ALIFAR);

Association of Patent Attorneys, Netherlands (APA);

Bundesverhand der Deutschen Industrie e.V., Germany (BDI);
Center for Advanced Study and Research on Intellectual Property,
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[PLT/DC/66, continued]

United States of America (CASRIP); Center for Intermational
Industrial Property Studies (CEIPI); Chartered Institute of
Patent Agents, United Kingdom (CIPA); Chemical Manufacturers
Association, United States of America (CMA); Committee of
Mational Institutes of Patent Agents (CHIPA)}; Committee for
Industrial Property Studies, Netherlands (CIPS); Compagnie
nationale des conseils en brevets d4'inventions (CNCBI), France;
European Council of Chemical Manufacturers' Federations

(CEFIC); Deutsche Vereinigung fiir gewerblichen Rechtsschutz und
Urheberrecht (DVGR); Federal Chamber of Patent Agents
(Patentanwaltskammer (PAK)), Germamy (FCPA): European
Federation of Pharmaceutical Industries' Associations (EFPIA);
International Federation of Inventors' Associations (IFIA):;
International Federation of Industrial Property Attorneys
(FICPL); Interpnational Group of Natiomal Associations of
Manufacturers of Agrochemical Products (GIFAP); Patent and
Trademark Institute of Canada (PTIC)}; Institute of Professional
Representatives before the European Patent Office (EPI):
Max-Planck-Institute for Foreign and International Patent.
Copyright and Competition Law (MPI); Intellectual Property
Ouwners, Inc., United States of America (IPO); Japan Patent
Association (JPA): Japan Patent Attorneys Association (JPAA);
Licensing Exzecutives Society International (LES); International
League on Competition Law (LIDC); The New York Patent,
Trademark and Copyright Law Association, Inc. (NYPTC); Pacific
Industrial Property Association (PIPA); Union of Industrial and
Employers' Confederations of Europe {UNICE); Union of European
Practitioners in Industrial Property (UEPIP) {37}.

8. The Committee noted that, in accordance with established practices, a
designation of representation implied, in principle., in the absence of any
express reservation, the right of sigmnature, and that it should be left to
each delegation to interpret the scope of its credentials.

9. The Committee recommends to the Conference, meeting in Plenary, to accept
the credentials and full powers of the delegations mentioned in

paragraph 7(a), above, the credentials of the delegations mentioned in
paragraph 7(b) and (c), above, and the letters or documents of appointment of
the representatives of the organizations mentioned in paragraph 7(d4)., above.

10. The Committee recalled that the Conference, meeting in Plenary, when
adopting Rule 8 of the Rules of Procedure, made the interpretation that
credentials, full powers and letters or other documents of appointment
presented for the first part of the Conference would be considered valid for
the second part of the Conference unless they were superseded by new
credentials, full powers or letters or other documents of appointment
presented for the second part of the Conference.

11. The Committee expressed the wish that the Secretariat should bring
Rules 6 ("Credentials and Full Powers"), 7 ("Letters of Appointment")

and 10 ("Provisional Participation") of the Rules of Procedure to the
attention of Member Delegations or Observer Delegations not having presented
credentials or full powers and of the representatives of Observer
Organizations not having presented letters or cther documents of appointment.
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[PLT/DC/66, continued])

12. The Committee noted that those Delegations and Observer Organizations
that had not presented to the Conference at its first part their credentials
or full powers or letters or other documents of appointment or wished to make
changes in the composition of their delegations or representatives could do so
at the second part of the Conference.

13, The Committee decided that a report on its meeting should be prepared by
the Secretariat and issued as its report, to be presented by the Chairman of
the Committee to the Conference, meeting in Plenary.

14, The Committee authorized its Chairman to examine any further
communications concerning Member Delegations, Observer Delegations, Special
Delegations or Observer Organizations which might be received by the
Secretariat after the close of its second meeting and to report thereon to the
Conference, meeting in Plenary, unless the Chairman deemed it necessary to
convene the Cormittee to examine and report on those communications.

[End]

PLT/DC/67. June 19, 1991 (Original: English)

Source: THE DELEGATION OF GERMANY

Draft Article 23{2)

Article 23(2) should be amended to read as follows:

*{2) [Enforcement Based on Published Applications] (a) The applicant
shall have at least the right to obtain reasonable compensation from any
person who, without his authorization, performed, in the period between the
publication of the application and the grant of the patent therecon, any of the
acts referred to in Article 19(1), (2) and (4) in relation to the invention as
claimed in the published application, at_least in the case where the said

person was aware of the application.

(b} Any Contracting Party may provide that a decision to award any

measures under subparagraph {(a) may not be made until after the grant of a

patent on the published application,

{(c} For the purposes of subparagraphs (a) and (b), the extent of the
protection shall be determined by the claims as appearing in the published
application. However, if the claims of the patent as granted or as changed
after its grant have a narrower scope than the claims as appearing in the
published application, the extent of the protection shall be determined by the
claims with the narrower scope."

[End]


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


168 CONFERENCE DOCUMENTS

PLT/DC/68 June 20, 1991 (Original: English)

Source: THE DELEGATION OF BANGLADESH

Draft Article 23(1)

The following item should he added to Article 23(1l):

"{iii) Contracting States shall provide that a patent-holder shall not
be entitled to any damage, in respect of any infringement of the patent, from
any defendant who proves that at the date of the infringement he or she was
not aware, nor had the reasonable means to be aware, of the existence of the

patent."
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PLT/DC/IRF/1 June 21, 1991 (Original: English/French)

Source: THE SECRETARIAT OF THE CONFERENCE

Liste des participants de la premiére partie de la conférence diplomatique
List of Participants in the First Part of the Diplomatic Conference

Editor's Hote: This document contains the list of participants. It is not
reproduced here, but may be found at pages 525 to 554 of these Records.

[End]

PLT/DC/INF/2 June 11, 1991 (Qriginal: English/French)

Source: THE SECRETARIAT OF THE CONFERENCE

Bureaux, Commissions et Comités
Officers and Committees

Editor's Note: This document contains a list of officers and members of the
Main Committee, the Credentials Committee, the Drafting Committee and the
Steering Committee. For the full list of officers of the Conference, see
pages 555 to 557 of these Records.

[End]

PLT/DC/IRF/3 June 21, 1991 (Original: English/French)

Source: THE INTERNATIONAL BUREAU

List of Proposals for Amendment of Provisions of the Basic Proposal Published
Before and During the First Part of the Diplomatic Conference

Preamble:

- Lebanon {PLT/DC/44)
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[PLT/DC/INF/3, continued]

Article 1 {(Establishment of a Union):

— Netherlands (PLT/DC/12)

Article 2 {Definitions}:
- Ketherlands {PLT/DC/13)

- Israel (PLT/DC/29)

Article 3 (Disclosure and Description):
Paragraph (1) (Disclosure):
- Lebanon (PLT/DC/45)
- Germany (PLT/DC/58)

Paragraph (2) (Description):

- Israel {PLT/DC/30)

Article 4 {Claims):
Paragraph (3) {Style of the Claims}:

~ Israel (PLT/DCs31)

- United Kingdom {PLT/DC/33)

Article 5 (Unity of Invention}):
- Israel (PLT/DC/32)
Article 6 {Identification and Mention of Inventor; Declaration Concerning
the Entitlement of the Applicant}):

Paragraph (2) {Mention of the Inventor in Publications of the Office):

- Japan {(PLT/DC/17)
Paragraph (4) (Prohibition of Other Requirements):

- Japan (PLT/DC/17)

Article 7 (Belated Claiming of Priority):

- Lebanon (PLT/DC/46)
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[PLT/DC/INF/3, continued]

Paragraph (2 {(Delayed Filing of the Subseguent Application}):

- Israel (PLT/DC/42)}

Article 8 (Filing Date):
- Ireland (PLT/DC/10 Rev.)
- Lebanon (PLT/DC/47)
- Switzerland (PLT/DC/56)
Paragraph (3 (Drawings):

- Japan (PLT/DC/18)

Article 9 {Right to a Patent):
Paragraph (Right of Inventor):
- United Kingdom (PLT/DC/35)
- Israel (PLT/DC/43)
- Lebanon (PLT/DC/48)

Paragraph (2 (Right Where Several Iaoventors Independently Made the
Same Invention}:

- United States of America (PLT/DC/6)
Paragraph (Right of Third Party):

- Israel (PLT/DCs43)

Article 9bis (Loss of Right):

- United States of America (PLT/DC/40 Rev,)

Article 10 (Fields of Techmology):

-Lebanon (PLT/DC/49)

Article 11 (Conditions of Patentability):

Paragraph (2) (Novelty):

- United States of America (PLT/DC/6, 41 and 50)
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[PLT/DC/INF/3, continued]

Paragraph (3) {Inventive Step (Non-Obviousness)):

- United States of America (PLTI/DC/6)}

Article 13 (Prior Art Effect of Certain Applications):
— United States of America (PLT/DC/51)
Paragraph {1 {Principle of “Whole Contents"):
—~ United States of America (PLT/DC/6)
- Sweden (PLT/DC/11)

- Japan (PLT/DC/19)

Article 14 (Amendment or Correction of Application):

- Israel (PLT/DC/65)

Article 15 (Publication of Application}:
Paragraph (1 {Requirement to Publish the Application):
- Japan (PLT/DC/20)
Paragraph {4 (Circumstances in Which Publication May Not Take Place):
- Norway (PLT/DC/7)

- United States of America (PLT/DC/S52)

Article 16 {Time Limits for Search and Substantive Examination):

- Japan (PLT/DC/21)

Paragraph (1 (Time Limits for Search):
- Norway (PLT/DC/8)
- Germany (PLT/DC/36)

Paragraph (2 (Time Limits for Substantive Examinatiom):
- Norway (PLT/DC/8)
- Germany {(PLT/DC/36)

- United States of America (PLT/DC/53)
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[FELT/DC/INF/3, comtinued]

Article 17 {(Changes in Patents):
Paragraph (1} {Limitation of Extent of Protection}:
- United States of America (PLT/DC/54)
Paragraph (4) (Changes Affecting the Disclosure):

- Japan (PLT/DC/22)

Article 18 (Administrative Revocation):
Paragraph (1 (Administrative Revocation):

- United States of America {(PLTI/DC/59)

Article 19 (Rights Conferred by the Patent):
Paragraph (2 {Processes):
- Germany (PLT/DC/37)
Paragraph (3) {(Exceptions to Paragraphs (1) and (2)):
- Netherlands (PLT/DC/14)

- Japan (PLT/DC/23)

Article 20 (Prior User):
Paragraph (1) {Right of Prior User):
- Switzerland (PLT/DC/9}

— United States of America {(PLT/DC/60)

Article 21 (Extent of Protection and Interpretation of Claims):
- France {PLT/DC/63)
Paragraph (2 (Equivalents):
- Japan (PLT/DC/24 Rev.)
- Canada (PLT/DC/64)

Paragraph (3) {Prior S5tatement):

~ United States of America (PLT/DC/61)
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{PLT/DC/INF/3, continued]

Article 22 (Term of Patents):

- Japan (PLT/DC/25)

Article 23 (Enforcement of Rights}:
— United States of America (PLT/DC/62)
Paragraph (1 {Enforcement Based on Patents):
- Netherlands {PLT/DC/15)
- Bangladesh (PLT/DC/68)
Paragraph {2 {Enforcement Based on Published Applications}):

- Germany (PLT/DC/67)

Article 24 (Reversal of Burden of Proof):
- Japan {(PLT/DC/26)

- Germany (PLT/DC/38)

Rule 2 (Contents and Order of Description (ad Article 3(2)):
Paragraph {1 (Contents of Description):
- Germany (PLT/DC/39)
Paragraph (2) {Manner and Order of Presentation of Contents):
- United Kingdom (PLT/DC/57)
Paragraph (3) {Nucleotides and Amino Acid Sequences}:

- Japan {(PLT/DC/27)

Rule 3 (Manmer of Claiming (ad Article 4(5)):
Paragraph (2} {Method of Defipnition of Invention):
- United Kingdom (PLT/DC/34)

Paragraph (4) (References in the Claims to the Description and
Drawings):

- Japan (PLT/DC/28)
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{PLT/DC/INF/3, continmued]

Rule 7 (Details Concerning the Filing Date Requirements (ad Article 8)):
~ Ireland (PLT/DC/10 Rev.)

- Bwitzerland {(PLT/DC/56)

Paragraph (4) {Date of Receipt):

- Netherlands (PLT/DC/16}

[End]

PLT/DC/INF/4 June 21, 1991 (Original: English/French)

Source: THE SECRETARIAT OF THE CONFERENCE

List of Documents Issued Before and During the First Part of the Diplomatic

Conference

Editor's Note: This document contains the full list of documents of the
Diplomatic Conference. It is not reproduced here, but may be found at pages

57 to 60 of these Records.

[End]
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PLENARY OF THE DIPLOMATIC CONFERENCE

President: Mr. M. Engels (Netherlands)

Secretary: Mr. L. Baeumer (WIPO)

First Meeting
Monda June 3, 199]

Morning

Opening of the Conference

1.1 Mr. BOGSCH (Director Gemeral of WIPQO) opened the Diplomatic Counference
for the Conclusion of a Treaty Supplementing the Paris Convention as Far as
Patents are Concerned and welcomed the participants.

1.2 He stated that the Conference was taking place at The Hague at the
invitation of the Govermnment of the MNetherlands. It was an homor to have Her
Excellency Mrs. Y.M.C.T, van Rooy, Minister for Foreign Trade (Economic
Affairs) of the Netherlands present at the Opening Ceremony, as well as

Mr. A.J.E. Havermans, Burgomaster of The Hague. Mr. Bogsch expressed his
gratitunde to the Minister for the excellence of the arrangements that had been
made. He stated that the Conference was taking place in a centre which was
outstanding from both the practical and aesthetic points of view. He then
invited Her Exzcellency Mrs. Y.M.C.T. van Rooy, Minister for Foreign Trade
(Economic Affairs) to address the Plenary.

2.1 Mrs. Y.M.T.C. VAN ROOY (Netherlands), on behalf of the Government of
the Netherlands, thanked the Director Gemeral, Mr, Bogsch, for the opportunity
to express some words of welcome at the start of the Diplomatic Conference.

2.2 She stated that it was a great pleasure to welcome the participants who
had come from every part of the world to discuss the harmonization of patent
law. The Goveroment of the Netherlands considered the work of WIPO to be
extremely important for the development of a legislative system of
intellectual property, which promoted world prosperity and contributed to the
distribution of that prosperity among the different peoples of the world.
Patent law played an important role in this context as it related to those
products of the intellect that together made up techmological progress. The
delegates carried the primary responsibility of ensuring that, in an age of
rapid technological advances, patent law kept pace with technological changes
and remained capable of producing fair and effective results in changing
circumstances.
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2.3 The Minister stated that further harmonization of patent law was not
only a worthwhile objective but also a necessity. The process of
harmonization involved far more tham the creation of a strong system which
satisfied the aesthetic needs of a small number of specialists. By the very
nature of the issue, only a system in which the main points corresponded on a
worldwide scale could work effectively. The Minister stated that the question
of whether am invention was eliqible for patent protection should be amnswered
on the basis of the criterion of novelty which had no limits. In addition,
international trade was growing to the extent that differences between
national or regional patent systems wounld increasingly act as barriers.

2.4 Tbe Minister noted that the last diplomatic conference held concerning
intellectual property at The Hagque was in 1960, when the Hague Aqreement
Concerning the International Deposit of Industrial Designs had been

concluded. She believed that there was only one participant present at that
Diplomatic Conference who was also preseat today, namely, Mr. Arpad Bogsch,
who had been present in 1960 as a Delegate of the United States of America and
who was now participating as Director General of WIPQ. Mr. Bogsch's presence
represented a continuity in a personal capacity over a period of 31 years. In
a much broader sense, his presence represented a continuity in the field of
intellectual property in a professional capacity and the Govermment of the
Netherlands was proud to have Mr. Bogsch at the present Conference.

2.5 The Minister stated that it could not be denied that the background to
the present Diplomatic Conference had been a difficult one. Technical
preparations had taken place over many years and the venue of The Hague and
the dates for the Diplomatic Conference had been established in September
1990. Some weeks ago, however, altered circumstances had led to the decision
to hold the Conference in two parts and to shorten the first part of the
Conference by one week. As the host country, the Netherlands regretted that
the decision had to be taken. As a member State of the Paris Union, however,
the Hetherlands understood the reasons for that decision. She noted the
change in structure might also affect the nature of the talks during the first
part of the Conference since there was no longer any deadline for reaching
agreement. The absence of a deadline might be an advantage, since there would
be less pressure, However, it was important tbat the Confereance should not
succumb to the tendency to relax, since it was extremely importamt that patent
law should keep pace with technological change. Moreover, the results of the
first part would be important for deciding when the second part would take
place.

2.6 The Minister concluded by wishing the participants wisdom and success
in the Conferemce as well as an enjoyable time. She recalled that the sea was
always close at hand to cool down the atmosphere if the temperature of the
discussions rose too much.

3. Mr. BOGSCH (Director General of WIPO) thanked the Minister for Foreign
Trade (Economic Affairs) for her inspiring speech.

4.1 My . HAVERMANS (Burgomaster of The Hague) welcomed the participants to
the city of The Hague. He stated that the city was honored to have been
chosen as the venue for the Diplomatic Conference. He regarded that choice as
a most sensible one, in view of the fact that the city had had, for centuries,
a very rich diplomatic tradition and had been, for decades, home to
institutions practising the harmonization of patent law.
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4.2 He stated that The Hague was a step on a road which had hegur in 1883
with the conclusion for the Paris Convention for the Protection of Industrial
Froperty. More than a century after that Convention had heen concluded, an
attempt was now being made to achieve harmonization. That was not an easy
task since it involved bringing into lipe the legislation of more than 100
countries. The Conference had been preceded hy six years of Qifficult
preparatory negotiations.

4.3 The Burgomaster stated that The Hague was very much familiar with the
process of making decisions. He referred to the discussions that were taking
Place on the location of the European Trademark O0ffice, in which discussions
be had participated personally for six years. He stated that the decision on
the location was a political one. Only two or three cities were left in the
running and The Hague was one of them. Legislation on the European Trademark
was still awaited, and depended on decisions concerning the languages to be
used and the seat of the Office. He stated that languages would pose no
problem in The Hague which had a polyglot tradition and had amongst its
facilities all the intermatiomal schools that could be desired. The city had
also an internationally oriented approach, and was home to business
institutions, international corporations and international institutions,
including the European Patent Office and the Benelux Trademarks Office, both
of which had decided to build new buildings near the center of the city.

4.4 The Burgomaster drew attention to the social program which bad been
organized for the participants in the Diplomatic Conference, stating that it
provided an opportunity for the participants to become familiar with both the
city and the country, as well as their cultural, architectural, business and
political traditions. He hoped that, at the end of their visit, the
participants would consider The Hague to be a fine city in which to live and
work. He wished the Conference every success and stated that the participants
were always welcome at any time again at The Hague.

5. Mr. BOGSCH (Director General of WIPO) stated that he was sure that all
the delegates would agree that the choice of The Hague was a particularly
happy one. He thanked the Minister for Foreign Trade (Economic Affairs) for
having come, together with the Burgomaster of The Hague, to open the
Diplomatic Conference, He then suspended the meeting.

[Suspension]

6.1 Mr, BOGSCH (Director General of WIPQO) resumed the meeting and referred
to the draft Agenda contained in document PLT/DC/1. He stated that the draft
Agenda had been established by the Preparatory Meeting, which had met in

June 1991. The draft Agenda would serve as a gquide until the meeting reacbed
the guestion of the adoption of the Agenda, which was presently item number 5
on the draft Agenda.

6.2 The Director General stated that the draft Agenda together with the
Draft Rules of Procedure contained in document PLT/DC/2 had to be read in
conjunction with the decision of the Paris Union Assembly taken at its
extraordinary session held on April 29 and 30, 1991, In particular, it was to
be recalled that the present meeting constituted the first part of the
Diplomatic Conference and that this first part would discuss the provisions of
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the Basic Proposal. It was understood when that decision had been made by the
Assembly of the Paris Union that a final decision on all Articles would only
be taken at the second part of the Diplomatic Conference. The reference of a
final decision on all provisions to the second part of the Diplomatic
Conference was to be emphasized since most delegations considered the draft
Treaty as a package.

Congideration and Adoption of the Rules of Procedure

6.3 The Director General then asked the meeting to turn to a comsideration
of the Draft Rules of Procedure contained in document PLT/DC/2. By way of
introduction, he stated that, although certain situations envisaged in the
draft Rules were likely to become operative only rarely, if at all, during the
first part of the Diplomatic Conference, it was nevertheless necessary to
adopt draft Rules for the Diplomatic Conference as a whole. He stated that,
for example, it might be expected that the Drafting Committee would meet
rarely, if at all, during the first part of the Diplomatic Conference.

6.4 The Director General asked whether, before considering the draft Rules
of Procedure one by one, any delegation wished to make any observations on the
draft Rules as a whole. There being no such observations, he invited the
meeting to consider each draft Rule.

6.5 He then turned to Rules 1 to 7 which, in the absence of discussion,
he declared to be adopted.

6.6 He then took up Rule B (Presentation of Credentials, etc.).

7. Mr. TROMBETTA (Argentina) asked whether, since the Diplomatic
Conference was to be held in two parts, new credentials would need to be
presented for the second part of the Diplomatic Conference.

8.1 Mr. BOGSCH (Director General of WIPO) stated that credentials presented
for the first part of the Diplomatic Conference would be considered valid for
the second part of the Diplomatic Conference unless they were superseded by
new credentials presented for the second part. With this interpretation, and
in the absence of further discussion, he declared Rule 8 adopted.

8.2 He then turned to Rules 9 to 11 which, in the absence of discussion,
he declared to be adopted.

B.3 The Director General then took up Rule 12 (Main Committees and Working
Groups).

g. Mr. TROMBETTA (Argemntina) proposed the deletion of the word
"substantive"” in line 1 of paragraph (l1)(ii) on the basis that the provisions
in question were identified by their titles so that it was unnecessary to
qualify their nature.

10.1 Mr. BOGSCH (Director General of WIPQ) explained that the word
"substantive"” had been inserted in order to distinguish the provisions so
qualified from the administrative provisions and final clauses referred to in
the second last line of paragraph (1)({(ii).
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10.2 He asked whether there was a seconder for the proposal of the
Delegation of Argentina. There being no such seconder, he declared Rule 1

to he adopted as proposed in document PLT/DC/2.

10.3 He then took up Rules 13 to 16 which, in the absence of any discussion,
he declared to be adopted.

10.4 He then moved to Rule 17 (Replacement of President or Chairman), which
he emphasized might assume particular importance in a diplomatic conference
held in two parts, since the election of a new President or of a Chairman for
the second part would hecome necessary should the President or any Chairman
elected during the first part not be available for the second part. If they
continued to be available, of course, the President and Chairmen would be the
same for the second part of the Conference as those elected for the first
part. In the absence of any further discussion, he declared Rule 17 to be

adopted.

10.5 He then moved to Rules 18 to 41 which, in the absence of discussion, he
declared to he adopted.

10.6 Turning to Rule 42, the Director Gemeral stated that, in view of the
two parts of the Conference, it was important that the summary minutes during
the first part be available as soon as possible. He indicated that
provisional summary minutes of the Plerary meetings of the Conference and of
the meetings of the Main Committees during the first part would be prepared in
English during the course of the first part of the Conference. These
provisional summary minutes would then be submitted for approval to each
delegation concerned. There being no other discussion,

he declared Rule 42 adopted.

10.7 Be then took up Rules 43 to 49 and, in the absence of any discussion,
be delared Rules 43 to 49 adopted.

10.8 The Director General declared the totality of the Rules of Procedure to

be adopted.

Election of the President of the Conference

10.9 The Director General then turned to item 3 on the draft Agenda
contained in document PLT/DC/1, namely, the election of the President of the
Conference. He invited nominations for the office of President from the
floor.

11. Mr. MANBECK (United States of America) proposed Mr. Max Engels,
President of the Netherlands Patent Office, as President of the Conference.

He stated that he was certain that the Conference could achieve the maximum of
success under the skillful guidance of Mr. Engels,

12, Mr. SCHAEFERS (Germany) seconded the proposal of the Delegation of the
United States of America to elect Mr. Engels as President of the Conference.

13. Mr. TROMBEITA (Argentina) expressed the pleasure that his Delegation
had in seconding the proposal of the United States of America.


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


184 SUMMARY MINUTES (PLENARY)

la. Mr. COMBALDIEU {France) supported the proposal by the Delegation of the
United States of America.

15. Mr. SIAHAAN {Indonesia) expressed the support of his Delegation for the
proposal of the United States of America.

16. Mr. GAO (China) supported the proposal of the Delegation of the United
States of America to elect Mr. Engels as President of the Conference.

17. Mr. TIGBO {(Cameroon) stated that his Delegation supported the proposal
by the Delegation of the United States of America.

] £
l8. Mr. EHiRJARVI (Finland) supported the proposal to elect Mr. Engels as
President of the Conference.

19. Mr. UEMURA (Japan) joined in supporting the proposal of the Delegation
of the United States of America.

20. Mr. JAYASINGHE (Sri Lanka)} expressed the pleasure his Delegation had in
supporting the proposal of the Delegation of the United States of America.

21, Mr. HATOUM (Lebanon) supported the proposal to elect Mr. Engels as
President of the Conference.

22. Mr. KIM (Republic of Korea) supported the proposal of the Delegation of
the United States of America.

23. Mr. de MELLO-FRANCO (Brazil) supported the proposal of the Delegation
of the United States of America.

24. Mr. GARIEPY (Canada) joined in supporting the proposal to elect
Mr. Engels as President of the Conference.

25, Mr. EHUMALO (Swaziland)} supported the proposal of the Delegation of the
United States of America.

26, Mr, GROSSENBACHER (Switzerland) expressed his Delegation's pleasure in
supporting the proposal by the Delegation of the United States of America.

27. Mr., HIEN (Burkina Fasc) supported the proposal made by the Delegation
of the United States of America.

28. Mr. HACHEME (Benin) supported the proposal made by the Delegation of
the United States of America.

29. Mr, SUGDEN {(United Kingdom) expressed the support of his Delegation for
the election of Mr. Engels as President of the Conference.

30. Mr. WIERZBICKI (New Zealand) warmly welcomed the proposal of the
Delegation of the United States of America.

31. Mr, JILANI {(Tunisia) supported the proposal to elect Mr. Engels as
President of the Conference.
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32. Ms. KRUDC SANES (Uruguay) supported the proposal of the Delegation of
the United States of America.

33. Mr. BOHTE (Yugoslavia} expressed the pleasure his Delegation had in
adding its voice to the proposal to elect Mr, Engels as President of the
Conference.

34. Mr, BULGAR (Romania) expressed his Delegation's support for the
proposal by the Delegation of the United States of America.

35. Mr. ABU BARAR (Malaysia) supported the proposal to elect Mr. Engels as
President of the Conference.

36. Mr. UNAN (Turkey) supported the proposal of the Delegation of the
United States of America.

37. Mr. NTAHOMVUKIYE (Burundi) stated that his Delegation had no obhjection
to the proposal made by the Delegation of the United States of America.

38. Mr. BOGSCH (Director General of WIPQ) expressed his pleasure that such
a great number of delegations had supported the proposal of the Delegation of
the United States of America to elect Mr. Engels as President of the
Conference. He declared Mr. Engels to be elected by acclamation as
President. He then congratulated Mr. Engels and asked him to take the chair
designated for the President.

39.1 The PRESIDENT thanked the Director Gemeral, Mr. Bogsch, and expressed
his thanks to all of the delegations for the confidence which they had
manifested in him in electing him as President. He welcomed all the observers
present, stating that he expected that they would bring to the deliberations a
wealth of experience.

39.2 He stated that it was of great importance that all delegations should
cooperate during the three weeks of the first part of the Conference in order
to mazximize the results to be obtained. He emphasized that the interests at
stake were of essential importance to the use of patents and to industrial
property offices throughout the world. While the adoption of the Basie
Proposal was not feasible at this stage, he hoped that the three weeks of the
first part could be used in order to clarify the mutual positions of the
various deleqgations in order to facilitate the second part of the Conference
and to ensure that that second part would take place in the not too distant
future. He then adjourned the meeting,

[Suspension ]

Election of the Vice-Presidents _of the Conference

40.1 The PRESIDENT resumed the meeting and turned toc a consideration of

item 4 (Election of the Vice-Presidents of the Conference) on the draft Agenda
contained in document PLT/DC/1. He indicated that this item, together with
items 6 (Election of the members of the Credentials Committee) and 7 (Election
of the members of the Drafting Committee) often, as experience showed,
required lengthy deliberations. He suggested that consideration be given to
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the adoption of an informal procedure whereby an informal meeting would be
convened between three ad hoc representatives from the developing countries,
three ad hoc representatives from the industrialized countries, a
representative of China and a representative of the Soviet Union. The aim of
the informal meeting would be to prepare am informal agreement on the way in
which to proceed on items 4, 6 and 7 of the draft Agenda.

40.2 There being no cbjections te the informal procedure proposed by the
President, the President adjourned the meeting so that the informal group
could convene.

[Suspension]

41. The PRESIDEKRT resumed the meeting and reported that the informal
consultations of the ad hoc representatives of the developing countries,
industrialized countries, China and the Soviet Union had indicated an interest
in pursuing the informal discussions on the election of officers for the
Conference. He emphasized that these informal discussions were not intended
to replace the decision of the Plenary, but merely to speed up the process of
taking that decision. He invited Mr. Ledakis (WIPQ) to give indications on
the availability of meeting rooms for meetings cof the various groups.

42. Mr. LEDARKIS {(WIPO} gave indications of meeting rooms in the conference
center,
43. Mr. MOTA MAIA (Portugal) congratulated the Presidenmt om his election

and on the excellence cf the arrangements made by the Govermment of the host
country. EHe announced the time and room for tbe meeting of the Group B
countries.

44. Mr. TROMBETTA (Argentina) extended his congratulations te the President
on his election and thanked the Govermment of the Wetherlamds for its
invitation for the holding of the Diplomatic Conference., He gave indications
on the meeting of the Group of Latin American countries.

45. Mr. KAMEL (Egypt) also congratulated the President on his election and
gave indications concerning the meeting which would be attended by Arab

countries.

46, Mr. SAPALO (Philippines) also congratulated the President on his
election and gave indications concerning the meeting of Asian countries.

47. Mr. IDDI (United Republic of Tanzania) congratulated the President on
his election and gave indications concerning the meeting of African countries.

48. The PRESIDENT adjourned the meeting.
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Second Meeting
Hednesday, June 5, 1991
Morning

Opening Declarations

49.1 The FRESIDENT copened the second meeting of the plenary of the
Diplomatic Conference. He expressed regret that, after the smooth and
fruitful start to the Conference on the first morning, little progress had
since been achieved in that no consensus had been reached on items 4 (Election
of the Vice-Presidents of the Conference), 6 {(Election of the members of the
Credentials Committee) and 7 (Election of the members of the Drafting
Committee) contained in document PLT/DCs/1. He proposed that, while endeavors
continued to f£ind a consensus, the Conference agree to a change in the order
of items foreseen on the draft agenda so that the opening declarations
envisaged as item 9 could commence immediately. The Conference could then
revert to the discussion of items 4, 6 and 7 of the draft Agenda later.

49.2 There being no objections to the procedure proposed by the President,
the President invited delegations to make their opening declarations.

50, Practically all delegations and representatives of organizatioas which
took the floor expressed their warm congratulations to Mr. Max Engels, the
Head of the Delegation of the Netherlands, on his unanimous election as
President of the Diplomatic Conference and the confidence that, thanks to his
competence and experience, he would lead the Conference to a successful
result. They also expressed their warm thanks to the Government of the
Retherlands and to the authorities of the City of The Hague for their warm
welcome and kind hospitality, as well as for the exceptionally efficient and
agreeable conference services and facilities. In addition, they congratulated
Dr. Bogsch, the Director General of WIPQ, and the staff of the International
Bureau of WIPO for the excellence of the preparatory documents and of the
conference services.

51.  Mr. ENAJARVI (Finland) stated that Finland regarded the attempts for
worldwide harmonization of patent laws and patent practice in principle as
positive. Lately, difficulties seemed to have arisen concerning some c¢crucial
issues under preparation, among which the first-to-file principle and the
grace period could be mentioned. The Finnish Delegation hoped that, during
the meeting, new light would be shed on matters still unsolved and that it
would be possible to map the points of unanimity and the points that pessibly
needed to be discussed further. He emphasized that, under the circumstances,
the division of the Diplomatic Conference into two parts was a clearly
realistic alternative because there did not seem to be a chance of reaching a
satisfactory outcome at that stage. He hoped, however, fhat problematic items
would be discussed openly in the meeting and, if possible, positive
alternatives and solutions found. He stated that a good agreement was
naturally one that benefitted every party involved. He hoped that the meeting
would find a basis on which to build the planned harmonization, if not
immediately, at least in tbe long run, and even gradually, if necessary.
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52.1 Mr. SCHAEFERS (Germany) recalled that the draft Treaty under
consideration focused on three hasic objectives. First, harmonized conditions
on formalities and substantive patent law, which would facilitate the filing
of patent applications in other countries, for the benefit of inventors, and
more practically speaking of their agents, but equally of the public which
wished to acgquire new foreign technology. Secondly, for the smooth operation
of patent systems, discrepancies in the substantive conditions for the
granting and administration of patents should be aveided. Thirdly, the fair
protection that the inventor deserved should he defined in terms of a high
level of protection, taking account of the legitimate interests of society and
competitors.

52.2 Above all, the future Treaty should provide for really harmonized
solutions that were meaningful, transparent, and well-balanced, rather than to
combine various national peculiarities. It would be necessary for all to say
good-bye even to long-standing traditions. In that context, his Delegation
attached particular importance to a universal system based on a first-to-file
approach and the period of grace for early disclosures by the inventor. He
also indicated that not all the Articles in the draft Treaty could, as they
stood, find the support of the German Delegation. The Delegation would avail
itself of the opportunity to express its concerns relating to the Articles on
exclusions from patentability and time limits for search and examination at a
later stage.

52.3 He stated that it was necessary to follow the decision made by the
Assembly of the Paris Union, meeting in Extraordinary Session, in April 1991,
that the present meeting would be only the first part of the Diplomatic
Conference, with no final decisions nor with the adoption of the draft

Treaty. In view of the prevailing circumstances, his Delegation considered
that to be a prudent and reasomable solution. However, the German Delegation
firmly believed that it was necessary, for the sake of a successful completion
of the work, to evaluate in the first part of the Conference the possible
elements which would form an overall soluticn, with due account of work done
in other fora, even if the time for final compromise packages may not yet have
come. It was however its wish to contribute, in a comnstructive way, to
negotiations which would pave the way for the successful adoption of the
Treaty in the second part of the Diplomatic Conference.

53.1 Mr. MOTA MAIA (Portugal) pointed out that Portugal, as a founder
country of the Paris Convention. was well aware of the importance of the work
undertaken by WIPO with a view tc concluding a treaty supplementing the Paris
Convention as far as patents were concerned. The growing internationalization
of trade in goods and the increase in technology transfer at a worldwide level
clearly demonstrated the opportuneness of adopting such a treaty.

53.2 He stated that the aim to conclude a treaty also presumed an effort to
harmonize the various national patent laws. Within the European framework,
due to the influence of the European Patent Convention, it could be claimed
that the harmonization of the laws of the European States was almost
completed. Nevertheless, a number of basic differemces of principle remained
between the European laws and those of other States. Those differences called
for an in-depth examination of certain aspects of various national laws with
regard to the proposals contained in the draft Treaty in order to arrive at
appropriate solutions that would enable all States to accept the desired
harmonization.
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53.3 To conclude, he reaffirmed the attachment of the Portuguese Delegation
to the efforts undertaken by WIPO to harmonize patent laws and its view that
WIPO was the United Nations Agency within which States could succeed in
establishing such harmonization. He pointed out that his 0Office was in the
course of reviewing the Industrial Property Code and that the new draft
already took into consideration the relevant provisions contained in the Basic
Proposal.

54,1 Mr. GROSSENBACHER {Switzerland) stated that Switzerland had always
shown great interest in the harmonization of patent law on a worldwide scale,
which was to lead to the conclusion of a corresponding treaty. That was borne
out by the fact that Switzerland, in the person of Mr. Comte, had occupied the
Chair of the Committee of Experts that had prepared the ground for the present
Conference over a long number of years., His country's interest in
harmonization derived im part from a wish to establish a well-developed patent
system at worldwide level. Switzerland viewed that condition as indispensable
to technical progress. Secondly, his country'’s interest was based on a
concern to ease the task of users of the patent system, particularly users at
international level, by giving them, wherever possible, rules that were
uniform throughout the world.

54,2 As far as the Basic Proposal for the envisaged Treaty was concerned, he
emphasized that it frequently conformed, particularly with regard to the items
of an essentially technical content, with his Delegation's concepts of
harmonizatiomn; it therefore appeared acceptable to his Delegation to a large
extent. Furthermore, he noted with satisfaction that it took into account
relations between the developing countries and the industrialized countries by
providing for the possibility of reservations that were limited in time, thus
achieving a proper balance whilst taking into account the needs and interests
of the various countries.

54.3 His Delegation could but regret the difficulties that had recently
arisen and which had finally led to the Conference being divided into two
parts. He referred firstly to the matter of the system to be adopted for
allocating the right to a patent. The apparent agreement in favor of the
first-to-file system, in force in practically all countries, had been called
into question by a recent proposal to give the possibility of maintaining the
first-to-invent system. The Delegation of Switzerland deplored that
development. It held that a harmonization treaty that was not even able to
requlate the fundamental matter of the right to the patent im a homogeneous
manner would hardly warrant that name. That issue, just as the period of
grace, was one of the pillars of the envisaged Treaty. They were not the only
elements in the package but were amongst the most important. In both cases,
Switzerland firmly and jointly supported the solutions put forward in the
Basic Proposal.

54.4 The second problem concerned those provisions in the Basic Proposal
that were referred to as "political" in that they were the subject of some
divergence of views between the developing countries and the industrialized
countries. He referred to the matter of the fields of technology for which
patents were available (Article 10 of the Basic Proposal), the rights
conferred by the patent (Article 19), the term of patents (Article 22), the
reversal of the hurden of proof (Article 24) and the obligations of the right
holder and the remedial measures (Articles 25 and 26). The fact was that, if
one took a look at those proposals and, above all, at the remaining
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alternatives, very large divergences could be ascertained between the points
of view of the industrialized countries and the developing countries. Those
divergences were so large that his Delegation had considerable doubts as to
the possibility of reconciling the differing points of view. He was convinced
that, as things stood, it was impossible to reach viable solutions im those
fields. The same applied to the first-to-file issue. Nevertheless, the
situation, was not frozen. Dialogue was continuing on several fronts.
However, it would indeed seem that, for the moment, it was more of an internal
awareness within the countries or groups of countries that was emerging and
that would still take a certain amount of time.

54.5 In that context, it was pecessary to make a remark on the date of the
second part of the Conference. At the Extraordinary Session of the Paris
Union Assembly, at the close of April 1991, a wish had been expressed that the
second part should take place towards mid-1992, in approximately one year. It
was hasically the interest of Switzerland that a rapid conclusion of the
Treaty be envisaged. However, he noted that the setting of the date for the
second part would alsc have to take into account the difficulties that
remained, that was to say the problem created by the proposal of the United
States with regard to the first-to-invent system, and also the divergencies in
the North-South dialogue. For as long as those problems had not been
overcome, or at least considerably reduced, his Delegation would have serious
doubts as to the opportuneness and chances for success of a second part of the
Conference. He felt that a degree of flexihility had to be maintained with
regard to the date for that second part, which would have to take place at the
best time as a function of the two elements he had mentioned. That in no way
meant an indefinite postponement since, in both cases, the signs did not
preclude a degree of optimism; on the contrary, he thought it was possible to
look forward in the very near future to an evolution in opinions and an
awareness with relation to current positions enabling all parties to make
their share of concessions towards a compromise on the disputed matters of
negotiation as a whole. He hoped that the Conference would take the
opportunity during the coming weeks to prepare the ground for those political
decisions that would have to be takem subsequently, by reaching agreement on
the techmnical items imn the draft.

55.1 Mr. HIEN {(Burkino Faso) welcomed the initiative undertaken by the
Director General of WIPO in 1983 to draft am instrumemnt that would harmonize
laws and would protect inventions. He made a point of referring to WIPO on
account of the fact that Burkino Faso had not so far had occasion, since the
start of the preparatory work on the draft Treaty and Regulations, to
personally take part in the discussions. That was in no way a lack of
interest in the endeavor to reach agreement. Struck by the worldwide
phenomenon of economic crisis, added to its state of poverty, and for a whole
number of other reasons, Burkino Faso, as most developing countries,
participated only sporadically in international meetings despite the fact that
they were often of great interest for its economy.

55.2 He expressed the wish to harmonize the laws that protect inventions,
but also to harmonize interests, however small they might be, to enable the
developing countries to look forward to a degree of techmological progress.

He wished to elaborate a treaty on patent law, but also to think of the Paris
Convention revision that had been going on for some years already and that
which had been at a standstill for some time. Burkina Faso felt moreover that
the most important aspect of patents was that of working within the countries
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in which they had been applied for and not that of the link between the future
agreement and certain discussions held within other international
institutions, such as GATT, although those did have their importamnce of
course, but to a lesser extent. He would also wish the content of the future
agreement to take that into account since industrial property law as a whole,
particularly patent law, was the law of the creation of goods, the law of
technology, that is to say the law of patiomal and intermational economy.

56. Mr. CASADO CERVINO (Spain) recalled that his country had a well-known
interest in the harmonization of patent laws and that it supported the
activities undertaken by WIPO in this respect. Spain also supported the
decision taken by the Assembly of the Paris Union, at its last extraordinary
meeting, to split the Diplomatic Conference in two parts. Notwithstanding the
difficulties and complexities of the negotiation leading to the conclusion of
a patent law harmonization treaty, he expressed his confidence in a successful
outcome. In that connection, he underlined the importance of compromise in
order to conciliate outstanding differences. He joined other delegations that
had expressed their willingness to participate actively and constructively in
the Diplomatic Conference.

57.1 Mr. UEMATSU {(Japan) emphasized the importance and urgency of achieving
international harmonization of patent laws. He stated that, along with
economic globalization and the rapid progress of technological inmovation,
trade in products and technology to be protected by intellectual property
rights was growing in the global market, and intellectual property systems
supporting them were becoming increasingly important. It was for that reason
that it had become essential to achieve international harmonization of patent
laws in terms of standards amd enforcement, including the procedure of
obtaining a patent. However, various differences in patent systems currently
coexisted in the world, some of which stemmed from differences in
philosophies. This was true not only with aspects of procedure but also with
aspects of the level of protection.

57.2 He stated that harmonization for the smooth internmational transaction
of products and technology had to bhe such that it would eliminate those
differences and thereby establish standardized global patent systems. To
achieve that end, it was necessary to accomplish a patent law treaty which
would harmonize the patent systems of countries and cover the widest possible
range of aspects, in particular, the first-to-file system, an appropriate
patent term and early publication. In order words, the adoption of a "grand
package" had to be aimed at.

57.3 He further stated that, although he reserved the right of his
Delegation to make detailed comments on the proposals, before coming to
specific items for discussion he wished to take the opportunity to make brief
observations on some of the items which he found to be very important, that
is, with regard to the question of first-to-file versus first-to-invent
systems and the appropriate patent term. He considered that harmonized
international rules should be simple and clear, as well as easy to implement.
The first-to-file system met those criteria, whereas the first-to-invent
system did not because it placed excessive burdens on the applicants and
parties concerned. His Delegation was therefore of the firm view that the
mandatory adoption of the first-to-file system was in conformity with the
spirit of harmonization. With regard to the term of patents, he stated that
what had to be borne in mind, in his view, was the need to ensure an effective
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and appropriate level of protection. Accordingly, he was of the belief that
the term of patents should be within a reasonable range because periods that
were either too long or too short caused problems. He drew attention to the
fact that his Delegation had made a proposal on this matter.

57.4 He expressed regret that the Treaty would not be adopted at the first
part of the Diplomatic Conference, because the times urged the achievement of
that goal as soon as possible and in as extensive a form as possihle. He
referred to tbe decision by the extracrdinary session of the Assembly of the
Paris Union as indicating that various obstacles still remained in the way of
harmonization of patent systems. He stated that it was imperative to
establish, by overcoming those obstacles, the foundation for the industrial
property system for the 21st century. In order to achieve this, he found it
necessary to make the utmost effort to take a long-sighted view of a desirable
course for the development of the world econmomy, industry and technology. He
felt nevertheless that, in the course of discussions in the past and in
on-going negotiations, there seemed, and there still now seemed to be a move
to try to minimize the revision of domestic laws. The harmomization of patent
systems had to be achieved from the viewpoint of what system was most
desirable in order tco meet the challenges imposed hy economic globalization.

57.5 He stated that, in the Diplomatic Conference, the Delegation of Japan
wished to make proposals which it believed contributed to the realization of
ideal harmonization, and ultimately, to the success of the Conference. He
indicated that the Goveroment of Japan had recently called on the Industrial
Property Council to initiate comprehensive and extensive reviews of the
Japanese Patent Law and practices, including measures to reduce the patent
examination period. He stated that the reviews would certainly take inte
account the discussions at this and future diplomatic conferences.

57.6 He added that the success of efforts to harmonize patent systems would
greatly affect the ongoing and future promotion of technology transfer and the
balanced expansion of world economy. He stated that, although this task would
not be completed at the first part of the Diplomatic Conference, the utmost
effort had to be made to ensure success at the second part of the Diplomatic
Conference. In order to achieve this, he considered it necessary to have
active and candid exchanges of views, in particular on important matters,
while recognizing the importance of making intermational rules and of the
derived benefits. He stated that his Delegation was determined and prepared
to make a maximum effort to cooperate with the other Delegations at the
Diplomatic Conference.

58.1 Mr. ROMERO (Chile) expressed his satisfaction in participating in the
Diplomatic Conference and representing a country that had just acceded to the
Paris Convention for the Protection of Industrial Property. He added that
Chile attached great importance to the adoption of a treaty on patent law
harmonization and that it was ready to work comstructively in the forthcoming
negotiations with a view to improve certain of the provisions contained in the
basic proposal.

58.2 He stated that, in accordance with the free market economic system
implemented in his country, Chile had decided to establish high level of
protection for intellectual property, in gemeral, and industrial property, in
particular. A strong patent system was considered as an important element in
fostering foreign investment and in facilitating access to new technelogies by
local users, in order to promote the modernization of the productive system of
the country.
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58.3 He informed the Conference that his country, in addition to the
accession to the Paris Convention, had recently enacted a new law on
industrial property, which included modern concepts on industrial property
laws, and was currently working on the setting up of an autonomous institute
of industrial property., which would be entrusted with important tasks in the
field of registration and techmology diffusion. WIPO was actively cooperating
with his Government in that endeavour,

58.4 He stated in conclusion that the interest of Chile in intellectual
property developments including, of course, patents, was obvious. For that
reason, his Delegation had decided to cooperate with other Delegations with a
view to successfully finalizing the Diplomatic Conference.

59.1 Mr. SIABAAN (Indonesia) expressed pleasure that the Diplomatic
Conference could at last be convened, surviving an attempt to postpone it.
The Diplomatic Conference was being held with the ohjective of negotiating and
adopting a Treaty Supplementing the Paris Convention as Far as Patents are
Concerned, and regulations under that treaty. The projected treaty was
intended to address many important issues in the field of patents upon which
there was great divergence in treatment among national and regional laws and
for which harmonization was desired. Indonesia had always attached great
importance to the work to harmonize patent laws and the leading role of WIPO
in intellectual property matters. Indonesia thus had a keen interest in
seeing a successful outcome of the Diplomatic Conference.

59.2 He stated that it was worth noting that the developing countries,
including Indonesia, proposed alternatives on some draft Articles during the
last meeting of the Committee of Experts. The alternatives put forward hy the
developing countries were especially related to the fields of technology to
which patents should apply. the nature of rights conferred by patents, the
term of patents, the reversal of burdem of proof and reservations. He stated
that, in addition to those alternatives, the developing countries also
presented two new draft articles laying down the obligations of right holders
and also the remedial measures that could he provided under national
legislation to secure that the right holders comply with their obligations.
In his view it was time for those concerns of the developing countries to be
taken into account in the efforts to solve key substantive issues.

59.3 He stated that WIPO was widely recognized as the appropriate framework
for the harmonization of patent law through the development of international
treaties., WIPO was the organization which was competent to initiate and
maintain the momentum for that process. For that reason, it was only fair to
wish that the process underway under the jurisdiction of WIPO should be solved
within the jurisdiction of WIPO, which was the competent international
organization in respect to all intellectual property issues, and should not be
dependent on what might or might not happen in other fora. In that regard,

he saw no valid reasom tc link the Diplomatic Conference with the uncompleted
negotiations on patent law in another forum. That unnecessary linking would
only result in creating a new prohlem, that is, that the final decisions on
all draft articles would have to he deferred to the second part of this
Diplomatic Conference, the dates of which were still unknown, thus diminishing
the significance of the first part of the Conference. Consequently, apart
from discussing all matters relating to the draft Treaty, it was seen as
important that in the first part of the Conference at least dates for the
second part of the Conference should be recommended for comsideration by the
meeting of the Paris Union later that year.
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59.4 He emphasized that intellectual property rights were important for
Indonesia, especially during the process of national development towards
industrialisation. In implementing one aspect of national development,
namely, economic development, technology had a very important role to play
in the improvement and advancement of industry. In that context, he felt it
was necessary to create not only a more favorable climate and greater
incentives for activities regarding techmological discoveries, but also the
means for providing legal protection for the results of those activities,
including patent protection in the form of law. For that reason, he stated,
Indonesia was willing to harmonize its relationship with other countries inm
order to strengthen intellectual property rights. He announced in that regard
that Indomesia would bring its Patent Law into force on 1 August 1991.

60. The PRESIDENT stated that the question of the dates for the second part
of the Diplomatic Conference had been discussed during the extraordinary
session of the Assembly of the Paris Union in April 1991, when it had been
decided that there should be an opportunity at the next session of the
Assembly of the Paris Union in September 1591 to express views and preferences
on desirable dates for the second part.

61. Mr. SUGDEN (United Kingdom)} confirmed that the United Kingdom attached
very considerable importance to reaching agreement on the Treaty. He pointed
out that the Treaty was the first which aimed to harmonize substantive and
precedural patent law. In this regard, he saw the Treaty as providing great
benefits to patent applicants, to third parties who might be affected by the
patent rights of others and to all those who used patents whether for
information or otherwise. He felt that the treaty would also provide benefits
to national authorities by establishing a clear and uniform international
framework for regulating the grant of patents. He confirmed his
administration's attachment to tbe first-to-file principle and its desire to
avoid heavy involvement in sensitive political issues. He observed that some
excellent proposals had been presented and looked forward witb confidence to
the eventual success of the Conference at the end of its second part.

62. Mr. ABU BAKAR {Malaysia) noted that, in respect of imntellectual
property, Malaysia was very much in a transitory period. Legislation on
patents had been enacted in 19B3. Subsequently, it had been amended in 1986
and, at the same time, the Patent Regulations 1986 were introduced. He stated
that his Delegation's stand on the proposed Patent Law Treaty was mixzed.

There were issues on which it needed to seek further clarification. While he
did not wish at that stage to enumerate the issues, he stated that his
Delegation’s mandate was to discuss those important issues with other Unicn
members. He expressed the hope that the results of the Conference would be
meaningful for all.

63. Mr. ELHUNI (Libya) stated that his country placed great importance omn
intellectual property. A law existed on the protection of patents and it was
being supplemented so that protection would be extended also to cother titles
of intellectual property. He recalled that his counktry was also a member of
the Convention Establishing the World Intellectual Property Organization, the
Paris Convention for the Protection of Industrial Property and the Berne
Convention for the Protection of Literary and Artistic Works. He hoped that
the Conference would produce tangible progress so that eguity and justice
would be achieved for all involved. Since his country was in the process of
elaborating a new patent law and reflecting on the new steps being taken
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internationally, his Delegation was particularly interested in the results
that the Diplomatic Conference would achieve., He hoped that all differences
and obstacles would be eliminated so that a real cooperation would result.

64.1 Mr. MANBECEK {(United States of America) stated that, as was known to
many of those present, the draft patent law harmonization treaty, which had
been well-guided in its development by the Director General of WIPCQ and his
staff, did not enjoy a consensus of approval in the United States at that
time, especially with regard to adoption a first-to-file system. However, a
number of events had recently taken place which should help the consensus
forming process. Those events included, first, the convening of the first
meeting of a commission im the United States to study various aspects of the
patent laws; secondly, the recent approval by the United States Congress of
an expedited Congressiomal approval process for agreements reached by United
States negotiators continuing the Uruguay Round of trade talks includirg those
involving patents; and, finally, a more vigorous debate regarding the merits
of various aspects of the treaty in a number of industry groups and in a
number of Bar groups. While the picture was not yet clear in the United
States regarding certain provisions of the draft Treaty, that should not in
any way deter the Conference from advancing harmonization insofar as possible,
since such an advance would move all toward the eventual conclusion of a
beneficial patent law harmonization treaty. He certainly hoped that its
provisions would be such that the United States, one of the world leaders in
invention and innovaticn, could be a party to the Treaty.

64.2 He added that his Delegation would not attack at that time the
procedures used by certain other countries which were unfair or unfortunate,
for example, the inability to correct translations, pre-issue oppositions,
excessive delays in the granting of patents, and the severely limited
interpretation of patents, but he trusted that those procedures would be
discussed fully as the Conference proceeded.

65. The PRESIDENT adjourned the meeting.

Third Meeting
Hednesday, June 5, 1991

Afternoon

66.1 Mr. SZEMZO (Hungary) recalled that his Delegation had come to The Hague
to take an active part in the elaboration of the Treaty Supplementing the
Paris Convention as far as Patents are Concerned. The Delegaticn knew that
the guestion of postponing the Conference has been raised as a comseguence of
what he hoped was the temporary failure of the Uruguay Round of GATT. It was
pleased with the decision to hold the Conference at the time established
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earlier, although with a shorter duration and split into two parts. It was
delighted that the Conference had started in The Hagque.

66.2 He stated that Hungary was interested in concluding a patent law
treaty, because uniform legal norms would, on the one hand, ensure the
adequate protection of Hungarian inventions abroad and, on the other hand,
promote foreigm capital investment in and the transfer of technology to his
country. His Delegation considered that the provisions of the basic proposal
concerning patentable fields of technology, the extension of the protection in
respect of a process to the product directly resulting from the use of that
process, the establishment of a minimum duration of a patent of 20 years, the
reversal of the burden of the proof and the prohibition of pre-grant
opposition did not contradict its long-term interests. The majority of those
provisions formed an integral part of Hungary's present patent law.

67.1 Mr. KENT (Argentina) stated that, as the world become increasingly
interdependent, it was necessary to provide nationals as well as foreigm
nationals with adequate legal instruments to facilitate and promote
international relations. The sigmificant political events that had recently
taken place had showm that national boundaries did not isolate a nation from
the rest of the world. 1In addition, many states had decided to imitiate
integration processes and to agree upon new forms of legal, economic and even
poelitical cooperation.

67.2 Intellectual property was affected by the abovementioned events and it
was to he expected that multilateral treaties to be concluded in that field
would reflect those developments., WIPQ, the United Nations specialized agency
responsihle for the promotion of creativity and technology transfer, had been
sensitive to the new trends and had promoted the protection of intellectual
property. He added that his country was aware of the importance and influence
of WIPO and that it was convinced that it was possible to enhance
internaticonal cooperation with a view to furthering the use of industrial
property as an iostrument of acqguisition of technology and promotion of
scientific and techmological information. He was of the view that it was
possible to conciliate those instruments with those purposes.

67.3 He emphasized that patent law harmonization was a difficult and complex
endeavour that required time and effort in order to conciliate differences.
The presence of a great number of delegations was a clear indication that a
multilateral framework, particularly within WIPQ, was perceived as the
adequate approach which could lead to the conclusion of an agreement that
would promote the use of patents as a useful instrument of natiomal and
regional development. He stated that, in any case, certain issues conceraning
intellectual property should be reserved to each country, even though the
dynamic interaction of economic factors would lead to the treatment of those
issues on a similar hasis throughout the world.

67.4 He noted that the harmonization of patent laws would, in respect of a
number of issues, facilitate the work of both offices and applicants.
However, there were certain other issues that required further consideration
and elaboration. Moreover, the implications of certain issues under
discussion would not affect all the participants in the negotiations in the
same way and would not be perceived by them in the same way. In such
circumstances, and as decided by the Assembly of the Paris Union, it was
necessary to split the Diplomatic Conference into two parts. The first part,


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


SUMMARY MINUTES (PLENARY) 197

he added, could be and should be devoted to examine those issues where
consensus was already possible. Finally, he reiterated that the Argentine
delegation was prepared to participate constructively in the work of the
Diplomatic Conference.

68.1 Mr. GAO (China) stated that his Delegation had always held the opinion
that the Diplomatic Conference for the Conclusion of a Treaty Supplementing
the Paris Convention as Far as Patents are Concerned, the Patent Law Treaty,
was of great importance to the harmonization and development of the
international patent system. His Delegation was sincerely willing to work and
cooperate with delegations of all countries in order to contribute to the
Conference.

68.2 He recalled that the Chinese patent system was borm in the process of
China's reform and opening to the outside world and was further developing in
that process. He stated that China had received much help and great support
both in China and abroad. With the direct leadership and concern of his
Government, his country had made tremendous efforts to implement its patent
law and the great development which attracted the attention of the world had
been achieved in the past six years, He emphasized that in the outline of the
Eighth Five-Year Plan and the Ten-Year Plan, which had begun that year, the
Chinese intellectual property system had to be further strengthened and
perfected. He said that China had been taking an active attitude to
intellectual property protection and noted tbat, as was known to all, this was
an established policy in China's reform and opemning to the outside world., He
went on to say that it was nonetheless clear that there was much to be done in
China in the field of patents in order to further improve its intellectual
property system. There was a certain difference between the level of patent
protection in China and that of the majority of developed countries,
Consequently, the Chinese Patent Law should be further perfected and developed
S0 a5 to better fit the development of the internatiomal intellectual property
system. China had already begqun to work on the revision of the Patent Law and
to adopt an active attitude towards tbe international harmonization of
patents. He noted, however, that, since it would take time for China to raise
its level of protection to that of the industrialized countries it lay great
emphasis on the activities of WIPO to harmonize patent laws.

68.3 He stated that his Delegation would earnestly join the discussions,
voice its opinions, cooperate with all delegations for the success of this
Conference, benefit from the experiences and thus promote the development of
the Chinese patent system, as well as the international patent system. At the
same time, in the promotion of harmonization, different levels of development
had to be taken into account in order to meet the interests of most
countries. He added that friendly cooperation and compromise were good
traditions which had long ezisted in WIPO. His Delegation sincerely hoped
that the Conference, although it was only the first part of the Diplomatic
Conference, would offer a full opportumnity for all delegations to exchange
views on every aspect of harmonization of patents and that it would achieve
complete success under the guidance of such spirit.

69. Mr. HATOUM {(Lebanon) expressed the assurance of his Delegation that the
final results of the Conference would increase the level of technical
development throughout the world. He further stated that with normal life now
re-established in Lebanon, international efforts were resuming in all fields
and that Lebanon would now resume its place in the world,
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70. Mr, FHUMALO {Swaziland) stated that his Delegation viewed the
Conference as an important attempt to achieve global harmony in the field of
patent protection and patent law. His Delegation was present in order to
contribute effectively and constructively to the deliberations. Specific
comments on draft Articles, particularly draft Articles 10, 19, 22, 23 and 24,
would be advanced when the issues came up for discussion during the first and
second parts. He emphasized that his Delegation was desirous of seeing a
treaty at the end that would be relevant to the situation prevailing in
developing countries like Swaziland. His Delegation hoped that the efforts
would not be in vain, but stated that judgement could only be given at the end
of the whole exercise. He concluded that his Delegation was hopeful of a goed
outcome and, on that note, was happy to take part in these discussions.

71.1 Mr. SMITH (Australia) applauded the work of the Committee of Experts on
the Harmonization of Certain Provisions in Laws for the Protection of
Inventions. He stated that, to a certain extent, internatiomnal harmonization
had started more than one hundred years ago with the Paris Convention for the
Protection of Industrial Property. Whilst stressing the independence of
national patent systems and the territorial limitations of protective rights
granted under those national systems, it nevertheless contained some hasic
norms, including the principle of national treatment and the recognition of
priority rights. Those basic norms have been continuously extended in the
past years during the various revision processes. In more recent years, with
the globalization of corporate activities and the greater sophistication of
invention and innovation, the role of technology as a factor in industrial and
economic development had assumed a sharper focus, This had emphasized the
importance of the industrial property system and, at the same time, had
accentuated the need to harmonize certain features currently found in patent
laws and to formulate provisions for a dispute-settlement system.

71.2 He stated that Australia, whilst noting the increasing importance of
intellectual property matters in the international arena, acknowledged WIPO's
important role in providing the impetus for the harmonization of patent law,
which would ultimately lead to a stronger industrial property system with
attendant advantages for both inventors and intermational trade.
Harmonization would assist those inventors who wished to obtain patent
protection in foreigm countries. At present, there were widely differing
requirements, procedures and time limits which could make patenting in foreigm
countries a complex, time-consuming and costly process. Harmonization of the
requirements for the grant of a patent would significantly reduce those
difficulties, thereby making the patent system more useful internatiomally.
Equally, if the rights conferred by a patent could be harmonized, patent
owners and industry would be advantaged by the more certain operation of
national patent systems.

71.3 He stated that Australia realised that harmonizing patent law would
necessarily address a number of sigmnificant issues, the result of which would
require changes in the national law and/or practice in those countries seeking
to become party to any treaty that might result from the Conference. The
provisions of the final Treaty would therefore need to result in sigmificant
benefits to countries and to patent applicants and owners who were faced with
the complexities of different patent systems in different countries.

Countries were only likely to join the Treaty if they considered that the
benefits that would arise from the Treaty were sufficient tc justify the
changes that would be necessary in their national law and practice. Clearly,
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the more numerous and detailed the provisions in the final Treaty, the greater
the harmorization that would be achieved. The scope of the final Treaty must
not, however, go too far, because the more detailed that the Treaty became the
more difficult it would be to obtain the complete support of those countries
eligible to join the Treaty. Consequently, it was imperative that the final
Treaty achieve the fine balance between going too far and not going far
enough, While Australia appreciated the advantages of harmonization,
harmonization should not be pursued for its own sake. The Conference should
only consider a treaty that would offer significant benefits to countries and
to users of the patent system., The mere fact, however, that the patent laws
of various countries dealt with a particular topic in different ways was not,
in itself, erough to warrant bringing those laws into conformity.
Barmonization initiatives had to be aimed at achieving some wider benefits,
beyond the mere fact of conformity. Therefore, the aim of patent law
harmonization on any particular issue had to deal with those problems that had
been identified as resulting from disconformity between different national
laws and legal systems.

71.4 So far as the first part of the Diplomatic Conference was concerned, he
stated that Australia's clear preference was for discussion to focus not on
all issues, but rather om issues such as the right te a patent or
first-to-file (Article 9) and the grace period (Article 12), as well as those
other substantive issues where discussions had fecussed on political, economic
or developmental considerations and on which no agreement had yet been
reached. Australia hoped that such a discussion would enable a determination
to be made as to wbether or not there was any common ground upon which
compromise proposals might be based for consideration at the second part of
the Diplomatic Conference. In that regard, the second part of the Conference
should mot, in the view of his Delegation, take place until it was much
clearer that grounds for compromise proposals did in fact exist.

72,1 Mr, COMBALDIEU (France) observed that patents were the greatest
invention and the only one to be protected for a term of more than 20 years.
He emphasized that they were an indispensable instrument of regulation for
competition vhich, without them, would be savage. Indeed, patents, by
justifiably protecting the inventor, gave him an advantage over his
competitors. However, the rules of the game had to be the same for all and
everywhere.

72.2 That was why he stressed that the practical and philosophical basis of
harmonization was to suppress those systems and practices felt to be
discriminatory. Referring to the example of allocation of the right to a
patent, he stated that those countries having such systems or such procedures
would have to make an effort to joinm the great majority.

72.3 He emphasized the chance provided by the possibility of working within
the framework of WIPO, a multilateral framework, thus avoiding recourse to the
bilateral megotiations that could on occasion, in that field, give an unfair
advantage to certaim countries. He stated that France wished to participate
fully in the Conference and was ready to do its best to ensure that the
Conference reached a constructive outcome.

73. Mr. WIERZBICKI {(New Zealand)} stated that his Delegation had hoped that
the present session of the Diplomatic Conference could have concluded a
treaty, but acknowledged that that was no longer possible. He said
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New Zealand believed that there were benefits in attempting to harmonize the
major principles of patent law, for ezample, the first-to-file principle,
emphasizing that this was particularly timely for New Zealand, which was at
present reviewing its patent law. His Delegation would therefore take a
positive approach to the discussion of those issues during the Conference. He
added that the New Zealand Delegation hoped that, at the conclusion of this
part of the conference, it would be possible to record real and substantive
progress.

74.1 Ms. FUCHS (Mexico) stated that the Government of her country had a
special interest in the conclusion of a treaty on the harmonization of patent
laws. Referring to the statement of the Minister for Foreigm Trade, she
joined her in warning that the first part of the Diplomatic Conference sbould
not succumb to the tendancy to relax. The interest of her Government was the
result of the process of modernization and liberalization of the Mexican
economy and of the need to develop a multilateral system on the matter that
would preclude unilateral approaches. Moreover, the Government was of the
view that intellectual property played an important role as an instrument for
economic development and as a means of promoting the transfer of technology to
her country. The modernization of legislation on industrial property was one
of the priorities of the Government since it was considered to be an important
condition for the improvement of productivity and competitiveness of Mexican
enterprises. Currently, the Mexican Congress was considering new draft
legislation in the field of patents and marks.

74.2 She further stated that Mexzico comnsidered it necessary to improve the
transparency of the international system of intellectual property protection.
The position of her Delegation was based on the following principles: first,
intellectual property rights should be adeguately protected but without
distorting the operation of the market; secondly, each State was entitled to
adopt rules for the protection of intellectual property that were consistent
with the naticonal legal system and with its national independence and
sovereignty: thirdly, protection was enhanced when it was entrusted to
specialized and autonomous agencies, at the intermational level, WIPO being
the competent agency within the United Nations system to deal with
intellectual property matters; fourthly, an intellectual property régime
should balance the responsibilities and rights of each of the participating
States.

74.3 In conclusion, she stated that the success of the Diplomatic Conference
would depend om the capacity of member States to conciliate their interests.

75. Mr. GARIEPY (Canada) stated that Canada had participated im almost all
expert meetings that had led to the Diplomatic Conference, and it was very
much in support of the completion of a treaty which would be beneficial and
acceptable to as many countries as possible. He also stated that a key
element which had to be included in the treaty was the first-to-file
principle. In that regard, Canada had been encouraged hy the declaration made
that morning by the Delegation of the United States of America to the effect
that a major review of patent legislation was being undertaken in that
country. He observed that Canada had adopted, in 1989, new legislation which
changed its system from first-to-invent to first-to-file and that the new
system had been widely accepted without adverse effects on the users of the
system or on the Patent Office., He added that it was the intent of the
Delegation of Canada during the first part of the Diplomatic Conference, as
well as during the second part, to work in a comstructive fashion for the
successful completion of the Treaty.
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76. Mr. FENITTEL (Austria) stated that the basic proposal dealt with topics
that were very important for the industry of his country. That significance
was the reason why the Austrian Delegation was prepared to agree with certain
provisions proposed during the meetings of the Committee of Experts, although
those provisions required essential changes in the Austrian Patent Law.
Nevertheless, the former Austrian consent was to be seen in the context of the
idea of a well-balanced treaty. His Delegation hoped therefore that the first
part of the Conference would smooth the way for a treaty which met that
requirement.

i7. Mr. BULGAR (Romania) expressed the interest and attention devoted by
Romania to industrial property in general, as also to the success of the
Diplomatic Conference. The proof of that attention was the fact that his
country already had a draft law on patents that was compatible with the draft
Treaty and that was currently tabled hefore the Romanian Parliament. EHe added
that his Delegation considered WIPO to be the sole forum in which
harmonization of patent laws could and should be achieved and it welcomed the
fact that the Diplomatic Conference had not been postponed.

78. Mr. JAYASINGHE (Sri Lanka) stated that Sri Lanka had always attached
very great importance to the effective legal protection of imndustrial property
baving granted its first patent in the year 1886, and that, in recognition of
the rapid changes that were taking place in the contemporary world it was
prepared to be in readiness to meet the demand of the times. He stated that
the Delegation of Sri Lanka looked with hope towards the satisfactory
conclusion of the proposed treaty on patent law. He further stated that, in
the process of harmonization of patent law one should net lese sight of the
fact that different levels of development existed among the various countries,
particularly the developing countries of the region from which he came. EHe
therefore commended that this factor of unevenness of development be duly
considered during the deliberations of this Conference in order to produce a
truly meaningful treaty.

79. Mr. NYILIMBILIMA (Rwanda) stated that his country had attached great
attention for some time already to industrial property as an effective
instrument for economic development in general and industrial development in
particular. The harmonization of patent provisions, under discussion here,
occurred at a highly significant juncture for his country since it was
characterized by revision of Rwandese legislation on industrial property with
a view to the effective transfer of technology on reasonable conditions and
promotion of the local spirit of creativity and innovation. The outcome of
the Conference would therefore constitute an important element in finalizing
the revision of Rwandese legislation by taking into account the international
system. It was with that prospect in view that the Rwandese Delegation
assured WIPO of its posititive collaboration to ensure the success of the
present Conference.

80. Mr. FHRIESAT (Jordan) expressed the view that the positions taken
during the Conference should not be tactical ones, based on old prejudices
but, rather, should be based upon a true dialogue that would meet the
expectations of all countries, developing and developed alike., He hoped that
the Treaty would be clear in its ohjectives and that its text would not be
linked to the interests of only some countries. In particular, he hoped that
the text of the Treaty would not be a harmful ome to certain countries,
imposed upon them, as in the GATT. He stated that the second part of the
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Conference could be purely formal if items could he agreed to in the first
part. He felt, therefore, that all aspects of the draft Treaty should be
looked at in detail.

B1. Mr. JAKL (Czechoslovakia) anmnounced that the Czech and Slovak Federal
Republic had adopted a new patent law from the January 1, 1991, fully
harmonized with the laws of the member States of the Buropean Communities and
expressed great interest for further harmomization on the basis of the
proposed Patent Law Treaty. He considered the basic proposal to be a good
basis for discussion and expressed the hope that it would be possible to
achieve harmonization of patent laws on a world-wide basis during the first
part of the Conference.

82,1 Mr. UNAN (Turkey) stated that when the Assembly of tbe Paris Union
adopted its decisiom of April 30, 1991, it was understood that the final
decisions on all Articles would be takem in the second part of the Diplomatic
Conference. Nevertheless, he saw the present meeting as an attempt to
reconcile conflicting positions and possibly to conclude the most important
part of tbe work., However, the existence of a large numer of alternatives on
important Articles demonstrated that the work before the meeting was not
easy. He believed that the required ingredients did exist for a successful
outcome.

82,2 He stated that the Turkish Govermment was in the final stages of
developing new domestic legislation for the protection of patents, and that
throughout the process of developing such legislation Turkey had benefitted
greatly from the meetings of the Committee of Experts hosted by WIPO and from
various WIPDO documents in this field. Therefore, his country was looking
forward to the successful conclusion of the Treaty at the end of the
Diplomatic Conference, not only for the attainment of the global harmonization
of patent laws, but also for its national purposes.

82.3 He also stated that the Turkish Goverument gave considerable importance
to promoting multilateralism in the field of intellectual property and to an
approach that met the needs of both developed and developing countries. He
underlined that Turkey was in favor of a harmomization of patent laws whicb
was in the interest of the users of the system and of the economic development
of all countries. Tbe Delegation of Turkey also believed that the Conference
should not be connected with GATT's Uruguay Round since that Round depended on
the outcome of a number of issues, including matters that had no relationship
with patent laws. He stressed, however, that by saying this, Turkey did not
deny that a close link existed between intellectual property and trade, bhut in
his opinion the first step in the field of patents was to put in place a
widely accepted international legal instrument supplementing the Paris
Convention. He alsoc stressed that WIPQ was the only appropriate forum in
which the harmonization of patent law should take place, notably through the
development of international treaties, and tbat, as the competent
organization, WIPO had initiated and maintained the momentum in the process of
the harmonization of patent law so that this opportunity should not be allowed
to pass without being seized. He hoped that a spirit of compromise would
prevail during the Conference for the attainment of a successful conclusion.

g83.1 Mr. OPHIR {Israel)} stated that it was clear that, more than ever
before, the harmonization of patent laws was of supreme importance. The wvital
necessity of promoting international cooperation in the protection of
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inventions and inventors' rights, and the ever-increasing importance of
providing the means for accessihility to and dissemination of technology,
rendered it a matter of some urgency to conclude the Patent Law Treaty at the
earliest opportunity; a treaty which would provide a vital basis for
substantive matters of ecomomic and industrial benefit to all countries and
their inventors. His Delegation viewed very favorably the moves which were
being taken, and those already taken, in that direction.

83.2 He stated that, on numerous matters set out in the basic proposal, it
should not prove an insurmontable task to reach a consensus. There were,
however, some very basic issues which would require discussion and resolution,
not the least of which were the first-to-file and first-to-invent principles
and the grace period. He was certain that in the spirit of goodwill,
compromise and constructive thought, those aspects could be brought to an
eventual satisfactory and acceptable resolution.

83.3 He reported that Israel was engaged ipn ezamining and revising its 1967
patent legislation. The proposed harmonization provisions were, therefore, of
considerable interest and significance in the formulation of new provisions in
Israel's domestic law. He added that whilst the broad principles embodied in
the basic proposal were acceptable, he looked forward to joining the
forthcoming discussions oo specific issues, pointing out that there were some
matters on which his Delegation held certain views and other matters regarding
which it had already submitted, and had yet to submit, specific proposals. He
wished every success to all the delegations in their deliberations towards the
speedy and successful conclusion of all outstanding issues.

84.1 Mr. MBUYU (Zaire) wished to thank the Director Gemeral of WIPO for all
his efforts to enable the Industrial Property Service of Zaire to be
restructured and modernized by the acquisition of suitable equipment and the
provision of experts for a long stay in Zaire to enable it to meet the ever
more complex demands of today's world. Although Zaire was participating for
the first time in that type of Diplomatic Conference, he was sure that the
meeting would enjoy a successful outcome in view of the obvious advantages
that each country would obtain from the harmonization of patent laws.

Ba.2 Zaire, whilst supporting the success of the Conference, was asking that
such harmonization should enable the developing countries to exploit the
protected technologies. If such were not to be the case, the protection of
inventions without the possibility of working them could, in the end, be felt
as 2 brake. It was for that reason that the Delegation of 2aire invited the
developed countries to assist them in emerging from underdevelopment. The
Delegation of Zaire would adhere to any proposal for harmonization that would
lead the Conference on towards success.

85.1 Mr. TIGBO (Camerocon} stated that the decision to divide the Confereumce
into two parts would certainly make it possible to deal with the draft Treaty
in more depth ip the interest of all the parties concerned. Moreover. he was
aware of the differing interests reflected in the various draft Articles
proposed by the different parties. His Delegation nevertheless remained
convinced that, with a little effort and clarification, the Conference would
achieve a compromise to satisfy everyone. It therefore felt it would be
better to go forward slowly but surely towards the commom aim of a treaty
supplementing the Paris Convention as far as patents were concerned.
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B5.2 He stated that harmonization of patent legislation was a comnstant
concern of his country, which was a founder member of the African Intellectual
Property Organization (OAPI) whose treaty had ensured a certain degree of
harmonization at its subregional African level. His Delegation considered
that a well-designed patent system was an important element that could assist
its country in the fight for development. Thus, his Delegation welcomed the
action taken by WIPO which had enabled it to take part in the present meetings
and it intended to make a contribution throughout the discussions towards the
success of the work which, it was convinced, would take place in an atmosphere
of equity and serenity.

B6.1 Mr., FORTINI (Italy) was certain that strong protection for patents lay
in the interest of all the countries. He added that industrial property
protection was one of the keys to development and to economic success.

86.2 He expressed the concern of his Delegation for safeguarding the
multilateral system, which was a system working in the interests of all. BHe
pointed out that a bilateral system constituted a face-to-face between an
economic power and a weaker partmer. Nevertheless, the multilateral system
had to be used in a reasonable manner, not only against economic pressure but
also against numerical pressure. He concluded by wishing the Conference
magimum success in the most eguitable direction possible.

B7. Mr. ABDALLA (Sudan) stated that the Conference was of great importance
in light of the fact that inventions were becoming more numerous and that
harmonization of legislation in the area of patents would, therefore, benefit
everyone. He was convinced that the Conference was the most important one
that WIPO had organized and emphasised that the work that had taken place to
date in the Committee of Experts leading up to the Conference should be taken
fully into account. He stated that all of the delegates were fully aware of
their responsihility to draw up a treaty that would benefit mankind as a whole.

88. Mr. TOURE {Céte d'Ivoire) said that the aims pursued by the present
Conference were of particular importance to his country. His Delegation
therefore hoped that a spirit of solidarity and eguity would prevail since
they were indispensable if the interests of all concerned were to he truly
taken into account during the debate. He assured the Conference of his
Delegation's will to make its contribution to the search for solutions that
were acceptable to all and he wished every success to the discussions.

89. Mr. KUNKUTA (Zambia) stated that Zambia had faith in the value of
industrial property and was convinced that harmonized provisions would
facilitate the transfer of technology and the work of patent offices and
inventors and their agents. His delegation was convinced that the proposals
contained in document PLT/DC/3 were well balanced and would constitute a good
basis for the negotiatiomns. He stated, in conclusion, that his Delegation was
committed to the principle of the first-to-file.

g0.1 Mr. IDDI (United Republic of Tanzania) stated that his Delegation
attached great importance to the Conference and the issues being discussed and
supported the integrity of WIPO to administer those issues. He felt that the
Conference was timely and important in view of what was happening in respect
of patents and in other fora. He believed that the highly technologically and
scientifically developed countries and the developing countries had to sit
together and come to agreement on how to supplement the Paris Convention.
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§80.2 He stated that Tanzania had recently revised its law to increase the
level of patent protection while at the same time taking into account the
public and national interests of his country. He expressed the opinion that
patents should accord the maximum protection while imposing an obligation on
the owner of the patent to work the patented invention in order to improve the
welfare of the country. He hoped that industralized countries would take
those considerations into account,

91,1 Mr. JILANI {(Tunisia) recalled that Tunisia was a founder member of the
Paris Union and was greatly interested in the Diplomatic Conferemce. His
Delegation regretted that the Conference had been split into parts and that
the second part would not be concluded for some time.

91.2 He stated that harmonization was an important and useful process,
provided that it took into account the differing levels of technological
development of all countries and achieved, on that basis, a just balance with
respect to the main elements of the proposed Treaty. In particular, the
length of the patent term should be reasonable and the State should have the
right to exempt certain technical fields from protection, as well as strike a
balance between the rights and the obligations of the inventor. He noted that
his country had prepared a new law for the protection of patents which would
make it possible to meet the necessary conditions foreseen for the proposed
Treaty.

91.3 He also expressed the conviction of his Delegation that WIPO was the
sole body that had jurisdiction over patent matters amd that there was no need
to await the outcome of discussions in other fora in order to deliberate on
the proposed Treaty.

92. Mr. BOUCOUVALAS (Greece) attributed great importance to the Draft
Patent Law Treaty, since he believed that it would fill a gap that had been
sensed by broader and broader circles of interested parties all over the
world. He comnsidered that the harmonization of patent law should establish a
clear, simple and easily manageable internatiomal framework that would emnhance
the role of the patent system in its contribution to the development of
technology and industry and, thus, promote ecomnomic development through the
encouragement of research and development expenditures, investment and
technology transfer. He assured the Conference that his Delegation would
cooperate constructively during the deliherations and hoped that the outcome
of the Conference would be as fruitful as possihle.

93.1 Mr. BRAENDLI (European Patent Organisation) stated that his
organization (EPO) had always considered harmonization of patent law on an
international scale, meeting both the needs of the users of the patent system
and those of the Offices administering that system, to be most importamt. It
had therefore dorne all it could to encourage the efforts undertaken by WIPO as
from the heqginning of work in 1984. In that respect, it was interesting to
note that the same needs for harmonization of patent law had emerged 30 years
ago at a European level as those now to he observed at worldwide level: that
was to say the need to simplify the grant procedure and to strengthen the
protection afforded to inventions which, as one should not forget, served as a
driving force to technical innovation, which, for its part, constituted the
key factor in economic and social progress. The EPQO's European Patent
Convention was drawn up in 1973, in response to those needs. It represented
the outcome of substantial harmonization. It was, at the same time, a source
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of patent law harmonization, which was far from being completed and which was
not limited to the Contracting States alone or to those that wished to become
Contracting States. In view of the similiarity of the problems and of the
interests imvolved, the international harmonization of patent law conducted by
WIPO, which had led to the Basic Proposal submitted to the Conference, had
been justifiably inspired, in some respects, by the uniformity already
achieved in Europe. Although the EPO approved that aligmment--a partial
alignment of course since the Basic Proposal also contained numerous elements
from other sources--between the harmonization treaty and a system that had
proved its worth, it 4id not exclude such harmonization also leading in some
respects to an evolution of current European Law.

g3.2 What were the reasons that led to such importance being attached to the
international harmonization of patent law? The EPO wished to reply to that
gquestion by setting out the major ohjectives pursued:

- harmonization of patent law had to lead to a strengthening of
protection for patents;

- harmomnization had to bring with it simplification and improvement in
the grant procedure and in promotion of patents to serve the needs of
applicants and holders of patents;

- harmonization had to achieve uniformity in the criteria serving as a
basis for assessing the patentability of inventions to ensure that
applications be examined and patents granted in compliance with the same
criteria.

93.3 The definition of prior art applied worldwide was central to those
criteria. Any departure from such a definition, whether as a result of
options reserved to a single country or to a limited number of countries, had
to be deemed a barrier to international cooperation. The achievement of those
ohjectives was of particular importance since it opened up new possibilites
for cooperation hetween Offices, including that under the PCT procedure, and
would make it possible in the long term to simplify the work of Offices--for
the benefit of their customers--and would probably constitute one of the
remedies for the generalized excess workload.

93.4 For those reasons, and in view of the efforts already undertaken, the
EPO felt that the conclusion, at the appropriate time, of a harmonization
treaty reflecting those objectives was in the interests of everyone. The EPO
was convinced that the first part of the Conference would prepare the ground
for the forthcoming conclusion of the Treaty. In any event, the EPO would
cooperate wherever possible to enable that aim to be achieved as rapidly as
possible.

94.1 Mr. KIM (Democratic People's Republic of Korea) stated that the
adoption of the Patent Law Treaty would contribute to the acceleration of the
economic development of each Contracting Party and to further expanding and
strengthening international cooperation in relation to inventions and
patents. He observed that, while there were some differences in relation to
the draft Treaty, the basic composition of it was nearly completed.

94.2 He considered that the differences between the developing countries and
the developed countries in the field of patents were further deepening and the
developing countries were experiencing difficulties as a consequence. He
considered it to be evident that the Treaty should fully reflect the demands
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and interests of the developing countries. He stated that, therefore, a
compromise on major items seriously discussed on several occasions at the
meetings of the Committee of Experts and at the Consultative Meeting of
Developing Countries should be made without infringing upon the interests of
any party. He stated that the contents of the joint document presented by the
developing countries in June 1990 should be reflected in the Treaty when
adopted. He hoped that a treaty fully reflecting the demands and interests of
the developing countries would be adopted in the long run.

95. Mr. SAPALO (Philippines) recalled that, as early as 1947, the
Philippines had enacted a patent law that protected processes and products and
that, in 1965, it had acceded to the Paris Convention. While indicating that
his country was one of two in the world that still adhered to the
first-to-invent principle, he stated that there was pending legislatiom in the
Philippines to adopt the first-to-file primciple. He further indicated that,
in line with the objective to harmonize patent laws, his country would he
willing to consider other proposals to change its laws. He stressed,
consistent with the views of other developing countries, a willingmess to
compromise om issues relating to patent law within WIPO, rather than in other
fora. He stated that the harmonization of patent laws presented challenges
but that his Delegation could be counted on to work hard towards a successful
conclusion of the Conference.

96.1 Mr. DURANDISSE (Haiti) stated that his Delegation attached great
importance to the work of WIPO towards the harmonization of the laws
protecting inventions in differing countries. That work was certainly not
easy. That was witnessed to by the difficulties encountered at the beginning
of the Conference in reaching an agreement from both the political and the
purely technical points of view.

96.2 The development of intermational trade and the rapid evolution of
technology made industrial property an important instrument in a country's
economic policy. He noted that all the developing countries that had taken
the floor had expressed their will to amend their laws, taking imto account
the basic priunciple of the Treaty. His Delegation therefore attached most
particular importance to the outcome of the Conference and hoped that
compromises could be found to ensure a positive outcome to its work. He
assured the Conference of its collaboration in that task and would speak at
the appropriate time to explain its point of view on the Treaty.

97. Mr. EFON {African Intellectual Property Organization) expressed the
pleasure of his organization, as an intergovermmental organizatiom comprising
14 member States, im taking the floor. As for the substantive issues that
were to be dealt with, OAPI's position was that exzpressed by the Delegations
of its member States, which was, after almost 30 years of existence, that OAPI
would not be satisfied with the simple protection of patents and other
industrial property titles, but intended to commit itself increasingly to
their exploitation. OAPI would contribute, in agreement with its member
States, in setting up a legal framework emabling those objectives to be
achieved in the proper interests of inventors, applicants and the economy of
the member States in compliance with the Bangui Agreement that had established
the African Intellectual Property Organization. OAPI concluded its remarks
with that hope and wished every success to the meeting.
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98.1 Ms. LACHOWICZ (Poland) stated that Poland had always attached great
importance to the work on the harmonization of certain provisions of patent
laws. Presently her country was in the course of changing its Law on
Inventive Activity so as to modernize and adjust the Polish patent system to
European industrial property protection standards. Therefore her Delegation
felt that the final cutcome of the Conference would have great influence on
the final outcome of her country's legislative works.

98.2 Her Delegation was conscious that there were still many fundamental,
outstanding and very difficult problems which had to he considered and solved
during the first part of the Conference, and it believed that all those
problems would be considered and solved in a spirit of compromise. She wished
to stress that Poland was in favor of the harmonization process and was
interested in reaching an agreement which could satisfy all countries taking
part in the meeting.

08.3 Her Delegation found the basic proposal to be a very good hasis for the
discussions but was also ready and open to discuss other proposals submitted
by other delegations, having im mind that the Treaty, which it was expected
would be worked out successfully during the Conferemce, should serve the
strengthening and further development not only of national patent systems, but
also of European and world patent systems.

99.1 Mr. OUSHAKOV {(Soviet Union) stated that he understood that the
Conference had been convened to complete work that had been begqun seven years
before and, in terms of its importance, could only be compared to the
Stockholm Conference of 1967 at which the World Intellectual Property
Organization itself was established. He ohserved that during the course of
the preparatory work that had led up to the Conference, a number of gquestions
had heen put forward by the participants. He pointed out, however, that no
matter how the Conference ended, the result of the work of the Committee of
Experts was not academic since the studies undertaken and recommended
sclutions to the problems raised were, in themselves, a considerable
contribution to the theory and practice of intellectual property law.

99.2 He stated that the reform of the intellectual property system in the
Soviet Union had been sped up as a conseguence of the recommendations made by
the Committee of Experts. In this regard, he announced that on May 31, 1991,
the Soviet Parliament had adopted a law on inventions that was fundamentally
distinct from the previous one. In particular, the new law rejected
restrictions on patents for inventions, established a 20-year period of
protection, restricted the possibility of demanding a non-voluntary license,
established a 12-month grace period, and established an institute of patent
officials, Board of appeals within the State Patent Office and a Patent
Court. He stated that the introduction of the new law had not been an easy
matter for the Soviet Union.

99.3 He stated that he had every hope that other interested countries would
make every effort to see to it that the Conference removed differences in
patent systems. In this regard he pointed to the positive ezperience in the
establishment, through joint efforts, of a universal instrument in the field
of patent classification. He saw a successful conclusion to the Conference as
providing the participants with an opportunity for long-term cooperation in
countries with diverse legal systems.
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100. Mr. NTAHOMVUKIYE (Burundi)} stated that his country was closely
following the work of the Conference, that was considered of capital
importance. He observed that several problems remained to be solved and cited
the issues of reversal of the burden of proof, the first-to-file principle and
the differences that existed between the developing countries and the
industrialized countries. He pointed out that his country's patent law dated
from 1964 and that it would be necessary to revise it; the work of the
Conference was of special interest for that reason.

101. Mrs. DE CUYPERE (Belgium) said that her country attached constant
importance to the harmonization work carried out under the aegis of WIPO.
That was proved by its consistent presence at the various preparatory
meetings. As for the substantive provisions of the Treaty, her Delegation
boped that the work of the Conference would lead to high levels of protection
for innovations and the adoption of a universally accepted provision laying
down the first-to-file system., As the representative of Canada had previously
observed, an encouraging sign in that direction could be perceived in the
United States of America., 5She wished the Conference every success in
achieving the abolition of mnational particularities thereby contributing to
fullest possible harmonization at worldwide level, particularly in the
interest of inventors and of the actual users of the patent system,

102. Mr. MILANDOU (Congo) said that his country attached capital importance
to the issues linked with industrial property. As a result, the efforts
undertaken in that field by his country had begun to bear fruit with the
assistance of the World Intellectual Property Organization (WIPO) and the
European Patent Office (EP0O). He asked those two institutions to accept, on
the present occasion, the expression of his deep gratitude. As for the
Conference, he stated that Congs was going to unite its efforts with those of
the other countries to endeavor to achieve an equitable solution beyond the
specific features of each country.

103, Mr. KATNAMURA {(Uganda) announced that, during the previous week, his
country's legislature had passed a new patent law which had been drafted with
the assistance of WIPO. He stated that the results of the Conference were
anticipated in the new law and that it was hoped that those anticipations
would be proved to be correct.

104. Mr. SOUMANA (Niger) expressed bis gratitude to WIPQ for all the efforts
that it was undertaking in order to train officials of Niger in the field of
intellectual property and to promote industrial property in his country. He
stated that harmonization of patent laws would doubtlessly promote an
improvement in the patent system in all its aspects and, in particular, for
the transfer of technology. That was why be stressed the fact that bis
country attached capital importance to the outcome of the Conference and hoped
that it would be possible to adopt equitable conclusions. The Delegation of
Niger wished every success for the Conference.

105. Mr. DEMBEREL (Mongolia) stated that his Delegation was conscious that
the main goal of the Conference was to sum up many years of work covering
pProvisions on many aspects of patent law and practice and to add another major
step in tbe international framework for the protection of industrial

property. He hoped that, in that process, the goals of all countries could be
met, as well as the interests of all countries, especially the developing
countries. He indicated that the basic proposal could serve as a very


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


210 SUMMARY MINUTES (PLENARY)

fruitful basis for the work of the Conference and for reaching mutually
acceptable conclusions relating to all issues, including such basic issues as
the question of the attribution of the right to a patent and the grace period.

106. Mr. BACHEME {(Benin) stated that his country attached a large degree of
importance to WIPO, that had unceasingly used its praiseworthy endeavors for
the benefit, in particular, of countries such as Benin to help them to improve
all that concerned industrial property. The harmonization of patent laws was
the objective to be reached. Certainly, difficulties remained to be overcome,
but cooperation between all concerned during the Conference was sure to
establish conditions that could help in convening the second phase that was to
be decisive in the prospect of concluding a treaty supplementing the Paris
Convention as far as patents were concerned. His country was going to work
with an open mind in order to overcome any difficulties,

107. Mr. MANZOLILLO DE MORAES (Brazil)} stated that Brazil was intensely
aware of the need for a productive and harmonious search for a patent system
that offered greater legal security at am international level to all concerned
parties. He announced that there was a new draft law on patents under
scrutiny at the Brazilian Fational Congress and stated that the Brazilian
Government was strongly interested in obtaining a modern legislation on that
matter, That indicated significant progress as far as the streangthening and
modernization of the patents system was concerned. He offered assurances
that, in spite of the fact that Brazil was not fully in agreement with all the
provisions contained in the basic proposal, his Delegation would do everything
to avoid obstacles to the successful conclusion of a multilateral agreement on
the matter under discussion,

108. Mr. MTETWA (Zimbabwe) stated that his Delegation had certain
reservations concerning the draft Treaty, similar to those already expressed
by some of the developing countries, which would be advanced when the
discussion on it progressed. He expressed the view that Contracting Parties
to the Treaty could realize substantial henefits from its provisions only on
attainment of a certain level of scientific and technical development and he
hoped that this matter would become a subject of discussion and consideration
by the Conference.

109.1 Mrs. PURI (India) stated that her Delegation attached considerable
importance to and supported the norm-setting role of WIPQ which had the
primary mandate, competence, expertise and experience in the field of
international intellectual property and was the only United Nations Agency
with a jurisdiction in that field. She reaffirmed the helief of her
Delegation that WIPO and its work had its own life and existence and that it
should therefore be dealt with as such.

109.2 Concerning the process of harmonization, she wished to stress certain
principles which she considered should be respected. First, her Delegation
helieved that harmonization should involve a meeting of minds and an
accommodation of diverse interests and not the setting aside of the interests
of some countries. Secondly, the extent to which due account was taken of the
different level of development of each country constituted an exztremely
important principle. Some expression had bheen given to that principle in the
hasic proposal hy way of alternatives and in the special consideration
accorded to developing countries in respect of the transitiomal adoption of
various propnsed measures. It was crucial, however, that the results of
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harmonization should respect the capacity of developing countries to implement
those results. Thirdly, harmomization had a role to play in determining the
access that developing countries would have te technclogy and the terms on
which such technology would be diffused and used. It was therefore important
that the impact of harmonization should be a positive rather than a negative
one.

109.3 She ohserved that the draft Treaty was comprehensive in scope. It was
necessary to ensure that the procedures which it involved should not., however,
present problems for national administrations to implement and should be in
keeping with the capacities of those national administrations. Similarly, the
procedures ought to facilitate the use of the iadustrial property system by
the user. She also wished to agree with those Delegations which had stated
that harmonization was not an end in itself and that there should be some
larger objective served by the process of harmonization which could be
established taking into account the interests of all concerned.

109.4 Concerning the substantive issues dealt with in Articles 10, 19, 22,
24, 25 and 26 of the basic proposal, she affirmed the belief of her Delegation
that the public interest must be at tbe center of norm-setting in those

areas. Her Delegation was ready to cooperate in engaging in a meaningful
dialogue in resolving the resolvable at this first part of the Diplomatic
Conference.

110. Mr, KAMEL (Egypt)} expressed his general agreement with tbe provisions
of the basic proposal and indicated that he would have specific comments when
particular provisions came up for conmsideration. He indicated a desire that
meetings during the Coaference nct be scheduled at the same time to allow
small delegations to participate fully in the Conference.

111. The PRESIDENT stated that the scheduling of meetings would be discussed
and decided in the Steering Committee.

112. Mrs, DIAWARA (Mali) explained that it was the first Diplomatic
Conference held under the aegis of WIPO at which her country bad been
present. Her country attached great importance to the work to be done by tbhe
Conference.

113.1 Mrs. JESSEL (Commission of the European Community (CEC))} stated that
the Commission of the European Communities wished to make two observationms.
The first concerned the importance of the Treaty to be dealt with by the
Conference. It was not vain to compare its importance to that assumed by the
Paris Convention, in its time, that was to say at the close of the last
century. The founder countries of that Convention, who were much less
numerous than today, permitted the development of industrial property at anm
international level and, in so doing, ensured the survival of the industrial
property system whose essential vocation had been to go heyond the national
framework.

113.2 Today, on the verge of the 21st century, two elements of increasing
importance had emerged. That was to say, the rapid development of technology
and the considerable increase in international trade. It was ocbvious in those
circumstances that all users of the patent system (that was to say both the
holders of patents and the others througbout the world that used the
information contained therein) bad a need, as part of the efficient
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development of trade, for certain essential provisions of patent law to be
bharmonized. Those were, amongst others, the system for allocating the right
to a patent and the obvious interest in adoption throughout the world of the
first-to-file system today already used by a very broad majority.

113.3 Due to its specific weight in intermnational economic relations, the
European Community naturally attached guite special importance to adeguate
protection at internaticnal level. The Commission of the European Communities
could therefore but welcome the relevant harmonization work undertaken by
WIPD. The Commission intended to be attemntive to the interests of the
European Communities, and those had already heen made known, particularly in
the negotiations taking place at GATT. Those negotiations and the WIPO
negotiations were not in competition, but should supplement each other. That
prospect meant that a good chance could be perceived of developments favorable
to the fimal conclusion of the Diplomatic Conference.

113.4 The Commission of the European Communities hoped that the first part of
the Diplomatic Conference would be able to define guidelines that were
sufficiently clear to enable true compromises to be achieved which were not
simply a photograph of national particularities.

114. Mr. SALAZAR (SELA) recalled that the Latin American Economic System
{SELA) assembled 26 Latin Americamn and Caribbean countries, and that it was a
forum for consultations and cooperation in the region. SELA had a great
interest in intellectual property as evidenced by a number of activities
undertaken by his Organization in that field. He expressed his gratitude for
the cooperation received from WIPD and mentioned, in that connection, the
Latin American Forum on Intellectual Property. Discussions on patent law
harmonization and on the Diplomatic Conference were held in the last meeting
of that Forum. While eacb member State of SELA would express its own view in
the Diplomatic Conference, he stated that at that meeting of the Latin
American Forum WIPO was considered to be the competent agency to promote and
develop tbe protection of intellectual property intermationally. He stated,
in conclusion, that he was prepared to participate constructively in the
Diplomatic Conference with a view to its successful conclusion,

115. Mr. PETERSEN (CIPA, CNIPA and EPI) stated that the three Organizations
be represented included patent practitioners in EBurope which had inventors and
applicants as clients and without whom there would be no patent system. He
supported a balanced package in the Treaty, hut bhe bad detailed criticisms on
some parts. He considered that the appearance of document PLT/DC/6 was a
catastrophe that had destroyed the delicate balance of the package which
included the grace period. He stated that, umtil that balance was restored,
he could not support all that was proposed but that there were parts which
provided practical improvement on wbich he boped to see progress. Those parts
included the provisions concerned with the preparation of documents and the
mechanics of filing, amongst whicbh be mentioned particularly draft Article 7,
both paragraphs of which be wisbed to see retained.

116.,1 Mr. SCHMITT-NILSON (FICPI) stated that FICPI had actively and
whole-heartedly participated from tbe beginning in all efforts of WIPO in
preparing the draft Patent Law Treaty which developed and supplemented the
Paris Convention and provided for improved, simplified and more reliable
conditions for patent offices, applicants and patent attorneys around the
world. His support was based on three main goals to be achieved by the
Treaty.
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116.2 The first goal he saw for the Treaty was the introductiomn of an
international grace period. The second was the establishment of a patent
system which was halanced on a worldwide level. He stated that such a
balanced patent system should not favour domestic applicants as compared to
foreign applicants, which violated at least the spirit of the Paris
Convention. Moreover, the mecessity for applicants to take into account very
fundamental differences among the patent systems of various countries should
be avoided. One of those very fundamental differences was the contrast
between the first-to-invent system and the first-to-file system. He believed
that the first-to-invent system was detrimemtal to the interests of the
inventors since they had to he prepared to carry out complicated and expensive
interference proceedings and since they had to take into account the
first-to-file system in any event, in view of potential filings later on in
countries following the first-to-file primnciple. Thus, he still hoped that
the origimnal "package deal" proposal would be accepted, at least after some
transitional period of time for those countries which have to take the step
from a first-to-invent system to a first-to-file system.

116.3 The third goal he saw for tbe Treaty was to harmonize several concrete
provisions to develop the patent system as a whole. At this stage, he wanted
to stress two aspects he believed to be of particular importance. Firstly, he
pointed to the provision regarding the restoration of the Paris Convention
priority term. He stated that a need to restore such priority term occurred
very seldom, hut if it occurred, the applicant was faced with the prospect of
a total loss of his application. Secondly, he pointed to the necessity to
safegquard the applicants' interests during the period between publication of
the application and the grant of the patent. In this regard, he stated that
the applicant provided the public the information about the invention upon its
publication. He therefore wanted to provide the applicant, in return, with
the maximum remedies against imitation and counterfeiting prior to the grant
of the patent.

117.1 M™Ms. LEVIS (ALIFAR) stated that a number of Latin American countries had
initiated a process of liberalization of their economies that constituted a
significant challenge for local industry. It was expected that, under those
new policies of freedom and competition, the region would attain progress and
development. However, those policies were not consistent with the
intellectual property systems advocated by some countries, which could lead to
the establishment of monopolies and which would entail a heavy economic and
social cost for the Latin American region.

117.2 5She stated that ALIFAR was convinced that a regime of intellectual
property protection should be based on a balance of rights and obligations of
the holders of intellectual property rights and should be consistent with the
development goals of different countries. §Sbe added that each government, in
consultation with the interested national parties, was entitled to decide
national development strategies. The foregoing did not imply that
intellectuwal property rigbts should not be respected.

118.1 Mr. BETON (UNICE, CEFIC and EFPIA) expressed dismay with the directiomn
that the negotiations had taken and concluded that there was little will to
arrive at a good workable patent system. In those circumstances he did not
wish to see disruption in the existing major patent systems, but preferred to
stick with what existed rather than to adopt a series of bad compromises
ending up witbh attenuated protection, unacceptable legal uncertainty and an
ipability to put matters right for many decades.
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118,2 BHe stated that the major requirements for a good patent system were
made clear in the Basic Framework of GATT Provisions on Intellectual Property
of June 1%88, submitted by the European, Japanese and United States business
comnunities. The main elements of that were the following: (1) 1liberal
criteria for patentability {novelty, non-obviousness and industrial
applicability or utility) without discrimination as to techmical field, where
ap invention was made or with respect to the exercise of the rights conferred
and their enforcement; (2) adequate and effective protection of inventions
and enforcement of patent rights involving the right to exclude others from
the manufacture, use or sale of the patented invention and, in the case of a
patented process, similar protection for the product. Those rights included
any form of handling of patented products in tbe course of trade amd required
noc-discriminatory and eguitable civil procedures and remedies for their
enforcement; (3) a patent term of at least 20 years; (4} no revocation for
non-working, no confiscatory government use or compulsory licensing provisions
and no international exhaustion which worked to the detriment of poor
countries, as well as industry; (5) acceptance that the purpose of a patent
is to stimulate invention and innovation by protecting its holder from
competition by direct exercise of the invention or by copying or imitation.

118.3 He stated that the rest was mechanics, but that the mecbanics were
important, since there had to be a proper halance between the needs of those
who sought protection and the legitimate needs of competitors to be able to
find out with reasonable certainty what patent rights they had to respect. He
felt that, at the last meeting of the Committee of Experts, the Committee
seemed to be beading towards a balanced package based on first-to-file,
liberal patentability, a grace period, dealing with conflicting applications
on the basis of the whole contents approach with respect to novelty (except
that United States of America wanted it with obviousness), early publication,
processing applications within reasonable time limits and especially making an
early publication of the search report, no pre-grant opposition, reasonable
provisions on the rights conferred, prior use, a fair extent of protection
coupled with reasonable legal certainty, a patent term of at least 20 years,
reasonable provisions on enforcement, and reversal of the burden of proof
where a process patent holder had a legitimate need to bring out into the open
what an infringer tried to hide behind clesed doors. The balanced package had
been put in doubt by the withdrawal by the United States of America of its
proposal to adopt the first-to-file system, while continuing to ask for the
other parts of the package. He expressed sympathy with the position in which
the United States Administration found itself., Many of its interested circles
had strongly opposed first-to-file and it seemed unlikely that Congress would
approve it. He felt, however, that there was a real danger that a bad package
leading to bad patent systems would be the result. He pointed out that an
ill-considered treaty would at best polarise the world with respect to patents
and at worst would lead to unacceptable provisions of patent law that would
take many decades of argument and further conferences to put right.

118.4 He stated that the first-to-invent option proposed by the United States
had the unfortunate effect that the relative merits of the first-to-file and
first-to-invent systems might not be debated fully in the Conference. He
welcomed the promise of the United States of America to remove the
discrimination against non-residents of that country, but feared that the
removal of those discriminatory aspects would result in greatly increased
costs and legal uncertainty when there were priority contests. He stated
that, in particular, European industry was sorry that this appeared to be at
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the cost of greatly increased incidence of expensive proceedings to determine
the date of an invention made oustide the United States of America with
respect both to counts of interferences and the citable art.

118.5 He further stated that the basic requirements to get a patent were (i)
invent and (ii) file. Pure justice suggested priority based om
first-to-invent but practicability dictated that it should be based on
first-to-file, EHe felt it was an illusion to think one could get pure justice
through the first-to-inveant system, since the first inventor could lose his
rights by not complying with the other requirements of the patent system,
especially if he filed after expiry of the grace period or abandoned,
suppressed or concealed the inventiom., He saw the existing law in the United
States of America as a compromise which was troublesome to industry outside
that country. It sought to give perfect justice to residents of tbe United
States of America while avoiding difficulties concerning proof of date of
invention abroad. He felt that that made applicants from outside the United
States of America second-class citizens in not obtaining the first-to-invent
system, nor even a grace period, but only first-to-file without a grace
period. On the other hand, if the discriminations referred to were eliminated
the costs and legal uncertainties would go up sbarply for anyone.

118.6 He concluded that a first-to-invent system for the United States of
America was not practicable and that that country ought to adopt a
first-to-file system for their own people as well as foreigmers. For that
reason, amongst others, industry outside the United States of America was
unwilling to see concessions made in the direction of the package in the basic
proposal until that country implemented its part of the bargain.

119. Mr. LANGTON {PTIC) indicated that the Patent and Trademark Institute of
Canada (PTIC) is a professional association of practitioners in the
intellectual property field. He stated that, in general, the PTIC supports
the basic proposal for the Treaty and Regqulations. He observed that Canada
had recently amended its patent law to change from a first-to-invent to a
first-to-file system and had adopted absolute novelty, but with a one year
grace period for disclosures by or derived from the inventor. He stated tbat,
while there were potential difficulties and inequities with both the
first-to-file principle and the grace periocd, he believed that Canada's new
law represented a balanced approach. He hoped that the experience gained in
the introduction of the new law would provide a useful background for the
delegates in the discussions during both parts of the Conference.

120. Mr. GOLDRIAN (BDI and DVGR) stated that the Organizations tbat he
represented had always welcomed and supported the harmonization process. They
bad been surprised and dissapointed by the last-minute proposal made to enable
the retention of the first-to-invent system and his Organization deplored that
development. Tbe members of his Organizations had had a long-standing
positive experience with the first-to-file system and with the grace period
and viewed them very favorably. Moreover, the first-to-file system
constituted the only financially affordable means of achieving legal
certainty. He appealed to all Delegations to use their best efforts to bring
into existence a well-balanced package within a sbortest possible time limit,

121, Mr, BRUNET (NYPTC) expressed the hope that the official delegations
would not comsider the participation of observer organizations in the
Conference as am intrusion but would, rather, see their participation as
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bringing to the Conference the benefit of their experience. He invited
questions and formal and informal discussion with delegations and, in this
regard, stated that while his current position on the issues to be discussed
was based on instructions from his Qrganization, his Organization did have a
demonstrated willingness to modify its positions.

122, Mr, de PASSEMAR (CEIPI) stated that, as far as legal culture was
concerned, WIPO constituted the sole organization capable of undertakiag a
project as complexz as that of the harmonization of patent legislation. He
observed that CEIPI was directly concerned by the project since it was
réesponsible for the legal training of Frenchmen, Europeans and, in cooperation
with WIPO, trainees from the developing countries. It was therefore keenly
interested in an outcome to the Conference that would be directed towards
equity and justice and the deletion from mational laws of those
particularities that served no other purpose than to hinder the effective use
of the patent system.

123. Mr. TARAMI (AIPPI) stated that AIPPI, whose membership was above 7,000
world-wide, had intemnsively studied the matters dealt with in the draft Treaty
at an international level., He recalled that his Organization had always
actively participated in the meetings of WIPO. He stated that the patent
system was very important for international transfer of technology and the key
factor for economic development, not only for developed countries, but also
for developing countries. Progress and development of new technology in
recent years had recently accelerated so that, for users of the patent system,
harmonization was essential. In particular, he felt that simplification of
the patent system and the establishment of uniform criteria were important and
saw that harmonization would result in strengthened protection for inventors.
He hoped that deliberations of the Conference would result in a fruitful
conclusion.

Fourth Meeting
Thursday, June 6, 1891
Morning

Election of the Vice-Presidents of the Conference
Election of the Members of the Credentials Committee
Election of the Members of the Drafting Committee

124.1 The PRESIDENRT opened the meeting and stated that he was now ready to
report on the informal discussions concerning elections. The discussiens had
lasted more than two days. All were sorry that the delegations and the
observers had had to wait for such a long time. But now there were results,
and the President wished to put them to the Conference for adoption.
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124.2 As far as the Vice-Presidents of the Conference were concerned, it was
proposed that they be 12, rather thanm 10, and it was proposed that they be:

the representatives of 5 Group 77 countries, namely,
Cameroon

Chile

Lebanon

Philippines, and

the United Republic of Tanzania,

the representatives of 4 Group B countries, namely,
Australia

Germany

Japan, and

Portugal,

as well as the representatives of three other countries, namely, China,
Hungary and the Soviet Union.

124.3 As far as Main Committee I was concerned--of which, it was recalled,
all member Delegations were members--, it was proposed that

the Chairman be Mr. Comte from Switzerland and
the two Vice-Chairmen be from Swaziland and Uruguay.

The names of the two Vice-Chairmen would be furnished to the Secretariat by
the interested two delegations.

124.4 As far as Main Committee II was concerned--of whicbh, it was recalled,
2l]l member Delegations were members--, it was proposed that

the Chairman he Mr. Trombetta from Argentina and
the two Vice-Chairmen be from Czechoslovakia and Sweden.

The names of the two Vice-Chairmen would be furnished to the Secretariat by
the interested two delegations.

124.5 As far as the Credentials Committee was concerned, it was proposed that

the Chairman be Mr. Kamel from Egypt.
the two Vice-Chairmen he from Brazil and Germany,
and the other eight members be from
Congo

Finland

Ireland

Malaysia

New Zealand

Poland

Portugal and

Sri Lanka.

The names of the two Vice-Chairmen would be furnished to the Secretariat by
the interested delegations.


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


218 SUMMARY MINUTES (PLENARY)

124.6 As far as the Drafting Committee was concerned, it was proposed that

the Chairman be Mr. Kirk from the United States of America
the two Vice-Chairmen be from Algeria and Spain

and the other seven elected members be from

Canada

China

France

Jordan

Mexico

Soviet Union and

United Kingdom.

The names of the two Vice-Chairmen would be furnished to the Secretariat by
the interested delegations.

It was recalled that the Chairman of the Main Committee I (Mr. Comte) and the
Chairman of Main Committee II (Mr. Trombetta) would be ex officio members of
the Drafting Committee.

124.7 As far as the Steering Committee was concerned, it was proposed that it
consist not only of its 5 ex officio members, but alsc of 4 elected members.

The 5 ex officio members were the President of the Conference
{Mr. Engels, the Netherlands), and the Chairmen of the four Committees.
namely, Main Committee I {(Mr. Comte, Switzerland), Main Committee II
{Mr. Trombetta, Argentina), Credentials Committee (Mr. Kamel, Egypt) and
Drafting Committee (Mr. Kirk, United States of America).

As far as the 4 elected members of the Steering Committee were
concerned, it was proposed that they be from China, Indonesia, Poland and the
Soviet Union. The names of the representatives of those four members would be
furnished to the Secretariat by the interested delegations.

Thus, the Steering Committee would consist of 9 persons, three coming
from the Group of 77, three coming from Group B and three coming from neither
of those Groups.

124.8 The President stated that if those proposals had the approval of the
Conference, two provisions of the Rules of Procedure would have to be
modified, namely, Rule 14, paragraph (1), concerning the Steering Committee
and Rule 15, paragraph (1), as far as the number of the Vice-Presidents of the
Conference was concerned.

As far as Rule 14, paragraph (1), was concerned, it was proposed that
the following words be added to the first sentence "and four Member
Delegations elected by the Conference, meeting in Plenary."

As far as Rule 15, paragrapb (1), was concerned, it was proposed that
the words “"ten Vice-Presidents"” be cbanged to "12 Vice-Presidents."”

124.9 Finally, it was to be noted tbat since the four Committees must elect,
themselves, their officers, if the proposals of the President in respect of
those officers were adopted, they should be considered as adopted not by the
Plenary but by the four Committees, as if tbe four Committees were sitting
separately under the ad hoc chairmanship of the President.
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124.10 The President stated that the proposals were known to most of the
delegations since most had participated in the informal consultations or the
various group meetings. They formed a well-balanced package, and he proposed
that the Conference adopt them, without a vote, by consensus, in their
totality.

124.11 The President then asked whether there were any ohjections to the
proposals. There being no objections, he declared the proposals to be adopted
by consensus.

125. Mr. EKESOWQ (Indomesia), speaking on behalf of the Group of Developing
Countries, while stating that he was thankful that the organizational aspects
of the conference had heen finalized, expressed disappointment that the
Conference had been delayed on procedural matters, especially in relation to
the composition of the Steering Committee. He wished it to be made clear that
the delay had not been caused by the Group of Developing Countries. On the
contrary, the solutiom just agreed upon by the Plenary had been approved by
the Group of Developing Countries two days' earlier, only to be rejected by
others and then, after a continuation of negotiations, returned to again.

He indicated that throughout the negotiations the Group of Developing
Countries had shown a flexibility resulting from its desire to deal with
substantive, rather then procedural, issues in the Conference. He wished to
assure the Conference that the Group of Developing Countries would always be
willing to exhibit the same flexibility to attain a compromise package and he
hoped that other parties would do the same.

Consideration and Adoption of the Agenda

126. The PRESIDENT moved to the discussion of item 5 of the draft agemnda
contained in document PLT/DC/1 (Consideration and adoption of the agenda) and
asked if there were any comments thereon.

127. Mr. SUGDEN (United Kingdom}, observing that the draft agenda had been
prepared before the decision to divide the Conference in two parts, requested
clarification as to which of the items on the draft agenda would be dealt with
in the first part of the Conference and which would be dealt with in the
second part.

128. Mr. BOGSCH (Director General of WIPO) stated that it was likely that,
for the remainder of the first part of the Conference, discussions would take
place primarily in Main Committees I and II, and would involve a consideration
of the basic proposal. The exact order in which such consideration would take
place would be decided upon by the Steering Committee. He recalled that the
decision of the Assembly of the Paris Union taken in April, 1991, was that
final decisions on all articles would be made only in the second part of the
Conference, so that there could be no question of the Treaty being adopted in
the first part.

129. There being no further discussion, the PRESIDENT declared the agenda
contained in document PLT/DC/1 to be adopted.
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Opening Declarations {continued from paragraph 123}

130.1 Mr. KIM {(Republic of Korea) stated that there was an urgent need to
harmonize patent laws in order to provide for a balanced international
protection system for inventions, Barmonization of patent laws would
contribute to global economic development by encouraging creative and
inventive activities, and, thus, to the prosperity of mankind. He observed
that, nevertheless, there were still many different views and opinioms
regarding the appropriate level of patent protection which had become
obstacles to achieving agreement on some of the major issues of the Patent Law
Treaty.

130.2 He stated that the Government of the Republic of Rorea had revised its
industrial property laws in recent years in order toc keep pace with cbanging
international trends in that field. It had alsoc participated actively in the
Committee of Experts on the harmonization of patemt laws with the hope that
the Treaty would be guickly adopted. Ee was of the opinion that such a treaty
would go a long way to facilitate an overall streamlining of the application
process, more efficient protection of inventions and effective patent
administration worldwide.

130.3 He expressed support for most of the draft Articles contained in the
draft Patent Law Treaty concerning application procedures and requirements,
even though some of them departed from those of the Korean Patent Law. He did
not believe, however, that it was desirable to permit the co-existence of the
first-to-file and first-to-invent principles. His Delegation was in favor of
the first-to-file system for the timely publication of inventions and the
legal stability of patent rights, In addition, it believed that patent rights
should be granted expeditiously. He found, however, that the proposed
provisions relating to tbe publication of the search report and time limit for
examination were too onerous since their implementation depended on the
circumstances of each country's patent office, With regard to patentability,
be thought that inventions contrary to public order or morality should be
excluded and that it was premature to discuss the question of animal varieties
at the conference.

130.4 He was confident that the harmonization of patent laws would contribute
to the development of each country's industrial property system and the world
economy. He stated that, in order for the Treaty to succeed, every
participant sbould be willing and ready toc make concessions. He expressed the
hope that the Conference would serve as an opportunity to achieve the goal of
harmonization by reflecting the varicus views and positions of all the
distinguished delegates and participants.

131.1 Mr. VILLIERA (Malawi) stated that Malawi attached great importance to
the protection of industrial property. In tbat conanection, he recalled that
discussions were underway with the International Bureau on how his country
could strengthen its industrial property system. His country was mindful of
the fact that industrial property could he a toel for national development.
Harmonization of patent laws would ensure uniform protection of inventions in
all States bound by the Patent Law Treaty. This was obviously to tbe
advantage of both applicants who seek protection for tbeir inventions and to
industrial property offices. 1In tbat vein, be urged the Conference to
consider and discuss the hasic proposal as contained in document PLT/DC/3 with
an open mind.
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131.2 EHe recalled that this was the first part of the Diplomatic Conference
at which no final decision could be taken regarding the provisions of the
Treaty. However, it was Malawi's hope that the Conference would be a stepping
stone towards the harmonization of patent laws and that the divergent views
held by delegations would be reconciled and an amicable solution arrived at.

132. Mr. ZAVAREIE (Iran) stated that his Delegation would participate in
discussions and would express its views in respect of specific Articles in the
Main Committees at the appropriate time.

133. Mr. NGOUA-MEY(O (Gabomn) stated that his country had been happy to make
its modest contribution to the various stages that had preceded the convening
of such a large international forum. As a developing country, Gabon had
always attached great importance to industrial property and to WIPO's
activities in that field. In addition to the technical issues that were to be
discussed in detail during the Conference, a matter of special interest for
the developing countries such as Gabon was whether there was a real chance of
such countries obtaining bemefit in future from the conclusion of the Treaty.
The Delegation of Gabon asked itself that question with anziety but without
pessimism and with the certainity that the reply would depend on the way in
which the States participating in the Conference would achieve a compromise
taking into comnsideration the legitimate interests of all groups of States.

134, Mr. WARR (Malta) stated that the work undertaken pursuant to the
harmonization of patent laws would be instrumental to Malta when amending its
own patent law.

135. Mr. NOSOLINY {Guinea Bissau) stated that Guimea Bissau was amongst the
last countries to become party to the Paris Convention and that his Government
attached great importance te industrial property. He therefore hoped for
equitable harmonization in order to satisfy the developing countries in
general and Africa in particular,

136.1 There being no further discussion on this item, the PRESIDENT declared
the consideration of opening declarations by Delegations (item 9 of the draft
agenda) closed.

136.2 He expressed gratitude for the praise expressed by delegations for the
hospitality extended by the Government of the Netherlands and the city of

The Hague. He warmly concurred in the congratulations that had heen extended
to Dr. Bogsch, the Director General of WIPO, and the International Bureau of
WIPQ for their efforts in the preparation of the Conference.

136.2 He then suspended the meeting in order to enable the Steering Committee
to meet to decide on the organization of the work of the Conference
thenceforth.

[Suspension]

137.1 The PRESIDENT reconvened the meeting and reported that the Steering

Committee had met and had reached complete agreement on how to proceed. It
was the intention of the Steering Committee in principle that the two Main

Committees should not meet at the same time. It was also the intention and
wisb of the Steering Committee that the basic proposal be considered in the
sequence of the provisions presented therein.
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137.2 He then adjourned the Plenary in order that Main Committee II might
convene to discuss the first provision contained in the basic proposal,
namely, the Preamble.

Fifth Meeting
Friday, June 21 18491

Morning

138.1 The PRESIDENT opened tbe fifth meeting of the Plenmary of the Diplomatic
Conference.

Report of the Credentials Commifttee

138.2 He noted that the next item on the Agenda for the Conference was the
report of the Credentials Committee. He invited the Chairman of the
Credentials Committee, Mr. Kamel of Egypt, to present the report.

139.1 Mr. KAMEL (Chairman of the Credentials Committee} stated that he had
the privilege and the honor to present to the Conference the report of the
Credentials Committee which had met, under his Chairmanship, on June 19,

1991, He wished to briefly summarize the main points of the report, which was
contained in document PLT/DC/66, and supplement the report with additional
information relating to the credentials, full powers or letters or other
documents of appointment received since the Credentials Committee last met.

139,2 The Credentials Committee consisted of 11 States: Brazil, Congo,
Egqypt, Finlapd, Germany, Ireland, Malaysia, New Zealand, Poland, Portugal
and Sri Lanka.

139.3 The Credentials Committee had examined the documents presented as
credentials, full powers or letters of appointment by the Governments of the
States and by the Observer Organizations invited to the Conference.

139.,4 The criteria which the Credentials Committee had applied inm its
examipnation of the credentials, full powers, letters or other documents of
appointment presented for the purposes of Rules 6 and 7 of the Rules of
Procedure were set forth in paragraph 5 of the report. The Committee
recommended to the Conference, meeting in Plenary, that those criteria should
govern the decision of the Conference on this matter.

139.5 The delegations in respect of which the Committee had found that
credentials and full powers, or credentials alone, existed in the name of
their delegates announced as participants in the Conference were listed in
paragraph 7(a), (b) and (c)} of the report.
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139.6 The Organizations in respect of which the Committee had found that
letters or other documents of appointment existed in the name of their
representatives anmnounced as participants in the Conference were listed in
paragraph 7(d) of the report.

139.7 The Credentials Committee recommended to the Conference the acceptance
of the credentials, full powers and letters or other documents of appointment
of the Delegations and Observer Organizations listed in paragraph 7.

139.8 He noted that since the meeting on June 19, 1991, of the Credentials
Committee, the Secretariat had received two documents: one setting forth the
full powers of the Delegation of Luxembourg; the other setting forth the
credentials of the Delegation of Nigeria. He proposed that the name of
Luxembourg be added to the list of Delegations appearing in paragraph 7(a){i)
of the report and that the name of Nigeria be added to the list of Delegations
appearing in paragraph 7{a){ii) of the report.

139.9 He drew the attention of the Delegations and representatives of
Observer Organizations to paragraphs 10, 11 and 12 of the report which
concerned the presentation of credemntials, full powers or letter of
appointment in respect of the second part of the Conference.

139.10 Finally, he exzpressed his appreciation and that of the members of the
Credentials Committee for the excellent preparations made by the Secretariat
which had facilitated greatly the tasks of the Credentials Committee.

140. The PRESIDENT thanked the the Chairman of the Credentials Committee for
having presented the report.

141. Mr. LEDAKIS (WIPQ) informed the meeting that, since the distribution of
the report of the Credentials Committee, the Secretariat had received a copy
of the credentials of the Delegation of Israel. As soon as the original of
those credentials was received, the appropriate correction would be made to
paragraph 7 of the report of the Credentials Committee.*

142.1 There being no other observations, the PRESIDENT declared the report of
the Credentials Committee to be adopted.

Closing Declarations

142.2 He then opened the floor for cleosing declarations.

143.1 Mr. MOTA MAIA (Portugal), speaking on behalf of the Group B countries,
stated that the States member of Group B were very pleased to address their
sincere thanks to the Government of the Netherlands for having organized the
first session of the Diplomatic Conference in the most pleasant city of

The Hague. All the members of the delegations of the Group B countries wished
to express their gratitude to the Government of the Netherlands, to the
Netherlands Patent Office and to the Municipal Authorities of The Haque for
the remarkable welcome they had enjoyed during the three weeks of work.

* The original was received by the Secretariat on June 27, 1991.
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143.2 The delegates of the States member of Group B were also grateful to the
Government of the Netherlands, to the Burgomaster of The Hague, to the Benelux
Trademark and Designs Offices, to WIPO, to the European Patent Office, to the
Netherlands Association for Industrial Property and the Netherlands
Association of Patent Attorneys amnd to all of those who, in one way or
another, had contribhuted to the orgamization and the success of the excellent
program of social events that had considerably helped in strengthening
friendly ties between the delegates.

143.3 The delegations of Group B wished also to warmly thank and congratulate
WIPO, in the person of its Director Gemeral, Dr. Arpad Bogsch, the Secretariat
and all the other staff of the Organization for the remarkable work that had
been done and the ipestimable intellectual and material support they had given
to the delegations with the greatest consideration and efficiency.

143.4 The States member of Group B wished to express their gratitude to the
President of the Conference, Mr. Mazx Engels, and to the Chairmen of the
Committees, namely, Mr. Jean-Louis Comte and Mr. Antonic Trombetta, for the
remarkable competence with which they had chaired their respective
Committees. The States member of Group B also wished to pay a tribute to all
the participants in the Conference, not only their colleagues from the other
member delegations, but also the representatives of the special delegations
and the intergovermmental and non-governmental observer delegations for their
constructive contributions througbout the discussions.

143.5 Finally, the delegations of the States member of Group B also addressed
their thanks to the interpreters for their excellent work that had enabled the
participants to understand one another.

143.6 In that context, and in his capacity as Spokesman for Group B, he
wished to stress that the excellent atmosphere in which their discussions had
taken place had dome much to help in obtaining results that might be
considered encouraging for the continuation of their work. The exchanges had
led to a better comprehension of the problems and of the points of view that
each might have. It would certainly be a subject for reflection and would
enable all to approach the second session of the Conference with proposals to
achieve the worldwide harmonization that all sought. The Group B States were
convinced that harmonization would assist in promoting the technical progress
that was an indispensable factor in improving living conditions throughout the
world.

144. Mr., KESOW0 (Indonesia), speaking on behalf of the Group of Developing
Countries, exzpressed his gratitude to the Goveranment of the Kingdom of the
Netherlands for the warm hospitality which it had extended to all of the
participants and for the excellence of the arrangements which it had provided
as the host of the first part of the Diplomatic Conference. The Government of
the Netherlands and the Netherlands Patent Office had succeeded in creating an
atmosphere which was conducive not only to constructive discussion but alse to
the establishment of friendly relations amongst the various delegations.

144.2 He extended his thanks also to WIPO and to the Director General,

Dr. Arpad Bogsch, for his support and advice throughout the first part of the
Conference. He also thanked the Secretariat for their constructive assistance
during the Conference.
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144.3 He extended his congratulations and expressed his gratitude to the
President of the Conference, Mr. Max Engels, as well as to the Chairmen of the
Main Committees, Messrs Jean-Louis Comte and Antonio Trombetta, for the fine
way in which they had conducted the proceedings of the Plemary, Main
Committee I and Main Committee II, respectively.

144.4. He thanked the interpreters for their patience and their fine work in
enabling the delegations to understand each other. He also thanked the
clerical and technical staff of the Conference who had facilitated the work of
the Conference,.

144.5 He wished finally to thank the delegations for their constructive
contributions to the discussions which had vindicated the holding of the first
part of the Conference by producing results which would serve as the basis for
the eventual establishment of a treaty achieving worldwide harmonization of
patent laws.

145.,1 Mr. OUSHAROV (Soviet Union) stated that he wished to express the
gratitude of his Delegation once again to the Government of the Kingdom of the
Yetherlands for having hosted in an outstanding way, and for the excellent
organization of, the Conference, as well as for the possibility that had been
provided to the participants to get to know the wonderful country of the
Netherlands and its achievements. In that regard, he stated that the
participants would all long remember the wonderful final reception that had
been given on the preceding evening.

145.2 He expressed the gratitude of his Delegation to the President of the
Conference, Mr. Max Engels, and to the Chairmen of the Main Committees, Messrs
Jean-Louis Comte and Antonio Trombetta, for the warm and efficient way in
which they had presided over their respective meetings. He expressed
gratitude also to the participants for their constructive contributions to the
discussions.

145.3 He stated that, as usual, the Director Gemeral, Dr, Arpad Bogsch and
the Secretariat had worked at its customary high level. He also thanked the
interpreters for their fine work.

145.4 He was conscious that the participants were now saying goodbye to
The Hague, but certainly not to hopes of concluding successfully the work that
had begun at The Hague. He wished all happiness and success.

146.1 Mr. QIAQO (China) stated that his Delegation wished to join others in
expressing their hearty thanks to the Govermnment of the Netherlands and to the
Retherlands Patent Office for the hospitality that had been offered to the
participants during the 21 days of the Conference, which had impressed the
participants so deeply that they would never forget it.

146.2 He expressed the gratitude of his Delegation to the Director Genmeral,
Dr. Arpad Bogsch, and to the Secretariat for their very hard and diligent work.

146.3 He also thanked the interpreters and the other staff members who had
enabled the delegates to understand each other. He also extended his thanks
to all delegations for their hard and constructive work.
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146.4 It was the sincere wish of his Delegation that the second part of the
Conference would bring success in the light of the spirit of compromise that
had been shown at the present part of the Conference. His Delegation would
look forward to meeting the other delegations agaim to finally achieve the
goal of the Patent Law Treaty.

147.1 The PRESIDENT noted that the first part of the Conference had reached
item 15 on the Agenda, npamely, the closing of the first part of the
Conference.

147.2 He stated that, in the first place, he wished to concur with the
remarks of the other delegations who had spoken and who had underlined the
remarkably active participation of so many delegations during the three weeks
of the first part of the Conference. The full and active participation of the
delegations in an open and neutral atmosphere had determined the character of
the three weeks. Without that participation, the result would not have been
the same.

147.3 BHe stated that he wished to highlight those few among the participants
who had, on account of a specific task, contributed specially to the outcome.
In the first place, he mentioned the Chairmen of the Main Committees for the
wonderful job which they had done. He was pleased that both Main Committees
had been able to complete their programs as envisaged. The aim of the three
weeks had been to try to discuss all of the Articles and in the Rules and that
aim had been achieved. Be reiterated his thanks to Messrs Jean-Louis Comte
and Antonio Trombetta.

147.4 He stated that he had enjoyed particularly the cooperation which had
existed in the Steering Committee. The meetings of that Committee had been
short, efficient and fruitful and had produced a clear atmosphere of
cooperation. He expressed his gratitude to his colleagues on the Steering
Committee.

147.5 He observed that the Spokesmen of the Groups had performed an often
hidden perfomance. The way in which they had acted had been respectable and a
major part of the achievements of the first part of the Conference was to be
credited to their efforts. He thanked them warmly.

147.6 He stated that it went without saying that all had deep respect for and
gratitude to the Director General, Mr. Arpad Bogsch, not only for the
preparation of the documentation of the Conference, but also for his active
and intense participation in and assistance to the Plenary, the Main
Committees, the delegations, the Steering Committee and all participants. The
Director General's influence had brought about interesting results for which
all were grateful,

147.7 He also expressed his gratitude to the Secretariat for the preparation
of documents and the provision of advice at all hours of the day.

147.8 He expressed his gratitude to the interpreters, without whose
assistance no cutcome or result would bave been feasible, for the wonderful
job which they had done. He mentioned that there were many others, including
clerical and technical staff of WIPO and of the Congresgebouw who both during
and before the Conference had performed an ezcellent job to meet all the
detailed requirements that had been made of them.
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147.9 He remarked that the way in which the International Bureau of WIPO had
assisted the Government of the Netherlands in the preparation of the holding

of the Conference had been extremely efficient and he ezpressed his gratitude
to the International Bureau and, in particular, to Mr. Ledakis im that regard.

147.10 He mentioned two persons in particular whose role had been especially
significant, The first was Mrs. Groot, who had assumed charge of the
preparations of the Conference. He expressed his deep gratitude for all of
the work that she had accomplished during the preceding one and and a half
years, during which time she had hecome both colleague and a friend. The
second was Mr. Nicaise of the Ministry of Economic Affairs who had monitored
and supervised the activities of the Organizing Committee and who had played a
very active role in preparing the Conference and making the necessary
decisions.

147.11 Ee noted that the results of the first part of the Conference would be
for others to evaluate. However, he personally thought that the relatively
modest cbjectives of the first part of the Conference had been fully met. At
least, the first part had served as a guarantee that many items had been
clarified so that hetween that time and the holding of the second part of the
Conference fruitful discussion could continue.

147.12 With the hope that the second part of the Conference would lead to the
conclusion of a Treaty that was satisfactory to all, he closed the first part
of the Conference.
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MATIN COMMITTEE I OF THE DIPLOMATIC CONFERENCE

Chairman: Mr. J.-L. Comte (Switzerland)

Secretary: Mr. F. Curchod (WIPO)

First Meeting
Thursday, June 6, 1991
Afternoon

1. Mr, BOGSCH (Director Genmeral of WIPQ) declared open the first meeting
of Main Committee I and, referring to the election of the Chairman and
Vice-Chairmen reported in paragraph 124 of the summary minutes of the Plenary,
above, invited the Chairman, Mr. Comte {Switzerland), to take the chair.

2.1 The CHAIRMAN warmly thanked the Delegations for having entrusted to him
the task of chairing Main Committee I. He was convinced that the kind
cooperation of the Delegations would ease his task.

2.2 He invited the Conference to discuss the first batch of provisions that
had been entrusted to Main Committee I, those contained im Articles 1 to 9.
He suggested that the Committee should hegin with the most difficult issue,
that raised in Article 9, which demanded a choice to be made between the
first-to-file and the first-to-invent principles. Two proposals had been
submitted with respect to Article 9, the proposal by the Delegation of the
United States of America contained in document PLT/DC/6 and the proposal by
the Delegation of the United Kingdom contaimed in document PLT/DC/35. He
proposed that discussions should begin with the proposal by the United States
of America in document PLT/DCs/6 and should be limited to the gquestion of
principle between the two systems, first-to-file and first-to-invent,

3. Practically all of the delegations and representatives of observer
organizations that took the floor congratulated the Chairman on his election
as Chairman of Maim Committee I. They referred, in particular, to his wise
and clear chairmanship of the meetings of the Committee of Experts preceding
the Diplomatic Conference and expressed tbeir confidence in his capacity to
preside over the consideration of what would be often difficult and technical
gquestions.

4.1 Mr. MANBECK (United States of America) stated that the United States of
America had come to the Conference with a strong desire to participate in the
resulting Treaty. It did not, however, wish to negotiate a treaty which the
Senate of its Congress would refuse to ratify, as had occurred in the case of
the Trademark Registration Treaty. It also wished to avoid a situation like
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that which occurred in respect of the Treaty on Intellectual Property in
Respect of Integrated Circuits, which had been concluded in Washington in 1989
and where some had felt that the United States of America did not exzpress its
concerns and difficulties early and strongly enocugh.

4.2 In view of those circumstances, the Delegation of the United States of
America had evaluated whether it would he possible for the Govermnment to
recommend accession to a treaty along the lines of the basic proposal
contained in document PLT/DC/3. 1Its conclusion had been that there was not a
consensus in the United States to join such a treaty. The United States was
being asked to make many changes in its law, including, for example, the
introduction of the mandatory publication of applications, a change in the
date that foreign-originated U.S. patents are considered effective as prior
art, measuring the term of a patent from filing rather than grant, and, most
significantly, the adoption of the first-to-file system. While all of the
changes mentioned would meet with opposition, views on the question of the
adoption of the first-to-file principle were so divided that the Delegation of
the United States of America could not provide an assurance that a Treaty
requiring the adoption of that principle would be ratified. Accordingly, the
Delegation had suggested an amendment to the basic proposal that would permit
an option to retain the first-to-invent system and would thus allow the
participation of the United States of America in the resulting Treaty,
regardless of the outcome in the United States of the debate concerning the
retention of the first-to-invent system or the adoption of the first-.to-file
system,

4.3 Mr. Manbeck stated that he was aware of the criticisms directed against
the first-to-invent system in the United States of America, specifically the
inability to rely on acts occurring outside the territory of the United States
of America in proving a date of iovention. His Delegation was willing to work
with others to develop treaty language that could meet such critism,

4.4 He emphasized that he was not necessarily saying that the United States
would keep the first-to-invent system and nor that it would adopt the
first-to-file system. In fact, the outcome of the debate on that question was
uncertain in the United States of America. The question had been taken up in
the advisory commission that bhad been appointed and it could be said that
debate on the matter was now heightemed. Perhaps more debate should have
taken place earlier, but the fact was that the real debate was occurring now.

4.5 He stated that the Conference would help in the process of
consensus-forming in the United States of America but that, in order to assure
a reasonable level of certainty of participation of the United States in the
resulting Treaty, it was highly desirable, if not essential, that the
first-to-invent option be available. He noted that one observer orgamization
had described the proposal of the United States to retain its first-to-invent
system as a "catastrophe." He considered, however, that the real catastropbe
would be a treaty on harmonization in which the United States of America could
not participate because of private sector and congressional disapproval.

5.1 Mr. SCHAEFERS (Germany) stated that Germany attached great importance
to the maintenance or adoption by all of the first-to-file principle. He
fully agreed with the Delegation of the United States of America that it would
be a catastrophe if the United States were to remain outside the treaty on
harmonization. United States was one of the biggest producers and consumers


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


230 SUMMARY MINUTES (MAIN COMMITTEE 1)

of patented inventions. United States industry was very active on a worldwide
basis and it was a basic policy of the United States of America that the
protection of intellectual property should be promoted intermationally. The
basic principles underlying the United States policy internationally were
affirmed in the Omnibus Trade Act 1988 of the United States. Under that
legislation, the Govermment of the United States kept a watch list concerning
compliance by other countries of proper standards of protection and
enforcement of intellectual property. Germany, was, for example, to be found
on that watch list because of an alleged lack of sufficiency of protection of
computer software, He stated that, if Germany or the European Communities
maintained a similar procedure, it would be likely that the United States
would be found on the list because of an insufficiency of protection extended
to foreigners in respect of the first-to-invent system.

5.2 He stated that the difficulties concerning the first-to-invent system,
such as, for example, the principle contained in section 104 of the United
States patent legislation whereby acts occurring outside the territory of the
United States could not be relied on to prove a date of invention, had been
discussed in detail previously. During those discussions, the representative
of the United States of America had stated that the first-to-invent system and
the requirement of the disclosure of the best mode of making an invention
could be given up as part of a package deal. Now, however, the United States
had reached a position where it was no longer possible to make the same
statement.

5.3 He stated that both German industry and European industry felt
adversely affected by the first-to-invent system. The United States had made
a step in the right direction in indicating its willingness to adopt changes
in relation to section 104 of its patent legislation, but such a step remained
insufficient because it would still leave a lot of uncertainties and a lot of
very cumbersome procedures in the practice of the first-to-invent system. The
time was not, therefore, ripe to accept the United States proposal contained
in document PLT/DC/6. The Delegation of Germany would follow with great
interest further developments of the United States'’ position but, for the
moment, was unable to accept that position.

6. Mr. GROSSENBACHER (Switzerland) stated that Article 9 of the Basic
Propesal constituted, for his Delegation, one of the main pillars of the
future treaty. That had been mentioned by his Delegation in its opening
declaration. It had also stated its regret for the fact that the proposal by
the United States of America, as far as the first-to-file prinicple was
concerned, called into question the harmonization of the patent laws along the
lines of the system already adopted in practically all countries. It readily
accepted the fact that, from a philosophical point of view, the
first-to-invent system could represent the most equitable sclution. However,
from a practical point of view, which also included that of legal certaintity.
it raised very serious problems for applicamts, particularly for the small and
medium entreprises and for foreign applicants. It was a complex and costly
system. It was obvious that the complexity and rules of a procedure affected
primarily the foreign applicants who were neot familiar with it, particularly
since it constituted a system that was practically unique in the world. It
was therefore not sufficient, as suggested by the comment in the American
proposal, to attentuate it by deleting certain discriminatory rules such as
those in Article 104. That was why harmonization would have to be achieved,
ineluctably, on that issue, on the basis of the first-to-file principle. His
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Delegation was aware of the fact that it would require a significant amendment
to the legislation of at least one big country. It nevertheless hoped that
the realization which appeared to be emerging in the United States of America
would soon make it possible for the step to be taken and thereby avoid
endangering the fragile balance constituted by the Basic Propesal, to which
his Delegation fully adhered.

7. Mr. BRUNET (NYPTC) expressed the support of his Organization for the
proposal of the United States of America in document PLT/DC/6. He remarked
that the first-to-invent system had been used in the United States of America
for nearly 200 years, During that period, the greatest inventions known to
mankind had come from the United States of America. Furthermore, the benefits
flcwing from those inventions had been enjoyed by all countries. Many persons
in the United States of America were now concerned that the adoption of the
first-to-file system would endanger the continuation of those

accomplishments. The matter was, however, being studied closely and it was
not impossible that the first-to-file system would be adopted in the future.
He recommended, however, that it would be desirable to avoid ultimatum
approaches in seeking to persuade the United States to change to that system.

8.1 Mr. SUGDENR (United Kingdom) stated that the first reaction of his
Delegation to the proposition of the United States of America in document
PLT/DC/6 was considerable disappointment., The work on harmonization bad been
conducted in the Committee of Experts over a pumber of years and had involved
regular consultations on the part of his Delegation with the interested
circles in his country to discuss the progress of that work., Those interested
circles had indicated that certain features of the proposed Treaty posed
difficulties, such as the grace pericd, the manner of interpretation of claims
and the required method of disclosure of inventions. However, the interested
circles and his Delegation were willing to treat those difficulties with
understanding on the basis that the proposed Treaty would contain a
well-balanced package which included a mandatory adoption of the first-to-file
principle. Now, his Delegation had learnt that the previous discussions and
progress had all been for nmothing since the United States of America wished to
retain the first-to-invent system.

8.2 He stated that the supposed advantages of the first-to-invent system
had been outlined to the Conference, but those advantages only operated to the
benefit of those persons who were operating within the United States of
America. Furthermore, those corporations of the United States of America wbo
operated overseas were required to work on the basis of the first-to-file
system, In addition, the first-to-invent system was a very complex one in
practice, involving such cumbersome procedures as the maintenance of
laboratory workbooks. He therefore urged the Conference to seek to achieve
harmonization on the basis of the first-to-file principle, without which it
would be extremely difficult to achieve a worthwhile treaty. It was true that
a treaty without the participation of the United States of America would not
be worthwhile, but it was equally true that a treaty without the participation
of many other States would alse not be worthwhile.

9. Mr. MOTA MAIA (Portugal) wished to make comments of a general nature on
the matter of principle., His Delegation wished to conclude a treaty at
worldwide level and it would be regrettable if any of the countries were
unable to accede. The choice hetween the first-to-invent system and the
first-to-file system raised a problem that the United States of America would
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have to solve itself. He pointed out that every country would be obliged to
make compromises if the conference were to lead to a practical result., He
quoted the example of his counrtry, a small country with a weak industry, that
would nevertheless be obliged to make an effort to adopt several provisions to
which Portuguese industry was opposed. His Government was currently preparing
a draft law for that purpose.

10.1 Mr, BESPALOV (Soviet Union) stated that the one principal issue on
which the success of the Conference depended was the question of the
attribution of the right to a patent. Logic might dictate that that gquestion
should be resolved so that the right was accorded to the first inventor.
However, the basis of the patent system required that protection be given only
where there was a voluntary disclosure made by the inventor. Thus the
encouragement of an early disclosure through a filing by the attribution of
the right to a patent to the first to file was of fundamental importance.

10.2 He stated that he was aware that the first-to-file system could produce
a result in which a patent was awarded to someone other than the first
inventor, He cited the example of the Russian inventor, Popov, who he stated
had invented and demonstrated in practice the radio receiver hefore Marconi to
whom a patent was given for the invention in the United Kingdom, where, at
that stage, the principle of local novelty was applied and Russian prior art
was not taken inte account.

10.3 He also drew attention to the practical disadvantages of the
first-to-invent system and the fact that the first-to-invent system did not
apply in the United States of America to foreigners. He wished, however,
every success to the United States of America in its deliberations on whether
to cousider changing to the first-to-file system.

11.1 Mr. COMBALDIEU (France) said that the Committee was touching on the
essential part of its work. He pointed out that the Committee of Exzperts had
worked for a long time and that, obviously, certain problems remained.
However, the advent of the proposal contained in document PLT/DC/6 was a great
disappointment, both for France aund the other European countries, particularly
since the United States of America was claiming other provisions that the
European countries were willing, despite some hesitation, to accept.

11,2 He well understood that chamnges were more difficult to accomplisbh in
countries witbh a long tradition. He understood it all the more for the fact
that industry in France did not wish to accept the grace period and could only
do so if the United States of America adopted the first-to-file system. He
also mentioned that the concept of equivalents was involved as was the date to
be taken into account for assessing the equivalents. Since the United States
of America was currently studying the respective advantages of the
first-to-file system and the first-to-iovent system, he suggested that it also
study the counterparts offered for adoption of the first-to-file system. He
emphasized that, if the United States of America wished to obtain a treaty
that gave it overall satisfaction, it was necessary that it also conduct its
studies on an overall basis. He pointed out the importance of a treaty to
which all countries could accede and made a friendly appeal to his American
friends to favorably reconsider adopting the first-to-file system.

12.1 Mr. UEMURA (Japan) stated that his Delegation had made its position
clear in its opening declaration. Nevertheless, he wished to re-affirm that


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


SUMMARY MINUTES (MAIN COMMITTEE I) 233

Japan categorically opposed the proposal of the United States of America
contained in document PLT/DC/6. It was clear that a mandatory requirement of
the adoption of the first-to-file system met the spirit of harmonization in
that it would constitute an internaticomal rule which was simple, economical
and easy to implement.

12.2 He stated that there were numerous problems with the first-to-invent
system, such as, for example, the complicated interference procedures that
were involved and that caused substantial hurden in terms of cost, time and
labor and posed particular problems for small and medium enterprises. The
involvement of research scientists and laboratories in the maintenance of
records concerning the date of invention, as well as in interference
procedures, also could be considered to have the effect of hampering research
and development and innovation. There was, in addition, a lack of certainty
and transparency with regard to the right granted to the genuine right holder
under the first-to-invent system, which, in turn, could comstitute a hindrance
to the licensing and diffusion of patented technology. There were still other
problems which he would not describe at that stage.

12.3 He emphasized that Japan could subscribe to the Treaty only on the
basis that it included the mandatory principle of first-to-file. The
maintenance of the first-to-invent system would spoil the very significant
goal that bad been aimed at since the start of the harmonization exercise. He
noted that Govermment of Japarn had the intention of coping in a very positive
light with some of the proposals which it had previously opposed, but it would
only do so if there was a grand package which included the mandatory principle
of first-to-file, an appropriate term of protection and early publication.

His Delegation was pleased to hear during the opening declarations that
different efforts were being made im the United States of America to formulate
a consensus in favor of the first-to-file principle and he hoped that that
consensus would materialize.

13, Mr. NEERVOORT (Netherlands) recalled, in respect of draft Article 9
that in the Retherlands the interested circles had been strongly opposed to
grace period provisions and, because of that, had difficulty in accepting an
article in the draft Treaty containing such provisiomns. Upon hearing in the
Committee of Experts that the United States of America would be willing to
accept the first-to-file principle, however, the possibility of establishing a
package including the first-to-file principle and the grace period emerged.
Given that situation, he stated that his Delegation was disappointed to
receive the proposed amendment from the United States of America, While he
was grateful for the offer of the Delegation of the United States of America
to remedy certain difficulties exzperienced hy foreigmers filing applications
in their country. he doubted this would restore the equilibrium that had been
upset. He hoped the United States of America would change its opinion and
would accept the system of the first-to-file in the near future.

i4. Mr. GARIEPY (Canada) stated that his Delegation helieved that the
first-to-file principle was so important for harmonization that it had to be
included in tbe Treaty. He recognized that it would be extremely unfortunate
if the United States of America could not ratify the resulting Treaty., but the
present propesal of the United States of America was not acceptable. He
therefore hoped that the United States of America would bhe able to agree to a
treaty which did not include the right to retain the first-to-invent system,
since there were considerable problems with the first-to-invent system as it
existed in the United States of America,
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15. Mr. KAMEL (Egypt) stated that his Delegation supported the
first-to-file principle on the basis that it was clear and unambiguous.

15. Mr. HIEN (Burkina Faso) wondered whether the developing countries were
not being marginalized in the discussion on the choice between the
first-to-file principle and the first-to-invent principle since those
countries were consumers of foreign inventions. Nevertheless, his country
considered it more judicious to adopt the first-to-file priniciple.

17. Mr, SAPALC (Philippines) stated that his country presently used the
first-to-invent system. In the spirit of harmonization, however, tbe Patent
Qffice had initiated moves to adopt the first-to-file principle and a proposal
to that effect was pending in draft legislation before its Congress. He
wished to express understanding of the situation im the United States of
America, since, during public hearings of the proposal for change in the
Philippines, there had been stromg resistance from some groups, especially
inventors groups, to the change to the first-to-file system.

18. Mr. ALLELA (Kenya) stated that his Delegation placed great importance
on transparency. In that respect, it was clear that the first-to-file system
was preferable, since it was easier to verify the date of filing than the date
of invention. He pointed out that the developing countries were consumers of
the products of technology, rather than of technology, and that he considered
that the first-to-file system would provide the best incentive for developing
the capabilities of inventors and scientists in his own country.

19. Mr. WIERZBICKI (New Zealand) stated that his Delegation considered the
first-to-file principle to be fundamental. It was unfortunate that the United
States of America was unable to accept it, particularly as that country had
appeared willing to do so previously as part of a package. He emphasized that
the notion of a package deal was particularly important for his country and
that, in order to achieve such a package, 2ll countries would have to
compromise, He said his own country was in the process of reviewing its law
and a number of changes would be required if New Zealand was to bring its law
into conformity with the basic proposal. Changes under consideration included
the introduction of the publication of applications, the grace period, a
twenty-year term and the reversal of the burden of proof. He said New Zealand
recognized the practical difficulties confronting the Delegation of the United
States of America, but he hoped that those could he overcome,

20. Mr. VON ARNOLD (Sweden)} stated that the first-to-file principle was a
main feature of a balanced package. His Delegation was very discouraged that
the United States of America had withdrawn its formal willingness to accept
the first-to-file principle. 1In fact, the disappointment of his Delegation
had been so great that it had made efforts to postpone the Diplomatic
Conference, since it considered it to be meaningless to discuss the Treaty
hefore the United States of America clarified its own position domestically.
He hoped that the United States of America would take account of the strong
arguments that were heing presented against their retention of the
fist-to-invent system.

21. Mr. CPHIR (Israel) emphasized that harmonization was the key concept
before the Conference. In the package on harmonization that was being
prepared, the first-to-file principle could be considered to constitute a
basic pillar and he would therefore urge the United States of America to adopt
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that principle. That, however, represented only one side of the coin. The
other side of the coin was realism in the face of the difficulty of the United
States of America in ratifying a treaty requiring the adoption of the
first-to-file system. The word "catastrophic” had been used to describe a
treaty without the participation of the United States of America. He would
prefer to describe such a situation as disastrous. He hoped that by the
second part of the Conference the position of the United States of America
would have crystallized. TIf such were not the case, he proposed that
consideration be given to allowing a reservation to the adoption of the
first-to-file system which would be limited in time and which might enable the
United States of America to join the Treaty with Article 9 in an unamended
form.

22. Ms, BACH (Denmark) stated that her Delegation attached great importance
to the maintenance of the first-to-file principle on a mandatory basis as part
of a well-balanced package containing compromises on the part of all the
participants. Her Delegation could not support the proposal by the United
States of America to retain the first-to-invent system. It noted with
pleasure that efforts were being made to develop a consensus in favor of
first-to-file within the United States of America.

23, Mr. ENITTEL (Austria) stated that his Delegation shared the view of the
previocus speaker. He emphasized that Austrian industry considered that it was
necessary for the first-to-file principle to be mandatory.

24. Mr. TOURE (Cote d'Ivoire), after mentioning a delicate situation that
had occurred in his country when the rights in a utility model, developed by a
group of local craftsmen, had been granted to foreigmers who had submitted an
application for its protection observed that the first-to-invent system was
not without its advantages. However, he clearly stated that his Delegation
opted for the first-to-file system which seemed more practical at present.

25. Mr. MBUYU (Zaire)} did not see why his country should relinquish a
system such as that of first-to-file, which was simple and effective, for
something which was more expensive and more complicated.

26. Mr. KHUMALO (Swaziland) exzpressed the clear preference of his
Delegation for the first-to-file principle since the first-to-invent system
could be very cumbersome and expensive. He wished the voice of his Delegation
to be added to the preponderant view that had been expressed.

27. Mr. BARER (Australia) expressed the disappointment of his Delegation at
the proposal of the United States of America contained in document PLT/DC/6.
His Delegation regarded the Treaty as a series of compromises, one of which
was the adoption by the United States of America of the first-to-file system.
However, in view of the importance of the problem for the Conference, his
Delegation wondered whether it might not be desirable to provide for some way
out of a stalemate. That way out might be to allow the United States of
America to maintain the first-to-invent system for a limited transitiomal
period, on condition that it deleted section 104 of its patent law and the
effect of the Hilmer doctrine.

28. Mr. KIM (Republic of Korea) expressed the strong view of his Delegation
that the first-to-file principle was an integral part of the harmonization
exercise. He expressed the hope that the United States of America would come
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around to adopting the first-to-file principle, without which harmonization
would be meaningless.

29, Mr. CASADO CERVINO {Spain) stated that it was obvious that the proposed
Treaty could only be considered from the point of view of a balance. A
balance implied that all countries must make compromises. He understood the
difficulties involved in making major changes, mentioning the difficulty that
his own Delegation had in adopting the grace period. He stated that the
suggestion of a tramsitiomal period that was limited in time during which the
United States of America could retain the first-to-invent system might be a
good one, provided that such a limited transitional period was extended to all
those legal points that were complex and difficult for countries to adopt.
including, obviously, the grace period.

30. Mr. VEKiS (Hungary)} stated that he could imagine the difficulties that
the United States of America would face in changing to the first-to-file
system. Kevertheless, that system had proved its advantages in the vast
majority of countries of the world., In order to achieve a higher level of
harmonization, the optiom to retain the first-to-invent system should not be
permitted. He hoped that the position of the Delegation of the United States
of America would change.

31. Mrs. JESSEL (Commission of the European Communities (CEC)) bheld that it
was no longer the right time to assess the respective merits of the
first-to-file and first-to-invent systems, but to choose that system which
best suited the great majority of countries. Ir that respect, it was obvious
that the first-to-file principle practically enjoyed unanimity amongst the
Delegations. She added that to accept the amendment to the Basic Proposal
permitting the United States of America to maintain the first-to-invent system
during a limited tramsitional period, would he a disservice to the American
Administration thus deprived of almost unanimous international pressure.

32. Mr, GAO {China) recalled that the first-to-file principle was used in
China and that his Delegation favored the text set out in the basic proposal.
He hoped that the United States of America would seriously coansider the
opinions expressed during the Conference and would find itself in a position
to change from the first-to-invent system to the first-to-file system.

33. Mr. BATOUM (Lebanon) expressed the disappointment of his Delegation
with the proposal of the United States of America in document PLT/DC/6. His
Delegation hoped that the United States of America would re-consider its
pesition as a change in that position would do much to lead to a successful
conclusion of the Conference.

34, Mr. JARKL (Czechoslovakia) underlined the importance that his Delegation
attached to the mandatory requirement of the adoption of the first-to-file
principle.

35, Mr, HENNESSEY (ABA) recalled that the Patent, Trademark and Copyright
Section of the American Bar Association (ABA) constituted the largest body of
practitioners in the field of intellectual property in the United States of
America and, perhaps, in the world. Its membership numbered nearly 10.000.
He stated that it favored consideration of the amendment of the patent
legislation of the United States of America to provide that, except in cases
of derivation, the right to a patent should belong to the first-to-file,
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provided that such adoption of the first-to-file system constituted part of a
broader package which was well-balanced. He thus believed that the eventual
position of the United States of America would very much depend on the cutcome
of the Conference and the various questions before it.

36. Mr. GOLDRIAN (BDI and DVGR) referred to the observations made by the
representative of the NYPTC, who had sought to establish a link between tbe
first-to-invent system and the number of important inventions that had
originated in the United States of America. He recalled that the vast
majority of inventions that had originated in the United States of America had
been made by employees of large corporations in the United States of America
which, by wvirtue of the fact that they did business internationally, were
forced to follow the first-to-file principle that was used in all markets
outside the United States of America. As far as small and medium sized
enterprises are concerned, they should be informed that the first-to-file
system, avoiding the consequences of the first-to-invent system interference
procedures, can save them expenses. He hoped that the United States of
America would change its position and agree to the adoption of the
first-to-file system.

37. Mr. BETON (UNICE) stated that his Organization was interested in seeing
progress achieved and a balanced package established. It regarded the
proposal of the United States of America in document PLT/DC/6 as unfortunate
because it prejudiced the establishment of a balanced package, was conducive
to legal uncertainty and involved excessive and unnecessary expense. He
considered that there were two ways out of the difficulty created by the
proposal of the United States of America. One way would be to suspend the
whole package on harmonization by way of tramsitional provisions until such
time that the United States of America could adopt the first-to-file system.
The other would be to place the whole package of provisions into the
negotiations on trade-related aspects of intellectual property (TRIPS) in the
Uruguay Round of GATT so that the Congress of the United States of America
would have no option hut to adopt it as part of the expedited approval
procedure.

38. Mr. PETERSEN (CIPA, CNIPA and EPI} stated that the Crgamizations which
he represented were aware of the willingness on the part of the United States
of America to overcome the discriminatory practices which constituted a part
of the first-to-invent system, but regarded such steps as insufficient to
balance the advantages to the U.S5. inventor of a grace period elsewhere.

39. Mr. SCHMITT-NILSON (FICPI) stated that his Organization was aware of
the difficulties that a mandatory requirement of the adoption of the
first-to-file system might produce in the United States Congress. He
therefore considered that the compromise suggested whereby the United States
of America would be permitted to retain the first-to-invent system for a
limited period of time should be favorably considered.

40. Ms. LACHOWICZ (Poland) expressed the opposition of her Delegation to
the proposal of the United States of America in document PLT/DC/6. Her
Delegation was conscious of the difficulties that a change from the
first-to-invent system, which had been practised for nearly 200 years in the
United States of America, would involve. She stated that, in a spirit of
compromise, her Delegation would entertain favorably the idea of a
transitional period during which the United States of America could adopt the
first-to-file principle.
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41. Mr. ZAVAREIE {(Iran) expressed the firm support of his Delegation for
the mandatory requirement of the first-to-file system.

4z, Mr. TARAMI (AIPPI) stated that his Organization considered the
first-to-file principle to be a fundamental element of the proposed Treaty.
He considered that the adoption of that principle as part of a grand package
was the only means of achieving the goal of harmonization of patent laws
througbout the world.

43, Mr. YAMAGUCHI (JPAA) underlined the importance of adoption of the
first-to-file principle as less costly and most effective means for obtaining
a patent.

44. Mr. de PASSEMAR (CEIPI) said that it had to be acknowledged that,
although the first-to-invent system was just and equitable from a
philosophical point of view, it was nevertheless discriminatory at
international level in practice. Moreover, if it was wished to achieve
harmonization, there was no other option but to imsist on the universal
adoption of the first-to-file principle.

45. Mr., OLD (APAA) stated that his Organization had been reluctant to
express itself on the question since one of the countries from which its
members were drawn, namely, the Philippines, had the first-to-invent system.
However, during the Conference the Delegation of the Philippines had indicated
that a new proposal was before its Congress te change to the first-to-file
system. He also made reference to the observations made hy a number of
delegations that foreigners were not able to operate in the United States of
America on the basis of the first-to-invent system. He recommended that the
first-to-file principle be included as an essential part of the harmonization
treaty.

46.1 Mr. MANBECEK (United States of America) stated that his Delegation had
listened with great interest to the comments that had been made. He stated
that the first-to-invent system had heen a way of life in the United States of
America for a long time and that much of the inventive community, such as
universities and small enterprises, liked and wanted to keep it.

46.2 He had listened to the criticism that the first-to-invent system posed
dQifficulties for foreigners. However, he did not comsider that the
difficulties could he unbearable since over 45 per cent of the patent
applications received in the United States of America came from overseas.

46.3 He also wished to correct the statements that had been made that the
United States had stated that it would adopt the first-to-file system.
Rather, the representatives of the United States of America had expressed a
willingness to recommend a change to the first-to-file system in the context
of a well-balanced package. Such representatives did not and could not have,
however, the power to commit the United States to a change which required,
amongst other things, Congressional approval.

46.4 He also wished to comment on the statement that the United States had
indicated that it would he prepared to move away from the requirement of the
disclosure of the best mode of making an invention. He wished to make it
clear that, since November 1987, the United States of America had consistently
underlined the need to keep the hest mode requirement for itself.
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46.5 Concerning the observations that had been made on the grace period, he
wished to point out that the grace period was of benefit to all nations and
that witholding it from the Treaty would consequently involve damage to all
those countries which did not presently have a grace period.

46.6 He also wished to clarify some confusionm that he considered seemed to
have been created comcerning the effect of the proposal of the United States
of America in document PLT/DC/6, He wished it to be clear that the United
States of America did not want to impose the first-to-invent system on any
other country but, rather, wished to retain an option to maintain that system
itself.

46.7 He expressed the appreciation of his Deleqation for the suggestion
which had been made that the first-to-file system might be introduced in the
United States of America after a transitional period that was limited in
time. Such a suggestion had not yet been considered in the United States of
America, but would now be considered.

46.8 He expressed the gratitude of his Delegation for the opportunity given
to it to make its position known and to comment on the observations that had
been made by the other delegatioms that had spoken.

47.1 The CHAIRMAN closed the digscussion on the matter of principle. He
thanked all the delegations that had congratulated him on his election.

47.2 He observed that a very large number of delegations, comstituting a
very large majority of Main Committee I, had clearly backed the advantages
offered by the first-to-file system. Furthermore, that same majority had
pointed to the drawbacks of the first-to-invent system, guoting in particular
its cost and lengthy procedure, together with the hazards of the system for
those who have trust in it and file applicatioms abroad in countries where
there is no period of grace.

47.3 He also observed that the great majority of delegations that had spoken
attached capital importance to that issue and considered the compulsory
first-to-file principle to be the keystone of the Treaty. The adoption of
that system constituted the essential element if concessions were to be
obtained such as the grace period and other items.

47.4 He mentioned that the great majority of delegations had alsoc appealed
to the United States of America and the Philippines in an attempt to achieve
the necessary consensus for adopting the first-to-file principle. It was
pointed out, in that respect, that barmonization of patent laws was not a
stocktaking of all national laws, hut rather the search for a common
demominator that was as simple and as clear as possible.

47.5 Finally., be mentioned the idea, raised by a number of delegations, of
transitional measures that would enable the first-to-invent system to be

maintained for a limited period of time.

47.6 He adjourned the discussions.
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Second Meeting
Friday, June 7, 1991
Morning

47.7 The CHAIRMAN opened the second meeting of Main Committee I and thanked
President Braendli of the European Patent Office for the reception sponscred
by that Organisation on the previous evening.

47.8 He recalled alsc the excellent reception that had been cffered by Her
Excellency Madam van Rooy on behalf of the Government of the Netherlands to
the participants on June 3, and the very interesting and enjoyable
sight-seeing tour of The Hague on June 4. He extended the thanks of
participants to the organizers.

47.9 He indicated that draft Articles 1 to 9 would next be discussed in Main
Committee I, after which discussions would resume in Main Committee II.

47.10 He stated that, based upon the experience gained in the discussions of
the Committee of Experts, it would not be possible to discuss all of the
Articles, Rules and proposed amendments in depth during the time available to
Main Committee I. It appeared wise, therefore, to select the most difficult
of the provisions for imitial discussion and he proposed, therefore, to
commence with the discussion of Articles 3 and 4.

Article 3: Disclosure and Description

48. The CHAIRMAN opened discussion on Article 3, indicating that there were
three proposals for amendment of that Article, and the corresponding Rule 2,
namely, the proposal of the Delegation of Israel (PLT/DC/30), that of the
Delegation of Germany (PLT/DC/39) and one from the Delegation of Japan
(PLT/DCs27). He then gave the floor to the Delegation of Israel to introduce
its proposal.

49. Mr. OPHIR (Israel) indicated that the proposal of his Delegation was to
delete the second part of Article 3(2){(b) which read "and such contents shall
be presented in the prescribed order."” He stated that, as anticipated in
Alternatives A and B of draft Rule 2, certain circumstances might remder it
necessary or preferable to change the order of the prescribed contents of the
description. Therefore, provisions relating to the order in which the
contents of the description were presented would best be dealt with in the
rules, rather than in draft Article 3

50. Mr. BOGSCH (Director General of WIPO) indicated that the flexibility
desired by the Delegation of Israel was already contained in the Article and
the Rule thereunder.

51. The CHAIRMAN, observing that there was no support for the proposal by
the Delegation of Israel, closed discussion on it.
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52, Mr. KIRK (United States of America) proposed deleting the portion of
Article 3(3) which, in respect of the disclosure or the description, provided
that no additional or different requirements from those provided for in the
relevant provisions of the Regulations could he imposed. His Delegation
considered that provision to be redundant in view of paragraph 2(b}, which
provided that the "description shall have the prescribed contents, and such
contents shall be presented im the prescribed order.”

53. Mr. UEMURA (Japan) indicated that his Delegation had no strong
objection to the proposal of the Delegation of the United States of America.
He stated that the proposal might have some relationship with the proposal of
his Delegation (PLT/DC/27) to delete paragraph (3) of draft Rule 2.

54. The CHAIRMAN, observing that there were mo objections, indicated that
the proposal of the Delegation of the United States of America to delete the
phrase "and in the relevant provisions of the Regulations" from draft
Article 3(3) was generally supported.

55. Mr. SCHAEFERS {Germany) expressed the concern of his Delegation in
respect of the last sentence of paragraph (1)(b) which read that "[alny
Contracting Party may require that the deposit be made on or before the filing
date or, where priority is claimed, the priority date of the application." He
indicated the preference of his Delegation for a mandatory provision whereby
each Contracting Party would have to require that the deposit be made on or
hefore the indicated date.

56. Mr. COMBALDIEU (France) supported the proposal made by the Delegation
of Germany.

57. Mr. MESSERLI (Switzerland) supported an obligatory provision in
relation to the date of deposit. His Delegation considered the deposit to be
part of the disclosure and, according to the general principle, the disclosure
should be made at the date of the application.

58. Mr. SUGDEN (United Kingdom) supported the view that a deposit should be
required to be made on or before the filing date of an application., He
proposed, however, that the second part of the sentence, which established
that a deposit be made before the priority date, where priority was claimed,
be deleted.

59.1 Mr. KIRK (United States of America) opposed the establishment of a
mandatory requirement that a deposit be made on or before the filing date of
an application.

59.2 He stated that the guestion of when a deposit should he made was a
matter for national law to decide, including in the case of applications
originating in another country. He recalled that the question under
consideration was related to a question contained in a circular letter which
had been sent to the States party to the Budapest Treaty om the International
Recogunition of the Deposit of Microorganisms for the Purposes of Patent
Procedure. He considered that a mandatory rule in this regard should not be
adopted without a great deal of further study.

60. Mr. NEERVOORT (Netherlands) supported the proposal by the Delegation of
Germany to make it obligatory that a deposit be made on or before the filing
or priority date.
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61. Mr. MOTA MAIA (Portugal) preferred to maintain the possibility of
choice presented in the basic proposal.

62. Mr. OPHIR (Israel} preferred that the provision not be mandatory and
supported the position taken by the Delegation of the United States of America.

63. Mr. GARIEPY (Canada)} expressed the preference of his Delegation for
draft Article 3(1)(b) as it appeared in the basic proposal. He considered
that making the provision mandatory might lead to problems in cases where
there was doubt as to whether the subject matter disclosed in an application
needed to be supported by a deposit.

64. Mr, BOGSCH (Director General of WIPQ) stated that, when drafting
Article 3(1){(b) of the basic proposal, there had been some hesitation, as the
differences of view on the matter were well known. He indicated that the way
in which the provision was drafted in the basic proposal would not prevent any
Contracting Party from making it a mandatory provision in their national laws
if they so chose. He wondered whether a country's desire to be more lenient
in that regard would cause harm to countries desiring to have a mandatory
requirement that deposits be made on or before the filing date.

65. Mr. HATOUM (Lebanon} indicated a preference for draft Article 3{(1)(b)
as it appeared in the basic proposal.

66. Mr. SMITH {Australia) agreed with the Delegation of the United Kingdom
that the reference to priority date in the last sentence of draft
Article 3(1}(b) should be deleted.

67. Mr. ROMERO (Chile) agreed with the Delegation of the United States of
America that there should be no mandatory requirement that the deposit be made
on or before the filing date.

68. Mr, SCHAEFERS (Germany) suggested that the provisions in the last
sentence in Article 3(1){(b) be reversed so that the principle that a deposit
be made on or before the filing date be stated first, followed by a provision
enabling a Contracting Party to allow a deposit at a later stage.

69. Mr. SCHATZ (EPO) stated that the deposit was part and parcel of the
description and had to be made, therefore, on or before the filing date. He
considered that applicants filing in countries having a more liberal system
might face uncertainty upon filing in a country that required a deposit to be
made on or before the filing date.

70. Mr. SUGDEN (United Kingdom) observed that a deposit of biological
material was made in situations where a written description was insufficient.
He indicated, therefore, that, for the same reasons that it was not possible
to add to a written disclosure following the filing date, it should be
mandatory that a deposit be made on or before the filing date. He stated that
the reference to the priority date in the last sentence of Article 3{1)({(b) was
another matter; it concerned the disclosure needed at the priority date in
order for claims to be able to rely upon that date; it was not related to
establishing a mandatory deposit for purposes of supporting the disclosure at
the filing date.
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71. Mr, BOGSCH (Director General of WIPO) agreed with the Delegation of the
United Kingdom that the date of deposit was not related to the priority right
and suggested the proposal of that Delegation be followed.

72. The CHAIRMAN concluded that the proposal to establish a mandatory
requirement that a deposit be made on or hefore the filing date did not enjoy
majority support. He then invited observations by the Committee on the
proposal by the Delegation of Germany to redraft the last sepntence of

Article 3(1)(b) so as to state the general principle first that deposits he
made on or before the filing date, followed by tbhe optional provision that
Contracting Parties might allow deposits to be made at a later date.

73. Mr. KIRK {(United States of America) stated that the drafting proposal
by the Delegation of Germany was acceptable to his Delegation as long as it
was made clear that each Contracting Party would he allowed to follow the
optional approach.

74. M. MOTA MAIA (Portugal) agreed im primciple with the proposal of the
Delegation of Germany, but wished to see a written text prior to forming a
definitive opinion.

75. Mr. OPEIR {(Israel) stated his willingmess to accept, in principle, the
proposal of the Delegation of Germany, subject to the clarification indicated
by the United States of America.

76. The CHAIRMAN stated that there appeared to be agreement, in principile,
with the proposal by the Delegation of Germany and asked that Delegation to
prepare a written proposal.

77. Mr. UEMURA (Japan) indicated that his Delegation was awaiting
instructions from his government on the item under discussion and reserved the
right to make its position clear at a later time.

78. The CHAIRMAN indicated that the Delegation of Japan would have such an
opportunity and turned to the proposal made by the Director General of WIPO,

79. Mr. COMBALDIEU (France) asked whether the British proposal nevertheless
permitted a Contracting State to require that the deposit with an institution
be made at the priority date of the application. He observed that such was
the present European system and he wished to be sure tbhat it would still be
possible to require that condition.

80. Mr. BOGSCH (Director General of WIPO) interpreted the meaning of the
United Kingdom proposal as permitting each country not to afford priority if
it deemed the identity of the material not to have been proved at the time
that priority had to be proved. The reply to the guestion put by the
Delegation of France therefore seemed to he that the application for priority
could be cancelled if it was not proved that the same thing was involved.

81. Mr. HATOUM (Lebanon) proposed, in reference to Article 3(1)., that a
requirement be added that the invention be easily carried out and that, if
there is another related application, that reference be made to it if it
covered the same invention.
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82.1 The CHAIRMAN indicated that a proposal in that regard had just been
received from the Delegation of Lebancon and that the matter would be taken up
after the proposal had been distributed.

Rule 2: Contents and Order of Description (ad Article 3(2)}

82.2 The Chairman then turned to a consideration of Rule 2 and indicated
that there were two proposals in relation thereto, one by the Delegation of
Japan contained in document PLT/DC/27 and the other by the Delegation of
Germany contained in document PLT/DC/39.

83.1 Mr. SCHAEFERS (Germany) introduced the proposal of his Delegation
contained in document PLT/DC/39 stating that it was directed at deleting the
faculative provision in Rule 2{1}(vi} which would allow Contracting Parties to
require that the description set forth the "hest mode."

83.2 He indicated that the proposal being submitted by his Delegation
(PLT/DC/39) had been submitted at the eighth meeting of the Committee of
Experts and its re-submission reflected the Eurcopean position in the dialogue
with the United States of America, JIn particular, it was intended as a signal
that the guestion of the "best mode" was an essential element of the package
sought in the Treaty.

83.3 He recalled that an information document concerning the manner of
description submitted by the International Bureau of WIPO in March of 1987 had
recommended abolishing the "best mode" requirement. He further recalled that
the Delegation of the United States of America had, in March of 1987, stated
its willingness to change its national law to drop the "best mode" requirement
but that later it had indicated difficulties in convincing interested circles
to drop the requirement.

83.4 He indicated that the 'best mode" requirement was not found in the
European Patent Convention and that interested circles in Europe and the
United States of America were happy with that situation. He further indicated
that the "best mode" requirement did not figure in the national laws of the
member States of the European Patent Organization, noting in particular that
the law of the United Kingdom bad been changed im 1977 in that regard. He
considered that maintaining the '"best mode" requirement in the form of an
option was a major deviation from general trends.

83.5 He further stated that the "best mode” regquirement was not related to
the basic requirements of patentability. He observed that the faculative
provision in Rule 2(1){(vi) would allow a Contracting Party to call for "the
best mode for carrying out the invention known to the inventor at the time of
filing." He further observed that the patent law of the United States of
America called for the "best mode" contemplated by the inventor. He stated
that this was a subjective element--what was in the mind of the inventor at
the date of filing--and would be dAifficult to prove.

83.6 He also stated that the requirement was not related to the enablement
requirement but, rather, was related to the common-law principle that the
applicant must deal bonestly with the patent office, In that regard be felt
that the real significance for the "best mode” requirement was not in patent
grant proceedings, but in infringement litigation. He stated that an analysis
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of court decisions relating to the "best mode” requirement revealed that it
was used by accused infringers to harass and tease patent owners.

83.7 He considered that the "best mode" requirement in the United States of
America caused imbalance and difficulties for foreigners filing in that
country and that tbe 45,000 foreign applications filed in the United States
Patent and Trademark Qffice were not attracted by that reguirement and, even,
would constitute a higber number if it were eliminated.

B4. The CHAIRMAN stated that tbere appeared to be some linkage between the
“best mode" requirement and the first-to-invent principle. In particular, an
inventor could continue to work to achieve the best mode prior to the filing
date in a first-to-invent country. In a first-to-file system the application
would have to be filed quickly and further results achieved by the inventor
could not be introduced into the application after tbe filing date.

as. Mr. SUGDEN {(United Kingdom) supported tbe proposal made by the
Delegation of Germany. He recalled that the patent law in the United Kingdom
had been changed in 1977 to delete a requirement similar to the "best mode"
requirement and stated, with respect to that provision im the law up to 1977,
that there had been little litigation in the United Kingdom, although such
appeared not to be the case in the United States of America. He considered
that the "best mode" regquirement could lead to costly and time-consuming
litigation, which was to be avoided in a modern and efficient patent system.

86. Mr. GARIEPY (Canada) supported the inclusion of the faculative
provision in draft Rule 2(1)(vi)} to allow Contracting States to require the
“best mode."” He stated that disclosure of the invention by the inventor was
made in return for the inventor being given certain rewards. He referred to
court cases involving patents that did not disclose a mode that would allow
the invention to work and stated that the wording of the proposal of the
Delegation of Germany would allow the disclosure of a mode that would not
work, Referring to the jurisprudence in Canada, he indicated that the

"best mode" requirement had not created any problems.

87. Mr. SMITH (Australia} supported the position of the Delegation of
Canada and inquired as to how the proposal by the Delegation of Germany would
prevent a country from requiring the "best mode" requirement.

88, Mr. SCHAEFERS (Germany)} replied that, since Article 3{3) provided that
“no reqguirement additional to or different from those provided for ... in the
relevant provision of the Regulations may be imposed,"” no Contracting Party
would be able to impose the "best mode" requirement if the proposal of his
Delegation were adopted.

89. Mr. MANZQLILLQ DE MORAES (Brazil) requested that more thought be given
to retaining the option for Contracting Parties to regquire the "best mode”
since it was considered important to his country as a develcping nation. He
saw the "best mode" requirement as being of particular importance in light of
the exception to infringement contained in draft Article 19{(3){(iii) for acts
perfomed for research or experimental purposes. That exzception was essential
to the patent system's purpose of furthering the development of science and
technology and would be easier to take advantage of if the "best mode" were
required. He stated that Brazil had introduced the "best mode” requirement in
July, 1986, in its regulations in response to pressure that had been exerted
to introduce such a requirement.


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


246 SUMMARY MINUTES (MAIN COMMITTEE I}

9a. Mr. GUERRINI (France)} felt it gquite logical that in return for the
monopoly afforded by the public authorities there couwuld well be an obligation
on the inventor to let the community know the most effective way of carryimng
out the invention. However, it was a fact that in practice that principle
nurtured litigation and introduced a factor of legal uncertainty. The
imperative need for clarity and legal certainty meant that his Delegation
supported the position of the Delegation of Germany.

91. Mr. UEMURA (Japan) supported the proposal made by the Delegation of
Germany, even if the "hest mode" requirement were merely an optiomal provision
since an applicant in a c¢ountry not having the "best mode" requirement would
nevertheless have to take it into consideration for his domestic application
if he planmed to file his application in a country having such a requirement
and wished to claim priority on the domestic application.

92, Mr., KIRK (United States of America) agreed with the positions taken by
the Delegations of Canada, Australia and Brazil. He saw no link between the
"best mode" requirement and the first-to-file versus first-to-invent

question. He felt it appropriate that, in exchange for the inventor obtaining
a patent right, he should not conceal his best thoughts, at the time the
application is filed, about how his invention might be utilized or practiced.
He did not see the "best mode” requirement as being relevant to enablement,
since an inventor could provide an enabling disclosure while hiding his best
mode.

93. Mr, MESSERLI (Switzerland) said that the Delegation of Switzerland
supported the proposal made by the Delegation of Germany for the reasons that
had been presented hy that Delegatiom. His Delegation held that the
requirement to set out the best mode could be abusively exploited by third
parties, particularly infringers, in court proceedings. It further believed
that the requirement to set forth tbe best mode could turn into a true pitfall
for applicants in those cases where, on the date of application or priority,
they knew such a mode but were not certain, for some reason or other, whether
it was the best one. If it subsequently proved indeed to be the best mode,
they ran the risk of losing all their rights and that result did not seem to
be what was wanted.

94. Mr. WIERZBICKI (New Zealand) supported the views of the Delegation of
Canada and stated tbat the facultative provision in respect of the "best mode"
requirement should be retained. He indicated that the requirement existed in
the patent laws of his country and that there had not been any problems with
it. He recognized that the proposal by the Delegation of Germany reflected a
specific problem that European countries had with the United States of
America, but did not believe that that specific problem should lead to the
cbange proposed to Rule 2{1)(vi).

95, Mr. SEGURA (Argentina) was of the view tbat draft Rule 2(1){vi} in the
basic proposal was correct, for the reasons given by the Delegations of the
United States of America and Canada. He stated that if the inventor did not
disclose the "hest mode” he would, to a certain extent, prevent third parties
from carrying out the invention in the best mode.

96. Mr. NYILIMBILIMA {Rwanda) said that his Delegation went along with
those of Canada, Brazil, the United States of America and Argentina. He
considered that if a country afforded an exclusive right to an inventor, the
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latter bad to permit access to the protected invention. His Pelegation
therefore beld that the description as proposed by the Intermationmal Bureau
should be maintained.

97. Mr. MOTA MAIA (Portugal) observed that the text of the basic proposal
seemed to address at least three characteristics. Firstly, the principle of
the hest mode for carrying out the invention was optional amnd, therefore,
States were not obliged to adopt it. Secondly, that principle did not mean
that the following day, or the week after, the inventor would not f£ind
another, even better possibility. Thirdly, the dates referred to were either
the filing dates or the priority dates. Furthermore, it seemed after the
explanations given by the Chairman that different treatment was necessary with
recpect to the first inventor and for the first applicant since the first
inventor would have more time to ascertain prior to filing wbat was exactly
the best mode of carrying out the invention, Tbat was why the Delegation of
Portugal was not able to give its final views and wished to reserve its
position until a later date.

a8, Mr. GAO {(Cbina) supported the positions taken by the Delegations of the
United States of America and Canada and indicated his preference for the text
irn the basi¢ proposal. He stated that the "best mode" requirement was useful
and necessary.

99. Mr. KAMEL (Egypt) expressed the preference of his Delegation for the
text in the basic proposal.

100. Mr. KESOWO (Indonesia) indicated his preference for the text in the
basic proposal allowing a Contracting Party to require the "best mode.”

101. Mrs. DE CUYPERE {(Belgium) strongly supported the proposal by Germany
for all the reasons that had been advanced by that Delegation, particularly
because the proposal solved the problems that arose on the basis of a European
application where a priority filing had been made in a country that regquired
disclosure of the best mode on the filing date.

102, Mr. CASADO CERVINO (Spain) stated that his Delegation had no final
position on the issuve under discussion, but that it had sympathy for the basic
proposal in which the "best mode" requirement would be an optional provision
and was, in principle, in favor of it. He indicated that the legislation in
his country had no precedent for the "best mode" requirement but that he could
see the logic behind requiring the applicant to set forth the best mode he was
aware of as of the filing date of the application.

103. Mr. SAPALO (Philippines) supported keeping the text of Rule 2(1}(vi) as
in the basic proposal. He stated that the legislation in his country included
the "best mode" requirement and that it had caused no difficulties with the
enforcement of patents. He indicated that, in his country, reference was made
to the "best mode" requirement to comvince society as to the effectiveness of
patents as a tool for industrial development.

104. Mr. JILANI (Tunisia) expressed his support for the text in the basic
proposal stating that, when the inventor was accorded patent rights he should
have the obligation to indicate the best possible mode for carrying out the
invention. He considered this to be of particular importance for developing
countries.
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105. Ms. BACH (Denmark) supported the proposal by the Delegation of Germany.

106, Mr. LOSSIUS (Norway) supported the proposal by the Delegation of
Germany.

107. Mr. KORCHAGUIN (Soviet Union} shared, in principle, the view of the
Delegation of Germany, seeing no particular need to indicate the best mode
since the priuncipal requirement was one of enablement. He expressed
understanding for those countries that had the "best mode" requirement and
agreed that Rule 2(1){(vi) of the basic proposal., since it was a facultative
provision, was a good compromise,

108. Mr. ELHUNI (Libya) indicated that the legislation of his country
included the "best mode" requirement and stated that the text of the basic
proposal should continue to allow Contracting Parties to require it.

109. Mr. EKHITTEL (Austria) supported the proposal of the Delegation of
Germany.

110. Mr. VON ARNOLD (Sweden) supported the proposal of the Delegation of
Germany. He said that the optional provision in draft Rule 2(1)(vi) would
mean that the "best mode" requirement would have to be complied with hy
applicants in countries not having a "best mode" requirement if such
applicants desired to later file in a country having a "best mode" requirement.

111. Mr., HIEN (Burkina Faso} stated that his Delegation was altogether in
favor of maintaining the idea of disclosing, in the best manner possible. the
execution of the invention. He emphasized the importance of sucbhb a
requirement for the developing countries, particularly in the transfer of
technology context. Furthermore, setting out the best mode of carrying out
the invention could be beneficial to all those parties that would then gain
knowledge of that best mode of carrying out the invention. He also observed
that the idea of disclosing the invention was also to be found in the OAPI
system of law that governed the industrial property law of Burkina Faso.

112. Mr. KIM (Republic of Korea) stated that the tezt set fortb in the basic
proposal should be retained.

113. Mr. O'FARRELL (Ireland) supported the proposal of the Delegation of
Germany, especially considering the difficulties for am inventor to comply
with the "best mode" requirement in his country which followed the
first-to-file system.

114. Mr. MANTERE (Finland) supported the proposal of the Delegation of
Germany.

115, Mr. KIM (Democratic People's Republic of Korea) expressed his support
for the text found in the basic proposal.

116, Mr. BOUCOUVALAS (Greece)} supported the proposal of the Delegation of
Germany.

117, Ms. ERUDD SANES (Uruguay) supported the text in the basic proposal.

118. Mr. ABU BAEKAR {(Malaysia) supported the text im the basic proposal.
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119, Mr. KHRIESAT (Jordan) supported the text in the basic proposal stating
that it was clear, flexible and represented a good compromise.

120. Mr. ABDALLA (Sudan) supported the text found in the basic proposal.

121. Mr. LY {Senegal) supported those who had spoken in favor of the
proposal by the International Bureau, particularly since he did not understand
the amendment that bad been put forward by the Delegation of Germany, to the
extent that the basic proposal contained only an option and not an

obligation.

122. Mr. VU HUY TAN (Viet Nam) said that his Delegation supported the texzt
as contained in the basic proposal.

123. Mr. MTETEWAUNGA (United Republic of Tanzania} supported the text
contained in the basic proposal.

124. Mrs. PURI {(India) supported the retention of the "best mode"
reqguirement as a facultative provision. She saw such a provision as being
useful for developing countries and noted that, for that reason, such a
provision had been included in Altermative B of draft Article 25 of the basic
proposal, which had its origin in a proposal by a group of developing
countries to the Committee of Experts.

125. The CHAIRMAN indicated that the proposal of the Delegation of Germany
did not seem to have majority support, so that the text found in the basic
proposal should be retained.

126. Mr. SCHAEFERS (Germany) proposed an amendment to draft Rule 2(1}(vi) to
preserve or safeguard the priority right by adding that "“the pricrity right
shall not be affected where the application whose priority is claimed does not
set forth such best mode."

127. Mrs. MOLINOS (Venezuela) expressed her support for the basic proposal.

128, Mrs. JESSEL (Commission of the European Communities) stated that the
“best mnde"” requirement was difficult to apply in practice and that its
optional nature was misleading since those intending to file in countries
having such a requirement would have to follow that requirement in filing in
their home countries, whether such a requirement existed there or not. She
supported the proposal by the Delegation of Germany in document PLT/DC/39.

129, Mr. JAYASINGHE (5ri Lanka) expressed his support for the tezt contained
in the basic proposal.

130.1 Mr. PETERSEN (CIPA, CNIPA), referring to the observation made by the
Delegation of Canada that a disclosure might be of a mode that does not work,
stated that such a mode would not be a mode for carrying out the invention and
thus would render the application liable to refusal or revocation,

130.2 He stated that the position of the inventor seemed to have been
overlooked. He presented a hypothetical situation wherein, taking into
consideration the "grace period" provision of Article 12 and the restrictioms
of Article 14(3) in respect of amending an application, an inventor made an
invention and published a mode for carrying it out, a mode which was at that
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stage the best mode. During the subseguent 12 months of the "grace period"
the inventor developed other modes for carrying out the invention and, at the
end of the 12-month period, filed an application. He considered that, if the
inventor had any intention of filing an application in a Contracting State
requiring the best mode, he should include all the modes he had imvented, any
of which could be the best. If, during the ensuing 12 months of the priority
period the inventor carried on with the invention, more modes could emerge.
He stated that, when filing foreigm applications, he would wish to use a
common text including all of the modes, in case one of them turned out to be
the best. The size of an application under those circumstances would be
appalling, especially comsidering the translation costs.

131.1 Mr., BETON {UNICE) supported the proposal by the Delegation of Germany.
He indicated that the "best mode" requirement did not just apply to countries
having such a requirement, since it had to be taken into account by anyone
intending to file an application in sucbhb a country. He saw the "best mode"
requirement as presenting few positive features and as operating mainly to
cause legal uncertainty for all parties. 1In particular, be stated tbat the
requirement included a subjective element that would reguire extensive taking
of evidence to prove, at a high cost. Moreover, he indicated that his
experience with cases in the United States of America was that the "best mode"”
requirement was just a way of harassing other parties in an infringement case
or interference proceedings. He understood that the "best mode" requirement
as practised in the United States of America did not cover just deliberate
concealment, but mistakes and accidents as well.

131.2 He stated that UNICE preferred that the option for the "best mode”
provision in Rule 2(1}(vi) be deleted. He further stated that, if retained.,
it should not apply to applications claiming priority and should only apply to
cases of flagrant concealment.

132. Mrs. LEVIS (ALIFAR) indicated her agreement with the text in the

basic proposal. 1In particular, she felt that it responded to the premise that
patent documents should be rigorous documents that promoted the dissemination
of technology.

133. The CHAIRMAN suspended the meeting.

[Suspension]

134. The CHAIRMAN opened the meeting and noted that the discussion on the
best mode in Rule 2{(1)(vi) had been completed.

135.1 Mr. BRUNET (ABA) reported tbat in September, 1989, at a special meeting
of the Patent, Trademark and Copyright Section of the ABA, a resolution had
been passed that the Section favored, in principle, that any treaty relating
to international barmonization of provision for the protection of inventions
contain an Article providing (1) tbat any Contracting State party to that
treaty shall require a description tbat discloses the invention in a manner
sufficiently clear and complete for the invention to be carried out by a
person skilled in the art to which it pertains, and {2) that any country may
require that the best mode of carrying out the invention be set forth in said
description.
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135.2 He further reported that another committee of the Section had passed a
resolution in 1988 that it favored, in principle, the position that the patent
law of the United States of America did not and should not reguire patent
application disclosures to include mechanical tolerances of any particular
specimen or model embodying the invention beyond that sufficient to enable a
person of ordinary skill in the art to which the invention pertains to make
and use the invention utilizing the engineering of those of such ordinary
skill. The Section indicated its belief that the opinion of the United States
Court of Appeals for the Federal Circuit inm Christemnsen wv. Colt Industries was
essentially correct as far as it concerned the disclosure requirements of 35
Usc 11z.

135.3 He considered that the “best mode"” requirements of the patent law of
the United States of America should not lead to unwarranted attacks on a
patent.

136. The CHAIRMAN then turned to Rule 2{(2) and asked the Intermationmnal
Bureau of WIP{Q to introduce its provisions.

137.1 Mr. BAEUMER (WIP0O) stated that Alternative A of Rule 2{2) was more
flezible than Alternative B. He stated that the text of Alternative A was the
same as Alternative B except that the words "in manner' apd "different manner"
did not appear in Alternative A.

137.2 He indicated that subparagraph (b) of Alternative A would allow certain
elements not to be included in a description, in particular those appearing in
subparagraphs (i), (ii), and (v} of paragraph {(1). He further indicated that
subparagraph (b) of Alternmative A provided flexibility in respect of the
requirement of paragraph (1)(iii) in saying that the description of the
invention might be “in any terms that satisfy the requirement of a disclosure
of the invention in a manner sufficiently clear and complete for the invention
to be carried out by a person skilled in the art.”

138, Mr, EKIRK (United States of America) supported Alternative A, stating
that it was a user-friendly provision that, if adopted, would not affect the
practices in other offices that did not desire to take advantage of its
flexibility.

139. Mr, SCHAEFERS (Germany) stated his preference for Alternative B. He
stated that the Alternative was based upon European experience apd practice
wherein clear-cut guidelines were followed as to the manner and order of
description., Moreover, be saw no differenge in the flexibility accorded under
Alternative A or B. Indeed, he saw Alternative B as being more flexible in
view of its reference to both the mamner and order of the description, coupled
with the proviso that the manner and order migbt be varied if, because of the
nature of the invention, a different manner or a different order would afford
a better understanding or a more ecomomical presentation.

140, Mr. BULGAR (Romania) stated his preference for Altermative A,
considering it to be more flexible.

141, Mr. KAMEL (Egypt) preferred Alternative A stating that it offered
flexibility for Contracting Parties and users of patent systems.
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142. Mr. UEMURA (Japan) considered Altermative A to be too flexible,
especially from the viewpoint of enhancing the utility of patent
specifications as technical literature. He therefore supported Alternative B.

143.1 Mr. SUGDEN (United Kingdom) supported Alternative B because it referred
to both order and manner of description. He was of the view that the emd part
of the alternative, whereby under some conditions a different manner or order
would be permitted, provided sufficient flexibility.

143.2 He expressed sympathy for those who suggested Rule 2(2) would regquire a
slavish following of the manmner and order of description which may not be
necessary. He accordingly proposed attaching subparagraph (b) of

Alternative A to Alternative B. This proposal would mean that an applicant
who followed the first paragraph of Altermative B would be in compliance with
thbe requirements of all Contracting Parties. It would, however, be open for
certain countries not to reguire such a full and prescriptive way of
disclosing the invention for their owm purposes.

143.3 He stated that the proposal was similar to the approach in other
Articles or Rules of the draft Treaty which set out what applicants must do in
order to be in compliance with the requirements of all Contracting Parties,
but allowed some latitude for individual countries to adopt less stringent
requirements.

144. Mr. ROMERO (Chile) stated his preference for Alternative A as offering
a more flexihle approach.

145. Mr. KORCHAGUIN (Soviet Union) stated that, in principle, Alternatives A
and B were equivalent. He saw Alternative B as giving more flexibility and
indicated his preference for it. He stated that he was prepared to study the
proposal made by the Delegation of the United Kingdom.

146, Mr, GAD (China) stated that flexibility should be given to applicants
but that Alternative A was too flexible. He preferred Alternative B as
requiring more formality in written applications and being, therefore, easier
to follow in practice.

147. Mr, JARL (Czechoslovakia) stated that Alternative A was too flexible
and indicated his preference for Alternative B.

148. Mr. KNITTEL (Austria) stated his preference for Alternative B as it was
important for harmonization that the contents be in the order and manner as in
paragrapb (1).

1349, Mr. SEGURA (Argentima)} said that the two alternatiwves were similar but
that, with a view to harmonization, Alternative B was preferred.

150. Mr. SMITH (Australia) inguired as to the meaning of the word "manner"”
as used in the context of Rule 2{2).

151. Mr. BAEUMER (WIPO) indicated that the word "maoner" had the same
meaning in paragraphs (1) and (2).

152. Mr. SMITH {Australia) then wondered whether its use in paragrapb (2)
was redundant.
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153, Mr, SCHAEFERS (Germany) stated that the operative element in
Alternative B of Rule 2(2) was the portion following the word "unless" which
provided a certain flexibility in the manner and order of presentation of the
description from that called for in paragraph (1).

154, Mr. REERVOORT (Netherlands) stated that Alternmative B included the word
"mapner” because the part of Alternative B following the word "unless" gave
possible exceptions to the "manner" of presentation of the description
established in paragraph (l1). He did not support the proposal of the
Delegation of the United Kingdom for the amendment of Alternative B,
considering that Alternative B, as it was, better served the geoal of
harmonization.

155. Mr. KESOWO (Indonesia)} sought clarification of whether the proviso of
Alternative B following the word "unless"” included the elements of
subparagraph {(h) of Altermative A.

156. Mr. BAEUMER (WIP0O) stated that the provise of Alternative B referred to
the totality of paragraph (1) allowing, therefore, not only a deviation in the
order of the description, but also a deviation in the manner of presentation
of all of the elements of paragraph (l1). Under Altermative B one could not
omit any of the elements, only present them in a different order or manner.

157. Mr. KESOWO (Indonesia) stated his understandimg that the proviso of
Alternative B included the elements contained in subparagraph (b) of
Alternative A. He accordingly did not see much conflict between the two
alternatives.

158. The CHAIRMAN observed that Alternative B was derived directly from the
Patent Cooperation Treaty (PCT) and that Alternative A was more specific.

159. Mr. SMITH (Australia) exzpressed his support for the proposal of the
Delegation of the United Kingdom to place subparagraph (k) of Alternative A
into Alternative B.

160. Mr. MESSERLI (Switzerland) indicated his preference for Altermative B,
stating that it was important to have the term "manner" in the text. He did
not support the proposal of the Delegation of the United Kingdom stating that,
if one took advantage of all of the exceptions found in subparagraph (b} of
Alternative A, one would only be obliged to "disclose the invention in a
manner sufficiently clear and complete for the invention to be carried out by
a person skilled in the art" and that this requirement was already contained
in draft Article 3(1) of the basic proposal.

161. Mr. WIERZBICKI (Rew Zealand) supported the proposal made hy the
Delegation of the United Kingdom to add subparagraph (b) of Alternative A to
Alternative B,

162. Mrs. DE CUYPERE (Belgium} stated ber preference for Alternative B as
giving more flexibility to applicants for the drafting of applications since
it dealt with both the manner and order of presenting the contents.

163. Mr. OPHIR {(Israel) felt that Alternative A was too flexible and
preferred Altermative B. He supported the proposal of the Delegation of the
United Kingdom of adding subparagraph (b) to Alternmative B.
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164. Mr. COMBALDIEU (France) said that his Delegation preferred
Alternative B in the basic proposal.

165. Mr. O'FARRELL (Ireland} stated his preference for Alternative B.

166. The CHAIRMAN adjourned the meeting.

Third Meeting
Friday, June 7, 1991

Afternoon

167.1 The CHAIRMAN opened the third meeting of Main Committee I and offered
the provisional conclusion with respect to Rule 2(2) that there were few in
favor of Alternative A amd that it should pot, therefore, be maintained,

There was a clear majority for Alternative B, He stated that the propesal by
the Delegation of the United Kingdom to add subparagraph (b) for Alternative A
to Alternative B bad been supported, in principle, by a number of

delegations. He asked that Delegation to submit that proposal in writing so
that, if time permitted, discussion on Alternative B could be continued after
the proposal was distributed.

167.2 The CHAIRMAN then turned to a discussion of Article 4: Claims.

Article 4: Claims

167.3 The CHAIRMAN stated that there were two proposals submitted in respect
of Article 4, one by the Delegation of Israel, contained in document
PLT/DC/31, and the otber one by the Delegation of the United Kingdom,
contained in document PLT/DC/33. Since both proposals concerned paragraph (3)
and were of similar nature, he suggested that they be considered
simultaneocusly.

168. Mr. OPHIR (Israel) explained that the purpose of his Delegations's
proposal was to clarify the meaning of the expression “concise" since it was
necessary to relate claims to the specific context and circumstances of a
given invention. The proposed amendment would be added to give more
flexibility to the drafter of a claim.

169. Mr. SUGDEN (United Kingdom) stated that his Delegation's proposal did
not address the same issues as the proposal of the Delegation of Israel. His
Delegation's proposal related not only to each claim, but to the totality of
claims. The experience of his national QOffice showed that there were
applications that contained a significant number of claims, all independent
and each clearly and concisely drafted; however, and because of different
lanquage used in each claim, it was sometimes not clear at all whether or not
those were claims to exactly the same contents and whetber or not such a
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significant number of claims was actually necessary. The purpose of his
Delegation's proposal was to address those issues by enabling a review of the
claims as a whole. His Delegation's proposal was, of course, he added, not
intended to permit national offices to arbitrarily restrict the number of
claims, but only to strike out redundancies and repetitions.

170. The CHAIRMAN agreed that both proposals had different purposes and,
consequently, suggested that they be discussed separately. He invited the
Committee to consider the proposal of the Delegation of Israel and asked
whether any delegation supported that proposal., Since no formal support was
expressed, the Chairman regretted that the proposal could not be pursued.
However, he noted that the idea behind the proposal was already implicit inm
paragraph {(4).

171. Mr. UEMURA (Japan) stated that his Delegation agreed with the
interpretation of the Chairman.

172. The CHAIRMAN asked whether any delegation supported the proposal of the
Delegation of the United Kingdom.

173. Mr. SCHAEFERS (Germany} supported the proposal of the United Kingdom.

174. Mr. NEERVOORT (Netherlands) also supported the proposal of the United
Kingdom for the reasons expressed by that Delegation.

175. Mr. BOGSCH (Director General of WIPD) suggested to combine the text
proposed by the International Bureau with the text proposed by the United
Kingdom. He suggested the following te=t: "The claims, both individually and
in their totality, should be clear and concise."” With the suggested text it
would be clear that it was not only necessary that the claims, taken as a
whole, were clear and concise, but also each of them.

176. Mr. TOURE (Cote d'Ivoire) supported the proposal of the Director
General.

177. Mr. GARIEPY {Canada) supported the tezt as proposed in the basic
proposal.

178. Mr. SMITH (Australia) supported the tezt proposed by the Director
General.

179.1 Mr. EIRK (United States of America) drew the attention of the Committee
to paragraph 4.01 of document PLT/DC/4 containing the note on Article 4 where
it was stated that the number of claims per se could not be the subject of an
objection on the basis of the requirement of concisemess, and that the
requirement of clarity could provide a basis for disallowing any claim that
merely paraphrased another claim, since it would not be clear how such a claim
differed from the earlier claim. He stated the concern of his Delegation im
respect of the last part of that note. He recalled that at the Committee of
Experts an understanding was reached along the basis of what was stated now in
paragraph (3) of Article 4, and he was of the view that such understanding
should he reflected in the text of the Kote.

179.2 His Delegation was concerned with the note, as well as with the
proposal of the United Kingdom and the part of the Director General's
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suggestion referring to the totality of the claim, because they might he
interpreted as allowing an Office to arbitrarily restrict the number of claims
simply because it felt that the public might not be able to clearly understand
the idea of what was heing protected. For that reason, his Delegation was
opposed to the proposals under consideration.

180. Mrs. DIVOY (France) said that her Delegation did not share the concern
of the Delegation of the United States of America and expressed its support
for the suggestion made by the Director Gemeral.

1g1, Mr. MILLS (Ghana) stated the support of his Delegation for the proposal
of the Director General, since it covered all eventualities.

182. Mr. SUGDEN (United EKingdom) thanked the Director General for his
proeposal and stated that his Delegation might accept it in the text. As far
as the statement of the United States of America was concerned, he stated that
the proposal of his Delegation was pot intended to allow the imposition of
restrictions on the number of claims that an applicant might make. As
concerned the note on Article 4 where it was stated that the requirement of
clarity would provide a basis for disallowing any claim that merely
paraphrased another claim, he was of the view that such a notion was not
reflected in the text of paragraph (4) of Article 4 as proposed by the
International Bureau. In order to incorporate in that paragraph such a
notion, he suggested amending paragraph (4). He suggested the following
provisional wording for possible consideration: "Each claim shall be clear
and concise amnd distinect in contents from cother claims."

183. Mr. FKHRIESAT (Jordan) expressed the support of his Delegation for the
suggestion of the Director General.

184. Mr. KAMEL (Egypt) expressed the total support of his Delegation for the
proposal of the Director Gemeral stating that it contained all the
considerations that were important for his country.

185, Mr, KIREK (United States of America), referring to the preliminary
suggestion of the United Kingdom, stated that his Delegation was interested in
it since that proposal treated the problem indicated by him in his previous
statement. In any case, it would be necessary for his Delegation to study
further the proposal of the United Kingdom.

186. Mr. MESSERLI (Switzerland) said that his Delegation supported the
proposal by the Director General since it was important that not omly each
claim, but also the claims all together be clear and concise.

187. Mr. ELHUNI (Libya)} expressed the full support of his Delegation for the
proposal of the Director General.

188, Mr. BOGSCH (Director General of WIPD), in response to the statement by
the Delegation of the United States, stated that arbitrary decisions were
never permitted.

189, Mr. HATOUM (Lebanon) expressed the support of his Delegation for the
proposal of the Director General since it fulfilled all the expectations of
his country.


stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov

stefanov
Sticky Note
None set by stefanov

stefanov
Sticky Note
MigrationNone set by stefanov

stefanov
Sticky Note
Unmarked set by stefanov


SUMMARY MIRUTES (MAIN COMMITTEE I) 257

190. Mr. SCHAEFERS (Germany) exzpressed the support of his Delegation for the
proposal of the Director General. As far as the second proposal of the United
Kingdom was concerned, he expressed the doubts of his Delegation as to the
advisability of including at that stage a reference to distinctiveness., He
was of the view that it was more appropriate to follow the proposal of the
Director General.

i91. Mr. KORCHAGUIN (Soviet Union) stated the support of his Delegation for
the proposal of the Director General.

192. Mr. ENITTEL (Austria) supported the proposal of the Director General
since, in his view, the claims as a whole should be as clear as each of the
claims.

193, Mr. BOUCOUVALAS (Greece) expressed the support of his Delegation for
the proposal of the Director General for the reasons already indicated by the
preceding speakers.

194. Mr. UEMURA (Japan) stated that the key element concerning the style of
the claims was clarity. In the view of his Delegation, paragraph (3) might be
drafted in reference to that element only:; in fact, he added, a claim which
was not concise would not be clear. However, he said that his Delegation
would go along with the tezt of paragraph {3) as envisaged in the basic
proposal apnd that it could give further consideration to the proposal of the
Director General, as well as to the idea advanced by the Delegation of the
United Kingdom. He sought clarification as to the meaning of the last
sentence of the note on paragraph (3} contained in paragraph 4.01 of document
PLT/DC/4.

195. Mr. BOGSCH (Director General of WIPO), in response to the guestion
raised by the Delegation of Japan, stated that "paraphrase a claim” meant
simply the repetition of the contents of that claim with different wording,

196, Mrs. DE CUYPERE (Belgium) expressed the support of her Delegation for
the idea behind the proposal of the Delegation of the United Kingdom that the
criteria of conciseness and clarity should be applied to the claims considered
as a whole. She further gave her support to the suggestion made by the
Director General.

197. Mr. KROLLE {EPO) supported the initial proposal of the United Kingdom,
as clarified by the Director General. He considered it to be very important
that individual, as well as the complete set of claims, be clear and concise.
There could be no guestion of arbitrary refusal of claims because of their
number. He underlined the importance of clarity of the claims in order to
facilitate access to patent information by the public. Clarity was also
considered to be an important condition in order to establish what was
protected by a patent and what was its scope.

198, The CHAIRMAN noted that there was wide support for the proposal of the
Director General.

199, Mr, HACHEME (Benin} supported the proposal of the Director Genmeral,
200. Mr. ROMERQ {Chile) stated that the text of the basic proposal was

acceptable to his Delegation, as well as the amendment suggested by the
Director General.
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201. Mr. OPHIR (lsrael) supported the proposal of the Director Gemeral.

202, Mr., HIEN (Burkina Faso) expressed his support for the proposal of the
Director General.

203. Mr. SEGURA (Argentina) supported the proposal of the United Kingdom as
supplemented by the Director General.

204. Ms. LILJEGRER (Horway) supported the proposal of the Director General.
205, Mr. RHUMALO (Swaziland) supported the proposal of the Director General.

206. Ms. LACHOWICZ (Poland) supported the proposal of the Director General
for the reasons expressed by the preceding speakers.

207. Mr. UEMURA (Japan) requested clarification as to whether any claim that
paraphrased ancther claim had to he rejected. As far as the second proposal
of the Delegation of the United Kingdom was concerned, he stated that it
introduced an additiomnal standard, namely, distinctiveness. Imn his view, the
term "distinct" did not have a very clear meaning, particularly given its use
in the context of the unity of invention. Mevertheless, his Delegation was
prepared to give further consideration to that proposal.

208. The CHAIRMAN indicated that he had not seen sufficient support for that
proposal of the United Kingdom.

209, Mr. BOGSCH (Director General of WIPO), in response to the question
raised by Japan, stated that in cases where a claim was merely a paraphrased
version of another claim, he could foresee that the Office would try to
persuade the applicant to choose between the two claims, and, if necessary.
the Office would have to reject one of those claims. That would not do any
harm since a paraphrased claim would, by definition, have exactly the same
contents as the first claim.

210, The CHAIRMAN observed that he shared the view of the Director General.
211. Mr. BULGAR (Romania) supported the proposal of the Director General.
212, Ms. BACE (Denmark) supported the proposal of the Director Gemeral.

213, The CHAIRMAN councluded that, since there was broad support of the
Director General's proposal, it should be considered as the basis for further
discussions on paragraph (3) of Article 4.

214. Mr. BRUNET (NYPTC) stated that his Organization had some difficulties
with the proposals of the United Kingdom and of the Director Gemeral. He
recalled that, since drafting claims was extremely difficult, it was necessary
to use different language in different claims. Those claims with a different
language might--at a given point in time--seem redundant, but--at a later
stage--such differences in language might turn out to be critical, If the
applicant was restricted in the number of claims, he might end up cancelling
precisely the claim that could he decisive to show infringement or to support
a defense against prior art.
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215, Mr, BOGSCH (Director Gemneral of WIPO) clarified once more that his
suggestion did not restrict per se the number of claims that an application
might contain.

216. Mr. KIRK (United States of America) stated that, because of the
complexzities involved in the drafting of applications, it was often the case
that a patent claim paraphrased another. One of those two claims might,
subsequently., be held invalid and if the applicant was forced to choose
prematurely between the two, he might make the wrong decision. Nevertheless,
in view of the statement of the Director General that his proposal did not
entail any limitation in the number of claims that an application might have
and therefore that there would be no ability on the part of am Office to
require an applicant to reduce the number of claims because they were not in
their totality concise, his Delegation did not have problems with the proposal
of the Director General.

217. Mr, BOGSCH (Director General of WIPQ) clarified, in response to the
preceding speaker, that, in accordance with his suggestion, the mere fact that
an application had a high number of claims was not sufficient reason to
refuse; however, if there was a lack of clarity. as a result of such a high
number of claims, or of conciseness, then there was a reason to refuse. For
the sake of certainty, he suggested striking out from paragraph 4.01 of
document PLT/DC/4 the example concerning paraphrased claims.

218.1 The CHAIRMAN stated that in the case where a claim paraphrasing another
claim meant that the latter was idemntical in content to the former, a choice
between one or the other did not affect the scope of protection. He stated
again that the oral proposal by the Director Gemeral had received a very large
support from delegations and it should be considered as the basis for further
discussions of paragraph (3) of Article 4.

218.2 Since there was no further discussion on Article 4, he stated that that
Article, as envisaged in the basic proposal with the amendment suggested by
the Director General, should be considered as the basis for further
discussions in the Committee.

Rule 2: Contents and Order of Description (ad Article 3(2}) (continued)

218.3 The CHAIRMAN then turned to the proposal of the Delegation of Japan
contained in document PLT/DC/27 which called for the deletion of paragraph (3)
of Rule 2. He gave the floor to the Delegation of Japam to explain its
proposal.

219.1 Mr. UEMURA (Japan) stated that the provisions contained in

paragraph (3) were too detailed and should be placed in the notes. He further
stated that paragraph (3) might give rise to ar argument a contrario that in
future one might not impose any different or additional requirements in
respect of the description.

219.2 He indicated that his Delegation's proposal was related to the earlier
discussion in relation to deleting part of Article 3(3), specifically the
proposed deletion of the words "mo requirement additiomal to or different from
those provided for im ... the relevant provision of the Regulations may be
imposed.” He stated that if that provision was deleted with the understanding
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that a Contracting Party may derogate from the general requirements prescribed
in Rule 2, then the proposal of his Delegation migbt not be necessary.

219.3 He stated that the proposed deletion of Rule 2(3) intended also to
facilitate the establishment, in the future, of specific requirements for the
description in certain fields such as computer science, and not just
biotechnology.

220. Mr. BOGSCH (Director General of WIPO) agreed with the assessment of the
Delegation of Japan that, a contrarie, any other departure from the Rule would
not be permitted. He raised the question whether the permitted departure
could be deleted in view of the fact that in many countries the requirements
contemplated by Rule 2{(3) already ezist. He indicated that the provisions of
Rule 2(3) had been placed in a Rule, rather than in am Article, so that they
could be changed as necessitated by technological developments.

221. Mr. KIRK (United States of America) agreed with the Delegation of Japan
with respect to the underlying concept, but was troubled by the narrowness of

draft Rule 2(3). He preferred retaining draft Rule 2(3) but broadening it to

address computer program listings and electronic filings., He desired to have

clear authority in the Rule to continue the special requirements wbich existed
in the practice of the United States of America. He suggested making the Rule
open-ended to preclude having to modify the Rule in future each time practice

necessitated a change.

222. The CHAIRMAN reminded the meeting that, in discussion of the Committee
of Experts, it was understood that Rule 2 would contain provisions relating to
the content of the description. It was never intended that draft Rule 2 would
ipclude the physical form of presentation or include details such as found in
the Patent Cooperation Treaty (PCT).

223. Mr. SCHAEFERS {Germany) agreed that draft Rule 2 should not deal with
physical requirements and supported the proposal of the Delegation of Japam to
delete draft Rule 2(3).

224, The CHAIRMAN drew attention to and emphasized that, where necessary,
the rules could be amended by the Assembly.

225, Mr. SUGDEN (United Ringdom) stated that his first reaction was to
support draft Rule 2(3), seeing it as heing a different reguirement from paper
size or electronic filings, However, special situations, such as that
addressed in draft Rule 2(3)} could be dealt with in the notes. He pointed out
that the rules under the European Patent Convention required measurements to
he expressed in metric units, seeing it as a special requirement which would
not infringe Article 3, paragraph (3).

226. Mr. UEMURA {(Japan) referred to Wote 3.02 in document PLT/DC/4 as
setting forth a clear statement that the prohibition on additional or
different requirements does not prevent a Contracting Party from requiring
compliance with certain formal reguirements, such as electronic filings. 1In
the view of that Note, he did not see the necessity for draft Rule 2(3).

227. The CHAIRMAN stated that draft Rule 2(3) seemed superfluous in light of
the discussions and that consideration could be given to deleting it and, if
necessary, clarifying the situation in the notes, as well as stating in the
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records of the Conference that the meeting had noted the distinction that had
to be made between the form or presentation of the application and the
contents. The possibility of amending the rule by the Assembly was also to be
noted. He stated that draft Rule 2{(3) could, in the absence of any objection,
be deleted.

228. Mr. KIRK (United States of America) urged that, if it were the
direction of the meeting to delete draft Rule 2{(3), its contents be placed in
the notes., He stated that his concern was prompted by draft Article 3(3),
which stated that "no requirement additional to or different from those
provided for in this Article and in the relevant provision of the Regulations
may be imposed." He wished the note to be clear that provisions such as were
provided for in draft Rule 2(3) could be called for by natiomal offices.

229. Mr. BOGSCH {Director General of WIP)) stated that if there was a
prevailing view that what was now in draft Rule 2(3) was formal requirement,
like size of paper to be used in an application, then there would be no
problem with its deletion. He stated that, however, anything other than a
formal reqguirement could not be introduced into national law as it was clearly
stated in the Treaty that no additional requirements were permitted.

230. The CHAIEMAN stated that the meeting was of a view that draft Rule 2(3)

might be considered as a requirement of form to be left up to national law and
that this should be so stated in the notes.

Rule 3: Manner of Claiming (ad Article 4(5)}

231. The CHAIRMAN invited the Committee to discuss Rule 3 (Manner of
Claiming (ad Article 4(5)). Two proposals were submitted, namely, a proposal
hy the Delegation of Japan concerning paragraph 4 and reproduced in document
PLT/DC/28, and a propesal by the Delegation of the United Kingdoem concerning
paragraph (2) on the method of definition of invention and reproduced in
document PLT/DC/34.

232. Mr. SUGDEN (United Kingdom) explained that tbe purpose of his
Delegation's proposal was to clarify the exzpression "technical features," in
particular to indicate that that exzpression was rather wide. To that effect,
it was proposed to add a sentence stating that techmical features might be
expressed in structural, functional or mathematical terms: structural terms
would define the tangible expression of the invention; functional terms might
concern, for example, the way in which the invention worked or the way in
which different parts interrelate to each other; mathematical terms would be
relevant in the description of inventions in certain fields such as radio
communications or the incorporation of computer programs into systems.

233. Mr. SCHAEFERS (Germany) stated that his Delegation seconded the
proposal of the United Kingdom. He recalled that the idea behind the proposal
of the United FKingdom was already incorporated in the notes submitted hy the
International Bureau to the eighth session of the Committee of Experts.
Interested circles, in his country, had indicated that they supported a
provision such as that proposed by the United Kingdom.

234. Mr. KIRK (United States of America) exzpressed the support of his
Delegation for the clarification submitted by the United Kingdom. He
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suggested adding the expression "inter alia" after the words "the technical
features may be expressed" so as to make it clear that technical features
might be expressed in a manner other than those indicated in the proposal by
the United Kingdom.

235. Mr. SUGDEN (United Kingdom)} exzpressed his support, in principle, for
the suggestion of the United States of America; however, his Delegation
would bave to consider tbe matter further.

236. Mr., BOGSCH (Director General of WIPQO) proposed that instead of the
words "inter alia," the words "im particular" be used.

237. Mr. GARIEPY (Canada) expressed the support of his Delegation for the
proposal. However, he comsidered it to be somehow limited amd, for that
reason, he agreed with the amendment proposed by the United States of America.

238, Mr. UEMURA (Japan) stated that his Delegation did not oppose the
proposal of the United Kingdom. However, it had some concern regarding the
insertion of examples as to bow the techmical features might be expressed,
since it might be interpreted as a recommendation concerning the terms in
which to express those features. There were cases where those terms were
appropriate; however, his Delegation did not share the view tbat the Treaty
should recommend those terms. In his view, it would be advisable to
incorporate the proposal of the United Ringdom in the notes.

239, Mr. MESSERLI (Switzerland) expressed the support of his Delegation for
the proposal of the United Kingdom as amended by the United States of America.

240. Mr. NEERVOORT (Netherlands) stated the support of his Delegation for
the proposal of the United Kingdom as amended by the United States of America.

241, Mr. SMITH (Australia) expressed his support for the proposal of the
United Kingdom as amended by the United States of America.

242.1 The CHAIRMAN stated that there was strong support for the proposal of
the United Kingdom, as amended by the United States of America and by the
Director Gemeral. He took note of the reservations of Japan.

242.2 He then invited the Committee to comsider paragrapb (4) of Rule 3 and
invited the Delegation of Japan to intreduce its proposal contained in
document PLT/DC/28,

243.1 Mr., UEMURA (Japan) expressed that there were cases where references in
the claims to the description and drawings were necessary to define or express
the subject matter of the claim rather than for understanding that claim or
enhancing its clarity or conciseness. For example, diagrams representing the
state of an alloy were not necessary to understand the claim but to express
the subject matter. In order to bring those cases within the scope of the
last sentence of paragraph (4), his Delegation proposed the addition of the
expression "the subject matter."

243.2 In accordance with the text of paragraph (4) references in the claim to
the description or drawings were permitted if such a reference enhanced the
clarity or the conciseness of the claim. In the view of his Delegation, that
formulation might give rise to abuse. In order to prevent that, his
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Delegation's proposal would empower offices with enough discretion to
determine whether or not a particular reference to a description or drawing
was appropriate.

244, The CHAIRMAN stated that, since no delegation supported the proposal of
the Delegation of Japan, he regretted not being in a position to open
discussion on that propeosal and ask the Committee whether there were other
comments on Rule 3.

245. Mr. KIREK (United States of America) expressed his concern about draft
Rule 3({5)}(b). He stated that it would require Contracting Parties to allow
multiple dependent claims to depend from other multiple dependent claims and
to allow multiple dependent claims to refer in the cumulative to the claims on
which they depend. He was concerned that such a provision would lead to a
great deal of confusion with respect to the understanding by the public as to
exactly what the claim covered. He therefore believed that draft Rule 3(5)(b)
should be amended to permit a Contracting Party to refuse multiple dependent
claims which depend on other multiple dependent claims and to refuse multiple
dependent claims in the cumulative.

246. The CHAIRMAN stated that, in European practice, claims are directed not
to the public, but rather to one skilled in the art.

247. Mr. BOGSCH (Director Genmeral of WIPO} stated that the question of
allowing multiple dependent claims in the cumulative was a theoretical, rather
than a practical, one and could safely be deleted.

248. Mr, UEMURA (Japan) stated that he could accept draft Rule 3(5)}(b) on
the understanding that when such multiple dependent claims in the cumulative
lacked clearmness or conciseness, they would not be accepted by an office.

249. Mr. BOGSCH (Director General of WIPO) suggested that an intermediate
solution would be, as the Delegation of Japan proposed, to insert the words
"subject to the requirement of clarity and conciseness" if the possibility of
filing multiple dependent claims in the altermative was to be maintained. He
requested private circles to provide an example of such claims.

250, Mr. SCHAEFERS (Germany) did not share the concerns ezpressed by the
Delegation of the United States of America. If it was really a case where
multiple dependent claims refer to another multiple dependent claim and tbe
clearness of that claim was seriously, or at all, affected by such reference,
then the general principle would prevail and the claim could be rejected. He
did not support the addition suggested by the Director General. He then asked
Mr. Bardehle of his delegation to present a technical example for such a
multiple dependent claim.

251. Mr. BARDEHLE (Germany) gave the example of a patent covering a screw,
the main claim of which characterized the screw as having one part. The
second claim was directed to a screw according to claim one in which the one
part was pointed. The third claim was directed to a screw according to claim
one or two wherein the one point was hardened. He indicated that the fourth
claim was problematic because there existed one multiple dependent claim which
was claim three depending on claims one or two. He indicated that the fourth
claim could be worded as follows: "“a screw according to one of tbe preceding
claims (including claim three) which included threads having a very small
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angle. If the multiple dependency were not permitted, he indicated that he
would have to say in claim four: "screw according to claim one with threads
having a very small angle"; followed by claim five: “screw according to
claim two, with threads having a very small angle"; followed by a further
claim six: "screw according to claim three, with threads having a very small
angle." He considered such a claiming scheme to be superfluocus and even
expensive because in some Patent Offices omne had to pay claims fees from the
tenth claim. He indicated that if it were permissible to have multiple
dependent claims it would simplify the drafting and understanding of the
claims.

252. The CHAIRMAN stated that the requirement that claims be clear and
concise appeared in Article 4(3) which automatically prevailed over that which
appeared in draft Rule 3.

253. Mr, PETERSEN (EPI) followed up the example given hy Mr. Bardehle with a
fifth claim which concerned the screw with the hardened point and the very
small angle and included another novel feature. He stated that the additional
feature could be as claimed in claims three or four, but because claim four
was dependent on one, two or three, then it was not sufficient because it does
not include the features of claim three when it was dependent upon claim one
or two. He therefore stated that he would have to add three or four as
dependent upon claim three. He indicated that this is what he had in mind in
using the phrase "in the cumulative.”

254, Mr. BOGSCH (Director General of WIPQ) stated that neither of the
interventions responded to his question since what he asked for was an example
where what was referred to was a set of multiple claims in the cumulative.

255, Mr. JENNY {(Switzerland) stated that, under the European Patent
Convention, it was quite frequent that claims having multiple dependencies and
multiple dependent claims dependent on other multiple dependent claims were
drafted, and he was a little bit surprised that such examples could not have
been found. He stated that in chemical practice, especially in the practice
of claiming chemical processes, such claims were very freguent. He stated
that in countries where this multiple claiming was restricted, cne would have
to repeat the same claim with different dependencies several times amd it was
clear that a great number of claims would be necessary.

256. Mr. BOGSCE (Director General of WIPO) asked whether the statement also
included the word cumulative.

257. Mr. JENNY (Switzerland} referred to what the delegate of the EPI has
said and admitted that, in most cases, claims were in the alternative and not
cumulative.

258. The CHAIRMAN said that it would be useful to try to find a few

practical examples for the International Bureau, which would be delighted to
have them.

Article 5: Unity of Invention

259, The CHAIRMAN invited the Committee to discuss Article 5.1 in respect of
which there was one proposal submitted by the Delegation of Israel and
reproduced in document PLT/DC/32,
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260. Mr., OPHIR {(Israel) stated that his Delegation proposed to add a new
paragraph indicating that the applicant might file one or more divisional
applications within such time and upon such corditions as were prescribed. In
the view of his Delegation, the principal issue concerning divisional
applications was not procedural but substantive; for that reason his
Delegation proposed to add a new paragraph to Article 5, leaving to Rule 5 the
procedural details.

261. The CHAIRMAN recalled that the principle concerning divisional
applications was set out in the Paris Convention and, therefore, the
provisions in this matter contained in Rule 5 were of a procedural nature.

262, Mr, CURCHOD (WIPQ) drew the attention of the Committee to
paragraph R5.01 of document PLT/DC/4 where the relevant provision of the Paris
Convention, namely, Article 4G, was guoted.

263. The CHAIRMAN stated that, since there was no support for the proposal
of the Delegation of Israel and since there were no additional comments on
Article 5, the Article could be retained as formulated in the basic proposal.
He then invited the Committee to discuss Rules 4 and S.

Rule 4: Details Concerning the Requirement of Unity of Invention
{ad Article 5(1})

264, Mr, SEGURA (Argentina) drew the attention of the International Bureau
to a mistake in the Spanish text of Rule 4(1l), in document PLT/DC/3, as to the
place where the word "seolo" was located.

Rule 5: Divisional Applications {ad Article 5(1
265. The CHATRMAN invited the Committee to discuss Rule 5.

266, Mr. UEMURA (Japan)} requested clarification as to the meaning of the
expression "io order for gramt” in paragraph (1).

267. Mr. CURCHOD (WIPD) stated that "in order for grant"” meant the time when
the application was ready for the grant of the patent by the patent office.

268. The CHAIRMAN stated that, in other words, it was the time when the
Office, on the basis of the evidence before it, was of the opinion that the
patent could be granted.

269, Mr, PETERSEN (EPI) expressed the concern of his Organization in
respect of the word "initial" in paragraph (1)(a). He envisaged a situation
where, in order to attack infringers, am early grant was desired, To that
effect the applicant might proceed forthwith with a simple claim to get a
patent quickly in the exzpectation of subsequently dividing the rest of the
matter so as to protect other inventions disclosed. He asked for confirmation
as to whether it was possible to continue to divide because that division may
itself contain more that one invention. In his view it was draconian to
prevent divisionals being divided themselves.
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z70. The CHAIBMAN stated that, in his opinion, the expression "initial
application" was tantamount to what was known as the "mother application,"”
even if the latter is a divisional application.

271, Mr, SCHMITT-NILSON (FICPI) stated that paragraph (2) of Rule 5 did not
contain an explicit reference to the priority claim which might be covered by
the Paris Convention. For the sake of clarity, he considered that it would be
advisable to mention the priority claim.

272. Mr. CURCHOD (WIPO), in response to the preceding statement, drew the
attention of the Committee to paragrapb R5.01 of document PLT/DC/4, which
contained a note on Rule 5 stating that the right to file divisional
applications was established in Article 4G of the Paris Convention. That
Article stated that divisional applications would keep the date of the initial
application and the benefit of the right of priority, if any.

273. Mr. REERVOORT (Netherlands) requested clarification of the meaning of
the expression “"time limits" in paragraph 1.

274. Mr, SCHAEFERS (Germany) recalled that, at the eighth session of the
Committee of Exzperts, the Delegation of the United Kingdom had indicated that
there were, in his country, time limits within which the applicant should
comply with certain requirements.

275, Mr. HARDEN (United Kingdom) confirmed that, according to the applicable
rule in his country, the final application had to be in order for grant within
four and a half years.

276.1 The CHAIRMAN stated that the discussion on Rule 5 showed no need for
modification. He then invited the Committee to consider Article 6.

Article 6: Identification and Mention of Inventor; Declaration Concerning
the Entitlement of the Applicant

276.2 A proposal in respect of Article 6, contained in document PLT/DC/17,
was submitted by the Delegation of Japan.

277. Mr. UEMURA (Japan) noted that the proposal of his Delegation was based
on the draft of the same Article submitted by the International Bureau to the
eighth session of the Committee of Experts. He stated that at that session
there was general agreement to make it optional for Contracting Parties to
determine whether the inventor should not be mentioned in the publicatioms of
the Office, if the inventor so reguested. In his view paragraph (2) of
Article 5 was not consistent with that general agreement. The purpose of his
Delegation's proposal was to bring that paragraph into line with the general
agreement. He added furthermore that there were several situations where it
was important and even necessary to know the name of the inventor and that it
was not clear to him why it might be necessary to keep the inventor's name
secret.

278. The CHAIRMAN recalled that, in accordance with paragraph (1) of
Article 6, it was obligatory to identify the inventor in the application,
whereas in accordance with paragraph (2), the name of the inventor should be
mentioned in the publications of the Office. unless the inventor requested
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otherwise. The proposal of Japan would make the right of the inventor
contingent on the national legislation.

279, Mr, KIRK {(United States of America) stated the support of his
Delegation for the reasons behind the proposal of the Delegation of Japan.
However, his Delegation would prefer to make the identification of the
inventor obligatory in the publications of the Office. To that effect, he
suggested deleting the proviso in the second part of paragraph (2).

280. Mr. GARIEPY (Canada) supported the proposal of the Delegation of the
United States of America.

281. Mr. SZEMZS {Hungary) stated that his Delegation did not support the
proposal of the Japanese Delegation., He stated that, as far as he could
recall, in accordance with the Paris Convention, the inventor had the right to
request that his name would not be mentioned in the publications of the
Office.

282. The CHAIRMAN recalled that, in accordance with Article 4 of the Paris
Convention, the inventor had the right to be mentioned, as such, in the patent.

283. Mr. SCBAEFERS (Germany) stated that his Delegation was in favor of
maintaining the freedom of the inventor to decide whetber his name should be
published or not. In his country such freedom had a constitutional basis
related to the right of privacy. He supported the text of the basic proposal.

284. Mr. LOSSIUS (Norway) supported the proposal of the Delegation of the
United States of America.

285. Mr. MESSERLI (Switzerland) expressed the support of his Delegation for
the text of the basic proposal for tbe reasons menticoned by the Delegation of
Germany. He was opposed to the proposal of the Delegations of Japan and of
the United States of America. In Switzerlamd, the right to be mentioned was a
right and, as such, could be waived, otherwise the right would become an
obligation,

286. Mr. REERVOORT {(Netherlands) opposed the proposals of the Delegations of
Japan and the United States of America for the reasons mentioned by the
Delegation of Switzerland.

2B7. Mr. MOTA MAIA (Portugal} expressed tbe opposition of his Delegation to
the proposals of the Delegations of Japan and the United States of America for
the reasons referred to by tbe Delegation of Switzerland.

2B8. Mr. HATOUM (Lebanon) expressed the support of his Delegation for the
basic proposal, since the right of the inventor sbould be respected.

289, Mr. KAMEL {(Egypt) expressed the support of his Delegation for the basic
proposal, Tbe inventor bad the right to be mentioned. He was not under an
obligation in his respect, he considered this to be a matter related to a
fundamental human rigbt.

290. Mr. BOUCOUVALAS (Greece) stated that the right of the inventor should
be respected. Therefore, he supported the text envisaged in the basic
proposal.
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291, Mr. OPHIR (Israel) supported the basic proposal for the reasons
mentioned by the Delegation of Germanmy. In order to emhance the right of the
inventor not to be mentioned, he suggested deleting from paragraph (4} the
word "request”™ and replacing it by the word "require."

292, Mr, KNITTEL {Austria) expressed the support of his Delegation for the
text envisaged in the hasic proposal hecause the inventor had the right to he
mentioned and was not under an obligation in this respect.

293. Mr. JAKL (Czechoslovakia)} expressed his support for the texzt contained
in the basic proposal: the freedom of the inventor should he respected.

294, Mr. HARDEN (United Kingdom) stated that, in accordamce with Article 9,
the right to a patent belonged to the inventor. As such, it was only natural
that the name of the inventor be mentioned in the publication of the Office;
all the more so, since the inventor might assign the patemt. He understood,
however, that an inventor might have legitimate reasons to require that his
name should not be mentioned in the publications. As a compromise, he
suggested that in cases where the name was not revealed in the publication, a
procedure should be defined according to which interested parties might have
access to the name of the inventor.

295. Mr. KORCHAGUIN {(Soviet Union) supported the text envisaged in the basic
proposal for the reasons put forward by the Delegation of Germany.

-
296. Mrs. BESAROVIC {Yugoslavia) stated that it was a right to be mentioned
and not an obligation; for that reason, she supported the text of the hasic
propesal. She expressed concern for cases where pressure might be exercised
on the inventor in order to ohtain from him a reguest that his name should not
he mentioned.

297. Mr. BRAENDLI (EPQ) stated that there was a right to be mentioned and
under no circumstances should there he an obligation., He added that the
proposal of the United States of America was logical within the framework of
principle of first-to-invent,.

298. Mr. ROMERO (Chile) supported the text of the hasic proposal since the
freedom of the inventor should be protected. He mentioned that that freedom
was protected by the domestic legislation of his country.

299, Ms. LACHOWICZ (Poland) supported the text as envisaged in the hasic
proposal.

300. Mr. MILLS (Ghana) supported the text of paragraph (2) as envisaged in
the basic proposal.

301. Mr. BULGAR (Romania) supported the text of paragraph {(2) as envisaged
in the basic proposal.

302. Mr. ABU BAKAR (Malaysia) expressed the support of his Delegation for
the text of paragraph (2) in the basic proposal hecause it clearly stated that
it was the inventor who had a right to be mentioned and that he was not under
the obligation tc be mentioned.
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303. Mr. SCHAEFERS (Germany} stated that the question under discussion had a
connotion with human rights since it affected a question of protection for
personal privacy. As far as the suggestion of the Delegation of the United
Kingdom was concerned, he stated that to the extent an interested person had
access to the application, he or she could find the name of the inventor in
the files.

304. Mr. BOGSCH (Director General of WIPQ) asked whether the right not to be
mentioned applied also to the patentee.

305. Mr. ELHUNI {(Libya) expressed the support of his Delegation for the texzt
of paragraph (2) in the basic proposal since the freedom of the inventor not
to be mentioned should be protected.

306. Mr. SCHAEFERS {(Germany), in response to the Director General, stated
that the applicant and the patentee, by definition, agreed to the publication
of their names.

307. Mr. KESOWO (Indonesia) stated that im a first stage, namely, at the
application, the name of the inventor should be mentioned, whereas at a second
stage, namely, publication by tbe Office, the mentioning of the name of the
inventor should be optiocnal. Tbe two cases im his view should be separated.

308. Mr. SAPALO (Philippines) stated that, in the context of the
first-to-invent system, it was understandable that the name of the inventor
should he mentioned in the publication. For that reasonm he supported the
proposal of the Delegation of Japan.

309. Mr. VON ARNOLD {(Sweden) declared that his Delegation would have no
problems to accept the proposal of the Delegation of the United States of
America, but in view of constitutional problems of some countries, Sweden
supported the proposal of the Delegation of Japan.

310, Mr. UEMURA (Japan) recalled that Article 4ter of the Paris Convention
concerning the identification of the inventor used the term "patent,” not
publication of patent. He, therefore, exzpressed a reservation on the
interpretation that the right not to be mentioned arose from that article. As
a question of clarification, he asked whether, in those countries where
privacy was protected, it would be possible to consult the application in
order to ascertain the name of the inventor.

311. The CHAIRMAN, in response to the question formulated by the preceding
speaker, stated that there were countries where it was possible to consult the
application and countries where it was not possible to do that. Such a matter
was decided by the national law of each country. It is not envisaged that
those kind of matters should be the subject of harmonization.

312. Mrs. PURI (India} supported the text of paragraph (2) as it was in the
basic proposal. In respect of paragraphs (4) and (6) of Article 6 she
indicated that her Delegation did not favor having any prohibitions about
imposing requirements other than those that were stated in those provisions,

313. Mr. BRUNET (NYPTC) stated that his Organization proposed that the
publication should also mention the name of the inventor. That publication
was important for search purposes. He added that the scope of human rights
was different in different countries.
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314. The CHAIRMAN stated that there was a clear majority in favor of the
text of paragraph (2) of Article 6 as proposed in the hasic proposal.
Therefore, that text should be the hasis for further discussions of that
Article.

315. Mr, ROMERO (Chile) announced a meeting of the Latin American Group.

316. Mr. IDDI (United Republic of Tanzania) announced a meeting of the
African Group.

317. Mr, SAPALO (Philippines) announced a meeting of tbe Asian Group.

31s8. The CHAIRMAN then adjourmned the meeting.

Fourth Meeting
Monday, June 10, 1991

Morning

319.1 The CHAIRMAN opened the meeting and warmly thanked the organizers of
the outings that had been provided over the weekend. The delegations joined
in those thanks hy acclamation.

Article 6(4): Prohibition of Other Requirements

319.2 He proposed that paragraph (4) of Article 6 (Prohibition of Other
Requirements) be exzamined. He pointed out that there was only one proposal
for amendment, that of the Delegation of Japan, contained in document
PLT/DCs17. He gave the floor to tbhe Delegation of Japan for it to present its
proposal.

320.1 Mr. UEMURA (Japan)} introduced the proposal of his Delegation contained
in document PLT/DCs/17. He stated that the purpose of the amendment, which
consisted of the addition of the words "at the time of the filing date" in
line 3 of paragraph (4), was to qualify the prohibition contained in
paragraph (4) so that it was clear that the probibition only applied to
regquirements that could be imposed at the time of filing.

320.2 He pointed out that, in many cases, such as wbere a transfer or an
assignment of an application occurred after the filing date, it would be
necessary, in the interest of legal certainty, to require evidence of the
legal entitlement of the new applicant. In other words, it would be necessary
in such cases to require more than a mere indication of the applicants’
entitlement. He asked whether the amendment which his Delegatiomn sought in
that respect was truly in the nature of an amendment or merely a clarification
of the intent of the provision as it already appeared in the basic proposal.
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321. Mr, KIRK (United States of America) stated that his Delegation had
exactly the same corcerns as the Delegation of Japan. There were situations
where the presentation of proof of entitlement to make an application would be
necessary but might otherwise be barred on a strict interpretation of the
prohibition contained in paragraph (4). His Delegation agreed that a
Contracting Party should not be permitted to require more than a mere
indication of the applicant's entitlement at the time of filing, but
considered nevertheless that Contracting Parties ought to he permitted to
require a proof or other showing of entitlement in respect of certain
situations occurring after the filing date.

322, Mr. BOGSCH (Director General of WIPQ) sought clarification from the
Delegation of Japan whether, under its proposal contained in document
PLT/DC/17, a Contracting Party could request any manner of documeant from an .,
applicant in order to prove the applicant's entitlement 24 hours after the
filing date, or whether the possibility of asking for evidence of eatitlement
was to be confined to certain specific cases.

323, Mr. UEMURA {Japan) stated that his Delegaticon had no intention of
asking for evidence of entitlement from the original applicant. Such evidence
of entitlement would only he requested in such cases as where there was a
change from the original applicant to another applicant.

324. Mr. BOGSCH {Director General of WIPO) stated that, in view of the
clarification given by the Delegation of Japan, the ohjective sought by that
Delegation could perhaps best he dealt with hy leaving the text of

paragraph (4) of Article 6 in the form contained in the basic proposal and by
adding a new provision to Rule 6 which would make it clear that tbe
prohibition in paragraph (4) of Article 6 did not apply in respect of a
transfer or other change in the identity of the applicant.

325. Mr. KIRK (United States of America) stated that he agreed that a
Contracting Party should not be permitted to require evidence of entitlement
in the circumstances envisaged in the guestion of the Director Gemeral,
namely, within 24 hours of the filing date. However, his Delegation would not
like to see the grounds on which evidence of entitlement could be requested
after the filing date too narrowly defined. His Delegation imagined that
there could be other reasons for reguesting evidence of entitlement which
might result, for example, from an apparent insufficiency of authorization omn
the part of the inventor. His Delegation considered that the corresponding
Rule should, however, require that Contracting Parties allow a minimum period
of time for applicants to respond to any Office action reguesting evidence of
entitlement.

326. Mr. BOGSCH (Director General of WIPO) indicated that the example given
by the Delegation of the United States of America meant that the Office could
ask for further proof of entitlement in the event that it did not believe any
statement concerning entitlement contained in the application. He proposed
that both the example of the Delegation of Japan and that of the Delegation of
the United States of America could be dealt with in the Rule by clarifying
that the provisions contained in paragraph {4) did not apply if the Office
considered it to be necessary to have proof of the veracity of statements made
in the application or if there was a change in the identity of the applicant.
In each case, the Office would be required to issue an invitation to the
applicant requesting the furnishing of the evidence of entitlement. He also
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indicated that a draft provision to that effect for inclusion in Rule 6 could
be prepared by the Secretariat if the meeting so desired.

327. The CHAIRMAN proposed to the delegations that they sbould accept,
finally, that there should be no amendment to Article 6(4) and that a double
rule be added to enable an Office to require additional informatiom and proof
from the applicant where it needed to check tbe legal basis of the applicant's
rights or where there was a change in the identity of the applicant.

3zs. Mr. UEMURA (Japan) asked whether, if the text of Article 6(4) remained
as presented in the basic proposal and a new provision was included in Rule 6
in the terms explained by the Director General and repeated by the Chairman,
the possibility of requesting evidence of entitlement from an applicant in the
terms envisaged in the new provision in the Rule would be considered to
constitute a derogation from Article 6(4) or to be merely a clarification of
the extent of that provision.

329, Mr. BOGSCH (Director General of WIPQ) stated that be considered the
proposed new provision in the Rule to be mainly a clarification since one
could already read the provision in Article 6(4) as allowing requests for
evidence of entitlement in the circumstances envisaged in that proposed new
provision.

330. Mr. SCHAEFERS (Germany) stated that his Delegation favored the text of
the basic proposal for Article 6(4). His Delegation was concerned that the
elements indicated by the Delegations of Japan and the United States of
America deviated from the hasic principle of Article 6, which was to limit the
burden of formalities placed on the applicant. The purpose of Article 6 was
to establish the identity of the applicant, as well as the identity of the
inventor. The question of proof of the entitlement of the applicant was
peculiar to the situation in the United States of America, where applications
had to be filed by the inventor.

331, Mr. CASADO CERVINO (Spain) asked whether the provision contained in
Article 6{1)(b) was consistent with the provision contained in Rule 6(2)}{b).

332.1 The CHAIRMAN first asked whether there were further comments to be made
on Article 6(4). Since no delegation asked for the floor, he noted the
conclusion that he had already sketched out.

332.2 He moved on to the question put by the Delegation of Spain and recalled
that the Committee of Experts had concluded that an application should only be
rejected in those cases where no mention of the inventor was filed.

333. Mr. BOGSCH (Director General of WIPO) pointed out that the Spanish text
of Article 6(1)(b) was not correct. The word "una patente o una solicitud”
should be replaced by the words "una patente sobre la base de una solicitud.”™
He indicated that the necessary correction would be made to the Spanish text.

Bule 6: Manner of Identification and Mention of Inventor (ad Article 6)

334. Mr. KIRK {(United States of America} asked if tbe possibility accorded
by Rule 6(3) to the applicant to correct the identification of the inventor
applied not only "at any time® during the application procedure, but also
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"at any time" after the grant of a patent, If such possibility of correction
existed, his Delegation suggested that a clarification to that effect could be
added to the notes.

335. Mr, BOGSCE (Director General of WIPO) stated that, in substance, it
would appear that those corrections should be allowed at any stage bhefore or
after the grant of a patent. He indicated that consideration should be given
to the place where it would be most appropriate to set out the corresponding
clarification.

33e6. Mr. MESSERLI {Switzerland) supported the suggestion made by the
Delegation of the United States of America according to which the possibility
of correcting the identification of the inventor should exist not only prior
to grant of the patent., but also afterwards. As to the appropriate place for
such a provision, he preferred it to he set out in paragraph (3} of Rule 6
dealing with identification of the inmventor.

337.1 Mr. BATOUM (Lebancn) stated that consideration should be given to
amending paragraph (1){b) of Rule & so as to require that the address of the
inventor be included in additionm to the inventor's name.

337.2 1In relationm to the possibility of correcting the identification of the
inventor contaimned in Rule 6{(3), his Delegation considered that such a
correction should only be allowed if the previously identified inventor
accepted the correction.

338. The CHAIRMAN asked whether there had not been a misunderstanding in
relation to the first guestion raised by the Delegation of Lebanon. He
pointed out that subparagraph (1){(a) of Rule 6 referred only to identification
of the inventor, consisting of his name and address, whereas subparagraph (b)
dealt only with the mention of the inventor in publications made by the Office
and in which it was not indispensable to give the address of the inventor
since the latter could change. He asked whether the Delegatiom of Lebanon was
satisfied with that explanation.

339. Mr. HATOUM (Lebanon) indicated that he was entirely satisfied with the
explanation given hy the Chairman.

340. The CHAIRMAN gave the floor to the Director General and asked him
whether he could reply te the second question raised by the Delegation of
Lehanon,

341. Mr. BOGSCH (Director General of WIPQ) stated that, if he understocd
correctly the concerns of the Delegation of Lebanon, those concerns seemed to
be already met in the text of Rule 6{(3)} in the basic proposal, since that text
allowed any Contracting Party to require the consent of any previously
identified inventor before accepting a correctiom,

342. Mr, BATOUM (Lebanon) stated that his Delegation comsidered that each
Contracting Party should be under an ohligation, rather than merely have the
possibility, to obtain the consent of any previously identified inventor
whenever a request was made to change the identity of the inventor.

343. Mr, UEMURA (Japan)} stated that it might be opportune for him to raise
certain different comceras that he had with the second sentence of Rule 6(3).
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He wondered whether there was a clear relationship between the provision
contained in Article 6(4) and that contained in Rule 6(3). In particular, he
wondered whether, in view of the prohibition contained in Article 6(4), it
would be possible for a Contracting Party to impose any other requirement in
relation to corrections of the identification of the inventor than that
allowed under the second sentence of Rule 6(3). His Delegation considered
that a Contracting Party should be free to impose requirements additional to
that of the consent of any previously identified inventor where correctioas
were requested in respect of the identification of the inventor.

344. Mr. BOGSCH (Director Gemeral of WIPO) stated that there was no conflict
hetween Article 6{(4) and Rule 6(3), since Rule 6{(3) dealt only with
corrections of the identification of the inventor.

345.1 Mr. SUGDEN (United Kingdom)} stated that his Delegation considered that
the second sentence of Rule 6(3) went too far. It would be unreasonable if
someone that had been wrongly identified as anm inventor could withhold his or
her consent to a correction in that identification and thus prevent the
application from going forward,

345.2 His Delegation alsc supported the proposal of the Delegation of the
United States of America that the first sentence of Rule 6{(3) should be
amended to make it explicit that the identification of the inventor could be
corrected at any stage before or after the grant of a patent. Such
clarification was explicitly required since the present text referred only to
the applicant and did not include the owner of the patent.

346. Mr. ROMERO (Chile) exzpressed the support of his Delegation for the
proposal that the first sentence of Rule &6{3) should be amended so as to make
it clear that corrections could be made to the identification of the inventor
even after the patent had been granted. The absence of such a possibility of
correction would lead to confusion.

347.1 Mr. SCHAEFERS (Germany) stated that the first sentence of Rule 6(3)
adequately reflected the result of the last discussion of that provision in
the Committee of Experts, where it had been agreed that the identification of
the inventor should be able to be corrected at any stage.

347.2 The second sentence of Rule 6(3) reflected the actual situationmn in
certain national laws which required the consent of any previously named
inventor before a correctiom could be made to the identification of the
inventor. Both the national law of his country and the Eurcpean Patent
Convention required such consent and not merely consultation with the
previously identified inventor.

348. Mr. SHACHTER (Israel) expressed the agreement of his Delegatiom of the
reservation voiced by the Delegation of the United Kingdom that the second
sentence of Rule 6(3) might allow Contracting Parties to impose a requirement
that was too rigid. His Delegation comsidered that, in the event of any
requested change in the idemtification of the inventor, the applicant should
be under an obligation to inform any previcusly identified inventors and, if
such previously named inventors agreed, to correct the identification,

349. Mr. BOGSCH (Director General of WIPO) pointed out that the second
sentence of Rule 6(3)} in the basic proposal would not seem to satisfy the
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concerns of the Delegation of United Kingdom since, under it, any Contracting
Party could or could not require consent of a previously identified inventor.

350. Mr. GARIEPY (Canada) suggested that Article 17(2) might be an
appropriate place in which to clarify that the identification of the inventor
could he corrected after the grant of a patent if the present wording of

Rule 6(3) were not sufficiently clear to indicate that a correction could be
made at that stage.

351. Mr. BAKER (Australia) expressed the support of his Delegation for
Rule 6(3) as it appeared in the basic proposal.

352.1 Mr. BRUNET (ABA) expressed the wish of his Organization that the words
"or patentee" be added after the words "the applicant” in the firs