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PREFACE

The World Intellectual Property Organization (WIPO), an inter-governmental
organization with a present membership of 118 States, is one of the specialized agencies
of the United Nations system of organizations. WIPO is responsible for the promotion of
the protection of intellectual property throughout the world through cooperation among
States, and for the administration of various ‘“Unions”, each founded on a multilateral
treaty and dealing with the legal and administrative aspects of intellectual property.

As in the case of all organizations of the United Nations system, one of the
principal programs of WIPO consists of cooperating with developing countries in their
efforts for development.

One of the components of WIPO's development cooperation program is the prepa- |
ration and publication of books, manuals and other teaching aids in the field of intellec-
tual property. The study of intellectual property is frequently rendered difficult by the
insufficiency of readily available teaching material in this area. It is in order to fill the
need of more teaching material that the present book is being published by WIPO.

This book, a pioneer work of its kind, consists of a collection of reading materials
on various aspects of intellectual property law and administration for students, in particu-
lar, for students in the developing countries of Asia and the Pacific, who are most
affected by the unavailability of suitable teaching literature on intellectual property. It is
hoped that the book will also be useful to universities and other tertiary institutions in the
developing countries of the region in the planning of appropriate curricula for the teach-
ing of intellectual property law. While primarily intended for students, this book may
also be of use as a reference work to government officials, attorneys, and businessmen
concerned with intellectual property law or its administration.

The reading material consists of papers and lectures prepared by the International
Bureau of WIPO, or by lecturers engaged by WIPO for various meetings, symposia,
training courses and seminars over a period of ten years. The materials presented are
identified by the appropriate WIPO reference number.

This book does not present the legislative situation in the various countries.
Rather, it is intended as a general introduction to various aspects of intellectual property.
The topics covered include patents, designs, trademarks and copyright, as well as licens-
ing and the transfer of technology. Particular attention has been paid to the subject of
international cooperation in intellectual property, including a discussion of the principal
multilateral treaties which deal with the protection of intellectual property. The adminis-
trative details of various regimes of intellectual property are also outlined, including
patent information and documentation systems and the functioning of industrial property
offices.

The publication of this book, as well as its distribution free of charge to universities
and other tertiary institutions in Asia and the Pacific, has been financed by funds made
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available to WIPO by the United Nations Development Programme (UNDP), under a
regional project for Asia and the Pacific pertaining to the effective use of the intellectual
property system for economic and technological development and sophistication. WIPO
is grateful to UNDP, and especially to its Regional Bureau for Asia and the Pacific, for

their financial contribution.
a. /1}«3{\»\/

Arpad Bogsch
Director General
World Intellectual Property Organization

Geneva 1988
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1.1 The Concept of Intellectual Property

In general, the most important feature of property is that the proprietor or owner
may use his property as he wishes and that nobody else can lawfully use his property
without his authorization. Of course, there are generally recognized limits of the exercise
of that right. For example, the owner of a piece of land is not always free to construct a
building of whatever dimensions he wishes, but must respect the applicable legal require-
ments and administrative decisions.

Generally speaking, there are three kinds of property:

(1)

@)

€)

Property consisting of movable things, such as a wristwatch or a car. No one
except the owner of the wristwatch or the car may use those objects. This is a
legal situation which is called an exclusive right, namely, the exclusive right,
belonging to the owner, to use the thing which is his property. Naturally, the
proprietor may authorize others to use his property. But such authorization is
legally necessary, and use without the owner’s authorization is illegal.
Moreover, the right to use is not unlimited: when exercising that right, rights
of other persons, for example, in the situation where a road is privately owned
by another person, and administrative regulations, for example, speed limits
for cars, must be respected.

Immovable property, namely, land and things permanently fixed on it, such
as houses. We have already seen an example of the limitations of such prop-
erty, namely, the requirements to be respected when constructing a building.

Intellectual property. The objects of intellectual property are the creations of
the human mind, the human intellect. This is why this kind of property is
called “intellectual” property. In a somewhat simplified way, one can state
that intellectual property relates to pieces of information which can be incor-
porated in tangible objects at the same time in an unlimited number of copies
at different locations anywhere in the world. The property is not in those
copies but in the information reflected in those copies. Similar to property in
movable things and immovable property, intellectual property, too, is charac-
terized by certain limitations, for example, limited duration in the case of
copyright and patents.

Intellectual property is usually divided into two branches, namely *‘industrial”
property and “copyright.”

The Convention Establishing the World Intellectual Property Organization
(WIPO), concluded in Stockholm on July 14, 1967, provides that ‘intellectual property’
shall include rights relating to:

(1]
(2]
3]
[4]

literary, artistic and scientific works

performances of performing artists, phonograms, and broadcasts
inventions in all fields of human endeavor

scientific discoveries
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[5] industrial designs
[6] trademarks, service marks, and commercial names and designations
[7] protection against unfair competition

and all other rights resulting from intellectual activity in the industrial, scientific, literary
or artistic fields.” (Article 2(viii).)

The objects mentioned under [1] belong to the copyright branch of intellectual
property. The objects mentioned in [2] are usually called “neighboring rights,” that is,
rights neighboring on copyright. The objects mentioned under [3], [S] and [6] constitute
the industrial property branch of intellectual property. The object mentioned under [7]
may also be considered as belonging to that branch, the more so as Article 1(2) of the
Paris Convention for the Protection of Industrial Property (Stockholm Act of 1967)
(hereinafter referred to as “the Paris Convention”) includes *‘the repression of unfair
competition” among the objects of “the protection of industrial property”; the said
Convention states that “‘any act of competition contrary to honest practices in industrial
and commercial matters constitutes an act of unfair competition” (Article 10bis(2)). The
object mentioned under [4]—scientific discoveries—belongs to neither of the two bran-
ches of intellectual property. According to one opinion, scientific discoveries should not
have been mentioned among the various forms of intellectual property since no national
law or international treaty gives any property right in scientific discoveries. Scientific
discoveries and inventions are not the same. The Geneva Treaty on the International
Recording of Scientific Discoveries (1978) defines a scientific discovery as ‘‘the recogni-
tion of phenomena, properties or laws of the material universe not hitherto recognized
and capable of verification” (Article 1(1)(i)). Inventions are new solutions to specific
technical problems. Such solutions must, naturally, rely on the properties or laws of the
material universe (otherwise they could not be materially (“technically”) applied), but
those properties or laws need not be properties or laws ‘“‘not hitherto recognized.” An
invention puts to new use, to new technical use, the said properties or laws, whether they
are recognized (‘‘discovered’’) simultaneously with making the invention or whether they
were already recognized (‘““discovered’) before, and independently from, the invention.

fInternational Bureau of WIPO, The Elements of Industrial Property, WIPO/IP/ACC/86/1, paras. 2-9]

1.2 Industrial Property

As regards industrial property, this expression is sometimes misunderstood as
relating to movable or immovable property used for industrial production, such as fac-
tories, equipment for production, etc. However, industrial property is a kind of intellec-
tual property and thus relates to creations of the human mind. Typically, such creations
are inventions and industrial designs. Simply stated, inventions are new solutions to
technical problems, and industrial designs are aesthetic creations determining the
appearance of industrial products. In addition, industrial property includes trademarks,
service marks, commercial names and designations, including indications of source and
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appellations of origin, and the protection against unfair competition. Here, the aspect of
intellectual creations—although existent—is less prominent, but what counts here is that
the object of industrial property typically consists of signs transmitting information to
consumers, in particular, as regards products and services offered on the market, and
that the protection is directed against unauthorized use of such signs which is likely to
mislead consumers, and misleading practices in general.

The expression “industrial” property may appear as not entirely logical because it
is only as far as inventions are concerned that the main segment of economy that is
interested in them is industry. Indeed, in the typical situation, inventions are exploited in
industrial plants. But trademarks, service marks, commercial names and commercial
designations are of interest not only to industry but also and mainly to commerce.
Notwithstanding this lack of logic, the expression “industrial property’ has acquired, at
least in the European languages, a meaning which clearly covers not only inventions but
also the other objects just mentioned.

The Paris Convention provides that “the protection of industrial property has as its
object 1 patents, 2 utility models, 3 industrial designs, 4 trademarks, 5 service marks,
6 trade names, 7 indications of source or 8 appellations of origin, and 9 the repression of
unfair competition” (Article 1(2)).

[Ibid., paras. 11-12, fn. 2]

1.3 Copyright

Copyright relates to artistic creations, such as poems, novels, music, paintings,
cinematographic works, etc. In most European languages other than English, copyright
is called author’s rights. The expression ‘“copyright” refers to the main act which, in
respect of literary and artistic creations, may be made only by the author or with his
authorization. That act is the making of copy of the literary or artistic work, such as a
book, a painting, a sculpture, a photograph, a motion picture. The second expression,
“author’s rights” refers to the person who is the creator of the artistic work, its author,
thus underlining the fact, recognized in most laws, that the author has certain specific
rights in his creation, for example, the right to prevent a distorted reproduction, which
can be exercised only by himself, whereas other rights, such as the right to make copies,
can be exercised by other persons, for example, a publisher who has obtained a license to
this effect from the author.

[Ibid., para. 10]

Generally speaking, it is the expression of the author’s ideas that is protected
rather than the ideas themselves. For example, if an author makes an exposé of his.ideas
on how to build a radio receiver, the copyright he has in his exposé when published in the
form of an article in a review will not prevent a third party from using the author’s ideas
to build such a receiver, but the copyright will protect the author against the reproduction
of copies of his article without his consent. As for the invention itself, it
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does not enjoy copyright protection but may be protected on other grounds in the
industrial property context. A fundamental point is that ideas, as such, are not protected
by copyright. Unless he has patent protection, a person who has made his ideas public,
for example in a talk, has no means of stopping others from using it. But once that idea
has been expressed in a tangible form, a copyright protection exists for the words,
musical notes, drawings, etc., in which it is clothed.

For a work to enjoy copyright protection, however, it must be an original creation.
The ideas in the work do not need to be new but the form, be it literary or artistic, in
which they are expressed must be an original creation of the author. In this connection, it
should be pointed out that the originality thus required applies both to the substance and
to the form. But, on the latter point (the form of expression), the original character
presents problems in certain cases. This is true for instance of artistic works (essentially
paintings and sculptures), for which the exercise of copyright is to a large extent based on
the display or sale of the original. The fact of the author allowing himself to be separated
from the original should not mean that he has to forgo subsequent profit. Thus certain
legislatures give the author a share in the fortune of his work by creating a “‘droit de
suite”, which allows him to collect a share of the selling price whenever the work changes
owners.

The final fixation of a work in a material form (writing, printing, photography,
sound or visual recording, sculpture, construction, painting, graphic reproduction, etc.)
is not necessarily a prerequisite of protection. However, certain countries, notably those
that follow the Anglo-American legal system, require, mainly for reasons of proof, some
fixation of the work before protection is assured.

Works may be published or not. The meaning to be given to the word publication
has been subject of a good deal of controversy. There is agreement in general on the fact
that the distribution of the work has to be sufficient to meet the reasonable needs of the
public, account being taken in that case of the nature of the work, as meeting the needs of
the public is obviously not the same for books, for instance, as it is for discs or films.
Certain acts (performance, recitation, broadcasting) are outside the purview of the publi-
cation concept, as they provide only a fleeting impression, whereas publication (in a
broad sense, that is, and not only by a graphic process) causes material objects to be
disclosed.

Finally, protection is independent of the quality or the value attaching to the
work—it will be protected whether it be considered, according to taste, a good or a bad
literary or musical work—and even of the purpose for which it is intended, because the
use to which a work may be put has nothing to do with its protection.

For the creator of an intellectual work, copyright is basically the right to respect for
his creation and the right to derive profit from his work by collecting, for a limited
period, the revenue generated by the use of his creative effort. Copyright protection
generally means that certain uses of works or certain related acts are unlawful, except
where the author or copyright owner has authorized them. These uses may for instance
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include the copying or reproduction, in any manner or form, of any kind of work, the
public performance of certain works such as musical or dramatic works or films, the
broadcasting of all kinds of works by radio or television or other means and the adapta-
tion of the work to another medium of mass communication. These uses are subject to
prior authorization; in some cases the exclusive right of authorization, which belongs to
the author or copyright owner, is replaced by a simple right to remuneration when the
work is used and, in certain circumstances, its use may even be declared free by virtue of
the law.

Rights are made to be respected and, if they are not, there are sanctions. Any
unauthorized use of works protected by copyright, when authorization of such use is
required by law, constitutes what is called a copyright infringement (for instance, repro-
duction, public performance, broadcasting or any other communication to the public
effected without permission, adaptation in any other form without the consent of the
author, plagiarism, etc.). Legislation specifies sanctions to remedy the prejudice caused
by such infringements, and the sanctions may be civil or criminal depending on the
importance of the infringement or violation.

Finally, it is generally accepted that the whole set of prerogatives that constitute
copyright has to be recognized and protected at least throughout the life of the author.
After his death, his work continues in principle to be protected for a certain time. The
specific character of literary and artistic property, which stems from the vocation of
intellectual creation, namely to be disseminated without hindrance in the interests of
society and the enrichment of its cultural heritage, led the legislator to moderate the
exclusiveness of the rights to be conferred on the author’s descendants for the exploita-
tion of his work. The period is generally 50 years after the death of the author. This is
regarded as being a fair balance between the preservation of the economic rights confer-
red on the author and society’s need to have access to the expression of a culture whose
essential aspects will have a more lasting effect than transitory successes.

On expiry of the term of protection, the work falls into the public domain, that is, it
can be used by anyone without any authorization. A mention should however be made in
this connection of the introduction in certain countries of what is known as the ‘““domaine
public payant.” This system requires users of works that are no longer protected
nevertheless to pay a share of the revenue from exploitation of the work to an appointed
body or competent authority. Sums collected in this manner are most often used for
social, welfare or cultural promotion purposes.

(International Bureau of WIPQ, Copyright in the Light of the Fundamental Notions Concerning its

Origin, its Development, its Protection, its Scope and its Limits, STC/ZU/CNR/VA4, paras. 24-28, 36, 40-
42]

1.4 Patents and Related Concepts

1.4.1 Patents for invention

Inventions are characteristically protécted by patents, also called “patents for
invention.” Every country which gives legal protection to inventions—and there are about
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140 such countries-—gives such protection through patents although there are a few
countries in which protection may also be given by means otherthan patents, as will be seen
below.

But first, let us consider what a patent is.

The word “patent,” at leastin'some of the European languages, is used in two senses.
One of them is the document that is called ““patent” or *‘letters of patent.” The other is the
content of the protection that a patent confers.

First of all, let us deal with the firstsense of the word *“‘patent,” thatis, when it means a
document.

If a person makes what he thinks is an invention, he, or if he works for an entity, that
entity, asks the Government—>by filing an application with the Patent Office—to give him a
documentinwhichitisstated what the inventionis and that heis the ownerof the patent. This
document, issued by a Government authority, is called a patent or a patent for invention.

Not all inventions are patentable. Generally, laws require that, in order to be
patentable, theinvention must be new, it mustinvolve an inventive step (or it must be non-
obvious), and it must be industrially applicable. These three requirements are sometimes
called the requirements or conditions of patentability. Furthermore, the laws of some
countries exclude certain specific kinds of inventions from the possibility of patenting, for
example, inventions which are incorporated in substances obtained by nuclear transforma-
tion.

The conditions of novelty and inventive step must existon a certaindate. That date,
generally, is the date on which the application is filed. However, in a certain case it will not
matter if the conditions no longer exist on that date. That case is regulated in the Paris
Convention and concerns the situation where the application of a given applicantconcerning
a given invention is not the first application of that applicant for that invention, but a later
application by the same applicant (or his successor in title) for the same invention. For
example, the first application was filed in Japan and the second in France. In such a case, it
will be sufficient that the conditions of novelty andinventive step exist on the date on which
the first (the Japanese) application was filed. In other words, the second (the French)
application will have a priority over any applications filed by other applicants in France
between the date of the first (Japanese) and the second (French) application, provided the
period between the two dates does not exceed 12 months. Because of such priority, the
advantage thus assured to the applicant is called “right of priority.”

It is customary to distinguish between inventions that consist of products
andinventions that consist of processes. Aninvention that consists of anew alloyisan exam-
ple of a product invention. An invention that consists of a new method or process of
making a known or new alloy is a process invention. The corresponding patents are usually
referred to as a “product patent for invention,” and a “process patent fer invention,”
respectively.

Now, let us deal with the other sense of the word “patent,” namely, when the word
“patent” relates to the content of the protection that the patent confers.



THE SYSTEM OF INTELLECTUAL PROPERTY 9

The protection that a patent for invention confers means that anyone who wishes to
exploit the invention must obtain the authorization of the person who received the
patent—called “the patentee” or “the owner of the patent”—to exploit the invention. If
anyone exploits the patented invention without such authorization, he commits an illegal
act. One speaks about *“protection” since what is involved is that the patentee is pro-
tected against exploitation of the invention which he has not authorized. Such protection
is limited in time. In most countries, it is about 20 years.

The rights, the protection, are not described in the document called a “patent.”
Those rights, that protection, are described in the patent law of the country in which the
patent for invention was granted. The rights, usually called *“exclusive rights of exploita-
tion™, generally consist of

(a) in the case of product patents for invention, the right to make, use, sell and
import the product that includes the invention, and

(b) in the case of process patents for invention, the right to use the process that
includes the invention as well as the right to make, use, sell and import
products which were made by the process that includes the invention.

It has been mentioned earlier that if anyone exploits the patented invention with-
out the authorization of the owner of the patent for invention, he commits an illegal act.
However, as already stated, there are exceptions to this principle, because patent laws
may provide for cases in which a patented invention may be exploited without the
patentee’s authorization, for example, exploitation in the public interest by or on behalf
of the government, or exploitation on the basis of a compulsory license. A compulsory
license is an authorization to exploit the invention, given by a governmental authority,
generally only in very special cases, defined in the law, and only where the entity wishing
to exploit the patented invention is unable to obtain the authorization of the owner of the
patent for invention. The conditions of the granting of compulsory licenses are also
regulated in detail in laws which provide for them. In particular, the decision granting a
compulsory license usually has to fix a remuneration for the patentee, and that decision
usually may be the subject of an appeal.

In conclusion, it can be stated that, among all the means by which inventions are
protected, patents are by far the most important. In some countries, there are also means
other than patents for the protection of inventions. Two of them will be mentioned.

|International Bureau of WIPO, The Elements of Industrial Property, WIPO/IP/ACC/86/1, paras. 15-
27]

1.4.2  Utility models

One of these two other means or forms of protection consists in the registration, or
the granting, of a patent for a “utility model.” The concept of utility models is known in
the laws of a certain number of countries, among them the People’s Republic of China,
the Federal Republic of Germany and Japan. Among the countries whose industrial
property laws do not include the concept of utility models are the United Kingdom and
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the United States of America. The expression “utility model” requires clarification. In
essence, it is merely a name given to certain inventions, namely—according to the laws of
most countries which contain provisions on utility models—inventions in the mechanical
field. This is why the objects of utility models are sometimes described as devices or
useful objects. Utility models differ from inventions for which patents for invention are
available mainly in two respects: first, in the case of an invention called ‘‘utility model,”
the technological progress required is less than the technological progress (“inventive
step”) required in the case of an invention for which a patent for invention is available;
second, the maximum term of protection provided in the law for a utility model is
generally much shorter than the maximum term of protection provided in the law for an
invention for which a patent for invention is available. The document that the inventor
receives in the case of a utility model may be called, and in several countries is called, a
patent. If it is called a patent, one must, in order to distinguish it from patents for
invention, always specify that it is a “‘patent for utility model.”

[Ibid., para. 28]

1.4.3 Inventors’ certificates

The second of the two means, other than patents for invention, for protecting
inventions is called an “inventor’s certificate.” It is provided for in the laws of Algeria,
Bulgaria, Czechoslovakia, Cuba, the Democratic People’s Republic of Korea, Mongolia,
the Soviet Union and Viet Nam, and, under another name (Wirtschaftspatent, meaning
“economic patent”), in the law of the German Democratic Republic. The requirements
that an invention has to fulfil in order to qualify for an inventor’s certificate are generally
the same as for an invention for which a patent for invention is available. The difference
between the two lies in the fact that whereas in the case of a patent for invention the
invention may be exploited by the patentee, in the case of an inventor’s certificate the

State has an exclusive right of exploitation of the invention and the inventor has a right to
a fixed remuneration.

In this system of inventors’ certificates, the enterprise whose worker made the
invention usually cannot derive substantial benefit, in particular it cannot ask for com-
pensation from another enterprise when that other enterprise uses the invention. On the
other hand, if a patent for invention is granted to the entity, certain incentives exist to
make the investments necessary to encourage inventive activities; if the entities are in a
country which has an economy centrally controlled by the government, the government
will see to it that no entity refuses to give permission to another entity in the same
country to use the patented invention; but, at the same time, the latter entity will have to
pay a certain amount of money to the former entity for the use of the patented invention.

As far as the inventor himself is concerned, his situation may be similar under both
an inventor’s certificate and a patent for invention: in either case, the law should provide
that he should receive an equitable remuneration from the entity for which he works.

[Ibid., paras. 29-31}
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1.5 Industrial Designs

Industrial designs belong to the aesthetic field, but are at the same time intended to
serve as patterns for the manufacture of products of industry or handicraft. Generally
speaking, an industrial design is the ornamental or aesthetic aspect of a useful article.
The ornamental aspect may consist of the shape and/or pattern and/or color of the article.
The ornamental or aesthetic aspect must appeal to the sense of sight. The article must be
reproducible by industrial means, which is why the design is called “industrial.” If this
latter element is missing, the creation may rather come under the category of a work of

art the protection of which is assured by the copyright law rather than by a law on
industrial property.

In order to be protectable, an industrial design must, according to some laws, be
new and, according to other laws, original.

Industrial designs are usually protected against unauthorized copying or imitation.
The protection usually lasts for five, ten or 15 years.

The document that certifies the protection of an industrial design may be called a
registration certificate or a patent, If it is called a patent, one must, in order to distinguish
it from a patent for invention, always specify that it is a patent for an industrial design.

With the remarkable evolution in design art in recent years, consumers have
become more and more interested in a combination of utility and pleasing aesthetic
appearance in the articles they buy. This tendency results in an increasing investment by
manufacturers in design development and in a corresponding necessity to protect the
result of their creative work through the registration of the relevant designs.

[International Bureau of WIPQ, Other Elements of Indusirial Preperty, 1SIP/86/4, paras. 3-7]

1.6 Trademarks, Trade Names and Appellations of Origin
1.6.1 Trademarks

A trademark is a symbol which is intended to indicate who is responsible for the
goods placed before the public. There may be many makers or sellers of the same goods
and they may all use (different) trademarks. The public makes use of these trademarks in
order to choose whose goods they will purchase. If they are satisfied with their purchase,
they can then repeat their order simply by using the trademark. It is not necessary that
they know who actually owns the trademark. In other words, they will distinguish
between the goods of competing traders solely by means of their trademarks. In order for
this to work in practice, the trademarks must not only be different, but they must be
clearly distinct from each other. In other words, they must be “distinctive”.

Trademarks may take many forms. They may consist of a single letter or numeral,
usually presented in some fanciful or original manner. At the other extreme, a whole
sentence, or slogan, may be used as a trademark. Many trademarks consist of pictorial
devices, without any words at all. Quite a few trademarks consist of a combination of
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words and devices, perhaps on a label attached to the goods. Some trademarks are made
an inherent part of the goods, e.g., a specially designed selvedge on a bolt of cloth, or a
special moulding around the neck of a bottle. This last example is important because it
shows that trademarks may be three-dimensional. Indeed, bottles (and other containers)
may come within the definition of a trademark, subject to certain restrictions.

[D. Myall, Introductien to Trademark Law and Practice, WIPO Training Manual, paras. 1.2, 1.8]

Where a trademark is used in connection with services, it may be called “service
mark.” For example, service marks are used by hotels, restaurants, airlines, tourist
agencies, car-rental agencies, laundries, and cleaners.

A trademark serves several purposes. From the viewpoint of the person who is
interested in buying goods, the trademark serves the purpose of guiding him in his
decision to buy. Such a decision is based on the expected properties of the goods (size,
weight, color, fragrance, taste, durability, degree of efficiency in the operations in which
the goods are used, etc.). In a single word, one may say that what the prospective buyer is
looking for is a certain quality. So, one of the functions of a trademark is to convey a
feeling of a certain quality.

A second function of the trademark is to allow the manufacturer of the goods to
identify the goods, once they are no longer in its or his possession but already in the
possession of others, for example, the shops that sell it.

A third function of the trademark is that it allows the authorities responsible for
controlling the quality of the goods sold under a trademark, as well as any other entity or
person, to identify the owner of the trademark. All that one has to do to identify such
owner is to look up in the trademark register in whose name the trademark stands
registered.

Lastly, it is frequently said that the function of a trademark is to distinguish the
goods of one entity from the goods of a similar kind of another entity. This is particularly
true if the trademark consists of the name of the manufacturer or if the person looking at
the trademark knows which manufacturer owns the trademark, or if, next to the
trademark, the name of the manufacturer is also indicated.

Naturally, trademarks may be used not only by the manufacturer of goods but also
by entities which are mere distributors. What has been said before in respect of the
manufacturer will, then, apply to the distributor.

(International Bureau of WIPO, The Elements of Industrial Property, WIPO/IP/ACCI/8&/1, paras. 36-
41)

It is only in comparatively modern times that a trademark has come to be recog-
nized as a species of property which its owner can take steps to protect. A Register of
trademarks provides the source of this protection by:

(a) making proof of registration equivalent to proof of title in all legal proceed-
ings, and

(b) restricting to registered owners the right to prevent others from using their
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trademarks without permission. The transfer from the customer to the prop-
rietor of the right to stop deception caused by false marking has had enorm-
ous benefit and has led directly to an expansion of trade without any loss of
consumer protection.

[D. Myall, Introduction to Trademark Law and Practice, WIPO Training Manual, para. 1.5]

1.6.2 Trade names

“Commercial names and designations” constitute another category of elements of
industrial property.

Trade names are generally names, terms or designations which serve to identify
and distinguish an enterprise and its business activities from those of other enterprises.
Whereas marks distinguish the goods or services of an enterprise, a trade name identifies
the entire enterprise, without necessarily any reference to the goods or services it puts on
the market, and symbolizes the reputation and goodwill of the business as a whole. Thus,
a trade name is a valuable asset for the enterprise it identifies. Itis also a useful source of
information for consumers. Therefore, it is in the interest of both, business enterprises
and consumers, that trade names be protected and that legal measures be adopted to
prevent the use of trade names in ways that are likely to confuse or mislead consumers.

Trade names are generally protected under most national laws. However, the legal
regime governing trade names varies considerably from country to country and might be
determined by a combination of provisions of civil, commercial, company, trademark
and/or unfair competition laws and/or special laws on trade names. Many countries
provide for a registration system of trade names, although the systems vary significantly
both as to their territorial scope (local and/or national) and the legal consequences of
registration.

The principal reason for protecting trade names against infringement is that, if
trade names are intended and understood to identify one enterprise and to distinguish its
activities from those of other enterprises, the public might be misled into thinking that
two separate enterprises using the same or confusingly similar trade names actually
constitute one and the same enterprise. Such confusion is not only harmful to consumers
but it might also permit the infringing enterprise to divert sales from the owner of the
prior trade name and to benefit unfairly from the goodwill the prior trade name repre-
sents.

The essential feature of the legal protection of trade names is the prevention of the
concurrent unauthorized use by an enterprise of a trade name which is identical or
confusingly similar to the trade name of another enterprise entitled to claim protection
thereto.

[International Bureau of WIPO, Other Elements of Industrial Property, ISIP/86/4, paras. 8-12]

1.6.3 Indications of source

Among the types of commercial designations are indications of source and appella-
tions of origin. It should be noted that indications of source and appellations of origin
together form what are sometimes called “geographical indications.”
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An indication of source is constituted by any denomination, expression or sign
indicating that a product or service originates in a country, a region or a specific place
(for instance, “made in ...”). As a general rule, the use of a false or deceptive indication
of source is unlawful.

An appellation of origin is constituted by the denomination of a country, a region
or a specific place that serves to designate a product originating therein, the characteristic
qualities of which are due exclusively or essentially to the geographical environment, in
other words, to natural and/or human factors. The use of an appellation of origin is lawful
only for a certain circle of persons or enterprises located in the geographical area con-
cerned and only in connection with the specific products originating in that area (for
instance, “Bordeaux,” *“Champagne”).

Indications of source and appellations of origin both serve to identify the source or
origin of the products or services for which they are used. Appellations of origin, how-
ever, have an additional function. Whereas an indication of source shows only from
where a product comes, an appellation of origin indicates, in addition, the characteristic
. qualities of a product which are determined by the geographical area from which it comes
and to which the appellation refers. Furthermore, while any expression or sign evoking
the geographical source of a product may constitute an indication of source (e.g., such as
a national emblem), an appellation of origin is always a geographical name (generally,
the name of the country, region or place from which the product originates, although, in

some cases, it can refer to a specific geographical area without actually indicating its
name).

The legal recognition and protection of indications of source and appellations of
origin are in the general interest. They convey very important information to consumers
on the geographical origin of goods and services and, indirectly, on their inherent quality
and characteristics. Therefore, if properly used, geographical indications can help the
public in its purchasing decisions and frequently exercise a strong influence thereon.
However, the wrongful use of geographical indications can mislead consumers as to the

geographical source of goods or services, sometimes thereby causing serious damage to
consumers.

Furthermore, an enterprise which wrongfully uses a geographical indication might
not only mislead the public but also gain an unfair advantage over its competitors,
including those from the geographical area covered by the indication, who, over a period
of time, may lose the whole or part of their custom and the goodwill and reputation
symbolized by such indication. Therefore, the protection of appellations of origin and
indications of source can be considered a particular aspect of the protection against unfair
competition.

[Ibid., paras. 8-18]
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1.7 Unfair Competition

The final element of industrial property is the protection against unfair competi-
tion. Such protection is directed against acts of competition that are contrary to honest
practice in industry or commerce. The range of activities and practices which could be
described as unfair competition is very wide. The Paris Convention identifies the follow-
ing three practices as unfair competition.

1. all acts of such a nature as to create confusion by any means whatever with the
establishment, the goods, or the industrial or commercial activities, of a com-
petitor;

2. false allegations in the course of trade of such a nature as to discredit the
establishment, the goods, or the industrial or commercial activities, of a com-
petitor;

3. indications or allegations the use of which in the course of trade is liable to
mislead the public as to the nature, the manufacturing process, the characteris-
tics, the suitability for their purpose, or the quantity, of the goods.

An additional 12 practices are identified as unfair competition in the commentary
to the Model Law for Developing Countries on Marks, Trade Names, and Acts of Unfair
Competition. They are:

(i)
(ii)

(iii)
(iv)
(v)

(vi)
(vii)

(viii)

(ix)

(xi)

bribing the buyers of a competitor, to secure or retain their patronage;
obtaining the business secrets or trade secrets of a competitor by espionage,
or by bribing his employees;

using or disclosing, without authorization, the secret technical “know-how”
of a competitor;

inducing employees of a competitor to violate their employment contracts or
to leave their employer;

threatening competitors with suits for patent or trademark infringement, if
done in bad faith and for the purpose of reducing trade by them and hinder-
ing competiton;

boycotting trade to prevent or hinder competition;

dumping, that is, selling below cost, with the intent and effect of hindering or
suppressing competition;

creating the impression that the customer is being offered an opportunity to
make purchases under unusually favorable conditions, when such is not the
case;

slavishly copying goods, services, publicity, or other features of the trade of a
competitor; -

encouraging or utilizing breach of contract by competitors;

effecting publicity which makes comparisons with goods or services of com-
petitors;
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(xii) violating legal provisions not directly concerning competition to obtain,
through such violation, an unfair advantage over other competitors.

[BIRPI, Model Law for Developing Countries on Marks, Trade Names, and Acts of Unfair Corﬁpelirion,
p. 78] :

Due to its varied historical development in different countries, unfair competition
law is composed of general constitutional and civil code principles, case law and special
laws. Unfair competition law may deal with classical cases of trademark and trade name
infringement. It may supplement protection granted by other special industrial property
laws, insofar as it may provide for remedies in some cases where none are available under
such laws. (For example, a non-registered mark in a country where registration is the sole
basis for trademark protection under the law on marks might be protected against
infringement under unfair competition law.) However, by prohibiting dishonesty in
trade, unfair competition law can provide protection even in cases in which other bran-
ches of industrial property law do not provide for protection.

What is unfair or dishonest largely depends on the economic and social realities at a
given time and place. This makes unfair competition law particularly adaptable to chang-
ing circumstances and realities, Unfair competition law can furnish a solid legal
framework and yet provide a sufficiently flexible standard for formulating and applying
measures which can be at the same time sensitive to the particular and ever-changing
social and economic conditions in a particular country and effective to combat the
specific types of dishonest trade practices which give rise to concern,

[International Bureau of WIPO, The Elements of Industrial Property, WIPO/IPJACC/8&/1, paras. 19-
21]
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2.1 The Evolution of Intellectual Property
2.1.1 Patents

The concept of patent systems is a very old one; one of the earliest systems was that
originating in England during the reign of Queen Elizabeth I. The practice of transfer-
ring technology and setting up new industries is not a new one. In England it began to
grow in the 12th century, and by the 14th century grants of special privileges were being
made by the Crown to individuals to protect them whilst they established new industries
based on imported technology. This protection took the form of granting the introducer
of new technology the sole right to use it for a period sufficiently long for him to establish
it and train others in its use. This sole right shielded him during the difficult formative
years and gave him a head start, as compensation for providing the State with a new
industry and greater independence. '

Such temporary rights were granted by Letters Patent, which means an *‘open
letter”, so called because it carried a seal at the bottom, as opposed to being sealed up. It
was by way of an official notice to the public of the rights granted. Whilst originally
designed to encourage new industries, the system of granting such rights became abused
by use as a means of augmenting the royal income. Complaints were made in parliament
and the Crown promised that patents should be subject to trial by law.

One of the most famous of such cases is the “Clothworkers of Ipswich”, in 1615,
during which it was said: “But if a man hath brought in a new invention and a new trade
within the kingdom in peril of his life and consumption of his estate or stock, etc., orif a
man hath made a new discovery of anything, in such cases the King of his grace and
favour in recompense of his costs and travail may grant by charter unto him that he shall
only use such a trade or trafique for a certain time, because at first people of the kingdom
are ignorant, and have not the knowledge and skill to use it. But when the patent is
expired the King cannot make a new grant thereof.”

However, the abuse of grants of special rights continued until, in 1628, the Statute
of Monopolies was passed. This declared all monopolies, dispensations and grants to be
void except:

‘““any letters patent and grants of privilege for the term of fourteen years or under,
hereafter to be made, of the sole working or making of any manner of new manufac-
tures within this realm, to the true and first inventor of such manufactures which others
at the time of making such letters patent and grants shall not use™.

Of course, the system has been developed in many ways since then, but it is useful
to bear in mind that patents originated as a tool for the transfer of technology and
establishment of new industries.

Over the years, the practice grew of requiring the recipient of the rights to describe
the technical nature of his *new manufacture”” and the modern practice is to require a
description of the invention including examples of how it is put into practice, followed by
a series of claims which serve to define the technical scope of the legal right granted by
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the patent. This is the patent specification which is published. Such publication of the
invention serves another of the original purposes of the patent system which is to dissemi-
nate information on new inventions so that (a) the invention can be put into practice by
others when the patent expires, and (b) the invention as described may stimulate thought
and lead to further developments in technology.

[D. Vincent, The Role and Functions of Patents, Industrial Designs and Utility Models as Teols of
Technology Transfer, TMP/KLS9, pp.4-7}

2.1.2  Trademarks

Trademarks are not a creation of our times, even though certainly their current
nature, their omnipresence at least in the market-economy countries, is of rather recent
origin.

Trademarks, as marks of origin, were affixed by the makers of bricks, leather,
books, weapons, cooking-ware and other things even in the ancient cultures. These
marks were either letters, usually initials, or other symbolic signs stamped on the goods
to signify the maker of the product. Certainly these marks did not exercise their present-
day function of facilitating distribution of goods in a complex economy. Nevertheless,
they signify an important element in trademark law, still valid today, namely, that marks
create a relationship between goods and their maker. Such markings were also used as
signs of ownership. The English word “brand” often used synonymously with
“trademark” even today, reflects this usage: *‘brand” was the marking placed on cattle
by farmers with hot irons.

Trademarks - although not yet called by that “term of art”, a word created only in
the 19th century - continued to play a similar role throughout the greater part of history,
including mediaeval times and the centuries beyond.

Marks were of particular significance in the growing production of goods fer
export. Thus, metal goods were made in England long before the industrial age and the
production of steel, and weapons and cutlery carried the traditional signs of their English
makers. This is true also of goods made of precious metals. Even today, the marks
affixed by the makers of silver teapots or trays in Augsburg, Braunschweig, London,
Paris, Amsterdam or Petersburg (the old name of Leningrad) in the 16th and 17th
centuries still serve as the guidelines for ascertaining the quality and origin of such goods.

The guilds, one of the mainstays of economies in earlier times, often even required
their members, the masters of the various crafts, to affix marks to their products - in
order to exercise control over their production.

Trademarks began to assume their present-day role in the course of the last cen-
tury. The advent of mass production, the establishment of a more complicated system of
distribution of goods from the producer to the buyer, the growing trade in goods, all
brought with them the need for a universally applicable indentification of the goods - the

goods had to be named beyond having their natural name, such as tools, matches, beer,
etc..
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With the increasing use of trademarks, there also came an increase in their copy-
ing. Cheap knives and forks could be passed off as cutlery from Sheffield by copying the
marks of the makers of Sheffield - the cases are too numerous to be listed here. Usually,
the rightful users of the marks had no means of stopping the counterfeiters. The marking
of their goods provided them with no legally recognized right, as yet, and the general law
was hardly developed anywhere to such an extent that such counterfeiting could be
pursued as an act of deceit or, in our present language, as an act contrary to honest
business practices. Commercial morality usually also did not consider such acts as wrong.
However, in the course of time, remedies were developed by the courts, or the legis-
latures acted to stop the infringement of trademark rights.

In England, a remedy against such infringement was developed by the courts
beginning in the middle of the last century. It is sufficient to point out that a time came
when the user of a trademark was seen as entitled to exclude others from wilfully taking
away the reputation he had developed under the mark. This was the birth of the famous
action of passing off: no person is entitled to pass off his goods as those of another.

British law at that time was in force in many countries, including the region of
North America which became the United States of America.

After the independence of the United States of America in 1776, it was only a slow
process which resulted in separate legal development in that country. Presently, of
course, the legal system of the United States, while still having many things in common
with the legal system of the United Kingdom, is totally separate and independent. In the
field of trademarks, similar court decisions developed as in the United Kingdom. Eventu-
ally, the coalition of trademark owners became strong enough to convince the federal
legislature, the Congress, to pass a trademark act. This was done in 1870, but that act
lasted only for seven years, when it was declared unconstitutional. In any event, it took
until 1905, until a new comprehensive trademark act was enacted. This was, interestingly
enough, the same year that the United Kingdom adopted a new trademark act.

On the European continent, as a result of the absence of a system like the British
common law, trademark protection could be adopted only by the legislatures. One of the
first countries to enact a comprehensive law was France, in 1857, a law which remained in
force for more than 108 ycars. Many European countries, such as Germany and Italy,
still had to find their national unity. Thus, in Germany, the first legislative protection
provided for registered trademarks was a Prussian ordinance of 1874. The first “Reich-
sgesetz” of 1874, only three years after the formation of the German Reich, was quite
limited in scope and allowed only pictorial marks to be registered. The first comprehen-
sive enactment in Germany was that of 1896. The development in the neighboring
countries was quite similar.

The development in trademark law in this century can be summarized under a few
headings: use or registration as the basis for the creation of rights; recognition of modern
ways of exploiting trademarks (assignment, licensing); recognition of new theories of
trademark protection. N



22 BACKGROUND READING MATERIAL ON INTELLECTUAL PROPERTY

These developments were not only those by legislatures; very often the significant
lines were established by court decisions.

As far as the basis for the creation of rights is concerned, we can see some interest-
ing developments. The principle that use - not registration - creates rights is now main-
tained only in the United States and in the Philippines and, in a somewhat modified form,

in Canada. All other countries recognize that registration is at least an equal basis for the
creation of trademark rights.

Some countries formerly having a system where simple use was recognized as an
equal basis for acquisition of rights have now shifted to a more formal approach where
registration is of prime significance. This is true for France, where a new act was adopted
in 1964, and the Benelux countries, which together formed a trademark union in 1970.

On the other side, Germany was originally a country where only registration
applied. Here, the courts eventually accepted use lcading to reputation on the market as
equally effective, and the legislature followed that course in 1936.

Interestingly enough, the late 1930’s and the 1940's were productive years for
trademark legislation, with the German law of 1936 being in substance still the law of
today, the British Act of 1938 still being in force, as well as the Italian Trademark Act of
1942 and the United States Trademark Act of 1946.

As far as the recognition of modern ways of exploiting trademarks is concerned,
the British trademark law (and, following its model, the trademark laws of many coun-
tries of the Commonwealth) since 1938 expressly recognizes the assignment of
trademarks without the simultancous transfer of the respective business. The law also
allows for the licensing of trademarks in the context of registered user agreements. Also
the United States trademark law is very liberal with assignments (the assignment of the
goodwill symbolized by the mark is sufficient). That law also allows trademark licensing:
" it requires no registration of licensing agreements but provides that the licensor must
exercise control over the nature and quality of the goods made under the license.

Much of the legislation in Europe is now awaiting the outcome of Common Market
efforts before being modernized in this regard. Also Switzerland and Austria are obscrv-
ing these developments with great interest. Austria has recently amended its law to allow

for the free assignment of marks, something which German trademark law still does not
allow.

As far as the recognition of new theories of trademark protection is concerned,

reference could be made to the British Act of 1938 and the Benelux Trademark Act of
1970.

The British Act for the first time created new rights for the trademark owner,
namely the right to exclude any trademark use whatever, regardless of whether there was
likelihood of confusion or not. Thus, in the British law, it seems that where a competitor
refers to a trade marked product in order to present the advantages of his own product he
could be enjoined for trademark infringement. The Benelux Act has also created a new
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right, namely, the right to enjoin any use which is causing damage to the trademark
owner, regardless of similarity of goods. These examples show that the traditional notion
of trademarks as signs indicating origin, and nothing else, is no longer quite true, even as
far as present trademark legislation is concerned.

This brief review of the history of trademark law would be incomplete if only
national developments would be mentioned. Rather, the national developments were
influenced to a substantial degree by developments in the international field. Particular
reference should be made to the Paris Convention which is dealt with more fully else-
where. The Paris Convention is the basic international convention in the field of indust-
rial property, including trademarks. It is supplemented by the Madrid Agreement on the
International Registration of Marks, signed in 1891, a special union fer members of the
Paris Convention. The important point under the aspect of the history of trademark law
is that the ratification of these international treaties and their transformation into
national legislation has contributed substantially to making the ficld of industrial prop-
erty law as international as it is today. The international conventions embody the com-
mon views of the international community in industrial property law, and the standards
of these treaties were carried into national legislation again and again, especially when
the conventions were revised.

[A. Krieger, Theory and Hislofy of Trademark Law, BTMC/2, pp.4-13]

2.1.3 Copyright

The idea of copyright protection only began to emerge with the invention of
printing, which made it possible for literary works to be duplicated by mechanical pro-
cesses instead of being copied by hand. This led to the appearance of a new trade—that
of printers and booksellers, in England called *““stationers’”. These entrepreneurs invested
considerable sums in the purchase of paper, in buying or building presses, and in the
employment of labour, involving an outlay which could be recouped with a reasonable
return over a.period of time. In this situation, without any form of protection against
competition from the sales of unauthorized copies, the investment in the printing and
selling of books was a precarious and speculative venture; and many were ruined. The
pressures grew for some ferm of protection; and this came in the shape of privileges
granted by the various authorities; in England and in France by the Kings; and in
Germany by the Princes of the various States. These privileges gave the beneficiaries
exclusive rights of reproduction and distribution, fer limited terms, with remedies avail-
able for enforcement by means of fines, seizure, confiscation of infringing copies, and
possibly damages. The resulting situation exhibited many of the basic features of the
copyright system as we know it today.

By the end of the 17th century the system of privileges—i.e. the grant of monepoly
rights by the Crown—was being more and more criticized and the voices of authors
asserting their rights began increasingly to be heard; and this led in England in 1709 to
what is acknowledged to be the first copyright statute—The Statute of Anne. The object
of this law was expressed in the long title of the Bill as being for the encouragement of
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learning and for securing the property of copies of books to the rightful owners thereof.
Its principal effect was to provide that the author or a book enjoyed the sole right to print
and publish it for 14 years from the date of its first publication; he could, of course, sell
that right, and usually did, to a bookseller. The Act also provided that at the end of that
first period of 14 years a second protection period commenced which again belonged
initially to the author, if living; so that the overall effect was to create a period of
copyright protection running for 28 years from the date of the first publication. In the
case of books already printed when the Act was passed, there was a single period of 21
years protection. The emphasis of the Act was therefore on the protection against unau-
thorized copying of published works, and in practice the principal beneficiaries were the
publisher/booksellers. It should be noted that the Act imposed both a registration and a
deposit condition; published books had to be registered at Stationers Hall, and copies

had to be dcposited for the use of universities and librarics (rising ultimately to a total of
nine).

In the 18th century there was continuous dispute and litigation over the relationship
between copyright subsisting at common law and copyright under the Statute of Anne.
This was finally settled by the House of Lords in the case of Donaldsen v. Beckett in 1774
which ruled that at common law the author had the sole right of printing and publishing
his books, but that once a book was published the rights in it were exclusively regulated
by the Statute. This common law right in unpublished works lasted until the Copyright
Act 1911, which abolished it; and today in England copyright subsists solely by statute.

In France the evolution from the system of privileges to a system of copyright was
part of the general changes in French life brought about by the Revolution which
abolished privileges of all kinds including the privileges of publishers; and in 1791 and
1793 the Constituent Assembly passed two decrees which laid the foundations for the
French copyright system. The Decree of 1791 secured for the author a right of public
performance throughout his lifetime, and for 5 years after his dcath for the benefit of his
heirs or assigns; and the Decree of 1793 gave the author an exclusive right to reproduce
his works throughout his lifetime and for 10 years after his death for the benefit of his
heirs or assigns. We can see immediately a difference in approach from that of the Statute
of Anne. In France these rights are described as “authors’ rights” and they are enjoyed
throughout the author’s lifetime and do not depend upon either publication or upon
compliance with formalities such as registration.

However, both in England and in France, the rights were scen essentially as prop-

erty rights, simply securing for the author or his heir or assignee the economic value of
the work protected. '

The next development to note was the appearance in Germany of philosophic
concepts by philosophers such as Kant, who saw in copyright or authors’ rights not
~merely a form of property securing an economic benefit for the author or right owner.
They regarded an author’s literary and other creative work as an extension of, or reflec-
tion of, the author’s personality, in respect of which he was entitled by natural justice to
be protected as a part of his personality; and this concept greatly influenced the develop-
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ment of copyright in continental Europe and, in particular, led to the development of the
droit moral or moral rights (the non-economic rights of authors).

To complete this brief historical survey one should turn to the United States of
America and observe that until 1976 when the current United States Copyright Act was
enacted, the law of copyright in the United States was closely based upon the original
provisions in the English Statute of Anne. Thus, the first federal American law, enacted
in 1790, provided for the protection of books, maps and charts for a period of 14 years
from the first publication, which could be renewed for a further term if the author was
still alive on the expiry of the first term, and subject to strict requirements of registration
and decposit. Those features remained in the United States law until 1976 when the
present law was enacted which changed the duration of protection to the life of the
author plus 50 years, thus bringing it into line with virtually all other countries with
copyright laws; however, the 1976 Act still retains the requirements of registration and
deposit which have their origins in the Statute of Anne of 1709.

In summary, the essence of the conceptual differences between the common law
and civil law systems is as follows: the common law countries treat copyright, in effect, as
a form of property, capable of being created by an individual or a corporate author, and
once created, susceptible to commercial exploitation in the same way as any other form
of property; the component rights being exclusively directed to securing enjoyment of the
economic potential of the property. In civil law countries the author’s right is also
regarded as having “property” characteristics, and the copyright law seeks to protect the
economic content of that property to the same extent as does the common law system;
but, and herein lies the difference, there is an added dimension to authors’ rights—i.e.
the intellectual or philosophical concept that the work of an author is an expression of his
personality which by natural justice requires protection just as much as the economic
potential of the work.

[D. de Freitas, The Main Features of Copyright Protection in the Various Legal Systems, WIPO/CR/KL/
86/5, pp.14)

2.2 Invention and Technology

Technology has been dcfined as systematic knowledge for the manufacture of a
product, or the rendering of a service in industry, agriculture or commerce, whether that
knowledge be reflected in an invention, a utility model, an industrial design, a plant
variety, or in technical information in the form of documentation, or in skills or experi-
ence of experts, for the design, installation, operation or maintenance of an industrial
plant or its equipment or for the management of an industrial or commercial enterprise
~ or its activities.

It should be noted that, in this definition, technology consists of knowledge. But
not all knowledge is included. It must be' knowledge that is systematic, that can be
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communicated, that can be applied to meet a problem or a need that arises in a particular
kind of human activity in industry, agriculture or commerce. There are thus three criteria
in this definition of technology.

First, the knowledge must be systematic. By systematic is meant organized with a
view to its providing a solution to a problem.

Second, the knowledge must exist in some place, as in a writing or in the mind of a
person, and it must be disclosed or be capable of being disclosed and thus communicated
or communicable by one person to another in some way.

Third, the knowledge must be directed to an end, that is, to serve a useful purpose
in industry, agriculture or commerce.

In this respect, it may be knowledge which will be used to manufacture a product,
as for example, a television set, or to make the picture tube that is one part of the set,
or to manufacture a machine, as for example, a machine that will make the bolts or nuts

that will be needed to fasten the base of the picture tube to the frame of the television
set.

The knowledge may be used in the application of a process, as for example, the
process for annealing or coating the wire that will be needed to connect the picture tube
to other parts of the television set.

It may be knowledge that can be used in the extraction of natural resources from
the earth, as for example, the mining of iron ore or coal, or the exploration and drilling
for oil, or from the sea, as for example, the drawing of salt from water, or in preventing
pollution of the air.

It may be knowledge that is useful in planting seeds, as for example, what kind and
what amount of fertilizer, or in the growing of plants, as for example, the kind and
amount of insecticide, or in the harvesting of a crop, such as when and with what
mechanical means.

It may be knowledge which is useful in the operation of a machine or in its
maintenance. It may be knowledge which is helpful in packaging the product that is
manufactured or the crop that is grown. It may be knowledge which explains the advan-
tages of the product or crop to its user or consumer and thus helps to promote its sale.

An invention is an example of systematic knowledge, that is, knowledge organized

with a view to giving a solution to a technical problem. Another example is the utility
model.

In the case of the patented invention—as also in the case of the other example—the
solution to the problem is described in a written form. That written form is the patent
document issued and published by the government authorities. That document also
confers the exclusive rights to the solution upon its owner. The document also constitutes
the means by which the description of the solution can be communicated to others. The
utility model certificate and the specimen or photographic or other graphic representa-
tion of an industrial design for which a patent is granted or which, under some laws, is
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registered, serves a similar function. Such an invention, utility model or industrial design
is thus specific technology which is described and disclosed in a particular way and form.

[International Bureau of WIPO, The Elements of Industrial Property, WIPO/IP/AR/85/7, paras. 3-15]

2.3 Role and Contribution of Intellectual Property to Wevelopment
2.3.1 Development objectives of developing countries

The development objectives of a developing country are aimed at the solution of its
specific problems.

It would be impossible to draw up an exhaustive list of the problems specific to
developing countries. These problems have been identified by governments of develop-
ing countries in various national and international fora and can also be identified by an
examination of the social and economic development objectives set down by govern-
ments in developing countries. In listing some of these problems and development objec-
tives, no order of priorities is attempted since priorities differ from country to country
and from region to region.

Developing countries have set themselves the target of establishing a sound agricul-
tural and industrial base. This includes the desire to improve agriculture and to progress
towards feod self-sufficiency and to stimulate commercial activity and economic growth.
It also embraces the desire to establish appropriate small, medium and large scale indus-
tries in priority sectors, and to develop the manufacturing sector in order to achieve
import substitution, thereby reducing the present dependence on imported products. It
also includes the increased use of local raw materials as inputs in the manufacturing
sector, and the promotion of exports including exports of finished products rather than
only of raw materials. Since many developing countries are rich in traditional art and
folklore, which is often the basis of interesting and unique creations of local craftsman-
ship and textile designing, they aim at encouraging and gaining the maximum economic
benefit from such indigenous creations.

As regards rural development, developing countries are determined to take
measures aimed at improving the general infrastructure in rural areas, providing better
living conditions and improved amenities for the rural population and the development
of low cost technology, including agricultural technology, suitable for rural areas.

In the science and technology sector, the objectives include the establishment and
implementation of a science and technology policy aimed at ensuring the acquisition of
appropriate technology, or technologies suited to local conditions, on fair and reasonable
terms, the unpackaging and adaptation of foreign technologies, the promotion and
development of indigenous technologies and of the indigenous innovative capacity and
the upgrading of technology in the informal production sector (e.g., handicraft and
village industry). With regard to energy, developing countries place emphasis on the
need to develop new and renewable sources. Similarly, other objectives for the improve-
ment of existing infrastructures have been set in the areas of health, housing, communi-
cations, and the development of human resources. ‘
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In most developing countries there exist practical problems which impede the
achievement of development objectives. Such practical problems include a lack of equip-
ment, infrastructure and amenities, taken for granted in developed countries. Fortu-

nately, these practical problems are being tackled and substantial progress has been
made in many such countries.

[International Bureau of WIPO, The Role of Industrial Property in Economic Development, WIPO/1P/
ACC/86/5, paras. 15-21)

2.3.2 Industrial property and development

(a)

(b)

introduction

Industrial property has long been recognized and used by industrialized
countries, and is being used by an ever increasing number of developing
countries, as an important tool of technological and economic development,
Many developing countries are aware that it is in their best interest to establ-
ish national industrial property systems, where they do not exist, and to
strengthen and upgrade existing systems which, inherited from their histori-
cal past, are no longer adequately responding to new needs and priorities.

Countries have laws to protect industrial property for two main reasons,
related to each other. One is to give statutory expression to the moral and
economic rights of creators in their creations, and the other is to promote, as
a deliberate act of government policy, creativity and the dissemination and
application of its results, and to encourage fair trading: this contributes to
economic and social development.

For example, the right to obtain a patent for an invention encourages the
investment of money and effort in research and development; the grant of a
patent encourages investment in the industrial application of the invention;
the official publication of the patent adds to the world’s supply of documen-
tary sources of technological information. Trademark rights protect enter-

prises against unscrupulous competitors seeking to make profit out of deceiv-
ing the public.

patents

An equitable and modernized patent system, by providing recognition and
material benefits to the inventor, constitutes an incentive for inventiveness
and innovative activity. It also creates a favorable climate for the transfer of
technology by means of the security it provides for the patentee.

Patent laws require that an application for a patent for invention describe the
invention with such clarity and completeness of all the technical details that
anyone having ordinary skill in the art should, by merely reading the descrip-
tion, be able to carry out the invention, and that granted patents for inven-
tion be published. In other words, at the latest when the patent for invention
is granted, the invention will be *“disclosed,” that is, its essence and mode of
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exploitation will be brought to the knowledge of anyone who cares to know.
The utilization of information available through this disclosure avoids waste-
ful duplication of effort and the multiplication of costs that research aimed at
finding solutions to technical problems can entail; it acts as an inspiration or
catalyst for further inventions and this contributes to the advance of science
and technology.

From the point of view of its information aspect, the patent system is a useful
aid for developing countries wishing to have access to the technological infor-
mation required for their various developmental purposes. This statement
takes into account the fact that the legal protection that patents enjoy is
subject, inter alia, to a time limitation and a territorial limitation. In this
respect, the patent system—where appropriately used through an adequate
administrative infrastructure—benefits not only the public sector, but also
the parastatal entitics and the private sector. Each of these sectors can derive
substantial advantages wherever patent information services operate effi-
ciently and are integrated with other technological information schemes
existing in the respective countries or regions.

Technological information based on patent documentation is of prime
importance and usefulness. The functions of patent documentation include:

(i) providing technological information for research activities

Since in technical literature, such as books or periodicals, patent documenta-
tion is sometimes badly neglected, any information taken exclusively from
those sources may be incomplete as far as the state of development in a
certain field of technology is concerned. Also there is often information
contained in patent doucments which is useful as an indication of the direc-
tion to be taken by the research worker on a particular technological prob-
lem. Information on the state-of-the-art as may be found in recently pub-
lished patent documents, in combination with his own specific scientific
knowledge, will enable the researcher either to develop subjects already
known or to proceed in new directions, thus creating new and progressive
technologies and products. The utilization of such information would thereby
save time, money and effort by avoiding the repetition of work that has been
accomplished by others elsewhere;

(ii) identifying alternative technologies

Patent documentation is useful for identifying alternative technologies which
could replace known technology in order to provide economic or environ-
mental benefits. For example, information may be obtained about the advan-
tages to be gained by employing a new, essentially improved, device, by
using cheaper raw materials, by using fewer manufacturing steps or parts and
perhaps even by the use of by-products of existing processes that previously
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had been considered to be of no use. Another possibility would be that an
invention described in patent literature offers a shorter or faster process and
therefore offers a higher return on invested capital and also higher prod-
uctivity. In any event, patent documents will identify enterprises already
active in a specific field of technology and from which further information
thereon could be obtained;

(iii) Evaluation of a specific technology offered for acquisition
(e.g., licensing offer)

Another aspect is the evaluation of a specific technology which is being
considered for acquisition or which is being offered for license. In this
regard, a state-of-the-art search using patent documents would provide
information on the different technologics available on the market, or cur-
rently being developed, and such information would allow a better evalua-
tion and analysis of the technology which is being offered under license;

(iv) identifying enterprises which are active in a specific field of technology

This question may arise, for example, in the planning of a new branch of a
specific type of production or of the improvement of already existing pro-
cedures or processes. This could be of great importance if local instead of
imported raw materials could be utilized or if by-products of an already
existing process were to be processed to useful products instead of being
wasted. In such cases, patent literature could give valuable information
which would enable the interested party to choose the most favorable
options before entering into negotiations with firms offering the technology
or the complete plants for production;

(v) identifying solutions to a technical problem

A state-of-the-art search through patent documents will usually identify
those solutions to a technical problem that have been proposed in the past.
Patent literature will often discuss disadvantages and difficulties that can be
avoided by using a particular process or design or will discuss advantages or
benefits of a particular process or design.

These advantages which may be derived from the information aspect of the
patent system, can be gained if such use is adequately incorporated in the
administrative infrastructure of the countries concerned. In this respect it is
essential that the patent system, and the patent information aspect of it, be
adequately understood and accepted as a necessary component of the
development efforts of the government. The awareness of the usefulness of
the patent system for technological development purposes, and the exist-
ence of an adequate industrial property system providing patent informa-
tion services are essential elements. Equally essential is the need to coordi-
nate the said system and its patent information services with other branches
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of the government administration related to aspects of technology transfer
and technological development.

In this connection, it is necessary that the development objectives of the
country concerned be reflected in the patent system of that country. In
particular, the administration entrusted with patent matters must have the
required capabilities and the mandate for undertaking and achieving the
tasks and results provided for in the patent legislation. Legislation will in
many instances also be useful, if not indispensable, for the establishment of
formal linkages between the different administrative branches or bodies of
the government, in order that they appropriately coordinate and cooperate
with each other’s efforts with a view to obtaining the best results in the
national interest. It may be mentioned that in many instances the inadequate
utilization of the patent system in developing countries is merely a consequ-
ence of the lack of appropriate cooperation between the patent administra-
tion and the other relevant governmental bodies. The existence of appropri-
ate linkages with the various related sectors mentioned above could ensure
the effective contribution of the patent system (patent laws and patent
administration) towards the development process.

utility models

One of the main advantages of a patent system is the encouragement of
indigenous inventiveness and the stimulation of creativity among the peoples
of the country. Such encouragement and stimulation could result in a large
number of inventive products some of which might not, however, meet all
the stringent requirements for patentable inventions. Creativity of this kind,
nevertheless, deserves reward and should be encouraged. The protection of
utility models serves this purpose by providing for a type of industrial prop-
erty with less stringent requirements and a relatively shorter duration in
comparison with a patent.

industrial designs

Many developing countries are extremely rich in traditional art and felklore
which stimulates creation of local craftsmanship. These creations usually fall
within the ambit of the term “industrial designs”. By providing recognition
and material benefits to the creator of an industrial design, an effective
system of protection stimulates creative activity.

trademarks

A well-selected trademark is an asset of substantial economic importance to
an enterprise because it enables that enterprise to establish a market position
based on the trademark. Thus, the effective protection of trademarks is an
important aspect of commercial activity in any given country.
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Developing countries are increasingly concerned about what consequences
the advertising and promotion of marks might have on consumption patterns
in their countries.

In formulating and applying industrial property policy and laws, the compe-
tent public authorities must, of course, as in any other field, take into account
the particular realities of their country and the public interest at large, which,
in the case of industrial property, must include the interests of consumers.

(f) concluding observation

No industrial property system, however elegantly its basic laws are drafted
and however efficiently they are implemented, can make an effective con-
tribution to economic and technological development unless the system is
known to, and used by, those for whose benefit it was established. An indust-
rial property system is established to serve the needs of traders, manufactur-
ers, industrialists, researchers, businessmen and consumers. The list of
potential users and beneficiaries is inexhaustible, and the benefits to be
derived from an effective use of industrial property cut across sectoral lines
within an economy.

An essential task is to promote, among owners and users, as well as among
potential owners and users, of industrial property, within the government
and in the private sector, awareness of the nature of industrial property, and
of how its main components can be developed and successfully exploited in
commerce and industry to enable the industrial property system to serve
better the national interest and national goals of development.

[Ibid., paras. 29-53]

2.3.3 Copyright and development

Copyright has a special role in the context of development. Particularly during the
last three decades when the political map of the world changed considerably, and several
States progressively became independent and other States were newly created, develop-
ing countries have had to cope with the enormous problems of educating the vast masses
of their peoples. Some developing countries, racing against time in order to provide mass
education by methods both formal and non-formal, are facing acute challenges in respect
of encouraging and fostering intellectual creativity, and satisfying the urgent need for

promoting knowledge, in particular, knowledge in the field of science and technology, in
their countries.

Most developing countries, on attaining independence, have given priority to the
training of their peoples and to education, in order to meet the need for staff and
management personnel to design and implement development policies and plans. In the
early stages, this priority involved drawing heavily on expatriate administrators and
resorting abundantly to foreign works (including technical documents, and manuals), and
consequently to foreign methods and precedents. In order to remedy that situation,
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emphasis had to be placed on the need to give an essentially national character to the
training of the people.

It is indeed important that people be trained in a manner that is in keeping with
their natural environment. Consequently, teaching material, including literary, artistic
and scientific works, has to be created by authors originating in the community to which
the works are addressed, and the community has in turn to see and recognize its reflec-
tion in them, as the author is the spokesman for his period and the mirror held up to his
fellow citizens. Until that takes place, and it can only really take place gradually, in step
with the advancement of the development process, recourse to foreign works remains
essential. Even in the long run, a reasonable level of recourse to foreign works will
continue to remain desirable, in order to facilitate cultural interchange and the reciprocal
flow of ideas.

In many developing countries, there is a shortage of specialists in certain areas of
knowledge. Incentives and subsidics are required for the purpose of encouraging national
authorship both in a language in general use and in the local language. Also required is
education of the public in the laws of copyright.

Development of national authorship and creativity cannot be set in motion without
guarantees to the author of adequate remuneration for his efforts, to enable him to
devote his time and attention fully to the need for producing educational material.
Copyright protection involves ensuring not only payment of attractive and reasonable
royalties to the authors, but also suitable protection for publishers, for the opportunity
available to an author to have his works disseminated depends equally on the laws
protecting publishers. This process of dissemination cannot be confined to national
boundaries. Hence the need to protect one’s authors and creators both nationally and
internationally. This calls for adequate legislation.

Developing countries may wish to introduce such legislation also in order to protect
the traditional manifestations of their culture which are the expression of their national
identity. Copyright legislation has to be framed with due regard to national needs and in
a manner that best serves the national interests. Without laws protecting copyright effec-
tively national creativity cannot be nurtured and sustained.

Once the law has been enacted, the infrastructure for its application has to be

established. It is essential to have a proper administrative infrastructure tailored to suit
the needs of the particular domestic situation.

[International Bureau of WIPO, Intellectual Creation as an Incentive for the Development and Cultural
Promotion of Nations, WIPO/CNR/CA/85/2, Annex, paras. 1-19]
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3.1 World Intellectual Property Organization [WIPO]
3.1.1 History

The World Intellectual Property Organization (WIPO) is one of the 16 specialized
agencies of the United Nations (UN) system of organizations. The “Convention Estab-
lishing the World Intellectual Property Organization™ was signed at Stockholm in 1967
and entered into force in 1970. However, the origins of WIPO go back to 1883 when the
Paris Convention was adopted, and to 1886 when the Berne Convention for the Protec-
tion of Literary and Artistic Works (hereinafter referred to as “‘the Berne Convention™)
was adopted. Both these conventions provided for the establishment of international
secretariats and both were placed under the supervision of the Swiss Federal Govern-
ment. The few officials who were needed to carry out the administration of the two
conventions were in Berne, Switzerland.

Initially there were two offices (one for industrial property, one for copyright) for
the administration of the two conventions. In 1893, the two offices united. The name of
the organization now known as WIPO has undergone several changes in the course of its
history. The most recent of its names, before it became WIPO, was BIRPI, the acronym
of the French language version of the name: United International Bureaux for the
Protection of Intellectual Property (in English). In 1960, BIRPI was moved from Berne to

Geneva.

At the 1967 diplomatic conference in Stockholm, when WIPO was established, all
the administrative clauses of all the then existing multilateral treaties administered by
BIRPI were revised. The said administrative clauses had to be revised because member
States wished to make the Organization (WIPO)—which is, of course, an organization of
Governments and intergovernmental organizations—independent of the Swiss Govern-
ment, to give it the same status as all the other comparable intergovernmental organiza-
tions, and to pave the way for WIPO to become a specialized agency of the United
Nations system, or family, of intergovernmental organizations.

Among the specialized agencies, the best known are, perhaps, the International
Labour Organization (ILO), the United Nations Educational, Scientific and Cultural
Organization (UNESCO), the World Health Organization (WHO), and the Food and
Agriculture Organization (FAQO). They are called “specialized agencies” because each of
them has specialized knowledge and expertise, and has accumulated vast international
experience in a particular subject or field of activity of importance to the international
community. Thus, ILO is specialized in labor, UNESCO in education, science and
culture, WHO in health, FAO in food and agriculture and WIPO in intellectual property.

Most of the intergovernmental organizations now called specialized agencies did
not exist before the Second World War. They were created after the war for the specific
purpose of dealing with a particular subject or field of activity at the international level.
However, some intergovernmental organizations, such as ILO, the Universal Postal
Union (UPU), and the International Telecommunications Union (ITU), were in exist-
ence, and had become the responsible intergovernmental organizations in their respec-
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tive fields of activity, long before the establishment of the UN. After the UN was
established, these organizations became specialized agencies of the UN system, or fam-
ily, of organizations.

Similarly, long before the UN was established, BIRPI was the responsible inter-
governmental organization in the field of intellectual property. WIPO, the successor to
BIRPI, became a specialized agency of the UN when an agreement was signed to that
effect between the UN and WIPO and came into effect on December 17, 1974. An
intergovernmental organization can only become a specialized agency of the UN pur-
suant to such an agreement.

A specialized agency, although it belongs to the family of UN organizations,
retains its independence. Each specialized agency has its own membership. All member
States of the United Nations are entitled to become members of all the specialized
agencies, but in fact not all member States of the UN are members of all the specialized
agencies. Each State decides for itself whether it wants, or does not want, to become a
member of any particular specialized agency. For example, although Switzerland is not a
member of the UN, it is a member of WIPO. Each specialized agency has its own
constitution, its own governing bodies, its own elected executive head, its own income,
its own budget, its own staff, its own programs and activities. Machinery exists for
coordinating the activities of all the specialized agencies, among themselves and with the
UN, but, basically, each agency remains the master of its own destiny, responsible, under
its own constitution, to its own governing bodies which consist, of course, of States
members of the organization.

The agreement between the UN and WIPO recognizes that WIPO is, subject to the
competence of the UN and its organs, responsible for taking appropriate action in
accordance with its basic instrument, treaties and agreements administered by it, inter
alia, for promoting creative intellectual activity and for facilitating the transfer of tech-

nology related to industrial property to the developing countries in order to accelerate
economic, social and cultural development.

[International Bureau of WIPO, WIPO, What it is and What it Does, TMP/KL/4, paras. 1-8]

3.1.2 Structure

The constitution, the “basic instrument,” of WIPO is the Convention signed at
Stockholm in 1967. In describing WIPO, the following questions will be answered in very
general terms: why is an intergovernmental organization needed? What are the Unions
administered by WIPO? Which states are members of WIPO? What does WIPO do?
How is it governed and managed?

Why is an intergovernmental intellectual property organization needed? Intellec-
tual property rights are limited territorially; they exist and can be exercised only within
the jursidiction of the country or countries under whose laws they are granted. But works
of the mind, including inventive ideas, cross frontiers with ease, and, in a world of
interdependent nations, should be encouraged to do so. Moreover, with growing similar-
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ity in the approach and procedures governing intellectual property matters in various
countries, it makes eminent sense to simplify practice through international standardiza-
tion and mutual recognition of rights and duties among nations. Therefore, governments
have negotiated and adopted multilateral treaties in the various fields of intellectual
property, each of which establishes a “Union” of countries which agree to grant to
nationals of other countries of the Union the same protection as they grant to their own,
as well as to follow certain common rules, standards and practices.

What are the Unions? The Unions administered by WIPO are founded on the
treaties. A Union consists of all the States that are party to a particular treaty. The name
of the Union is, in most cases, taken from the place where the text of the treaty was first
adopted (thus the Paris Union, the Berne Union, etc.). The treaties fall into three
groups:.

The first group of treaties establishes international protection, that is to say, they
are treaties which are the source of legal protection agreed between countries at
the international level. For instance, three treaties on industrial property fall into
this group. They are the Paris Convention, the Madrid Agreement for the Repres-
sion of False and Deceptive Indications of Source on Goods and the Lisbon Agree-
ment for the Protection of Appellations of Origin and their International Registra-
tion.

The second group consists of treaties which facilitate international protection. For
instance, six treaties on industrial property fall into this group. They are the Patent
Cooperation Treaty which provides for the filing of international applications for
patents, the Madrid Agreement Concerning the International Registration of
Marks, the Trademark Registration Treaty, the Lisbon Agreement which has
already been mentioned because it belongs to both the first and second groups, the
Budapest Treaty on the International Recognition of the Deposit of Microorgan-
isms for the Purposes of Patent Procedure and the Hague Agreement Concerning
the International Deposit of Industrial Designs.

The third group consists of treaties which establish classification systems and pro-
cedures for improving them and keeping them up to date. Four treaties, all dealing
with industrial property, fall into this group. They are the International Patent
Classification Agreement (IPC), the Nice Agreement Concerning the International
Classification of Goods and Services for the Purposes of the Registration of Marks,
the Vienna Agreement Establishing an International Classification of the Figura-
tive Elements of Marks and the Locarno Agreement Establishing an International
Classification for Industrial Designs.

Revising these treaties and establishing new ones are tasks which require a constant
effort of international cooperation and negotiation, supported by a specialized 'secre-
tariat. WIPO provides the framework and the services for this work.

{Ibid., paras. 10-15]
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3.1.3 Functions

(a)

introduction

The activities of WIPO are basically of three kinds: registration activities, the
promotion of intergovernmental cooperation in the administration of
intellectual property, and substantive or program activities. All these
activities serve the overall objectives of WIPO, to maintain and increase
respect for intellectual property throughout the world, in order to favor
industrial and cultural development by stimulating creative activity and

facilitating the transfer of technology and the dissemination of literary and
artistic works.

The registration activities of WIPO involve direct services to applicants for,
or owners of, industrial property rights. These activities concern the receiv-
ing and processing of international applications undecr the Patent Coopera-
tion Treaty or for the international registration of marks or deposit of indust-
rial designs. Such activities are financed normally from the fees paid by the
applicants, which account for about half of the budget of WIPO.

The main activities in intergovernmental cooperation in the administration of
intellectual property are concerned with the management of collections of
patent documents used for search and reference, and devising means for
making access to the information which they contain easier; the maintenance
and updating of international classification systems; the compilation of more
and more sophisticated statistics; regional surveys of industrial property and
copyright law administration.

The substantive or program activities of WIPO, which constitute the major
part of its activities, include promoting the wider acceptance of existing
treaties, updating—where necessary—such treaties through their revision,
concluding new treaties, and organizing and participating in development
cooperation activities.

Promotion of the acceptance—or the wider acceptance—of treaties, whether

they are in force or not, is a permanent, and extremely important, activity of
WIPO.

[International Bureau of WIPO, The World Intellectual Property Organization [WIPOA], MPIC/86/3.1,
paras. 17-21]

3.1.4 Development cooperation

(a)

introduction

A very important sphere of WIPO’s activities concerns assistance in the
development of developing countries. “Development cooperation™ is the
expression used in the United Nations system to describe what used to be
called “aid” or “assistance to developing countries” or ‘legal-technical



INTERNATIONAL COOPERATION IN INTELLECTUAL PROPERTY 41

assistance’’. What is WIPQ’s principal aim in this field? It is to promote
respect for intellectual property inside each developing country and in the
international relations of that country, because experience shows that
national creativity in the field of technical inventiveness and in the literary
and artistic field is considerably enhanced and, in fact, is really only possible
if it is accompanied by the protection of inventors and the authors of literary
or artistic works.

The main aim of the development cooperation program is to make a special
contribution to the development process within the developing countries in
the field of intellectual property, thereby calling for a whole range of multiple
activities. There are indeed enormous differences between the various
developing countries as regards their degree of industrialization and their
productivity in the fields of technical inventiveness and literary and artistic
creativity. Many of them lack specialists in the field of intellectual property.
Many of them also have a need for national laws better suited to their
development objectives. Those that have not as yet enacted new legislation
since their independence still apply provisions which are not suited to their
real needs and are outmoded. Finally, a large number of them have need of a
national infrastructure enabling the laws to be administered more efficiently
and permitting greater exploitation of the possibilities that improved laws
and improved infrastructures could offer them for their industrialization as
well as their cultural expansion.

In order to carry out activities to fulfil these aims, WIPO has set up perma-
nent programs specifically designed to organize development cooperation in
developing countries.

{International Burcau of WIPQ, WIPO and its Program of Development Cooperation in the Field of
Copyright and Neighboring Rights, WIPO/GIC/CNR/GE/86/14, paras. 3-9]

(b) development cooperation in relation to industrial property

WIPQ'’s development cooperation activities in the field of industrial prop-
erty, which are carried out within the framework of the WIPO Permanent
Program for Development Cooperation Related to Industrial Property, are
aimed at helping developing countries in the following respects:

(i) training of government officials and representatives of private enter-
prises such as lawyers, industrial property agents, etc.;

(ii) providing legal advice and assistance in drafting new, or revising exist-
ing, industrial property legislation;

(iii) establishing or strengthening industrial property offices and institu-
tions;

(iv) promoting indigenous innovative and inventive activities;

(v) using the technological information contained in patent documents.
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(i) training

WIPO’s training program consists of various regular general and specialized
courses organized each year, in a number of developed and developing coun-
tries, for the collective training of government officials, and periodic seminars,
workshops and other types of meetings at the national, sub-regional and
regional level in which government officials and, sometimes, personnel of
enterprises, participate. In addition, attachments to industrial property offices
andinstitutionsin developed countries for practical training are oftenorganized
for government officials, as well as observation visits to such offices for middle
and senior level officials. WIPO also organizes on-the-job training in some
countries by international experts. Practical training attachments abroad and
on-the-spot trainingathome usuallyinvolve very specific tasks, such as state-of-
the-art searching, examination of trademarks and patents, etc.

The aim of the training activities is to enable government officials and other
personnel from developing countries to acquire knowledge and practice in
the various aspects of industrial property so that they may effectively
organize and administer the industrial property system of their own coun-
tries. Training activities occupy a preeminent place within WIPO’s develop-
ment cooperation program because laws and institutions, however good they
may be, are of little use without qualified staff to administer them.

(ii) [legal advice and assistance

In recent years, there have been many instances of a growing interest, on the
part of governments of developing countries in various parts of the world, in
making industrial property an effective tool in the economic developmental
process. The existence of an industrial property law suited to the needs of the

country concerned is a precondition of an effective industrial property
system.

For this reason, WIPO has received many requests for advice in drafting
industrial property laws where they do not exist, and in revising existing laws
which are inadequate for the country’s economic needs and priorities.

At the request of a government, WIPO comments on draft legislation pre-
pared by the government or prepares draft legislation with due regard to the
wishes of the government and the needs of the country concerned. These
wishes and needs would have been ascertained through consultations and
surveys made on the spot by WIPO experts. The draft texts are then submit-
ted to the authorities for study and comment. What follows is often an
exchange of letters and visits between the authorities and WIPO experts to
clarify and improve the texts.

In addition, WIPO has produced several model laws or guides for developing
countries dealing with such subjects as patents, trademarks, industrial
designs and industrial property licensing.
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(iii) establishment or strengthening of industrial property institutions

A law is not an end in itself for the country concerned. It provides an
important framework within which its industrial property system will func-
tion. The law must be administered and used, and for that purpose suitable
administrative machinery and procedures are required.

Here again, WIPO has considerable expertise to offer to governments and
institutions. WIPO experts are sent to countries, at their request, in order to
give on-the-spot advice, on such matters as the establishment or streamlining
of procedures, preparation of organigrams, acquisition of appropriate equip-
ment, acquisition of the required documentation, establishment of linkages
with external institutions, assessment of staff requirements and training
needs, utilization of office space, and the determination of suitable fee
(revenue) schedules. WIPO has sent many expert missions to countries to
provide help and advice along such lines.

Often, such administrative improvements and changes are planned, for
implementation over a period of time, by WIPO in consultation with the
authorities concerned, depending on priorities and available resources.

For an industrial property administration to be useful, it must serve an active
public. In many countries, the industrial property system has not been used
to full advantage partly because the public, including business circles, are
unaware of the advantages the system has to offer, and its role in the
developmental process, for example, the role and functions of trademarks
and patents, why they should be protected, and so on. WIPO therefore
organizes seminars which aim at building, to start with, awareness of indust-
rial property by answering such basic questions as what is industrial property,
what are its constituent elements, how does industrial property help trade
and technological development, in what way do trademarks help consumers,
what is a patent and why should inventions be protected, etc.

(iv) promotion of indigenous innovation and inventiveness

As observed earlier, the role that the industrial property system can play in
technological and economic development has long been recognized in
developed countries and is now being recognized in an increasing number of
developing countries as well. The protection afforded by industrial property
laws, especially patent and utility model laws, results in more innovations
and inventions, more investment and effort in research and development
(R and D), leading to technological improvements and thereby to improve-
ment in the quality of industrial output.

Without a national industrial property system and, more particularly, a
patent system, it will be difficult for a country to stimulate and protect the
results of indigenous innovation.' Once a national industrial property system
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is established, however, governments can, with the help of WIPO experts, if
they so wish, devise ways and means of encouraging local entrepreneurs and
enterprises to evolve their own innovations and inventions as well as to adapt
imported technology and know-how. Legal advice on patenting, financial
support and incentives, public recognition of inventors, award of prizes
through competitions, etc. are measures that governments are encouraged to
adopt. India, Japan, the Republic of Korea and the Philippines are examples
of Asian countries which have well dcveloped and successful programs to
encourage indigenous technological originality among enterprises and indi-
vidual inventors, including schoolchildren. Through mass participation in
nation-wide inventors competitions, and in invention clubs in schools, public
consciousness and use of the patent system is stimulated and ensured.

(v) use of patent information

One of the activities of WIPO in assisting the development process in

" developing countries is directed at improving access by those countries to the

technological information contained in patent documents. The usefulness of
patent documents as sources of technological information is widely acknow-
ledged in the industrialized countries. The principal aim of WIPO’s assist-
ance to developing countries in this area is to improve their access to tech-
nological information contained in patent documents by the provision of the
necessary patent documentation and training in methods of retrieval and

. dissemination.

The WIPO Program for Patent Information and Documentation Services
began in 1975. Its aim is to provide free-of-charge state-of-the-art search
reports—and other patent information services—to institutions in developing
countries under agreements concluded between the International Bureau of
WIPO and contributing industrial property offices in industrialized countries.
The search reports are established by highly skilled specialists using com-
prehensive search files available in those offices; copies of documents cited in
the search reports may accompany the reports.

The program comprises, in addition to the preparation of search reports,
computerized searches in various data bases, the provision of individual
copies of patent documents upon request, and the furnishing of information

concerning whether patents granted in some (industrialized) countries are
still in force in those countries.

WIPO gives assistance and advice, and is the executing agency for several
UNDP projects, concerning the planning and establishment of patent infor-
mation and documentation centers which serve the needs of national or
regional institutions in developing countries. Such centers may be created

within an existing or planned industrial property office, or within a scientific
and technological information center.
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The assistance and advice is given following a request addressed to WIPO by
the competent authorities concerned. The form of the assistance offered
depends upon the circumstances prevailing in the developing country or
region, and includes a preliminary written assessment of the needs, addres-
sed to the competent authorities, and the organization of a detailed fact-
finding mission to the developing country or region by officials of WIPO and/
or outside consultants. If the recommendations made to the competent
authorities are accepted by them, WIPO can assist in their implementation.

Examples of on-going projects are the establishment of a patent information
and documentation center (CADIB) within the framework of the African
Intellectual Property Organization (OAPI) to serve the needs of its member
countries (French-speaking African countries), the establishment of a patent
information and documentation center (ESAPADIC) within the framework
of the Industrial Property Organization for English-Speaking Africa
(ESARIPO) and the establishment of a patent information unit as part of a
more general information center within the framework of the Federation of
Arab Scientific Research Councils.

Training in questions of patent information for officials of developing coun-
tries takes three different forms. Firstly, specialized training courses lasting
up to four weeks are organized each year at the industrial property offices of
Austria and the Soviet Union, at the European Patent Office in the Hague,
and, within a course dealing generally with industrial property but having a
significant component concerning patent information, at the Center for the
International Study of Industrial Property (CEIPI) in Strasbourg, France.
Secondly, individual training is offered at the industrial property offices of
many industrialized, and some developing, countries. Thirdly, WIPO
organizes, on a country or regional basis, seminars on patent information in
developing countries.

In addition to the practical training outlined above, WIPO has established, or
is preparing, several guides in the field of patent information adapted spe-
cially to the needs of developing countries. Examples of such guides are
WIPO’s “Guidelines for the Establishment and Organization of a Patent
Information and Documentation Center in a Developing Country™; “Users’
Guides to the International Patent Classification (IPC)” (on four technical
subjects of direct relevance to the needs of developing countries) prepared by
WIPO for the United Nations Industrial Development Organization
(UNIDO) and published by UNIDO; an “IPC Manual for Developing Coun-
tries”’; monographs based on patent documents and dealing with technical
subjects of direct relevance to the needs of developing countries.

[International Bureau of WIPO, WIPO, What it 15 and What it does, TMP/KL/S, paras. 26-29, 30, 32-51]
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development cooperation in relation to copyright

The relevant program is the WIPO Permanent Program for Development
Cooperation Related to Copyright and Neighboring Rights. The objectives
of the Permanent Program are:

(i) the encouragementindeveloping countries of intellectual creation in the
literary, scientific and artistic domain,

(ii) the dissemination, within the compctence of WIPO as defined in the
WIPO Convention, in developing countries, under fair and reasonable condi-
tions, of intellectual creations in the literary, scientific and artistic domain
protected by the rights of authors (copyright) and by the rights of performing
artists, producers of phonograms and broadcasting organizations {neighbor-
ing rights),

(iii) the development of legislation and institutions in the fields of copyright
and neighboring rights in developing countries.

The activities carried out under the Permanent Program are the following:
training courses, information meetings and seminars, drafting of model laws
specially designed for the developing countries concerning copyright and
neighboring rights, assistance in the setting up and modernization of institu-
tions responsible for administering copyright and neighboring rights, publica-
tion of guides, manuals and glossaries.

Training under the WIPO training program is designed to instruct and inform
officials from developing countries in the field of copyright and ncighboring
rights, with the main purpose of assisting those countries to have specialized
staff necessary for the efficient functioning of the national copyright and
neighboring rights administration. The training program comprises (a) train-
ing afforded to officials who are, or would be, responsible for the administra-
tion of copyright and neighboring rights; this is more in the nature of
refresher or specialization courses; and (b) a gencral introductory course to
afford basic training.

WIPO has awarded fellowships to university teachers from developing coun-
tries to enable them to introduce or strengthen the teaching of intellectual
property at the university level.

WIPO publishes surveys, guides, glossaries and/or manuals to facilitate the
understanding of copyright and neighboring rights.

Legal assistance is provided by WIPO in two forms: the drafting of model
laws and assistance in the drafting of national legislation.

WIPO also makes available to all developing countries assistance in the
establishment or reorganization of their administrative structures for copy-
right and neighboring rights.

A new service called the “Joint International Unesco-WIPO Service for
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Access by Developing Countries to Works Protected by Copyright™ has been
created and is available to publishers in developing countries.

The service comprises:

(a) giving advice, on request, on methods of obtaining the necessary authori-
zation for the reproduction, translation or other use of works protected by
copyright, that is, works that cannot normally be lawfully reproduced, trans-
lated or, in certain other ways, used without the previous consent of the
owner of the copyright in those works, consent which usually is given in
exchange for payment; and

(b) assistance, on request, to obtain such authorization in case of difficulty,
for example, because the owner of the copyright cannot be identified with the
required certainty, or because the owner of the copyright does not respond to
a request for authorization, or because the payments or other conditions
proposed by the owner of the copyright appear to be too onerous.

[International Bureau of WIPO, WIPO and its Program of Development Cooperation in the Field of
Copyright and Neighboring Rights, WIPO/GIC/ICNR/GE/86/14, paras. 24-28, 32, 34-35, 39-41]

3.1.5 Administration

The Convention establishing WIPO provides for four different organs: the General
Assembly; the Conference; the Coordination Committee; the International Bureau of
WIPO (or Secretariat).

The General Assembly is the supreme organ of WIPO. Among its other powers
and functions, the General Assembly appoints the Director General upon nomination by
the Coordination Committee; it reviews and approves the reports and activities of the
Coordination Committee as well as the reports of the Director General concerning
WIPO; it adopts the financial regulations of WIPO and the biennial budget of expenses
common to the Unions; it approves the measures proposed by the Director General
concerning the administration of the international agreements designed to promote the
protection of intellectual property; it determines the working languages of the Secretariat
taking into consideration the practice of the United Nations; and it also determines which
States not members of WIPO and which intergovernmental and international non-gov-
ernmental organizations shall be admitted to its meetings as observers.

The General Assembly consists of all the States which are members of WIPO and
are also members of any of the Unions.

Unlike the General Assembly, the Conference consists of all the States which are
members of WIPO whether or not they are members of any of the Unions. The main
functions of the Conference could be divided into five groups. First, the Conference
constitutes a forum for exchanges of views, between all States members of WIPO, on
matters relating to intellectual property, and, in this context, the Conference can, in
particular, make any recommendations on such matters, having regard to the compe-
tence and autonomy of the Unions. Secondly, the Conference is the body that establishes
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the biennial development cooperation program for developing countries and, thirdly,
adopts a budget for that purpose. Fourth, the Conference is also competent to adopt
amendments to the Convention establishing WIPO. Proposals for the amendment of the
Convention may be initiated by any State member of WIPO, by the Coordination Com-
mittee or by the Director General. Fifth, the Conference, like the General Assembly,

can determine which States and organizations will be admitted to its meetings as obser-
vers.

The Coordination Committee is both an advisory organ on questions of general
interest and the executive organ of the General Assembly and the Conference. In addi-
tion, it has some functions of its own. The first of these functions is an advisory one: the
Coordination Committee gives advice to the various organs of the Unions and WIPO on
matters of common interest to two or more of the Unions or to one or more of the Unions
and WIPO itself, in particular regarding the budget of expenses common to the Unions.
The Coordination Committee also prepares the draft agenda of the General Assembly
and of the Conference, as well as the draft program and budget of the Conference.

The fourth organ of WIPO is the International Bureau of WIPO or Secretariat. It is
headed by the Director General, and, at the present time, consists of approximately 3(X}
persons, from some 50 different countries, recruited according to the principle of equit-
able geographical distribution established in the United Nations system.

[International Bureau of WIPO, World Intellectual Property Organization {[WIPOA], MPIC/86/3,
paras. 22-27]

The Convention establishing WIPO declares that membership shall be open to any
State which is a member of any of the Unions, and to any State which is not a member of
any of the Unions, provided that it is a member of the UN, any of the specialized
agencies of the UN, or the International Atomic Energy Agency, or is a party to the
Statute of the International Court of Justice or is invited by the General Assembly of
WIPO to become a member. Thus, only States can be members of WIPO or, indeed, of
any other specialized agency of the UN.

{International Bureau of WIPO, WIPO and International Cooperation in Relation to Patents, WIPO/
PA/CB/86¢/S, para. 15]

To become a member, a State must deposit an tnstrument of ratification or acces-
sion with the Director General of WIPO at Geneva. States party to the Paris or Berne
Conventions may become members of WIPO only if they are alrcady bound by, or
concurrently ratify or accede to, at least the administrative provisions of the Stockholm
(1967) Act of the Paris Convention or of the Paris (1971) Acts of the Berne Convention.

One hundred and sixteen States were pafty to the Convention Establishing the
World Intellectual Property Organization (WIPO) on January 1, 1987.

{International Bureau of WIPO, General Information, WIPO/400(E), pp.8-9]



INTERNATIONAL COOPERATION IN INTELLECTUAL PROPERTY 49

3.2 Paris Convention for the Protection of Industrial Property

3.2.1 History

During the last century, before the existence of any international convention in the
field of industrial property, it was rather difficult to obtain protection for industrial
property rights in the various countries of the world because the laws were very different,
Moreover, patent applications had to be made roughly at the same time in all countries in
order to avoid a publication in one country destroying the novelty of the invention in the
other countries. These practical problems created a strong desire to overcome such
difficulties.

In addition to those practical considerations, there was, as more and more coun-
tries developed a system for the protection of inventions during the second half of the last
century, a general desire, as in other fields of law, for the harmonization of the laws of
industrial property on an international, and even worldwide, basis. This was due to the
development of a more internationally oriented flow of technology and to the increase of
international trade, which made such harmonization urgent in both the patent and the
trademark field.

The lack of adequate protection of foreign inventions became particularly apparent
when the Government of the Empire of Austria-Hungary invited the other countries to
participate in an international exhibition of inventions held in 1873 at Vienna. Participa-
tion was hampered by the fact that many foreign visitors were not willing to exhibit their
inventions at that exhibition in view of the inadequate legal protection offered to exhi-
bited inventions.

This led to two developments: firstly, a special Austrian law secured temporary
protection to all foreigners participating in the exhibition for their inventions, trademarks
and industrial designs. Secondly, the Congress of Vienna for Patent Reform was con-
vened during the same year 1873. The Congress for Patent Reform passed several resolu-
tions, setting forth a number of principles on which an effective and useful patent system
should be based, and urging governments “to bring about an international understanding
upon patent protection as soon as possible.”

As a follow-up to the Vienna Congress, an International Congress on Industrial
Property was convened at Paris in 1878. The main result of that second Congress was a
decision that one of the governments should be asked to convene an international
(diplomatic) conference *‘with the task of determining the basis of uniform legislation” in
the field of industrial property.

Following that Congress, a final draft proposing an international ““union” for the
protection of industrial property was prepared in France. That draft was sent by the
French Government to a number of other countries, together with an invitation to attend
the International Conference in Paris of 1880. That Conference adopted a draft conven-
tion which contained in essence those substantive provisions which are still today the
main features of the Paris Convention.
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A new Diplomatic Conference was convened in Paris in 1883, which ended with final
approval and signature of the Paris Convention for the Protection of Industrial Property.
The Paris Convention was signed by Il States: Belgium, Brazil, El Salvador, France,
Guatemala, Italy, the Netherlands, Portugal, Serbia, Spain and Switzerland. When the
Paris Convention came into effect on July 7, 1884, Great Britain, Tunis and Ecuador had
adhered as well, bringing the initial number of member countries to 14. At the end of the
nineteenth century, the number of member countries had risen to 19. It was only during the
first quarter of this century and then in particular after World War Il that the Paris
Convention increased its membership more significantly.

The Paris Convention has been revised from time to time after its signature in 1883.
Revision Conferences were held in Rome in 1886, in Madrid in 1890 and 1891, in Brussels in
1897 and 1900, in Washington in 1911, in The Hague in 1925, in London in 1934, in Lisbon in
1958 and in Stockholm in 1967, The last Revision Conference held its first session in Geneva
in 1980, its second session in Nairobi in 1981, its third session in Geneva in 1982 and its
fourth session in Geneva in February-March 1984.

Each of the revision conferences, starting with the Brussels Conference in 1900,
ended with the adoption of a revised Act of the Paris Convention. With the exception of
the Acts concluded at the revision conferences of Brussels and Washington, which are no
longer in force, all those earlier Acts are still of significance, although the great majority of
the countries are now party to the latest Act, that of Stockholm of 1967.

3.2.2 Principal provisions

The provisions of the Paris Convention may be sub-divided into four main
categories.

A first category of provisions contains rules of substantive law which guarantee a
basic right known as the right to national treatment in each of the member countries.

A second category of provisions establishes another basic right known as the right of
priority.

A third category of provisions defines a certain number of common rules in the ficld
of substantive law which contain either rules establishing rights and obligations of natural

persons and legal entities or rules requiring or permitting the member countries to enact
legislation following those rules.

A fourth category of provisions deals with the administrative framework, which has
been set up to implement the Convention, and includes the final clauses of the Convention.

(a) National treatment principle

The provisions concerning national treatment are contained in Articles 2 and
3 of the Convention

National treatment means that, as regards the protection of industrial prop-
erty, each country party to the Paris Convention must grant the same protection to
nationals of the other member countries as it grants to its own nationals.
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The same national treatment must be granted to nationals of countries which
are not party to the Paris Convention if they are domiciled in a member country or
if they have a *“real and effective” industrial or commercial establishment in such a
country. However, no requirement as to domicile or establishment in the country
where protection is claimed may be imposed upon nationals of member countries
as a condition for benefitting from an industrial property right.

This national treatment rule is one of the cornerstones of the system of
international protection established under the Paris Convention. It guarantees not
only that foreigners will be protected, but also that they will not be discriminated
against in any way. Without that rule, it would frequently be very difficult and
sometimes even impossible to obtain adequate protection in foreign countries for
inventions, trademarks and other subjects of industrial property.

The national treatment rule applics first of all to the ‘““nationals” of the
member countries. The term “national” includes both natural persons and legal
entities. With respect to legal entities, the quality of being a national of a particular
country may be difficult to determine. Generally, no nationality as such is granted
to legal entities by the various national laws. There is of course no doubt that State
owned enterprises of a member country or other entities created under the public
law of such country are to be considered as nationals of the member country
concerned. Legal entities created under the private law of a member country will
usually be considered a national of that country. If they have their actual headquar-
ters in another member country, they may also be considered a national of the
headquarters country.

According to Article 2(1), the national treatment rule applies to all advan-
tages that the various national laws grant to nationals. This means that the national
law, as it is applied to the nationals of a particular member country, must also be
applied to the nationals of other member countries. In this respect, the national
treatment rule excludes any possibility of discrimination to the detriment of nation-
als of other member countries.

This means furthermore, that any requirement of reciprocity of protection is
excluded. Suppose that a given member country has a longer term of patent protec-
tion than another member country: the former country will not have the right to
provide that nationals of the latter country will enjoy a term of protection of the
same length as the term of protection is in the law of the latter country. This
principle applies not only to codified law, but also to the practice of the courts
(jurisprudence) and to the practice of the Patent Office or other administrative
governmental institutions, as it is applied to the nationals of the country.

The application of the national law to the national of another member coun-
try does not, however, prevent him from invoking more beneficial rights specially
provided in the Paris Convention. These rights are expressly reserved. The
national treatment principle must be applied without prejudice to such rights.
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Article 2(3) states an exception to the national treatment rule. The national
law relating to judicial and administrative procedure, to jurisdiction and to require-
ments of representation is expressly “reserved.” This means that certain require-
ments of a mere procedural nature which impose special conditions on foreigners
for purposes of judicial and administrative procedure, may also validly be invoked
against foreigners who are nationals of member countries. An example is a require-
ment for foreigners to deposit a certain sum as security or bail for the costs of
litigation. Another example is expressly stated: the requirement on foreigners to
either designate an address for service or to appoint an agent in the country in
which protection is requested. This latter is perhaps the most common special

requirement imposed on foreigners, and is a permitted exception from the national
treatment rule.

As indicated initially, the application of the national treatment rule extends
also to nationals of non-member countries, provided they are domiciled or have an
industrial or commercial establishment in a member country. This provision is
contained in Article 3.

The term “domiciled” is generally interpreted not to require a domicile in the
strict legal sense of the term. A person is also ‘‘domiciled” in the sense of Article 3
if he lives more or less permanently in a particular place, without having his legal
residence there. In other words, a mere residence, as distinct from a legal domicile,
is sufficient. Legal entities are domiciled at the place of their actual headquarters.

If there is no domicile, there may still be an industrial or commercial estab-
lishment which gives a person the right to national treatment. The notion of the
industrial or commercial establishment in a member country of a national of a non-
member country is further qualified by the text of the Convention itself. It requires
that the establishment be real and effective. This means that there must be actual
industrial or commercial activity. A mere letter box or the renting of a small office
with no real activity is not sufficient.

(b) The right of priority

The provisions concerning the right of priority are contained in Article 4 of
the Convention.

The right of priority means that, on the basis of a regular application for an
industrial property right filed by a given applicant in one of the member countries,
the same applicant (or its or his successor in title) may, within a specified period of
time (six or 12 months), apply for protection in all the other member countries.
These later applications will then be regarded as if they had been filed on the same
day as the first (or earlier) application. In other words, these later applications
enjoy a priority status with respect to all applications relating to the same invention
filed after the date of the first application. They also enjoy a priority status with
respect to all acts accomplished after that date which would normally be apt to
destroy the rights of the applicant or the patentability of his invention.
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The right of priority offers great practical advantages to the applicant desir-
ing protection in several countries. The applicant is not required to present all
applications at home and in foreign countries at the same time, since he has six or 12
months at his disposal to decide in which countries to request protection. The
applicant can use that period to organize with due care the steps to be taken to
secure protection in the various countries of interest in this case.

The beneficiary of the right of priority is any person entitled to benefit from
the national treatment rule who has duly filed an application for a patent for
invention or another industrial property right in one of the member countrics.

The right of priority can be based only on the first application for the same
industrial property right which must have been filed in a member country. It is
therefore not possible to follow a first application by a second, possibly improved
application and then to use that second application as a basis of priority. The
reason for this rule is obvious: one cannot permit an endless chain of successive
claims of priority for the same subject, as this could, in fact, considerably prolong
the term of protection for that subject.

Article 4A(1) of the Paris Convention recognizes expressly that the right of
priority may also be invoked by the successor in title of the first applicant. The right
of priority may be transferred to a successor in title without transferring at the same
time the first application itself. This allows in particular also the transfer of the
right of priority to different persons for different countries, a practice which is quite
common,

The later application must concern the same subject as the first application
the priority of which is claimed. In other words, the same invention, utility model,
trademark or industrial design must be the subject of both applications. It is, how-
ever, possible to use a first application for a patent for invention as priority basis
for aregistration of a utility model and vice versa. The same change of form of protec-
tion in both directions is also possible between utility models and industrial designs.

The first application must be ‘““duly filed” in order to give rise to the right of
priority. Any filing, which is equivalent to a regular national filing, is a valid basis
for the right of priority. A regular national filing means any filing that is adequate
to establish the date on which the application was filed in the country concerned.
The notion of “national” filing is qualified by including also applications filed
under bilateral or multilateral treaties concluded between member countries.

Withdrawal, abandonment or rejection of the first application does not de-
stroy its capacity to serve as a priority basis. The right of priority subsists even
where the first application generating that right is no longer existent.

The effect of the right of priority is regulated in Article 4B. One..can
summarize this effect by saying that, as a consequence of the priority claim, the
later application must be treated as if it had been filed already at the time of the
filing, in another member country, of the first application the priority of which is
claimed. By virtue of the right of priority, all the acts accomplished during the time
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between the filing dates of the first and the later applications, the so-called priority
period, cannot destroy the rights which are the subject of the later application.

In terms of concrete examples, this means that a patent application for the
same invention filed by a third party during the priority period will not give a prior
right, although it was filed before the later application. Likewise, a publication or
public use of the invention, which is the subject of the later application, during the
priority period would not destroy the novelty or inventive character of that inven-
tion. It is insignificant for that purpose whether that publication is made by the
applicant or the inventor himself or by a third party.

The length of the priority period is different according to the various kinds of
industrial property rights. For patents for invention and utility modecls the priority
period is 12 months, for industrial designs and trademarks it is six months. In
determining the length of the priority period, the Paris Convention had to take into
account the conflicting interests of the applicant and of third parties. The priority
periods now prescribed by the Paris Convention seem to strike an adecquate
balance between these conflicting interests.

The right of priority as recognized by the Convention permits the claiming of
“multiple priorities’” and of ‘“partial priorities.” Therefore, the later application
may not only claim the priority of one earlier application, but it may also combine
the priority of several earlier applications, each of which pertaining to different
features of the subject matter of the later application. Furthermore, in the later
application, elements for which priority is claimed may be combined with elements
for which no priority is claimed. In all these cases, the later application must of
course comply with the requirement of unity of invention.

These possibilities correspond to a practical need. Frequently after a first
filing further improvements and additions to the invention are the subject of
further applications in the country of origin. In such cases, it is very practical to be
able to combine these various earlier applications into one later application, when
filing before the end of the priority year in another member country. This combina-
tion is even possible if the multiple priorities come from different member coun-
tries.

(c) Administrative and Financial Provisions
(i) organs of the Paris Union

The countries party to the Paris Convention constitute a “Union™ for the
Protection of Industrial Property. In creating a Union, the Paris Convention goes
beyond a mere treaty establishing rights and obligations. It also establishes a lcgal
entity in international law with the necessary organs to carry out certain tasks. The
Union forms a single administrative entity, and an administrative link among the
various Acts of the Paris Convention.

Under this concept of the Union, a state which becomes a member of the
Union by acceding to the most recent (the Stockholm) Act of the Paris Convention
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becomes bound with respect to all member countries, even those not yet party to
the Stockholm Act. Article 27(3) of the Convention says that such a country must
apply the Stockholm Act also to member countries of the Union not yet party to
that Act, and must recognize that member countries not yet bound by the substan-
tive provisions of the Stockholm Act may apply, in their relations with it, that
earlier Act which is the most recent of the Acts to which they are party.

The Union has three administrative organs, the Assembly, the Executive
Committee and the International Bureau of WIPO, headed by the Director Gen-
eral of the World Intellectual Property Organization (WIPO).

The Assembly is dealt with in Article 13. It consists of all member countries
bound at least by the administrative provisions of the Stockholm Act. The Assem-
bly is the chief governing body of the Union in which all policy-making and control-
ling powers are vested. It decals with all matters concerning the maintenance and
development of the Union and the implementation of the Paris Convention. In
particular, it gives directions for the preparation of conferences of revision of the
Convention. It reviews and approves the reports and activities of the Director
General of WIPO concerning the Union and gives him instructions concerning
matters within the competence of the Union. It determines the program, adopts
the biennial budget of the Union, and approves its final accounts. The Assembly
meets once in every second calendar year in ordinary session, together with the
General Assembly of WIPO.

The Assembly has an Executive Committee, which is dealt with in Article 14.
It consists of one-fourth of the countries members of the Assembly, and is elected
by the Assembly for the period between two ordinary sessions with due regard to
an equitable geographical distribution. The Executive Committee meets once a
year in ordinary session, together with the Coordination Committee of WIPO.

The Executive Committee is the smaller governing body of the Union. It
deals with all the functions which have to be carried out during the period between
the ordinary sessions of the Assembly and for which the Assembly is too big a
body. It prepares the meetings of the Assembly and takes all necessary measures to
ensure the execution of the program.

The provisions concerning the International Bureau are contained in Artic-
le 15. The International Bureau of WIPO is the administrative organ of the Union.
It performs all administrative tasks concerning the Union. It provides the secre-
tariat of the various organs of the Union. Its head, the Director General of WIPO,
is the chief executive of the Union.

(ii)) finances

The financial provisions are contained in Article 16. The Union has its own
budget which is mainly financed by mandatory contributions from member coun-
tries. The contributions are calculated in applying a class and unit system to the
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total sum of contributions needed for a given budgetary year. The highest class I
corresponds to a share of 25 units, the lowest class VII to a share of one unit. Each
member country determines freely the class to which it wishes to belong, but it may
also change class afterwards.

(iii) amendments and revision

Atrticle I8 contains the principle of periodic revision of the Paris Convention.
The Convention must be submitted to revision with a view to the introduction of
amendments designed to improve the system of the Union. These revisions are
dealt with by diplomatic conferences of revision in which delegations appointed by
the governments of the member countries participate. According to Article 18(2),
such conferences must be held successively in one of the member countries.

The preparations for the conferences of revision of the Paris Convention are
carried out by the International Bureau of WIPO in accordance with the directions
of the Assembly and in cooperation with the Executive Committee. In performing
it, the International Bureau of WIPO may also consult with other intergovernmen-
tal and with international non-governmental organizations.

(iv) special agreements

An important provision among the administrative clauses of the Paris Con-
vention is Article 19, dealing with special agreements.

According to that provision, the member countries have the right to make
separately among themselves special agreements for the protection of industrial
property. These agreements must, however, comply with the condition that they
do not contravene the provisions of the Paris Convention.

Such special agreements may take the form of bilateral agreements or mul-
tilateral treaties. Special agreements in the form of multilateral treatics may be
agreements prepared and administered by the International Bureau of WIPO, or
agreements prepared and administered by other intergovernmental organizations.

(v) becoming party to the Convention; entry into force

Accession to the Paris Convention is effected by the deposit of an instrument
of accession with the Director General of WIPO, as provided in Article 21. The
Convention enters into force, with respect to a country so adhering, three months
after the accession has been notified by the Director General of WIPO to all
Governments of the member countries. Accession therefore necds only unilateral
action by the interested country and does not require any decision by the compe-
tent bodies of the Union.

Accession to the Convention automatically entails acceptance of all the
clauses in the Convention, as well as admission to all the advantages thereof, as is
indicated in Article 22.
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(vi) denunciation

Provisions concerning denunciation are contained in Article 26 of the Con-
vention.

Any member country may denounce the Convention by addressing a notifi-
cation to the Director General of WIPO. In that case, the denunciation takes effect
one year after the day on which the Director General receives the notification to
that effect.

It is provided, however, that the right of denunciation may not be exercised
by any country before the expiration of five years from the date on which it became
a member of the Union.

(vii) disputes

The matter of disputes is dealt with in Article 28 of the Convention. Any
dispute between two or more countries of the Union concerning the interpretation
or application of the Convention, which has not been settled by negotiation, may
be brought, by any of the countries concerned, before the International Court of
Justice. However, the countries concerned may agree on any other method for
settling their dispute, for example, by international arbitration. In any case, it
should be noted that the International Bureau of WIPO may not take a position in
controversies concerning the interpretation or application of the Paris Convention
among member countries.

Any country acceding to the Convention may declare upon accession that it
does not consider itself bound by the preceding provisions concerning the solving
of disputes befere the International Court of Justice.

[International Bureau of WIPO, WIPO and International Cooperation in Relation to Patents, WIPO/
PA/CB/86/S, paras. 27-111]

3.2.3 Revision of the Paris Convention
(1) History of the revision

The idea of a futher revision of the Paris Convention was put forward in 1974,
when the WIPO Coordination Committee requested the Director General of WIPO to
provide in the draft budget for 1975 for the creation and convocation of an Ad Hoc
Group of Experts to study the possibilities of revising the Paris Convention in order that
it contain additional provisions of special benefit to developing countries.

This request was later on, during the same year 1974, endorsed by the competent
governing bodies of WIPO and the Paris Union, which instructed the Director Generalto
create and convene the said Ad Hoc Group of Experts.

Pursuant to the decision mentioned in the foregoing paragraph, the Ad Hoc Group
of Experts on the Revision of the Paris Convention was set up. The Group of Experts
held three sessions between February 1975 and June 1976. All member States of the Paris
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Union and members of WIPO were invited to the first and second sessions of the Ad Hoc
Group of Experts, and all States members of the United Nations, WIPO or any other
specialized agency of the United Nations were further invited to the third session.

At its first session the Ad Hoc Group of Experts selected 14 questions to be
discussed in connection with the revision of the Convention and asked the Director
General of WIPO to study them and submit to it the results of such study. At its second
session the Group of Experts adopted a Declaration of the Objectives of the Revision of
the Paris Convention. This Declaration of Objectives comprised inter alia the following
objectives to be achieved by the revision.

(i) to give full recognition to the needs for economic and social development of
countries and to ensure a proper balance between these needs and the rights
granted by patents;

(ii) to promote the actual working of inventions in each country;

(iii) to facilitate the development of technology by devcloping countries and to
improve the conditions for the transfer of technology under fair and reason-
able terms;

(iv) to encourage inventive activity in developing countries;

(v) toincrease the potential in developing countries in judging the real value of
inventions for which protection is requested, in screening and controlling
licensing contracts and in improving information for local industry;

(vi) to ensure that all forms of industrial property be designed to facilitate
economic development and to ensure cooperation between countrics having
different systems of industrial property protection.

The Declaration of Objectives also stated that, as far as the revision of the Paris
Convention was concerned, consideration should be given to certain defined cases in
which exceptions and/or correctives to the principles of national tratement and independ-
ence of patents and preferential treatment for developing countries should be allowed.
Moreover, special services for developing countries should be established within the
Paris Union to provide the necessary technical assistance fer helping the said countries
strengthen their scientific and technological infrastructure, and to train their specialists.
Finally, it was stated in the Declaration of Objectives that the international treatics
within the competence of WIPO, in particular the Paris Convention, should be framed in
such a manner so as to leave a maximum degree of liberty to each country to adopt
appropriate measures on the legislative and administrative levels, consistent with its
needs and its social and economic development policies.

On the basis of a recommendation adopted by the Ad Hoc Group of Experts, the
Assembly of the Paris Union established in 1976 the Preparatory Intergovernmental
Committee on the Revision of the Paris Convention. The Preparatory Committee held
five sessions in Geneva between November 1976 and December 1978. To the session of
- the Preparatory Committee were invited all the States members of the Paris Union, of
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WIPO, of the United Nations and its specialized agencies, as well as a certain number of
intergovernmental and non-governmental organizations.

The Executive Committee of the Paris Union set up a Provisional Steering Com-
mittee of the Diplomatic Conference which established the provisional Rules of Proce-
dure of the Diplomatic Conference and took the relevant decisions concerning the prepa-
ration of the documents fer the Diplomatic Conference. These documents, which were
drafted by the Director General of WIPO, contain the basic proposals submitted to the
Diplomatic Conference on the Revision of the Paris Convention.

(2) The basic proposals submitted to the Diplomatic Conference

The proposals submitted to the Diplomatic Conference consist of drafts adopted
and/or ferwarded to the Conference by the Preparatory Intergovernmental Committee
which contain amendments to articles already existing in the Stockholm Act of the Paris
Convention (namely, Articles 1, SA, Squater, 6ter, 13, 20, 21, 22, 23, 24, 26, 27, 28, 29
and 30) or proposals for new articles (namely, Articles 10quater, 12bis, 12ter and 22bis,
and Articles A and B). Depending on the results of the Conference, it can be expected
that the finally adopted Articles may be renumbered and that, in particular, the provi-
sional designations ““A” and “B” would be replaced by numbers.

(a) Article 1

Atrticle 1 deals with the scope of industrial property as this concept is to be defined
and understood in the Convention.

The proposed Article 1 introduces, as the main change in the current text of the
Convention, the recognition of inventors’ certificates as title of industrial property to be
accepted on the same footing as the other titles of industrial property, in particular
patents for invention. The proposed text includes a definition of inventors’ certificates for
these purposes, as well as a definition of patents for inventions, in order to assert a
parellelism and balance between both titles.

The proposed new text of Article | contains alternatives with respect to the ques-
tion whether the recognition of inventors’ certificates should in all cases depend on a free
choice between a patent and an inventor’s certificate or whether exceptions from the
“free choice principle” could be permitted.

(b) Article SA

Article SA of the Paris Convention is one of the articles of greater interest for
developing countries. The proposal to amend this Article deals particularly with the
importation of articles covered by patents, failure to work patents, abuses of patent
rights, exploitation of patents in the public interest, and special provision for developing
countries.

The proposed new text of Article 5A contains provisions authorizing national laws

to take certain measures under three types of cases, namely: where the patent rights are
abused; where the patented invention is not, or not sufficiently, worked in the country
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where the patent was granted; and where the public interest is involved. In each case, the
laws and competent authorities in the countries of the Union would be able to apply
several measures, according to the situations referred to previously, within certain limita-
tions. For the case of failure to work or insufficient working, it would be possible for any
country to provide for the grant of non-voluntary licenses to work the patented inven-
tion. Other measures include, in particular, forfeiture and revocation of the patent in the
case of abuse of the patent rights, and—as a subsidiary measure—forfeiture and revoca-
tion also for the case of non-working or insufficient working of the patented invention.
Finally, where the public interest requires exploitation of the invention, it is proposed to
allow national laws to provide for the grant of authorization to exploit or work the
invention by the State or by any person designated by the competent national authorities.

It is an important feature of the draft new text of Article SA that some of its
provisions have been specifically intended for developing countries. For these countries,
shorter periods and easier requirements have been submitted, in order that they may
regulate more freely the grant of non-voluntary licenses and the application of sanctions
and other measures to deal with failure to work and abuse of patent rights.

(c) Article Squater

This Article, in the current text of the Paris Convention (Stockholm Act), provides
that when a product is imported into a country of the Union where there exists a patent
protecting a process for the manufacture of the said product, the patentee has all the
rights, with regard to the imported product, that would be accorded to him by the law of
the country of importation on the basis of the process patent, with respect to products
manufactured in that country., The basic proposal submitted to the Diplomatic Confer-
ence with respect to this Article is that it be omitted entirely from the Convention, or at
least that developing countries be exempted from the obligation to apply the said Article.

The existing provision contained in Article Squater refers essentially to the issue of
whether a country which, according to its law, grants process patents (with an extension
of the protection to the products manufactured by such process), should regard the sale
of the product manufactured by such process as illegal only when the product is manufac-
tured in that country, or if such sale would also be illegal if the product has been
manufactured abroad and subsequently imported.

(d) Articles A and B

The proposal to include new Articles A and B was made by the Group of Develop-
ing Countries in order to implement certain measures of preferential treatment in favor
of nationals of developing countries.

Article A deals with the preferential treatment to be given for nationals of develop-
ing countries in respect of the fees they have to pay in order to obtain industrial property
rights in other countries of the Union. The Article provides that where the owner of the
industrial property right is a national of a developing country, the amount of any fee
payable to another country of the Union for obtaining an industrial property right would
be one half of the fees payable by the nationals of the latter country.
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Article B would establish a preferential treatment for nationals of developing
countries in respect of the right of priority. It provides that where the applicant fer an
industrial property right is a national (or resident) of a developing country, and the
application whose priority is claimed was filed in or for that country, the priority periods
established in the Convention for the ordinary cases (Article 4C(1)) shall be extended by
one half of the applicable priority period corresponding to the type of title. In these
cases, therefore, the priority period for patents would be extended to 18 months, and that
for trademarks to nine months.

(e) Articles 6ter and 10quater

Atrticle 6ter of the Convention provides for the protection of three kinds of subject-
matters: the state emblems, including the armorial bearings and flags, of any State which
is a member of the Paris Union; the official signs and hallmarks indicating control and
warranty where adopted by a State which is a member of the Paris Union; and the
armorial bearings, flags, other emblems, abbreviations and names of any international
intergovernmental organization of which at least one member is a State member of the
Paris Union. The Convention affords protection to the state emblems, official signs and
hallmarks by requiring the countries to refuse or to invalidate their registration as
trademarks or as elements of trademarks, as well as to prohibit by appropriate measures
their use without authorization of the competent authorities.

The amendments proposed for this Article mean, in essence, that the protection
provided for in the present text be extended to the official names of States which are
countries of the Union. Thus there would be an express prohibition of the use of the
official name of a State by an unauthorized person—prohibition which at present in most
cases would only result from the protection against unfair competition. The effect of
these amendments would be that the official names of States would receive the same
protection as is afforded by the present text of Article 6ter to the armorial bearings of
States that are countries of the Union.

With respect to Article 10quater, it is to be noted that there is no corresponding
provision in the present text of the Paris Convention. This proposal deals essentially with
the conflict between geographical indications, in particular appellations of origin, and

* trademarks, and would provide for the following:
(i) Geographical indications may not be allowed to be registered as trademarks,
and may not be allowed to be used in connection with goods, if they are of such
a nature as to mislead the public as to the true country of origin of the goods.

(i) Geographical indications may not be allowed to be registered as trademarks,
and may not be allowed to be used in connection with goods, if they are of
such a nature as to mislead the public as to the true country of origin of the
goods—if the following two conditions are fulfilled: the indication has
acquired a reputation in relation to goods originating in the denominated
country, region or locality, and the reputation is generally known in the
relevant business circles of the country in which the indication’s registration .
or use is challenged.
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(iii) The above prohibition concerning registration and use need not be applied
by a given country where the use of the indication was begun in good faith
before the entry into force in that country of the proposed new Article
10quater.

(iv) The foregoing principles would not prevent any State from negotiating pro-
tection of its geographical indications for situations in which Article 10quater
offers no protection,

(v) Any developing country may in advance rescrve for itself the use of a certain

number of geographical indications for certain periods of time and under
certain conditions.

(f) Article 12bis

Atrticle 12bis submitted to the Diplomatic Conference is also a new Article which
does not exist in the present text of the Paris Convention. This Article relates to the
furnishing of information, concerning patent applications filed for the same invention
abroad, to the industrial property office of the country in which a patent of invention has
been applied for.

The first paragraph of the proposed Article provides that where any country of the
Union requires a patent applicant or a patentee to furnish information concerning a
corresponding application or patent for the same invention in another country of the
Union, the latter country shall, through the intermediary of its national office, furnish to
the applicant or patentee such information provided that the information is available in
the national office and that the applicant or patentee is entitled to receive such informa-
tion. It may be noted that in this case the information must be requested by, and would
be furnished to, the applicant or the patentee and not to the national office or other
authority which required the information. Typically, the information which could be
requested under this Article, and to which the applicant or. patentee would be entitled,
would be the search reports, examination reports, and other documentation regarding
the novelty or patentability of the invention in question.

The second paragraph of the proposed new Article provides that where the indust-
rial property office seeking the information doubts the authenticity, correctness or com-
pleteness of the information transmitted to it by the applicant or patentee, it may ask for
the information direct from the office of the country requested to furnish the informa-
tion, and that in this case the office of the other country would be obliged to furnish the
information, but only in the case where that information is publicly available. This would
mean that information which was not available to the public, but only to the applicant or
patentee, could not be provided by the office of the other country to the office of the
country requesting the information.

() Article 12ter and 13

The proposed Article 12ter also represents an innovation for the Paris Convention.
- It reflects one of the main preoccupations of international cooperation, mainly within the
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framework of the United Nations system of organizations. This Article, as well as Artic-
le 12bis, was proposed at the instance of the developing countries participating in the
preparatory work for the revision conference.

The first paragraph of this new Article states that the Paris Union shall endeavour,
within its field of competence, to contribute to the development of developing countries
by means of industrial property. This section therefore states as a general principle that
the Paris Union should contribute to the development of developing countries by means
of industrial property. In this connection it should be mentioned that WIPO, being a
specialized agency of the United Nations system as well as the international organization
administering the Paris Convention, has the mandate and the duty of conveying assist-
ance to developing countries in order to contribute to their efforts to achieve develop-
ment, particularly in the field of industrial property.

The second paragraph of Article 12ter spells out some instances in which the
cooperation activities can take place. It mentions that the Paris Union’s efforts should
bear in particular on the modernization of industrial property laws and their administra-
tion, on the establishment of national and regional organizations responsible for the
promotion of the use of industrial property, on the best use of patent documentation, on
the encouragement of domestic and inventive and innovative activity, and on the best use
of industrial property in connection with the acquisition of foreign technology and the
export of domestic technology and domestic products.

In order that the provisions contained in Article 12ter can be adequately complied
with, ‘and that the cooperation may be duly executed, it would be necessary to amend
Article 13(2) of the Paris Convention regarding the functions and competence of the
Assembly of the Paris Union. This latter Article would be complemented with a new
paragraph providing for an additional task of the Assembly of the Paris Union, namely
that of recommending to the Conference of WIPO—which is the body competent for
establishing the program of legal technical assistance for developing countries—items
relating to industrial property for inclusion in the said program and, in the light of that
program, determine the sum to be made available by the Union to the budget of the
Conference. The budget of the WIPO Conference is financed, among other sources,

~from any sums made available to that budget by the Unions (including the Paris Union),
and the amount of that sum has to be fixed by the Assembly of the Union that makes the
contribution.

(h) Administrative and final provisions

In addition to the proposals concerning matters of substance which have been
referred to in the preceeding paragraphs, the basic proposals submitted to the Diplomatic
Conference also contain suggestions for the amendment of various articles regarding the
administrative and final provisions contained in the Paris Convention. The proposals put
forth 1l articles of the Convention for amendment. These articles concern the following:
signature, ratification and accession (Article 20); entry into force of the new revised Act
of the Convention (Article 21); consequences of ratification of the new Act, or of acces-
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sion thereto (Article 22); closing of earlier acts (Article 23); provisions relating to
territories of countries members of the Union (Article 24); denunciation of the Conven-
tion (Article 26); application of the new Act (Article 27); disputes concerning the
interpretation and application of the Convention, and the settlement of such disputes
(Article 28); provisions concerning the original and official texts of the Convention, and
the depositary functions of WIPO and of the governments of member countries (Arti-
cle 29); and transitional provisions regarding the relation between the World Intellectual
Property Organization and the Paris Union (Article 30).

(3) The First Session of the Diplomatic Conference

The first session of the Diplomatic Conference on the Revision of the Paris Con-
vention took place in Geneva from February 4 to March 4, 1980. At this session only a
few matters of substance were dealt with since the Conference initially ran into some

difficulties in approving the Rules of Procedure according to which the Conference would
have to function.

The discussions on the required majority for the adoption of the revised Act took
up most of the duration of the Conference. During the debates several different propos-
als were submitted concerning the required majorities. A compromise was finally
reached accepting that the revised Act could be adopted with up to 12 votes against.
However, when the compromise was adopted the Delegation of the United States of
America stated that it could not accept the compromise and that the adoption of this rule
would have required unanimity.

Concerning the matters of substance contained in the basic proposals, in the first

session of the Conference, Articles 12bis, 12ter and 13(2) (a) (xiv) were adopted by the
competent Main Committee.

/

(4) The Second Session of the Diplomatic Conference

The second session of the Diplomatic Conference on the Revision of the Paris
Convention took place in Nairobi (Kenya) from September 28 to October 24, 1981.

This session dealt mainly with Article SA of the Convention. After prolonged
debates a new text of Article SA was provisionally agreed upon by the Group of
Developing Countries, the majority of Group B (Industrialized Countries) and Group D
(Socialist Countries), the United States of America, in particular, opposing some of the
provisions contained in the said text of this Article.

In addition to Article SA, Article | was also discussed at Nairobi in a number of
meetings of the competent Main Committee, however without reaching a conclusion.

(5) The Third Session of the Diplomatic Conference

The third session of the Diplomatic Conference on the Revision of the Paris Con-

vention was held in Geneva from October 4 to 30, 1982, and from November 23 to 27,
1982.
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During that session the competent Main Committee adopted the proposal to
extend the protection provided for by Article 6ter to official names of States which are’
countries of the Union. Moreover, in-depth discussions took place within this Committee
and a Working Group created by it on Article 10quater, which deals with the question of
conflict between an appellation of origin and a trademark.

Negotiations on Article 5A continued, however not in the competent Main Com-
mittee but in an informal body.

As far as Article 1 was concerned, several proposals were submitted to the compe-
tent Main Committee and were carefully examined. However, no decision was taken on
this question.

(6) The Fourth Session of the Diplomatic Conference

The fourth session of the Diplomatic Conference on the Revision of the Paris
Convention was held in Geneva from February 27 to March 24, 1984.

At that session, the countries of Group B submitted a proposal in respect of
Article 10quater which was the subject of intensive discussion.

Following deliberations within a working group, the competent Main Committee
pursued its debates on Article SA. Certain ideas were put forward by the Group of
Developing Countries but no agreement could be reached.

As regards Article 1, the competent Main Committee discussed two new docu-
ments containing proposals concerning the definition of patents and of inventors’ cer-
tificates.

(7) The Fifth Session of the Diplomatic Conference

At the close of its fourth session, the Conference adopted a resolution recommend-
ing to the Assembly of the Paris Union that it convene the Diplomatic Conference for
what would be its fifth session as soon as it saw prospects of positive results. In that
resolution, the countries participating in the Conference asked that the Assembly of the
~Paris Union be convened in extraordinary session in September 1984 to consider the
setting up of a machinery for consultation designed to prepare, on substance, the next
session of the Diplomatic Conference.

In accordance with the said resolution the Assembly of the Paris Union held an
extraordinary session from September 24 to 28, 1984, in order to set up a machinery for
consultation designed to prepare, on substance, the next session of the Diplomatic Con-
ference on the Revision of the Paris Convention. The Assembly decided that the said
machinery would consist of Consultatve Meetings of up to ten representatives of States,
" including the Spokesman, for each Group of Countries, plus China. The first, second and
third Consultative Meetings took place from June 24 to 28, 1985, January 26 to Febru-
ary 3 1987, and May 18 to 26, 1987 respectively, The fourth Meeting, at the time of
writing, will take place from September 14 to 18, 1987.



66 BACKGROUND READING MATERIAL ON INTELLECTUAL PROPERTY

3.3 Berne Convention for the Protection of Literary and Artistic Works
3.3.1 History

Copyright protection on the international level began by about the middle of the
nineteenth century on the basis of bilateral treaties. A number of such treaties providing
for mutual recognition of rights were concluded but they were neither comprehensive
enough nor of a uniform pattern.

The need for a uniform régime led to the formulation and adoption on Sep-
tember 9, 1886, of the Berne Convention for the Protection of Literary and Artistic
Works. The Berne Convention is the oldest international treaty in the ficld of copyright.
It is open to all States. Instruments of accession or ratification are deposited with the
Director General of the World Intellectual Property Organization (WIPO).

The original text of the Convention has undergone revision since. The Berne
Convention has been revised several times in order to improve the international system
of protection which the Convention provides. Changes have been effected in order to
cope with the challenges of accelerating development of technologies in the field of
utilization of authors’ works; in order to recognize new rights as also to allow for approp-
riate revisions of established ones. The first major revision took place in Berlin in 1908,
twenty two years after the initial formulation of the Berne Convention in 1886. This was
followed by the revisions in Rome in 1928, in Brussels in 1948, in Stockholm in 1967 and
in Paris in 1971,

The purpose of the Stockholm revision was to cater for the rapid technological
developments as well as the needs of several newly independent developing countries,
and to introduce administrative and structural changes. As for the preferential provisions
for developing countries worked out in Stockholm, these were further taken up at the
Paris Revision Conference in 1971, where new compromises were worked out. The
substantive provisions of the Stockholm Act which had also never entered into force
were, however, adopted by the Paris Revision Conference in fact as they had been
worked out and included in the Stockholm Act.

[International Bureau of WIPO, Berne Convention for the Protection of Literary and Artistic Works:
Basic Rules and Special Rules for Developing Countries, WIPO/GIC/CNR/GE/86/4, paras. 6-9]

3.3.2 Principal provisions

The detailed provisions of the Berne Convention are examined at 9.10.1. below. In
general terms, the purpose of the Convention is to protect the rights of authors in respect
of their literary and artistic works. This includes each original creation in the literary,
scientific and artistic domain, whatever may be the mode or form of its expression. The
protection of some categories of works is, however, optional. Thus every State party to
the Berne Convention may decide whether it wishes to protect official texts of a legisla-
tive, administrative and legal nature, works of applied art, lectures, addresses and other
works of a similar nature. The Convention also provides for the possibility of making the
protection of works, or any specific categories thereof subject to their being fixed in a
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material form; it may be emphasized that this however, is also optional, as for instance
different songs performed only orally may likewise come within the scope of protection.

The three main principles of the Berne Convention are: firstly, that of ‘“national
treatment,” according to which works originating in one of the States members of the
Berne Union must be given the same protection in each of the other member States as
the latter grant to works by their own nationals; secondly, that such national treatment is
not dependent on any formality, which means that protection is granted automatically
and is not subject to any registration, deposit or to any formal notice in connection with
the publication; thirdly, that such protection is independent of the existence or *““term™ of
protection in the country of origin of the work. There are, however, a few exceptions to
this latter rule, the main being that if a country provides for a longer term than the
minimum prescribed by the Convention and the work ceased to be protected in the
country of origin, protection may be denied thereupon.

As far as the minimum standards of protection related to the rights of authors are
concerned, subject to certain permissible reservations, limitations, or exceptions which
will be briefly touched upon later, the following are among the rights which must be
recognized as exclusive rights of authorization:

the right to translate, the right to perform in public dramatic, dramatico-musical
and musical works, the right to broadcast, the right to make reproductions in any
manner or form, the right to make motion pictures of the work, the right to make
adaptations.

The duration of protection under the Berne Convention is the life of the author
plus 50 years following the year of his death. There are, however, certain exceptions to
this basic rule. Longer protection does not have to be granted than provided for by the
law of the country of origin. This regulation relates in general to terms of protection
longer than 50 years; those countries, however, which are already bound by the earlier
Rome Act of the Berne Convention and have been granting terms of protection shorter
than 50 years, have the right to maintain such a term even when adhering to the Paris Act
of the Convention. In respect of such countries other States may also apply shorter terms
than 50 years. However, a majority of countries in the world have legislated for a 50 year
term of protection since it is felt that it is fair and right that the average lifetime of the
author and his direct descendants should be covered; this could also provide the incentive
necessary to stimulate creativity; and for developmg countries, constitute a fair balance
between the interests of the authors and thc needs of society. ’

As a sort of counter-balance to the minimum standards of protection there are also
other provisions in the Berne Convention limiting the strict application of the rules
regarding exclusive right. In this category is the question of “fair use”, for instance,
quoting from a published work in a manner compatible with fair practice, or making
copies of a work for one’s own use. It is further optional to the countries of the Union to
permit the utilization, to the extent justified by the purpose, of literary or artistic works
by way of illustration in publications, broadcasts and recordings for teaching and educa-
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tion. The source of the work used and the name of its author should, however, always be
mentioned.

3.3.3 Developing countries and the Berne Convention

The predominant concern at the last revision of the Berne Convention was to find
solutions in order to support the universal effect of the Convention and to establish an
appropriate basis for its operation, particularly in relation to the increasing number of
newly independent States which had to face serious problems in the nascent stage of their
economic, social and cultural development as independent nations. The lurking question
was whether it was fair and workable to ask these newly developing countries to take on
obligations under the Convention that were agreed upon by developed countrics without
taking into consideration the special situations in the developing ones. The latest (1971)
Paris Act of the Berne Convention thus recognizes a special right in favor of developing
countries. It provides that in case of unpublished works, where the identity of the author
is unknown, but where there is every ground to presume that he is a national of a country
of the Union, the rights in such a work are to be acknowledged in all countries of the
Union. By this provision the Berne Convention has rendered it possible for the develop-
ing countries to get their folklore values protected also abroad. It was made a matter for
legislation in the country of origin of such works to designate the competent authority
which should represent the unknown author, and protect and enforce his rights in the
countries of the Union. By providing for the bringing of actions by authorities designated
by the State, the Berne Convention offers to developing countries whose folklore is a
part of their heritage, a possibility of exploiting it.

In the Appendix which forms an integral part of the Paris Act, special provisions
were included concerning developing countries. The Appendix provides for the possibil-
ity of granting non-exclusive and non-transferable compulsory licenses in respect of (i)
translation for the purpose of teaching, scholarship or research, and (ii) reproduction for
use in connection with systematic instructional activities, of works protected under the
Convention. These licenses may be granted, after the expiry of certain time limits and
after compliance with certain procedural steps, by the competent authority of the
developing country concerned. They must provide for just compensation in favor of the
owner of the right. In other words the payment to be made by the compulsory licensee
must be consistent with standards of royalties normally in vogue in respect of licenses
freely negotiated between persons in the two countries concerned. Provision has also to
be made to ensure a correct translation or an accurate reproduction of the work, as the
case may be, and to indicate the name of the author on all copies of such translations or
reproductions. Copies of translations and reproductions made and publication under
licenses are not, however, allowed to be exported. Since the license is non-exclusive, the
copyright owner is entitled to bring out and place on the market his own equivalent
copies upon which the power of the licensee to continue making copies under the license
would cease. However, in that event, the compulsory licensee’s stock-in-trade can be
- disposed of.
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Compulsory licenses for translations can be granted for languages generally spoken
in the developing country concerned. There is a distinction between languages in general
use also in one or more developed countries (English, French and Spanish, for example)
and those not in general use there (largely local languages of developing countries). In
the case of a language in general use in one or more developed countries, a period of
three years, starting on the date of the first publication of the work has to elapse before a
license can be applied for, whereas for other languages the period has been reduced to
one year. To this has to be added a period of six to nine months, as the case may be, for
obtaining licenses according to the formalities provided for in the Convention. It would
also be germane here to point out that the system of translation licenses includes licenses
for broadcasting, and this is important when we take into account the part played in
today’s context by the radio and television for educational purposes. These licenses,
however, are not for authorizing the broadcasting of a translated work; they relate only
to translations made for broadcasting purposes.

In respect of reproduction, the period after which licenses could be obtained varies
according to the nature of the work to be reproduced. Generally it is five years from the
first publication. For works connected with the natural and physical sciences and with
technology (and this includes mathematical works) the period is three years; while for
works of fiction poetry and drama, the period is seven years.

In so far as compulsory licenses for translation are concerned, instead of availing
itself of the facility offered by the system mentioned earlier, the Berne Convention offers
a choice in that a developing country may, when ratifying or acceding to the Paris Act,
make a reservation under the so-called “ten-year rule” (Article 30(ii) (b)), which pro-
vides for the possibility of reducing the term of protection as far as the exclusive right of
translation is concerned; this right, according to the said rule, ceases to exist if the author
has not availed himself of it within ten years from the date of first publication of the
original work, by publishing or causing to be published, in one of the countries of the
Berne Union, a translation in the language for which protection is claimed. The Appen-
dix to the Paris Act of the Berne Convention thus allows a choice between a compulsory
license system and the possibility of limiting the right of translation to ten years as
provided for in this Convention. Any developing country may choose between those
possibilities but cannot combine them. In other words this “ten-year” system, provides
that for ten years from the publication of the work, the author’s consent has to be sought
before the right to translate is obtained; after this period the right of translation is in the
public domain.

[International Bureau of WIPO, Introduction to Copyright (National Laws, International Conventions)
and the Role of Copyright in the Development of Developing Countries, pp.21-26]

3.3.4 Administration

The Berne Convention is administered by the World Intellectual Property Organi-
zation (WIPO).
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The administrative tasks performed by WIPO include assembling and publishing
information concerning the protection of copyright. Each member country com-
municates to WIPO all new copyright laws. WIPO publishes a monthly periodical enti-
tled “Copyright”’; it conducts studies and provides services designed to facilitate protec-
tion of copyright; as the Secretariat, it participates in all meetings of the Assembly, the
Executive Committee or any other Committee of Experts or Working Groups; in accord-
ance with the directions of the Assembly and in cooperation with the Executive Com-

mittee, it shall also, when required, make preparations for the conferences to revise the
Convention.

The administrative provisions provide for an Assembly in which the Government
of each member State shall be represented by one delegate. The Assembly determines
the program, adopts the budget and controls the finances of the Union. It also elects
members of the Executive Committee of the Assembly. One fourth of the number of
member countries are to be elected to the Executive Committee. The Executive Com-
mittee meets once every year in ordinary session and generally once in two years in
extraordinary session.

The contributions payable by member States are based on a system of classes.
There are seven classes (I to VII). Each State is free to choose the class in which it wishes
to be placed. The rights of each State are the same, irrespective of the contribution class
chosen. However, the amount of the contribution varies according to the class.

To become a party to the Berne Convention an instrument of accession has to be
deposited with the Director General of WIPO (Article 29(1)). Accession to the Berne
Convention and membership of the Berne Union becomes effective three months after
the date on which the Director General of WIPO has notified the deposit of the above-
mentioned instrument of accession (Article 29(2)(a)). In accordance with Article I of the
Appendix, a developing country has to declare specifically, at the time of its ratification
of or accession to the Paris Act, that it will avail itself of the provisions in the Appendix
concerning the compulsory licenses for translation and/or reproduction.

[International Bureau of WIPQ, Berne Convention for the Protection of Literary and Artistic Works:
Basic Rules and Special Rules for Beveloping Countries, WIPO/GIC/CNR/GE/86/4, paras. 41-44, 49]

3.4 Other Conventions

The Paris and Berne Conventions are the two principal instruments establishing an
international regime for the protection of intellectual property. As will be seen in the
following chapters there are a number of conventions and treaties dealing with specific
categories of intellectual property. These include:

patent — Patent Cooperation Treaty

- Strasbourg Agreement Concerning the International Patent
Classification
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— Budapest Treaty on the International Recognition of the
Deposit of Microorganisms for the Purposes of Patent Proce-
dure

trademarks - Madrid Agreement for the Repression of False or Deceptive
Indications of Source on Goods
— Madrid Agreement Concerning the International Registration
of Marks
- Lisbon Agreement for the Protection of Appellations of Origin

- Nice Agreement Concerning the International Classification of
Goods or Services for the Purposes of Registration of Marks

— Vienna Agreement Establishing an International Classification
on the Figurative Elements of Marks

designs - Hague Agreement Concerning the International Deposit of
Industrial Designs

— Locarno Agreement Establishing an International Classifica-
tion for Industrial Designs

copyright — Rome Convention for the Protection of Performers, Producers
of Phonograms and Broadcasting Organizations

— Geneva Convention for the Protection of Producers of
Phonograms Against Unauthorized Duplication of their
Phonograms

- Brussels Convention Relating to the Distribution of Pro-
gramme-Carrying Signals Transmitted by Satellite
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4.1 Introduction

A patent is a document, issued, upon application, by a government office (or a
regional office acting for several countries), which describes an invention and creates a
legal situation in which the patented invention can normally only be exploited {manufac-
tured, used, sold, imported) with the authorization of the owner of the patent. The
protection conferred by the patent is limited in time (generally 15 to 20 years). ‘Inven-
tion” means a solution to a specific problem in the field of technology. An invention may
relate to a product or a process. An invention is ‘patentable’ if it is new, involves an
inventive step (i.e., it is not obvious) and is industrially applicable.

In a few countries (not more than a dozen in the whole world), inventions are
protectable, upon application, also through the registration, by a government office, of
the description, drawing or other picture and/or filing of a model, under the name of
‘utility model.’ The requirements are somewhat less strict than for ‘patentable’ inven-
tions, the fees are lower than for patents, and the duration of protection is shorter than in
the case of patents, but otherwise the rights under the utility model are similar to those
under a patent.

[International Bureau of WIPO, Revision of Paris Conventien, PR/IGE/11/2]

4.2 Patents and Technological Development
The patent system contributes to technological development in five main ways:
(a) as an incentive to the creation of new technology;

(b) by providing an environment which facilitates the successful industrial applica-
tion of new technology;

(c) by facilitating the transfer of technology;
(d) as an instrument of technological planning and strategy; and

(e) through the provision of an institutional framework which encourages flows of
foreign investment.

Each of these ways in which the patent system contributes to technological development
Is considered below.

(a) [Incentive to the creation of technology

One of the principal difficulties in the formulation of any policy designed to
encourage technological development arises from the fact that technology is, by nature,
both a private good in creation and a public good in productive use or consumption. It is
a private good in so far as its creation consumes both mental and physical resources which
are thereby diverted from other production or consumption activities. Once technology
becomes available in the form of information, however, it loses its characteristics as a
private good. Unlike a tangible object, it can be used by many without loss to any one

person, and without further investment in re-creating it for new users.

These characteristics of technology create a dilemma. If all are free to use technol-
ogy which has been created, who will be willing to bear the cost associated with its
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creation? One of the basic rationales of the patent system in any country is to provide
such an incentive for the creation of new technology. It does this by offering to inventors
exclusive rights to exploit commercially patented inventions for a limited time in return
for the disclosure of the invention to the public. The exclusive rights to exploit the
invention commercially enable the creator of the invention to work it without interfer-
ence from imitators who have not incurred the investment in research and development
which produced the invention. The inventor is thus able to recover research and develop-
ment costs through the competitve advantage which the exclusive rights to exploit the
invention confer. The patent grant in this respect acts as an instrument of economic
policy to stimulate further risk-taking in the investment of resources in the development
of technology.

An additional way in which the patent system serves to stimulate invention and
innovation is through the accumulated pool of technological information contained in
disclosed patent documentation. More will be said below concerning the effective use of
patent documentation as an aid to the transfer of technology. For the present purposes, it
may be noted that the technology disclosed in patent documentation may serve to stimu-
late ideas for further invention and innovation. The exclusive rights which are conferred
by the grant of a patent relate to the commercial exploitation of the invention, and do not
preclude another from experimental work on the technological information contained in
the patent specification. Furthermore, the exclusive rights are granted on a technical and
not a market basis. In other words, while the patentee is protected against those who use
the same technology as is revealed in the disclosure of his invention in a patent claim, he
is not protected against those who derive from his disclosed invention a perception of a
market need which may be satisfied by the legitimate adaptation or improvement of his
technology, or through the discovery of a different technical means of satisfying the same
market need.

One criticism which is frequently voiced in relation to the proposition that the
patent system serves to stimulate indigenous invention and innovation in developing
countries is based on the argument that the majority of patents granted in developing
countries are granted to foreigners. Table 1, which reproduces statistics of patents
granted in 1984 in a selection of developing and industrialized countries, provides some
interesting information in this regard:
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TABLE 1
NUMBER AND PROPORTION OF PATENTS GRANTED TO NON-RESIDENTS, 1984
Country Total No. of No. of Patents Granted % of Total Patents
Patents Granted to Granted to
Nen-Residents . Nen-Residents

Australia 7,252 6,526 89.9
Bangladesh 113 96 84.9

Canada 20,545 19,118 93

France 23,666 16,015 67.7

India 1,491 1,188 79.7

Japan 61,800 10,110 16.3

Philippines 1,127 1,098 97.4

Republic of Korea 2,365 2,068 87.4

Switzerland 13,977 11.626 83.2

United Kingdom 18,867 14,425 76.5

United States of America 67,201 28,837 429

The first thing which should be observed about the statistics recorded in Table 1 is
that the proportion of patents granted to non-residents within all countries appears to be
high as the result of a multiplier effect. An invention which is patented in a number of
countries will be recorded as a domestic invention in only one country, but will appear in
the statistics of patents granted to non-residents in all other countries in which the
invention is patented. This multiplier effect accounts for the high proportion of patents
granted to non-residents in the vast majority of countries.

A further point which may be noted from the Table is that the division between
developing countries and industrialized countries in relation to the proportion of patents
which are granted to foreigners is not at all clear-cut. In Australia and Canada, for
example, a higher percentage of patents granted were granted to foreigners than in
Bangladesh, India and the Republic of Korea. In a similar vein, it may be seen that the
degree of indigenous invention as manifested in grants of patents was higher in India than
in Australia, Canada and Switzerland, and not substantially different there from the
United Kingdom.

It should also be pointed out that a high proportion of patents granted to foreigners
does not really give any indication about the effectiveness of the patent system in provid-
ing an incentive to domestic invention. Statistics which show that the number of patents
granted to residentsis low are more a reflection of the developing state of the technologi-
cal and scientific capabilities of the country concerned than a comment on the ineffective-
ness of the patent system in providing an incentive to invention. The patent system must
be understood in this context as a policy instrument which assists in developing indigen-
ous technological capabilities by providing an incentive to local inventors, rather than a
policy instrument which, if adopted, will immediately effect a transformation in the level.
of technological sophistication in the relevant country. Without any patent system, local
inventors would have no effective protection against the imitation of their inventions,
and less incentive to invest in the development and strengthening of their technological
capacities. It might therefore be expected that the number of inventions produced by
local inventors would be even less in the absence of a patent system.
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(b) The encouragement of the development and application of technology

In addition to providing an incentive to the creation of new technology, the patent
system also facilitates the development of inventions from the initial stage of an idea
through to commercial or industrial application. The grant of a patent protects the
inventor for a limited time against the uncontrolled competition of those who have not
taken the initial financial risk associated with the creation of the invention. It thus
provides an environment in which risk capital may be safely advanced for the transforma-
“tion of an invention into a commercial process or product. If resources are to be put at
risk to develop a new process or product, which has yet to be tested, an inventor and his
business associates may hesitate lest the expense of the development prove to be irrecov-
erable while his competitors can wait and, without equivalent expense, pick up and use
the successful results. It is the knowledge that a patent will enable him to hold off
competition for a period which encourages the inventor and entrepreneur to take the risk
and use those resources to develop new industrial inventions.

(c) Transfer of technology

An important means of strengthening the technological base of a country, besides
the creation of new technology, is the acquisition of existing technology by transfer.
Historically, patent systems were developed as instruments of policy through which
foreign skills and expertise could be attracted to a domestic economy by the grant of
exclusive rights to work a particular skill or trade which was not present, or was under-
developed, in the domestic economy. The modern patent system contributes to the
transfer of technology in two main ways.

In the first place, the accumulated store of information which is contained and
classified in patent documentation constitutes the single most valuable and comprehen-
sive source of technology available in the world today.

At the most fundamental level, the patent system plays the important role in the
technology transfer process of matching technology suppliers and recipients. A published
patent contains details of the names and addresses of the applicant, patentee and inven-
tor, and thus provides a means whereby the owners of rights in relation to technology
may be located.

The existence of the patent system also provides a necessary element of certainty

for a technology transfer transaction. If a potential technology recipient were located in a
country which did not maintain a patent system, the supplier of the technology would
need to rely on purely contractual arrangements seeking to guarantee non-disclosure and
use of the invention by third parties. Such arrangements establish an element of commer-
cial risk for technology suppliers which is more pronounced than in circumstances where
_the transfer transaction can be linked to a patented invention guaranteeing protection
against exploitation by third parties. The existence of a patent also introduces another

measure of certainty to the transfer transaction by enabling the potential recipient of the

technology to sight the essence of the technology which he is wishing to acquire. In the

“absence of a patent, such initial sightings of the technology which it is proposed to
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transfer must take place through disclosures under secrecy and confidentiality agree-
ments, which can again introduce an element of commercial risk of the leakage of the
technology to third parties, thus undermining both the value of the technology from the
point of view of the supplier, and the value of the technology for which the recipient will
be paying.

The existence of a patent in connection with technology which is to be transferred
can also assist in defining the structure of the agreement pursuant to which the technol-
ogy is transferred. A patent facilitates the ready description of the technical field in which
the transfer is to take place, and provides a description of the central elements of the
technology to which descriptions of know-how and technical assistance can be attached.

(d) Industrial planning and strategy

In the highly competitive environment of international trade, increasing import-
ance is being placed on industrial planning and forecasting, and the development of
appropriate industrial strategies on the part of individual enterprises, industrial group-
ings, and nations. Such strategic planning is an increasingly important part of the success-
ful implementation of the policy of industrialization, and of the development of a tech-
nological base which is appropriate to the capacities and opportunities of the relevant
country.

Recently, increasing attention and importance has been given to the role of the
patent system as an analytical instrument for such industrial planning and decision-
making. Two main uses of the patent system may be mentioned in this regard.

On a technical level, which will be of particular importance to the individual
enterprise, the effective searching of patent documentation can indicate the state of the
art which exists in relation to any particular field of technology. Awareness of the state of
the art in a particular technical field can avoid duplication in research work by indicating
that the desired technology already exists; can provide ideas for further improvements;
and can give an insight into the technological activities of competitors and, by reference
to the countries in which patents have been taken out, the marketing strategies of
competitors. For both individual enterprises and nations, a state-of-the-art search can
also identify newly developing areas of technology in which future activity should be
monitored.

A further area in which the patent system may be used as an instrument of indust-
rial planning is the statistical aggregation of patenting activity as revealed through pub-
lished patent documentation. Since the degree of patenting activity provides an index of
the degree of technological activity in a given technical field, the statistical analysis\of
patent documentation can indicate which countries are active in various fields, in which.
industries technology is moving at a rapid pace and in which the technology is stable, and
which enterprises are active in particular technical fields. Such analyses provide a means
of forecasting future industrial developments, identifying areas in which market demand
is increasing, monitoring general technological progress, and testing the soundness of
policy and investment decisions.
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(e) Institutional framework‘fqr foreign investment

Foreign investment has been recognised as an important means whereby a country
may develop the resource basis necessary for technological development. The particular
policy which is adopted towards foreign investment is, of course, very much a matter
which falls within the sovereign competence of the individual nation which will determine
its own position on the regulatory environment under which foreign investment takes
place.

A great many factors are relevant to the encouragement of flows of foreign invest-
ment, such as the fiscal and general regulatory system of the host country, policies on the
extent of cooperation required with local enterprises, and other economic and political
considerations. One other factor which is relevant to the encouragement of foreign
investment is the maintenance of a patent system. It has been said, in contrast, that the
maintenance of a patent system has relatively little impact on foreign investment deci-
sions, which are said to be influenced more by market considerations and the institutional
environment of the host country. This observation merely indicates, however, that the
importance of the patent system as a factor influencing foreign investment must be
appreciated in the perspective of a large variety of factors which are relevant to the
encouragement of flows of foreign investment.

Within such an overall perspective, it may be said that the provision of a sound
patent system is certainly a factor which is taken into consideration in the course of
formulating foreign investment decisions, and that a patent system thus provides an
institutional framework which is conducive to encouragement of foreign investment. The
strength of patents as a factor influencing foreign investment decisions also depends very
much on the field in which investment takes place. If an investment is contemplated in a
technology-intensive field in which competition is strong, then the presence of a patent
system will certainly be a very relevant influence in the formulation of the foreign
investment decision.

[International Bureau of WIPO, The Role of Patents in Technological Development and Technology
Transfer, ISIP/86/2, paras. 3-9]

4.3 Conditions of Patentability
4.3.1 Introduction

It is generally recognized that a patent for invention should be granted only when
the invention

(i) is new;

(ii) involves an inventive step;

(iii) is industrially applicable.

Where the invention for which a patent for invention is applied for fulfils these
three conditions, the invention is called ‘“‘patentable.”

The said three conditions are usually referred to as the conditions of “patent-
“ability.”



PATENTS 81

More precisely, these three conditions should be called the substantive conditions
of patentability. They are “substantive’ because they concern the essence, the technical
content of the technical solution claimed to be an invention in the patent application.

Naturally, there are other requirements as well that must be fulfilled in order to
make the granting of a patent for invention possible. One of them is that the subject
matter of the claimed invention must belong to a field of technology for which patents for
invention are available, that is, are not excluded. Another one is that the said subject
matter must not be contrary to public order or morality.

Further requirements that a patent application must comply with are that the
application must be written and filed with the Patent Office and that certain fees must be
paid to the Patent Office.

The patent application itself must comply with some formal and some substantive
requirements. Among the formal requirements are that the patent application must be
written on a paper of a certain size and in a certain way that allows easy reading and
multiplication. Furthermore, that it has to contain certain parts (typically, request,
description, claims, drawings, where necessary for the understanding of the claimed
invention and abstract). Each of those parts has to contain certain data or information
and has to respect a certain order in their presentation.

Among the substantive requirements that a patent application must typically com-
ply with are that the rules concerning unity of invention must be respected; that the
description must correspond to the prescribed standards of clarity, detail and complete-
ness; and that the claims be supported by the description.

There are also certain conditions that concern the identity of the applicant. Typi-
cally, it or he must be a national of the country in which the application is filed or, if it or
he is not such a national, it or he cannot be a national or domiciliary of a country with
which there are no internationnal treaty relations. Furthermore, typically, the applicant
must be the inventor or the inventor’s successor in title.

[International Burcau of WIPO, The Substantive Conditions of Patentability, BLTC/6 & 7, paras. 1-9]

4.3.2 Novelty

A self-evident requirement of patentability is that an invention must be new or
novel. However, it has long been disputed, in relation to what knowledge novelty should
be determined. One possibility is that only the knowledge of the protecting country is
referred to, so that all knowledge from abroad, if imported into the country, could be
patentable. This theory prevailed under the early British patent system, and it is still
applied in some developing countries where patents of importation exist.

Another differentiation was made between printed knowledge and oral knowl-
edge, the latter comprising prior use of the invention and oral dlsclosures (both possibly
to be proved in the country of protection).

Some countries chose to exclude all material that was more than 50 or 108 years old
in order to facilitate searching and at the same time encourage inventors to discover
hidden knowledge that could be susceptible of modern application.
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The WIPO Model Law for Developing Countries on Inventions proposes the so-
called universal or worldwide definition of novelty, which includes knowledge from all
over the world as long as it stems from a ‘““publication in tangible form.”” On the other
hand, oral disclosure or use only constitutes prior art if it occurs in the country (Section
114(2)(a)).

All these different approaches started from the assumption that the knowledge
capable of defeating the patentability of an invention should have been available and
accessible to the inventor and that remuneration would be justified if the inventor contri-
buted something to the so-called prior art which did not belong to it before. At that point
a decision had also to be taken on whether a patent should be granted to the one who first
conceived the idea (invention system) or to the one who had first applicd for protection
at the Patent Office (application system). It is clear that somcbody who merely makes the
invention without applying for a patent, but instead kecps his invention secrct, does not
contribute anything to the knowledge of society, whereas the one who discloses his
invention to the Patent Office and thercby to the public makes a real contribution to
common knowledge. Therefore, countries like the United States that still have an inven-
tion system, and grant a patent to the one who can prove that he was the first to grasp the
idea of the invention, have provided additional prerequisites: it is not sufficicnt for an
inventor merely to have an idea, he must also put the idea into practice. Moreover he
cannot wait with his application as long as he sees fit, but must prove diligence in
completing the invention and filing a patent application, so that ultimately it is indced the
disclosure of the invention to society that counts.

One question was not mentioned in the first version of the Model Law, namely,
whether the contents of a patent application also belong to prior art during the time that
it is still kept secret at the Patent Office. In the past, many patent systems regarded a
non-published patent application as being not accessible to the public, so it did not
belong to prior art. However, in order to avoid a later applicant being granted a patent
on an identical application, a comparison was made between the claims of a prior applica-
tion and those of a later application that concerned the same invention. If the Patent
Office was of the opinion that the claims were identical, the second application was
rejected for “double-patenting.” The reason for this is clear: an invention that has
already been handed over to the Patent Office and, therefore, will soon be disclosed to
the public already belongs in a sense to the publicdomain and can therefore no longer be
monopolized by anyone else. Also, under a first-to-file system it is the first applicant who
is granted a patent, and his rights would be considerably diminished if a later applicant
were granted a patent as well.

In the 1979 version the so-called ‘“whole content approach™ was adopted, which
means not only that the claims of a prior application constitute a bar to a patent for a later
filed invention, but also that the whole contents of the application, that is also the
description, the drawings, etc., are presumed to be already in the public domain, so that
a later applicant would be treated as if he had known of the prior application. .
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The definition of novelty as contained in the Model Law is that an invention is new
if it is not anticipated by prior art.

[J. Pagenburg, Patents and Similar Titles of Protection, WIPO-CEIPV/IP/SB/36/4, pp.7-9]

4.3.3 Disclosure and novelty

The disclosure of a technical solution such that it becomes part of prior art may
take place in three ways, namely,

(i) by describing the technical solution in writing, which writing must be pub-
lished; such published writings are called “publications”;

(ii) by describing the technical solution in spoken words, which words must be
uttered to a public; such a disclosure is called an *‘oral disclosure’’;

(iii) by the use of the technical solution in public or by putting the public in a posi-
tion that any member may use it; such a disclosure is called **disclosure by use.”

The patent laws of a certain number of countries contain provisions whose effect is
that a disclosure that makes the disclosed technical solution part of the state of the art still
does not exclude that solution, if claimed in a patent application filed after such disclo-
sure, from the possibility of being patented.

A few patent laws provide that, if the entity or person which or who has the right to
the patent discloses its or his invention and files a patent application for the invention
within one year of such disclosure, the patentability of the inventions will not be affected.
The one-year period is only an example. In some laws, it is only six months, and in at
least one law, two years. The period is generally called the “grace period” since the
disclosure is, thanks to the generosity of the law, excused.

When a technical solution is incorporated in goods which are exhibited in an
exhibition, that solution may become part of the state of the art since such exhibition is or
may be a “public use” that discloses the technical solution. Most patent laws, however,
contain provisions to the effect that under certain conditions, such a public use of the
technical solution will not exclude the patentability of the technical solution. The usual
conditions are that the exhibition is an official or officially recognized exhibition and that
the application for a patent for invention for the invention exhibited must be filed within
six months from the display of the goods at the exhibition.

Another usual provision in patent laws which favors the entity or person which or
who has the right to a patent for invention is that the disclosure of the invention caused
by an abuse will, under certain conditions, not affect the patentability of the invention as
far as the said entity or person is concerned. The usual conditions are that the patent
application is filed within six months from the date on which the abusive disclosure
occurred. A disclosure is abusive if it is made against the will of the future applicant. An
example of an abusive disclosure is when the inventor explains his invention to a person
who, the inventor hopes, will buy his rights to the invention, and then such person,
without buying the said rights, publishes the description of the invention in a scientific or
technical journal.
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Such abusive publication will—if it is the first public disclosure in time—cause the
invention to become part of the state of the art as from the date of the said publication.
But it will not affect the patentability of the invention with respect to the entity or person
which or who has the right to a patent for invention if the said conditions are fulfilled.

[International Bureau of WIPO, The Substantive Conditions of Patentability, BLTC/ 6 & 7, paras. 42,
92-94, 98, 101-102]

4.3.4 Inventive step

The expression “inventive step” conveys the idea that it is not enough that the
claimed invention be new, that is, different from what exists in the state of the art, but
that this difference must have two characteristics: it must be inventive, that is, the result
of a creative idea and it must be a step, that is, it must be noticeable. There must be a
clearly noticeable distance between the state of the art and the claimed invention.

But it is also required that this advance or progress be significant and essential, that
it be characterized by the fact that the distance or difference contains new essential
elements.

The requirement that the step be ‘‘inventive” means that the difference between
the claimed invention and the state of the art must be the result of a creative idea. In other
words, the new solution constituting the claimed invention must be a creation. Creating is
the making of something from nothing; in that case, the creation is different from
everything that existed before. However, creating is also the making of something with
the use of existing elements, but the result must be unexpected.

In many patent laws and the Patent Cooperation Treaty, the notion of inventive
step is explained by words to the effect that the difference between the claimed invention
“and the state of the art must be ‘“non-obvious”. Something is obvious when it comes, so
to say, automatically to one’s mind. The English word **obvious™ has, as its root, the latin
word via which means way. The solution which lies on your way, which you cannot fail to
see because it lies on your way, is an obvious solution.

Non-obviousness is, of course, not an objcctive criterion that can be measured on a
scale or with a measuring rod. The judgment is made in the mind of a person. If he is
surprised, if he says to himself “‘I never thought of such a solution; the inventor is a really
clever fellow,” then the criterion of non-obviousness is fulfilled. The person whose
judgment is needed is that somewhat mysterious person “‘the person having ordinary skill
in the art.” His skill, or the skill that he has to apply in making his judgment, must,
according to many laws, be “‘ordinary.” In other words, the skill may not be extraordi-
nary, for example, the skill of the greatest expert in the world in the given ficld of art.

This judgment must be made by comparing the claimed invention with the state of
the art that existed at the relevant filing date.

The state of the art to be considered or not considered when judging non-obvious-
ness is the same as that to be considered or not considered when judging novelty.

[Ibid., paras. 108-113, 115, 117, 142]
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4.3.5 Industrial applicability

An invention, in order to be patentable, must be of a kind which can be applied for
practical purposes. In other words, the invention cannot be purely theoretical. It must be
an invention that can be carried out in practice. If the invention is intended to be a
product or part of a product, that product must be capable of being made. And if the
invention is intended to be a process or part of a process, that process must be capable of
being carried out—*"‘used,” as it is generally said—in practice.

It is the possibility of making or manufacturing in practice, and this possibility of
carrying out or using in practice, that are reflected in the word “applicability” in the
expression “industrial applicability.”

The other word in the same expression has a very special meaning in the terminol-
ogy of patent laws. In common language, an *“industrial” activity means a technical
activity on a certain scale, and the “industrial’ applicability of an invention means the
application (making, use) of an invention by technical means on a certain scale.

{Ibid., paras. 121-123]

Section 116 of the WIPO Model Law for Developing Countries on Inventions
provides that “industry” shall be understood in its broadest sense to include ‘‘handicraft,
agriculture, fishery and services. This reflects Article 1(3) of the Paris Convention which
provides that *“industrial property shall be understood in the broadest sense and shall
apply not only to industry and commerce proper, but likewise to agricultural and extrac-
tive industries...”.

4.3.6 Patentable subject matter

In some countries patent protection is not available for all inventions. Excluded

from protection in the Asia and Pacific region, by way of example, are:

(a) inventions contrary to public health or morality: China, India, Nepal,
Philippines, Republic of Korea, Thailand;

(b) scientific discoveries, scientific theories and mathematical methods: China,
Democratic People’s Republic of Korea, Malaysia, Mongolia, Sri Lanka,
Thailand;

(c) plant or animal varicties or essentially biological processes for their produc-
tion: China, Malaysia, Sri Lanka, Thailand;

(d) processes of treatment of human beings, animals or plants: China, India,
Malaysia, Sri Lanka;

(e) pharmaceutical products: China, India, Republic of Korea, Thailand;

(f) schemes, rules and methods for doing business, performing purely mental acts
or playing games: China, Malaysia, Mongolia, Sri Lanka; *

(g) substances produced by chemical processes: China, India, Mongolia, Repub-
lic of Korea;

(h) computer programs and logic circuits: Mongolia, Thailand.
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In Mongolia and Viet Nam, for some of the categories of inventions listed above,
protection is available only by the issue of inventor’s certificates and not by patents.

{International Bureau of WIPO, The Situation of Industrial Property in the Countries of Asia and the
Pacific, 874(E), paras. 41-42}

4.4 Procedure for Grant of Patents

Applications for patents invariably have to be in a form and contain information
prescribed by statute.

Once the application is filed, the Patent Office examines whether it complies with
the requirements prescribed by the law and the regulations other than the conditions of
patentability (novelty, inventive step, industrial applicability). This examination is some-
times referred to as a “preliminary examination” or *“formal examination™ to distinguish
it from the examination, that comes only later and scparately, as to patentability and
which is sometimes referred to as ‘“‘examination as to substance” or “‘substantive exami-
nation.” However, in countries in which the law excludes certain kinds of inventions
from patent protection—for example, where substances obtained by nuclear transforma-
tion are excluded from patent protection—the preliminary examination usually looks
into the question whether the application relates to one of the excluded kinds of inven-
tions. If the Patent Office finds that the application relates to one of the excluded kinds of
inventions, it will refuse the application, and the procedure ends there.

Suppose that, during the said preliminary examination, the Patent Office finds
formal mistakes which can be corrected, it will then invite the applicant to correct them.

If the Patent Office finds that the application doecs not contain—or no longer
contains—any mistake, it will, if the law so prescribes, publish the patent application. In
the laws providing for the publication of patent applications, the time at which publica-
tion must occur is also prescribed. “Publication” means the preparation of copies of the
application and offering such copies for sale to any member of the public.

Before such publication of the application, the contents thereof may not be dis-
closed by the Patent Office. In other words, the Patent Office must treat the applications
as secret until publication.

The laws of some countries provide that certain inventions—particularly domestic
inventions concerning weapons—must be treated as secret. Applications concerning such
inventions, and even patents for inventions concerning such inventions, are not pub-
lished, and are treated by the Patent Office as secret without any time limit.

The next step, in a system of deferred examination and opposition, is taken by the
applicant. “Deferred examination” always means examination as to substance. Prelimi-
nary or formal examination is never deferred; it is always done promptly after the
application is received by the Patent Office. The said next step is a request, addressed to
the Patent Office by the applicant, asking the Patent Office to effectuate the substantive

examination. The request must be made within a certain time limit. If it is not so made,
" the patent application dies and the procedure ends.
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On the other hand, if the request is made, the Patent Office makes an announce-
ment in its Gazette announcing that the request has been made. This is a notice to the
public that any member of it may file an opposition to the grant of the patent for
invention within a period whose length is provided in the law. A period of six months
would, for example, be a normal period.

When that period expires, the Patent Office starts the examination as to substance.
It first checks whether the invention claimed in the application is new. It checks this with
the help of the Patent Office’s own documentation. In that documentation, it looks for
documents which describe a solution which is the same or similar to the one described in
the application.

In this search, the Patent Office is also helped, when the application is not a first
application, by the indications, if any, of such documents found by the Patent Office with
which the first application was filed. If any of the documents considered show that a
solution identical to the one contained in the application has already been published, the
Patent Office refuses the grant of a patent. It does likewise if any of the documents
considered show a solution which is merely similar to the one contained in the application
but the difference between the two is not important enough to constitute an inventive
step. It will do likewise also if it finds that the solution is not industrially applicable.

The final judgment of the Patent Office on these questions is not necessarily
addressed to the application as filed since, during the procedure, the applicant has
several occasions to amend the application, either on its or his own initiative or following
a suggestion of the Patent Office.

If, as a result of the substantive examination, the Patent Office finds that one or
more of the conditions of patentability are not fulfilled, it will refuse the application.

Otherwise, the Patent Office will grant a patent for invention, that is, it will issue
the document called a patent for invention. This document is sealed by the Patent Office
or signed by one of the officers of the Patent Office empowered to do so. The contents of
that document are essentially the same as the contents of the application subject to such
amendments that might have been made to it between filing and grant.

If the Patent Office refuses the grant of a patent for invention, the applicant may
appeal against the decision and ask that the decision be reconsidered. In some countries,
this appeal goes to a court; in other countries it goes to a special board of review. If the
reviewing authority finds that the Patent Office should have granted a patent for inven-
tion, it orders the Patent Office to do so.

The granted patent for invention is then published by the Patent Office in the same
form as was the application. The contents of the two pamphlets will differ from each
other only to the extent to which the application was amended between the publication of
the pamphlet containing the application and the publication of the pamphlet containing
the granted patent for invention.

During the phase of the application procedure, the application may *‘die” for the
reason that the required fees were not paid to the Patent Office in time. Typical of such
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fees are the application fee, payable when the application is filed, the examination fee,
payable when the request for substantive examination is made, and the maintenance fee,
payable once a year.

[International Bureau of WIPO, The Gestation, Life and Death of a Patent, BLTC/S Rev., paras. 28-41)

4.5 The Patent Application
4.5.1 Introduction
The legal requirements of a patent application concern four matters.

The first matter relates to the contents of a patent application. “Contents” means
the kind of information to be presented in the application.

The second matter relates to the physical requirements of a patent application.
Here, questions to be examined are how the contents of the application must be pre-
sented, for example, what the prescribed format is for the document containing the
application and how text and drawings are to be presented.

The third matter concerns the case where the priority of an earlier application is
claimed. This is the case where the applicant requests the Patent Office to take into
account the fact that it or he has already filed a patent application for the same invention
in another country so that the date of that earlier application determines the priority of
the application. '

The fourth matter is the requirement that the applicant must pay an application
fee. This is a requirement which does not directly concern the contents of the application
and their presentation but which nevertheless is a condition of a regular filing of the
application. Without payment of a fee, the application will not be processed.

[International Bureau of WIPO, Elements and Physical Requiremenis of Patent Applications; Applica-
tion Fee; BLTC/13 & 14 Rev., paras 6-10]

4.5.2 Contents of a patent application

The Patent Cooperation Treaty (PCT) and the national laws based on the PCT
prescribe that an application must contain the following four elements: the request, the

description, the claims, and the abstract. A fifth element, namely drawings, is required
under certain conditions.

(a) Request

The request is a declaration of the applicant to the effect that he should be
granted a patent for invention. The request contains two kinds of indications.
The first kind relates to the invention. The second kind relates to the persons
interested in the invention, namely, the applicant, the inventor (where applic-
ant and inventor are not the same person) and the representative (‘“‘agent’) of
the applicant.

The indication relating to the invention to be included in the request is the title
of the invention. The title can only give a rough idea of what the invention
refers to. It cannot fully characterize the invention; this is rather the task of



PATENTS 89

the description and the claims. The indications relating to the applicant serve
to identify the applicant.

{Ibid., paras 17-20]

- (b) Description
The description of the invention contains the disclosure of the invention. The
purpose of that disclosure is to enable any person having ordinary skill in the
art to carry out the invention. Thus, the description fulfils an important func-
tion in the patent system: it has to give the information which is necessary in
order to understand and exploit the invention. Only such full information
justifies the grant of a patent for invention.

The description must first state the title of the invention as appearing in the
request.

After the title of the invention, the first sentence or sentences of the descrip-
tion must specify the technical field to which the invention relates. This techni-
cal field is not a broad area of technology, such as “electrical engineering’ or
“chemistry,”” but a specific field, such as *“‘semiconductor manufacturing” or
“hydrocarbon compounds.”

Subsequently, the description must contain an indication of the background
art which, as far as it is known to the applicant, can be regarded as useful for
the understanding, searching and examination of the invention. This chapter
of the description deals with the state of the art, that is, the knowledge of the
relevant technical field which had been disclosed up to the relevant filing date
of the application. Of course, the description cannot present the whole state of
the art; that would be too cumbersome, for both the applicant and the readers
of the description. However, the description must contain all the information
which helps a person having ordinary skill in the art to understand, search and
examine the claimed invention. In particular, documents reflecting the state of
the art are to be cited; most such documents are patent documents; the
citation usually has to indicate the Patent Office which issued the document,
the date and the number of the document and the title of the invention. The
list of those documents need not be complete but all the important documents
are to be cited. Those documents may again cite further documents so that a
list of all the documents relevant to the state of the art can be established by
the reader of the description.

After the indication of the background art follows the actual disclosure of the
invention. This disclosure must be sufficiently clear, detailed and complete so
that the invention can be understood and carried out by a person having
ordinary skill in the art.

The disclosure of the invention has to present the invention in the context of
the state of the art. Since the invention, in order to be patentable, must offer a
solution to a technical problem which so far was not known, the description
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must clearly show the novel features of the invention compared with the
background art. Moreover, any advantageous effects of the invention with
reference to the background art have to be stated.

Where the application contains a drawing or drawings, thé description has to
describe briefly the figures in the drawings.

Finally, the description contains a part which deals with the industrial applica-
tion of the disclosed invention. Where the invention consists of a product, that
part of the description has to indicate the way in which the product can be
made. Where the invention consists of a process, the way in which the process
can be used is to be indicated.

[Ibid., paras. 31, 34-40]

(©)

Claims

During the period of protection provided by the patent for invention, the
patentee, if its or his patent is valid, has the right to stop others using its or his
invention. It is important for the public to know just how wide or narrow this
right is. It is the function of the claims of the patent to define the scope of the
protection. Much thought and skill is necessary in drafting claims to ensure
that they protect the inventor’s rights by covering the invention in the broad-
est possible way, but at the same time the claims must not be so broad that
they cover anything which is already known or which does not work. They
must also be closely related to the description of the invention. The descrip-
tion must provide a fair basis for the invention defined by the claims. The
claims must not be an invention broader than that described.

The function of the claims is to define clearly the scope of the exclusive rights
provided by the patent. This is done in terms of the technical features of the
invention disclosed in the description. 1deally, one claim should be sufficient
but this ideal cannot be achieved in practice and the patent agent has to draft a
series of claims. The series starts with a broad claim; the following claims
become narrower and narrower. The reason for having to draft a series of
claims is that the wider the claim is, the more open it is to attack on grounds of
lack of novelty or on grounds of obviousness. Hlowever much the patent agent
may know of the prior art at the time of drafting the description and claims, he
cannot know all the prior art. He can draft a broad claim in the light of the
prior art he knows. But he must also draft narrower and hopefully stronger
claims in anticipation of more relevant prior art being produced either by the
Patent Office or in an opposition or invalidation action.

The narrower claims following the broad claim usually refer back to one or
more of the preceding claims. Because of this, they are all called dependent
claims. In effect, by his broadest claim, the patent agent draws a wide ring
about the actual embodiment of the invention to be used or sold. The claims
must be drafted in technical terms and should not contain any reference to
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commercial advantages. For example, the invention may be cheaper to make.
This can be explained in the description, but it cannot be a feature of the

claim.

[D. Vincent, The Drafting of the Description and the Claims of a Patent Application, BLTC/15 & 16,
paras. 7, 61-63, 68]

(d) Drawings

The drawings have the function of supplementing the description. An applica-
tion must contain a drawing or drawings if they are required for the under-
standing of the invention. For example, it may be impossible to describe
exactly in words the specific shape of a device whose purpose is to fix an
electrical cable. That shape may be very complicated so that it is very difficult
if not impossible to indicate exactly the dimensions of the device in the
description. However, drawings can exactly show the said dimensions. They
are, therefore, required in such a case.

In other cases, drawings may not be necessary but are nevertheless useful for
the understanding of the invention. In such cases, they may be added to the
description. But there is no legal obligation to do so.

Drawings may be of various kinds. For inventions in the field of mechanical
art, they may present the shape of the product. For inventions in the field of
electricity, they may consist of a circuit diagram. For chemical inventions, a
chemical structural formula is to be considered as a drawing. In the case of a
process, a drawing may consist of a flow chart which represents the various
steps of the process.

[International Bureau of WIPO, Elements and Physical Requirements of Patent Applications; Applica-
tion Fee, BLTC/13 & 14 Rev., paras. 55-57]

(e) Abstract

The abstract presents a short summary of the description and the claims. It
serves the purpose of enabling anybody interested to obtain quick information
about the essential contents of the invention. In view of its conciseness, the
abstract can be easily translated. Abstracts, therefore, play an important role
in the international exchange of information contained in patent documents.

The abstract gives a summary of the whole disclosure contained in the applica-
tion, that is to say, of the description, the claims and the drawings. It starts by
an indication of the technical field to which the invention pertains and has to
be drafted in a way which allows clear understanding of the technical problem,
the gist of the solution of that problem through the invention and the principal
use or uses of the invention. In the case of an invention in the field of chemis-
try, the abstract has to contain the chemical formula which, among all the
formulae contained in the application, best characterizes the invention.

[Ibid., paras. 59, 60]
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4.6 Scope of Exclusive Rights
4.6.1 Introduction

A patent for invention places its owner in a legal position in which its or his
authorization is needed for the exploitation of the patented invention. Without such
authorization, the exploitation is illegal. Thus, the owner of the patent for invention has
the possibility of excluding others from exploiting the patented invention. Such exclusion
requires no act by the owner: as long as the owner does not give the authorization to
exploit, the exploitation is illegal.

The right of the owner of the patent for invention to exclude others from exploiting
the patented invention is called an “‘exclusive” right. The contents of the exclusive right
are usually expressly defined by the patent law.

This exclusive right has two main applications in practice: protection against
infringement, and possibility of assigning or licensing the right, in part or in total.

[International Bureau of WIPQ, The Exclusive Right of an Owner of the Patent for Invention, BLTC/
8-10 Rev., paras. 3-4, 9]

The first aspect of the exclusive right is that it secures protection against infringe-
ment. An infringement is the unauthorized exploitation of the patented invention by an
entity or person other than the owner of the patent for invention. The making of the
invention, in particular, its development for industrial application, usually involves con-
siderable expense for the applicant, the future owner of the patent for invention. It or he
wants to recover this expense through exploitation of the invention, in particular,
through the sale of products that include the invention.

[Ibid., para. 10]

The second aspect of the exclusive right is the possibility offered to the owner of
the patent for invention of authorizing others to carry out the acts which are covered by
the exclusive right. The owner of the patent for invention has an interest in using this
possibility if it or he is not in a position—or does not intend—to exploit the invention
itself or himself, or at least not to the full extent possible. One of the reasons for
exploitation through authorized third parties may be that the exploitation of the inven-
tion requires considerable investment which the owner of the patent for invention cannot
afford. Another reason may be that the owner of the patent for invention has no right
(because it or he is a foreigner) or no practical possibility to manufacture in the country
and thus must find other entities or persons for the exploitation of the invention.

In particular situations, the owner of the patent for invention may have an interest
in granting authorization to exploit the patented invention only to a limited extent, for
example, for a limited quantity of products or for a limited period of time.

It is to be noted, however, that many patent laws permit—under certain circum-
stances precisely defined in such laws—exploitation of the patented invention without the
authorization of the owner of the patent for invention. An example is exploitation under
‘a compulsory license, that is, a license granted not by the owner of the patent for
invention but by a government authority.

[Ibid., paras. 12-14]
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4.6.2 Exploitation ‘of patent rights

In defining the concept of permissible exploitation patent laws have two different
approaches. One is that the law uses only the expression ‘‘exploitation’, or a similar
expression, without further defining it; in this case, the meaning of this expression has to
be interpreted in the application of the law, particularly in court decisions. The other is
that the law enumerates the acts covered by the exclusive right which constitute the
exploitation.

In saying that the exclusive right ‘“‘covers™ certain acts, it is meant that each and
every one of those acts may, lawfully, be carried out only with the authorization of the
owner of the patent for invention. Consequently, those acts usually are referred to as
“protected acts.”

As far as inventions included in products are concerned, most laws provide for the
protection of four acts, namely:

to make the product;
to use the product;
to sell the product;
to import the product.

As far as inventions contained in processes are concerned, most laws provide for
the protection of the following four acts, namely:

to use the product directly obtained through the process;

to make the product directly obtained through the process;
to sell the product directly obtained through the process;

to import the product directly obtained through the process.

Whether all four of these acts will be protected acts, or only the first of them will be
a protected act, depends on the nature of the process. If the process is of a nature that it
can be used only for purposes other than the making of products, only the first act of the
said four acts—the use of the process—will, be a protected act. On the other hand, if the
process is of a nature that it can be used, or also used, for making products, all four of the
sald acts will be protected acts.

An example of a process that can be used only for purposes other than the making
of products is a process that serves to measure very high temperatures. When such a
process is used, the result is a find, namely the indication of a temperature. The result of
the use is not a product.

Each of the protected acts and the usual limitations on the scope of protection is
listed below.

4.6.3 Manufacture

To make the product means that the product described in the description of the
patent application is carried out in practice. Frequently, such making is called *manufac-
turing,” particularly when the product is made in great quantity.
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Scope of protection

One particular question which arises with respect to the making of a product,
and which is of great practical importance, is the question whether the exclu-
sive right covers only the making of the product exactly as described in the
patent for invention or also the making of a similar product.

This question has great practical importance since *‘around” an invention a
great number of technical variations may exist which may be developed by the
persons skilled in the art on the basis of the disclosure of the invention in the
patent for invention. For example, it may be possible to use other materials in
the device than those referred to in the description specified in the patent for
invention. Or the dimensions of the device may be changed so that the device
may be manufactured in various sizes. Furthermore, the mechanism of the
device may be slightly changed without affecting the result.

The question whether and to what extent the exclusive right covers the making
of similar products is a difficult question since the evaluation of the scope of
protection not only requires technical expertise but also an exact interpreta-
tion of the claims contained in the patent for invention.

For an examination of this question, it is necessary to evaluate the description
and the claims as filed in the patent application and accepted in the patent for
invention by the Patent Office.

According to some laws or practices, the scope of protection is determined by
what is stated in the claims and nothing else. This has the consequence that the
applicant has to try to specify all the imaginable variations of the invention, all
similar solutions, in the claims in order not to lose protection for any of the
variations. According to other laws or practices, the claims do not limit the
scope of protection to exactly the solutions specified in them but also cover
variations of the solutions not expressly specified in the claims, provided that
those variations are covered by what is called the *‘inventive concept.”
Between those two approaches, there exists an intermediary approach. That
approach is gaining more and more international recognition. According to
that intermediary approach, the claims determine the scope of protection but
the description may be used in order to interpret the claims. Consequently,
the specific statements of the claims are not necessarily the limits of the scope
of the protection: that scope will go beyond those statements if, in the light of
the description, they may be considered (*‘interpreted™) as also covering solu-
tions similar to the ones specifically mentioned in the claims.

In other words, the scope of protection as regards similar solutions or *‘techni-
cal variations” is a matter of interpretation of claims.
Infringement of the exclusive right to make the product

Infringement by manufacture involves the making of the patented product by
an entity or person without the authorization of the owner of the patent.
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The method of manufacture and the quantity in which the product is manufac-
tured without authorization are irrelevant, nor does it matter where in the
country (that is to say, in which town or region) the making (or manufacture)
takes place.

The exclusive right to make the patented product is generally recognized by all
patent lJaws. However, in most countries, there are at least three exceptions to
this rule. The first of those exceptions is the case where the patented product
is made under a compulsory license or under an authorization granted by the
Government on public interest grounds.

The second exception applies where the product is made for the sole purpose
of scientific research and experiment.

The reason for which most countries admit this exception to the exclusive right
is that they wish to make it easier and cheaper for scientific institutions to
carry out experiments for the purposes of research. If such institutions do not
have to obtain the authorization of the owner of the patent for invention, they
do not lose any time in negotiations with the owner of the patent for invention
and they do not have to pay anything to the owner of the patent for invention.
Furthermore, they can keep secret from the owner of the patent for invention
the fact that they are making experiments with the invention. This might be
quite important, particularly where the owner of the patent for invention is a
foreigner. However, whether, in any given case, the institutions will, in actual
fact, gain time and make economies, is far from sure, since they will have to
do without the expertise of the owner of the patent for invention which usually
facilitates and simplifies the making of the product.

The third exception applies where an entity or person, other than the applic-
ant, had started making the product before the time when the patent applica-
tion for an invention consisting of the product was filed; for example, where
the invention is made by two different persons independently of each other, in
particular where the two inventors reside in two different countries.

Where one of the two inventors has no patent for invention, and has started
making the product which, later, becomes patented by the other inventor, the
question arises whether the inventor who obtains the patent for invention
should be able to exercise his exclusive right against the other inventor who
had started making the product before the patent application of the former
was filed.

If the exclusive right could be exercised in such a case, this would have the
consequence that some or all of the investment made by the inventor who has
no patent for invention would be lost, a result which seems to be too harsh and
somewhat unjust. For this reason, most patent laws provide for a limited
exception to the right of the owner of the patent for invention, and, as a
corollary to such exception, for a special right in favor of the inventor who was

s
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already making the product at the time the patent application was filed by the
other inventor.

The special right is that the said inventor may continue to make the product
without the authorization of the other inventor. However, most laws provide
that the quantity of the products made without the authorization of the owner
of the patent for invention cannot increase above the quantity that was pro-
duced at the time of the filing of the patent application.

Most patent laws give the special right mentioned above also where the entity
or person made serious preparations towards making products. *Serious”
preparations mean, for example, that the machinery nceded for the making
has already been installed or has been firmly ordered by the entity or person
which or who wants to benefit by the special right. In any case, serious prepa-
rations should involve substantial expenses (investment) on behalf of the said
entity or person.

Authorization to make the product

The exclusive right gives a possibility to the owner of the patent for invention
to authorize others to carry out the protected act. Such authorization is usually
given against payment to, or some other advantage for, the owner of the
patent for invention.

The authorization to make the product may be granted without any limitation,
and the entity or person which or who receives such an authorization may
manufacture the patented product anywhere in the country, in any quantity
and without limitation in time.

Alternatively, the authorization may be granted with limitations. This is possi-
ble since the owner of the patent is, in principle, free not to grant any authori-
zation. This larger right—because it is larger—includes the narrower right to
grant authorizations subject to limitations.

The limitations may concern, for example, the period for which the authoriza-
tion is granted, the place where the manufacture may occur and the quantity
of the products manufactured. Where the patent for invention covers several

kinds of products, the authorization may be limited to one or some of those
kinds. '

Where the authorization has been given for a limited time only, the entity or
person which or who received the authorization has to discontinue the man-
ufacture after the expiration of the time limit. Of course, such a limitation is
possible only within the duration of the patent for invention. Once that dura-
tion expires, no one needs any authorization to make (manufacture) what
used to be, but no longer is, a patented product.

Another case of limitation of the authorization is the condition that the man-
ufacture may take place only in one or more specified places, or in a certain
part, of the country. For example, the authorization may say that the
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authorized entity may make the patented product only in its own plant or
factory. The result is a limitation of the quantity of the products made under
that authorization since the manufacturing capacity of other plants or factories
cannot be utilized.

The possibility of limiting the quantity of the products produced may be
expressly indicated in the authorization: for example, the authorization may
specify that the manufacture by the authorized entity or person may not
exceed a given number of pieces of the patented product per year.

A particular case of limitation of the authorization is that with respect to the
kind of products. As already stated, such a limitation is possible within the
scope of the protection given by the patent for invention.

4.6.4 Use

(a)

(b)

Meaning of “use”

The second act covered by the exclusive right of the owner of the patent for
invention is the use of the product. The use of a patent product does not
require that the use be repetitive or continuous.

The rule is that use is a protected act irrespective of who the user of the
patented product is, and for what purpose the patented product is used.

It is to be noted that the use of the patented product is a protected act
irrespective of whether the product actually used was made by the owner of
the patent for invention, with the authorization of such owner, or without the
authorization of such owner. Any product that corresponds to the description
of the invention claimed in the patent for invention is a patented product. This
is true even where the patented product was made without the authorization
of the owner of the patent, even if the product used is an infringing copy.

The use of similar products is also a protected act, provided the similarity
corresponds to the criteria that causes their manufacture to be a protected act.

Infringement of the exclusive right to use the product

Where an entity or person uses the patented product without the authoriza-

tion of the owner of the patent for invention, such use constitutes an infringe-

ment of the exclusive right except in the following cases:

(i)  where the patented product is used under a compulsory license or under
an authorization granted by the Government on public interest grounds;

(ii)) where the use of the patented product is solely for purposes of scientific
research and experiment;

(iii) where the use of the patented product occurs in vehicles in transit in the
country;

(iv) where the patented product is used by an entity or person which or who
has the special right to continue to make the product;
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(v) where the patented product that is used is a product which was put on
the market in the country by the owner of the patent for invention or
with its or his authorization.

The fifth exception is, in practice, the one that occurs most frequently. There
are only very few patent laws that contain provisions expressly stating this fifth
exception. Nevertheless, it is generally recognized in most countries.

“Putting on the market” typically means sale. Other ways of putting on the
market include renting and gift; for example, an entity gives away a certain
number of articles that contain the patented product for publicity purposes.

The putting on the market of any given article incorporating the patented
product can occur only once. For example, the article containing the patented
product may be sold by the entity that manufactured the article and which is
the owner of the patent for invention. By this sale, the product has been put
on the market and its use by the buyer or its possible further sale by the buyer
to another person are acts done in respect of an article which is already on the
market because the owner of the patent for invention has sold it.

As already stated, acts done with products which have been put on the market
are not protected acts. And this is true also in respect of the act of using the
product.

The putting on the market must be made by the owner of the patent for
invention or with its or his authorization. This means, for example, that where
the product has been stolen, or was made or imported into the country with-
out the owner’s authorization (that is, it is the result of an infringement), the
use of such product is not covered by the exception.

Authorization to use the product

The exclusive right to use the patented product implies in the case of the
exclusive right to make the patented product, that the owner of the patent for
invention has the possibility to authorize others to use the patented product.
Such authorization is usually given against payment to, or some other advan-
tage for, the owner of the patent for invention.

As in the case of the authorization to make the product, the authorization may
be limited or unlimited.

Typical limitations are the following:

(i) as to time: the act of using is only authorized until a certain date. This
date, naturally, may not be beyond the expiration of the patent for
invention.

(ii) as to place: the act of using is only authorized in certain parts of the
country or in certain places, for example, the factory of the user.

(iii) asto quantity: the use cannot exceed the extent indicated in the authori-
zation.
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(iv) as to the purpose of use: the use is authorized only for certain purposes
or the use is expressly excluded for certain purposes.

©4.6.5 Sale

(a)

(b)

Meaning of sale

It is to be noted that the sale of the patented product is a protected act
irrespective of whether the product actually sold was made by the owner of
the patent, with or without the authorization of the owner. Any product
that corresponds to the description of the invention and is claimed in the
patent, even if made without the authorization of the owner is a patented
product.

As in the case of making the product, the question arises, in connection with
the sale of the product, whether the exclusive right is limited to the sale of a

. product exactly as described in the patent or whether—and if so, to what

extent—~the right to sell covers also similar products. The standards to be
applied here are the same as those indicated in connection with the making of
the product, that is to say, the sale of similar products is also a protected act
provided that the similarity corresponds to the criteria that causes their mak-
ing to be a protected act.

Infringement of the exclusive right to sell the product

Where an entity or person sells the patented product without the authoriza-
tion of the owner of the patent, such sale constitutes an infringement of the
exclusive right except in the following three cases: °

(i)  where the patented product is sold under a compulsory license or under
an authorization granted by the Government on public interest grounds;

(ii)) where what is sold is a product that was put on the market in the country
by the owner of the patent or with its or his authorization. In respect of
such a product—that is, a given article which consists of or incorporates
the patented product—the sale is not an infringement since such a sale
does not require the authorization of the owner of the patent.

The situation is similar where the putting on the market occurred in another
way, for example, through free distribution. An article that became the prop-
erty of a person as a gift given to him by the owner of the patent and which
consists of or incorporates the patented product may be sold by that person
without the said owner’s authorization, that is, without committing an in-
fringement.

It is generally admitted that the beneficiary of such a special right may sell,
without the authorization of the owner of the patent, the products which such
beneficiary lawfully made as a consequence of the said special right.
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Authorization to sell the product

The authorization to sell the product is required in respect of each and every
object that consists of or includes the patented product. The authorization
may include limitations. For example, the authorization may provide that sale
may occur only in a certain region of the country or to certain entities.

Itis recalled, however, that the authorization is generally required only for the
first sale of any given object.

4.6.6 Importation

(a)

(b)

Meaning of import

Importing the product means that an article which constitutes or incorporates
the patented product is brought into the country. Thus importation is a physi-
cal act of transportation of the product across the border into the territory of
the country. It is irrelevant which other country the product is imported from.

Furthermore, it does not matter whether the importation takes place for
purposes of use of sale or for purposes of distribution free of charge. It is
irrelevant whether the imported product enjoys patent protection in the coun-
try in which it was made or in the country from which it is imported.

The patent law of a country has no effect in any other country. It is irrelevant
whether the making of the imported product took pliace in conformity with or
in violation of the patent law of a foreign country. All that is relevant is that
the imported product should consist of or include an invention which, in the

country of importation, is protected by a patent granted by the Patent Office
of the importing country.

The act of introducing the patented product in the country does not have to be

carried out personally by a person belonging to the importing entity or by the
importing person.

The principles which apply to similar products in connection with the pro-
tected acts of making, use and sale also apply, mutatis mutandis, to the pro-
tected act of importation.

Infringement of the exclusive right to import the product

Where an entity or person imports a patented product without the authoriza-
tion of the owner of the patent for invention, such act constitutes an infringe-
ment of the exclusive right, except where the patented product is imported
under a compulsory license or under an authorization granted by the Govern-
ment on public interest grounds, or for the sole purpose of scientific research
and experiment. Nor does importation constitute an infringement where the

exception concerning use on vehicles temporarily entering the territory is
involved.
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(c) Authorization to import the product

As in the case of the other protected acts, the exclusive right to import the
patented product implies that the owner of the patent for invention has the
legal possibility of authorizing others to import the patented product. Such
authorization is usually given against payment to, or some other advantage
for, the owner of the patent for invention.

Any authorization to import so given may be unlimited or limited. Typical
limitations are limitations in time and quantity. In the first case, the authoriza-
tion allows importation only up to a certain date. In the second case, the
authorization allows the importation of a fixed number of the articles con-
stituting or incorporating the patented product.

4.6.7 Protected acts in relation to patented processes

(a)

(b)

Use of the patented process

A process is “used” when, in actual fact, it is employed for the purpose
claimed in the patent application.

The act of using is a protected act to the extent that the specific kind of use is
covered by the claims in the patent.

Since it is sometimes difficult to foresee, when the invention is made and when
the claims are drafted, all the possible uses to which a process may be put, one
must be particularly careful, in the case of process patents, to formulate the
claims as broadly as possible.

This difficulty is mitigated, to some extent, by the fact that it is generally
admitted that some variations of the claimed process, when such variations
can be derived from an interpretation of the claims on the basis of the descrip-
tion, will be considered as being within the scope of protection defined by the
patent for invention.

Infringement of the exclusive right to use the process

Where an entity or person uses the patented process without the authorization

of the owner of the patent for invention, such use constitutes an infringement

of the exclusive right except in the following four cases:

(i)  where the patented process is used under a compulsory license or under
an authorization granted by the Government on public grounds;

(ii)) where the use of the patented process is solely for purposes of scientific
research and experiment;

(iii) where the use occurs in vehicles in transit in the country'; and

iv) where the patented proces is used by an entity or person, other than the
P P y yorp

applicant, which had started using the process before the time when the

patent application for an invention consisting of the process was filed.
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(c) Authorization to use the process

The exclusive right to use the patented process implies—subject to the excep-
tions already stated—that the owner of the patent for invention has the possi-
bility to authorize others to use the patented process. Such authorization is
usually given against payment to, or some other advantage for, the owner of
the patent.

The authorization may be subject to limitations, typical of which are limita-
tions:

(i) asto time.

(i) as to place. The act of using is only authorized in certain parts of the
country or in certain places, for example, in the plant or plants of the
beneficiary of the authorization.

(iii) as to quantity. The use cannot exceed the extent indicated in the
authorization. Where the process does not result in products but, for
example, serves to measure high temperatures, the limitation may, for
example, be that the process may be used only in a particular plant
producing steel. Where the process results in products, the limitation
may consist in saying that not more than a given number of articles
consisting of, or containing, the invention may be manufactured.

(iv) as to the purpose of the use.

4.6.8 Rights existing in respect of patented processes
(a) Making of products directly obtained through the process

Only the making of products directly obtained through the patented process is
a protected act. “Directly’” means “immediately’’ or “without further trans-
formation or modification.”

If the use of the patented process is a protected act and if the use or one of the
uses to which the patented process can be put is the making of products, then,
naturally, the making of products through the patented process is a protected
act.

The reason for which most patent laws make this tautological statement may
be explained by the fact that there is a special factual situation involved here
which requires special emphasis and special rules.

If one looks at a product, even if one examines a product and even if one is an
expert in the field, it will, generally, not be possible to know whether and
through what process the product was made. Was it made through the
patented process or through another process? This fact places the owner of
the patent in a difficult situation, namely, in the situation that, normally, it or
he cannot form an opinion whether the patent for invention owned by it or
him was used or not. If the owner of the patent for invention could observe, in



PATENTS 103

the factory or other place, the manufacturing process, then the owner could be
sure whether the patented process was used or another process was used.
However, in practice, the owner will not be allowed to observe the process in
what, normally, is a competitor’s factory.

Not only is the owner unable to form an opinion whether its or his patented
invention was used but the owner is also unable to prove to others, particu-
larly a court, that that invention was used. This last inability has, as a practical
consequence, that the owner will be unable to ask for measures against the
infringement of its or his rights.

Most patent laws contain provisions which solve this difficulty of the patent
owner. The solution consists in requiring the maker of the product to indicate
and prove what process was used for making the product. If that process is the
same as the patented process, the products will be considered as infringing the
right of the owner of the patent. On the other hand, if the said process,
namely, the process actually used is other than the patented process, the
making of the products will not be considered as an infringement.

A qualification to this rule is that the product must be new, because, usually, it
is far more likely that a product that has novel features was made by a paten-
ted—and consequently and necessarily new—process than when the product
has no novel features.

(b) The use, sale, importation of products directly obtained through the process

The principle relating to the use, sale and importation of patented products, as
far as the definition of these acts is concerned, applies, mutatis mutandis, also
to the use, sale and importation of products directly obtained through a
patented process.

It is to be noted that the fact that the product is imported from a country
where the process for making of the product is not—or no longer—protected
under the patent law of that country does not make legal any importation, sale
and use without the authorization of the owner of the patent for invention
granted under the law of the country into which the product is imported.

4.7 Duration of Protection

As it is the patent for invention that confers the exclusive right of exploitation on its
owner, it would seem that there could be no protection before the patent for invention is
granted by the Patent Office. Most patent laws, and all those providing for the publica-
tion of the patent application and for deferred substantive examination, however, do
provide for the full protection of the exclusive right, or for some more restricted protec-
tion, from an earlier date, namely, the date on which the patent application was pub-
lished. Such protection is usually called *“provisional.’; It would be more precise to call it
conditional, since the protection will, so to say, be withdrawn as soon as it becomes clear
that no patent for invention will be granted on the published application.
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The date of the grant of the patent for invention is indicated in the patent for
invention. The effects of the patent for invention start on that date. According to most
laws, five things have to be done on the same date (or are deemed to be done on the same
date) by the Patent Office: it has to announce in a gazette (the Patent Gazette) that the
patent for invention was granted; it has to publish the patent for invention in the form of
a pamphlet; it has to issue to the applicant a certificate of the grant of the patent for
invention and a copy of the patent for invention; it has to make copies of the patent for
invention available to the public.

It is on the date of the grant of the patent for invention that the exclusive right of
exploitation starts.

However, starting protection only from the date of the grant of the patent for
invention would be unjust to the applicant where the patent application is published by
the Patent Office before that Office decides to grant a patent. Doing so would be unjust
since the fact that the patent application is published makes it possible for anyone, in
particular the competitors of the applicant, to take cognizance of the invention claimed in
the patent application and, on the basis of the knowledge so gained, to be in a position to
do the acts which, had the patent already been granted, could only be done with the
authorization of the owner of the patent. The practical result could be that, by the time
the patent is granted, the harm caused to the owner of the patent may be irreparable.

Patent applications are characteristically published before the Patent Office
decides to grant or not to grant a patent for invention under laws which provide for a
system of deferred examination.

The system of deferred examination normally is combined with the system of so-
called “early publication™. Early publication means that the Patent Office, after formal
examination of the patent application, publishes the application, normally after the
expiration of 18 months from the date on which the application was filed with it, or,
where applicable, from the date of priority. The reason for early publication in a system
of deferred examination is that the public should be informed of pending applications.
Such information is required since, in a system of deferred examination, the question
whether a patent for invention will be granted or not is decided only after several years.

In order to eliminate or mitigate the injustice described above, which would have
the consequence that the interests of the owner of the patent would be protected only
from the date of the grant of the patent, laws provide for the protection of such interests
from the date of the publication of the patent application.

What rights does the applicant have under this so-called provisional protection?
Laws give different answers to this question. One answer is that the rights are the same as
in the case of the definitive protection. Another answer is that if anyone does any of the
protected acts in respect of the invention, during the period of the provisional protection,
it or he must pay an equitable remuneration to the applicant (the person or entity that
becomes the owner of the patent for invention).

Because of these difficulties, the most practical solution, and one which is fre-
quently used, is for the third party to conclude a contract with the applicant and provide,
in the contract, for the possibility that a patent will or will not be granted.
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The exclusive right of exploitation ends on the day on which the patent for inven-
tion loses its effect or the patent for invention “dies.”

4.8 Infringement

Infringement proceedings are court proceedings which the owner of the patent for
invention may institute in order to defend its or his exclusive right against an entity or
person which or who exploits the patented invention without the required authorization.

The act of infringement must, to constitute infringement, be to make, use, sell or
import the patented product or to use the patented process or to make, use, sell or import
the product directly obtained through the patented process. Moreover, that act must be
in relation to a product or process falling within the scope of protection of the patent.

What falls within the scope of protection of the patent? This is normally the
decisive point in any patent litigation.

The scope of protection of the patent is determined by the claims. That is a feature
common to all countries.

The meaning of the claims is interpreted by the court. The manner in which the
court interprets a claim in turn depends upon the domestic law and to a certain extent the
rules. Therefore, what a claim means will depend upon the jurisdiction in which it is
being interpreted.

There are essentially two different approaches to claim interpretation. In the conti-
nental system, the approach is sometimes characterized as central. In the common law
system, the approach is characterized as peripheral.

In the first approach, the court attempts to determine what the inventive concept
or essence of the invention is from the claims, description, common knowledge and prior
art. It then attempts to determine whether the alleged infringing device incorporates the
inventive concept of the invention.

In the second approach, the court attempts to determine what structure the
larrguage of the claims defines and whether or not the alleged infringing structure corres-
ponds to the structure defined in the language of the claims.

In other words, in the continental law system the claim is to the *“gist of the
invention”; in the common law system the claims define the limits of the invention, i.e.,
the actual structures that fall within the claim.

In attempting to answer the question as to whether a particular structure infringes a
particular claim of a patent for invention, the claim should be broken down into its
individual elements, and then compared with the elements of the alleged infringing
structure to see whether they fit. ‘

In making this comparison, the following questions have to be answered:

are all the elements of the claim present in the infringing structure?
do all the elements have the same form?
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do all the elements perform the same function?
do the elements have the same relationship to the other elements?

is the effect of the combination of these elements in the infringing structure to give
the same result?

If all the answers are *“‘yes”’—presuming that the claim is valid, there is an infringe-
ment.

Thus, the principal rule of patent infringement may be defined as: ‘“‘an infringing
product or process includes each and every essential element of a claim.”

A claim will sometimes include a non-essential element, that is, an element not
essential to avoid the criticism of lack of novelty and obviousness. The omission of a non-
essential element will not avoid infringement.

Similarly, changes in form will not avoid infringement if there is no change in the
result produced. For example, changing the order of steps in a process will not avoid
infringement if the result is the same, and placing some parts upside down in a machine
will not avoid infringement if the result is the same.

Moreover, the addition of an element to a claimed structure does not avoid infring-
ement of a claim to the structure.

It is only very rarely, however, that you find that all the parts of the alleged
infringing structure fit neatly over the claims.

An ingenious infringer may make changes to attempt to avoid infringements. For
example, it or he may make additions, add various parts of steps together, separate one
part or step into several, change the form or the proportions or the relative proportions,
or it or he may substitute *“equivalent elements.” None of these changes will avoid

infringement unless the change is an important change which gives rise to a change in
result.

A corollary of the principal rule can be stated as follows: *“the omission of an
essential element of a patent claim avoids infringement.”

The most difficult area of patent claim interpretation is to determine whether or
not there is the substitution of equivalent elements in the alleged infringing structure.
This cannot be done in a vacuum. Generally speaking, the more important the invention,
the wider will the courts interpret the ambit of protection. For example, an important
“pioneer” patent for invention will be entitled to a wide interpretation; the patents for

invention which follow the pioneer in that field will get ever narrower ambits of equiva-
lency.

One example of that would be the jet engine. The original patents for invention in
these cases would have wide equivalency; the more recent developments narrow. So in
considering equivalency, you have to set the patent for invention down in its art and
determine where it lies in relation to the rest of the art. Thus, the prior art may be
employed to widen or narrow the ambit of protection.

[M.S. Johnston, Infringement Proceedings, BLTC/29, paras. 1, 9-16, 22-35)
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4.9 Contributory Infringement

Contributory or indirect infringement occurs where a person does not do the
infringing act per se but rather encourages, or incites or abets, another person or persons
to commit the infringing act. This may happen, for example, where a person supplies
unpatented integers of a patented combination, or where an unpatented product is
supplied for use in a patented process. In these cases there would be direct infringement
by the person who puts all the integers of the combination together or uses the patented
process, but the supplier(s) of component integers would contribute to the direct infring-
ement.

The most common cases of contributory infringement concern the supply of spare
parts. In these cases English law considers that the supply of spare parts is not an
infringing act, even if the parts have no use save in the patented article. This is in contrast
with the situation in the United States of America where it is considered that such supply
would constitute an infringement because the supplier would be seeking to derive a
benefit from the patent.

There are other cases where aiding and abetting are involved - for example, where
the supplier actively encourages the purchaser to use an article in such a way as to
infringe a patent or where there is collusion between parties to direct the purchaser to
infringe. In these situations the defendant may be liable.

[P. Brazil, Patent Infringement Proceedings, 1P/1SB/86/13, p.9]

4.10 Defences to Infringement and Revocation

In addition to denying that an act of infringement has occurred a defendant may
seek revocation of the patent in respect of which the infringement is alleged. In
Australia, by way of typical example, the grounds of revocation are that:

— the applicant was not a person entitled to apply for the patent;

- the patent, as claimed, was obtained in contravention of the rights of the
petitioner;

— the specification does not fully describe the invention and the claims are not
fairly based on the matter described in the specification;

— the claimed invention is not an invention within the meaning of the Act;

-~ the claimed invention was obvious and did not involve an inventive step on or
before the priority date of the claim;

-~  the claimed invention is the subject of a valid claim of earlier priority date
contained in another patent;

~ the claimed invention was not novel in Australia on the priority date of that
claim;
— the invention, as claimed, is not useful;
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—~ the patentee has contravened, or has not complied with, the conditions con-
tained in the patent; |

— the patent was obtained on a false suggestion or representation;

— the claimed invention was used secretly in Australia before the priority date of
the claim;

— the allowance of an amendment to the specification under standard examina-
tion was obtained by fraud;

—~  the allowance of an amendment under modified examination was obtained by
fraud; or

— leave to amend, or a direction to amend, the specification by the applicant or
patentee for purposes other than correcting a clerical error or an obvious
mistake was obtained by fraud.

[Ibid., pp.10-11)

4.11 Compulsory Licenses

The expression ‘““‘compulsory license” is used as opposed to “voluntary license”.
The beneficiary of a voluntary license has the right to perform acts covered by the
exclusive right under an authorization from the owner of the patent for invention. The
authorization in a contract is generally called a license contract. That contract is con-
cluded between the owner of the patent for invention and the beneficiary of the license.
In contrast, the beneficiary of a compulsory license has the right to perform acts covered
by the exclusive right under an authorization given by an authority against the will of the
owner of the patent for invention. Compulsory licenses are sometimes called ‘“non-
voluntary licenses,” which clearly shows that they are granted against the will of the
owner of the patent for invention.

4.11.1 Insufficient working of a patent

A compulsory license is a sanction imposed upon the owner of the patent for
invention if that owner fails to fulfill its or his obligation to work the patented invention.
The obligation may be fulfilled through the working of the patented invention either by
the owner of the patent for invention or by another entity or person under a license
contract. Working of invention means any one of three things, namely, the making of a
product that includes the invention, the making of products by a process that includes the
invention, or the use of the process which includes the invention. The importation of a
product that includes the invention does not constitute working.

[International Bureau of WIPO, Compulsory Licenses; Measures in the Public Interest, BLTC/25, paras.
8-10]

4.11.2 Interdependent patents

The compulsory license, based upon interdependence of patents for invention, is
granted to remedy the situation that arises when it is not possible, without performing
acts covered by an earlier patent for invention, to work an invention claimed in a later
patent for invention. To use the customary terminology, the earlier patent for invention
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and the later patent contract with the owner of the earlier patent for invention are
“interdependent”. In such a situation, and if the owner of the later patent for invention
has not been able to conclude a license contract with the owner of the earlier patent for
invention on reasonable terms, the owner of the later patent for invention may obtain a
compulsory license under the earlier patent for invention. Without that possibility, the
owner of the earlier patent for invention could prevent—by refusing to grant a licen-
se—the working of the invention claimed in the later patent for invention.

There is a condition which must be fulfilled, however, for such a compulsory
license to be granted. The condition is that the invention claimed in the later patent for
invention must constitute a real technical advance in relation to the invention claimed in
the earlier patent for invention. That condition serves the purpose of avoiding abuses
which could result from applicants filing patent applications on trifling inventions for the
sole purpose of being able, thanks to a compulsory license, to work an important inven-
tion.

In order to introduce a certain balance between the positions of the owners of the
two patents for invention, it is possible for the owner of the earlier patent for invention to
obtain a compulsory license under the later patent for invention, if the owner of the later
patent for invention has obtained a compulsory license under the earlier patent for
invention.

[Ibid., paras. 34-36]

4.11.3 The public interest

A number of countries provide for the grant of compulsory licenses in the public
interest.

There are typically three fields in which this may occur: national defence, national
economy and public health.

One of the two measures that the Government might wish to take is to expropriate
the patent for invention. Expropriation of a patent for invention means that the owner-
ship of the patent for invention is transferred from the owner of the patent for invention
to the State against the will of the owner. The patent for invention remains in force, but
the exclusive right conferred by it belongs from then on to the State. No longer may even
the former owner of the patent for invention make the product that includes the patented
invention or import it without the authorization of the State in its capacity as new owner
of the patent for invention.

When a patent for invention is expropriated, the former owner of the patent for
invention must receive reasonable compensation from the State. The amount of the
compensation could be fixed by the Patent Office.

Expropriation of a patent for invention is an extreme measure which should only
be taken in extreme cases. In the countries whose laws provide for expropriation of
patents for invention, actual cases in which a patent for invention has been expropriated
are extremely rare, if not non-existent.
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In most cases of public interest, it should be sufficient for the State to authorize,
against the will of the owner of the patent for invention, any entity or person designated
by the Government, to perform any of the acts which are covered by the patent for
invention. In each specific case, the Government will decide which of those acts may be
performed. The difference between this measure and expropriation of the patent for
invention lies in the fact that, in the case of Government authorization to perform certain
acts, the ownership of the patent for invention is not transferred, whereas it is trans-
ferred—to the State—in the case of expropriation.

As in the case of expropriation, the owner of the patent for invention must receive
reasonable compensation, whose amount could be fixed by the Patent Office.

This kind of measure in the public interest suits emergency situations particularly
well. To take the example of medical equipment, it might be necessary to import that
equipment very quickly in case of a sudden epidemic. If the owner of the patent for
invention is not willing to import or to conclude a license contract for importation on
reasonable terms, the Government might decide to ask another entity to import the
apparatus or might decide to import it itself. Once the epidemic has been brought under
control, there is no reason to maintain the measure, and the owner of the patent for
invention will recover the full rights attached to the patent for invention.

4.12 Utility Models

In a number of countries protection may be obtained for *‘utility models”. In
essence “‘utility model™ is merely a name given to certain inventions, namely—according
to the laws of most countries which contain provisions on utility models—inventions in
the mechanical field. This is why the objects of utility models are sometimes described as
devices or useful objects. Utility models differ from inventions for which patents for
invention are available mainly in two respects: first, in the case of an invention called
“utility model,” the technological progress required is smalier than the technological
progress (‘“‘inventive step”) required in the case of an invention for which a patent for
invention is available; second, the maximum term of protection provided in the law for a
utility model is generally much shorter than the maximum term of protection provided in
the law for an invention for which a patent for invention is available. The document that
the inventor receives in the case of a utility model may be called, and in several countries
is called, a patent. If it is called a patent, one must, in order to distinguish it from patents
for invention, always specify that it is a *“‘patent for utility model™.

[International Bureau of WIPO, Definition and General Characteristics of Industrial Property Rights,
MPIC/82/2.1, para. 2-7}

4.13 Inventor’s Certificates

Primarily in socialist countries inventions may be protected by inventor’s cer-
tificates instead of patents. The applicant is usually free to choose between a patent and
an inventor’s certificate; however, in some countries, citizens of the country may only
obtain an invention certificate: inventors working in State enterprises who have received
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assistance from their employers with respect to the making of the invention can usually
only obtain inventor’s certificates and not patents.

The requirements that an invention has to fulfil in order to qualifS/ for an inventor’s
certificate are generally the same as for an invention for which a patent for invention is
available. The difference between the two lies in the fact that whereas in the case of a
patent for invention the beneficiary is the patentee, in the case of an inventor’s certificate
there are two beneficiaries: one is the State, the other is the inventor. The State has an
exclusive right of exploitation of the invention; the inventor has a right to a fixed remun-
eration which depends on the savings achieved by putting the invention to use, or on the
success of the industrial application of the invention.

[Ibid., para. 28]

4.14 The Paris Convention on the Protection of Industrial Property

In addition to the provisions of the Paris Convention which deal generally with the
protection of industrial property (see Chapter 3), a number of the provisions of the
Convention deal specifically with patents. These include provisions dealing with the
independence of patents, inventor’s rights, importation and compulsory licenses, grace
period for the payment of maintenance fees, patents in international traffic and in rela-
tion to international exhibitions.

4.14.1 Independence of patents

Atrticle 4bis provides that patents for invention granted in member countries to
nationals or residents of member countries must be treated as independent of patents for
invention obtained for the same invention in other countries, including non-member
countries.

This principle is to be understood in its broadest sense. It means that the grant of a
patent for invention in one country for a given invention does not oblige any other
member country to grant a patent for invention for the same invention. Furthermore, the
principle means that a patent for invention cannot be refused, invalidated or otherwise
terminated in any member country on the ground that a patent for invention for the same
invention has been refused or invalidated, or that it is no longer maintained or has
terminated, in any other country. In this respect, the fate of a particular patent for
invention in any given country has no influence whatsoever on the fate of a patent for the
same invention in any of the other countries.

The underlying reason and main argument in favor of the principle of independ-
ence of patents for invention is that the national laws and administrative practices are
usually quite different from country to country. A decision not to grant or to invalidate a
patent for invention in a particular country on the basis of its law will frequently not have
any bearing on the different legal situation in the other countries. It would not be
justified to make the owner lose the patent for invention in other countries on the ground
that it or he lost a patent in a given country as a consequence of not having paid an annual
fee in that country or as a consequence of the patent’s invalidation in that country on a
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ground which does not exist in the laws of the other countries. Moreover, a system where
patents are dependent on foreign patents would not be in conformity with the national
treatment rule.

Article 4bis(S) requires that a patent granted on an application which claimed the
priority of one or more foreign applications must be given the same duration which it
would have according to the national law if no priority had been claimed. In other words,
it is not permitted to deduct the priority period from the term of a patent invoking the
priority of a first application. For instance, a provision in a national law starting the term
of the patent for invention from the (foreign) priority date, and not from the filing date of
the application in the country, would be in violation of this rule.

[International Bureau of WIPO, WIPO and International Cooperation in Relation to Patents, PS/KL/8/
1, paras. 58-61]

. 4.14.2  Right of inventor to be mentioned

Article 4ter states that the inventor must have the right to be mentioned as such in
the patent for invention.

National laws have implemented this provision in several ways. Some give the
inventor only the right for civil action against the applicant or owner in order to obtain
the inclusion of his name in the patent for invention. Others—and that tendency seems to
be increasing—enforce the naming of the inventor during the procedure for the grant of a
patent for invention on an ex officio basis. In some countries, for instance the United
States of America, it is even required that the applicant for a patent be the inventor
himself.

[Tbid., paras. 62-63]

4.14.3 Importation and maintenance of patents

Atrticle 5A of the Convention deals with the extent to which the importation of
articles covered by patents constitutes the working of a patent.

The provision states that importation by the patentee, into the country where the
patent has been granted, of articles covered by the patent and manufactured in any of the
countries of the Union will not entail forfeiture of the patent. This provision is quite
narrowly worded, and hence only applies when several conditions are met. Conse-
quently, the countries of the Union have considerable leeway to legislate with respect to
importation of patented goods under any of the circumstances which are different to
those foreseen in this provision. '

This Article applies to patentees which are entitled to benefit from the Paris
Convention and who, having a patent in one of the countries of the Paris Union, import
to that country goods (covered by the patent) which were manufactured in another
country of the Union. In such a case, the patent granted in the country of importation
may not be forfeited as a sanction for such importation.

In this context, the term ‘“‘patentee” would also cover the representative of the
patentee, or any person who effects the importation in the name of such patentee.
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With respect to the goods that are imported, it suffices that they be manufactured
in a country of the Union. The fact that the goods, having been manufactured in a
country of the Union, are thereafter circulated through other countries and eventually
imported from a country which is not a member of the Union, would not prevent this
Article from being applicable.

(Ibid., paras. 65-68]

4.14.4 Failure to work and compulsory licenses

Compulsory licenses on the ground of failure to work or insufficient working are
expressly dealt with by Article 5A.

The main argument for enforcing working of the invention in a particular country is
the consideration that, in order to promote the industrialization of the country, patents
for invention should not be used merely to block the working of the invention in the
country or to monopolize importation of the patented article by the patent owner. They
should rather be used to introduce the use of the new technology into the country.
Whether the patent owner can really be expected to do so, is first of all an economic
consideration and then also a question of time. Working in all countries is generally not
economical. Moreover, it is generally recognized that immediate working in all countries
is impossible. Article 5A, therefore, tries to strike a balance between these conflicting
interests.

Compulsory licenses for failure to work or insufficient working of the invention
may not be requested before a certain period of time of non-working or insufficient
working has elapsed. This time limit expires either four years from the date of filing of
the patent application or three years from the date of the grant of the patent for inven-
tion. The applicable time is the one which, in the individual case, expires last.

The time limit of three or four years is a minimum time limit. The patent owner
must be given a longer time limit, if he can give legitimate reasons for his inaction; in
other words, if the patent owner can produce evidence that legal, economic or technical
obstacles prevent working, or working more intensively, the invention in the country. If
that is proven, the request for a compulsory license must be rejected, at least for the time
being. The time limit of three or four years is a minimum time limit also in that sense that
national law can provide for a longer time limit,

The compulsory license for non-working or insufficient working must be a non-
exclusive license and can only be transferred together with the part of the enterprise
benefitting from the compulsory license. The patent owner must retain the right to grant
other non-exclusive licenses and to work the invention himself. Moreover, as the compul-
sory license has been granted to a particular enterprise on the basis of its known
capacities, it is bound to that enterprise and cannot be transferred separately from that
enterprise. These limitations are intended to prevent a compulsory licensee from obtain-
ing a stronger position on the market than is warranted by the purpose of the compulsory
license, namely, to ensure sufficient working of the invention in the country.
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All these special provisions for compulsory licenses in Article SA(4) are only
applicable to compulsory licenses for non-working or insufficient working. They are not
applicable to the other types of compulsory licenses which the national law is free to
provide for. The national laws are not prevented by the Paris Convention from providing
for such compulsory licenses, and they are not subject to the restrictions provided for in
Article SA. This means, in particular, that compulsory licenses in the public interest can
be granted without waiting for the expiration of the time limits provided for compulsory
licenses that relate to failure to work or insufficient working.

[Ibid., paras. 71-76, 79]

4.14.5 Grace period for the payment of maintenance fees

Article 5bis provides for a grace period for the payment of maintcnance fees for
industrial property rights and deals with the restoration of patents for invention in case of
non-payment of fees.

In most countries the maintenance of certain industrial property rights, mainly the
rights in patents for invention and trademarks, is subject to the periodic payment of fees.
For patents, the maintenance fees must generally be paid annually, and in that case are
also called annuities. Immediate loss of the patent for invention in the event that one
annuity is not paid at the due date would be too harsh a sanction. Therefore, the Paris
Convention provides for a period of grace, during which the payment can still be made
after the due date with the effect that the patent will be maintained. That period is six
months, and is established as a minimum period so that countries are free to accord a
longer period.

The delayed payment of the annuity may be subjected to the payment of a sur-
charge. In that case, both the delayed fee and the surcharge must be paid within the grace
period. During the grace period, the patent for invention remains provisionally in force.
If the payment is not made during the grace period, the patent for invention will lapse
retroactively, that is, as of the original due date of the annuity.

[Ibid., paras. 80-82]

4.14.6 Patents in international traffic

Another common rule of substantive importance, containing a limitation of the
rights of the patent owner under special circumstances, is contained in Article Ster. It
deals with the transit of devices on ships, aircraft or land vehicles through a member
country in which such device is patented.

The effect of this provision is essentially the following. Where ships, aircraft or
land vehicles of other member countries enter temporarily or accidentally a given
member country and have on board devices patented in that country, the owner of the
means of transportation is not required to obtain prior approval or a license from the
patent owner. Temporary or accidental entry of the patented device into the country in
such cases constitutes no infringement of the patent for invention.
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The device on board the ship, aircraft or vehicle must be in the body, in the
machinery, tackle, gear or other accessories of the conveyance, and must be used exclu-
sively for operational needs.

The provision covers only the use of patented devices. It does not allow the making
of patented devices on board a means of transportation, nor the sale to the public of
patented products or of products obtained under a patented process.

[Ibid., paras. 83-86]

4.15 The Patent Cooperation Treaty (PCT)

The Patent Cooperation Treaty is a multilateral treaty that was established at
Washington, in 1970, in order to simplify and make more economical the work connected
with the obtaining of protection for inventions. It is a special agreement under the Paris
Convention.

In the situation which existed when the PCT was established, a patent applicant
filed a separate patent application for each country where he desired protection, even
when, in each of them, protection was desired for the same invention. These patent
applications had to be dealt with separately by the Patent Offices of each country where
they were filed. In many cases—even in the industrialized countries—the patent applica-
tion was only examined from the viewpoint of compliance with formalities since the
Patent Offices had not been established with full facilities and the staff necessary to carry
out search and substantive examination. In other countries, the search and examination
were repeated separately in each country.

With the PCT, it has become possible to file a single international application which
has the same effect as filing separate applications with the Patent Office of each of the
countries party to the PCT that are designated in the application. The application is usually
filed with the applicant’s national Office which, for PCT purposes, is called the receiving
Office. The receiving Office checks the application for compliance with formalities.

Before this application is considered by the Offices of the countries designated in
the application (“the designated Offices™), it is subjected to an *‘international search™
which is carried out by an International Searching Authority which has all the facilities of
documentation and technically qualified staff which enable it to carry out a high quality
search of the relevant prior art. The results of this search are set out in an international
search report which is made available both to the applicant and, ultimately, to the
designated Offices.

Since another objective of the PCT is to facilitate the acquisition of technical
information relating to patent applications, the international application is published by
WIPO 18 months after the priority date of the application. In other words, publication is
effected early.

~ In addition to the international search, an “international preliminary examination”
—that is a substantive examination which is preliminary since it is not binding on the
national Offices—is provided for under the PCT. As in the case of international search,
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the international preliminary examination is carried out by a highly qualified Office
which has been specially appointed as a PCT International Preliminary Examining
Authority. The results again are summarized in a report.

The stage of international preliminary examination is optional for the applicant and
for the Contracting States. In other words, while the PCT obliges every applicant who
files an international application to have the application searched, it does not oblige him
to undergo international preliminary examination in respect of it. As far as the PCT
Contracting States are concerned, it is also optional in the sense that those States can
choose not to participate in those provisions of the treaty providing for international
preliminary examination. Most have, however, accepted the said provisions.

Once the international application has been searched and published, it is sent to
the Offices of the countries where protection was desired (the designated Offices),
together with the international search report. If international preliminary examination
has been carried out, those Offices also receive the international preliminary examina-
tion report. Those Offices then proceed either to grant or to refuse a patent in respect of
the application.

The PCT assists the applicant in several ways. First of all, questions as to for-
malities are generally resolved in a single application filed with an Office which is conve-
nient to him since usually this is his own national Office. The international search report
enables the applicant to have a clear picture whether it is likely that he will be able to
obtain a patent and, therefore, whether it is worthwhile continuing with his application in
the various countries which he has named in it. The international preliminary examina-
. tion report gives the applicant an even better picture. Also, since amendments may be
required during the preliminary examination, the scope of the protection WhICh is sought
better reflects the invention made by the applicant.

For the Patent Offices, the international search report, which cites all of the relev-
ant documents necessary for the substantive examination of the application and the
decision whether or not to grant a patent, is a very valuable aid. An international
preliminary examination report puts the Office in an even better position to carry out its
work since, as we have noted, it is likely that the invention for which protection should be
given will probably be narrowed down to its proper scope, and the international prelimi-
nary examination report will contain an opinion bearing on the patentability of the
invention claimed in the application.

The PCT has great potential usefulness for the developing countries. We have
already noticed that some of the industrialized countries have not put together the
resources to carry out search and examination of national applications. The developing
countries more so are often in the position that other demands on their resources have
higher priority. Moreover, they frequently do not have access to sufficient documenta-
tion to enable an adequate search to be carried out.

Thus, the international search report is ideally suited to meeting a need which is
felt even more in the developing countries than in the industrialized countries. The PCT
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also has provision for what is called an international-type search which is carried out by
the International Searching Authorities on national applications. By national applica-
tions, is meant applications which have not been filed via the PCT.

The developing countries which join the PCT thus have the possibility of providing
in their laws that national applications which do not reach them via the PCT be accom-
panied by an international-type search report. The developing countries could also
include a similar requirement for an international-type preliminary examination report
although there is no specific provision for international-type preliminary examination
reports in the PCT.

These two possibilities greatly enhance the capability of the developing countries
which join the PCT to have more efficient patent systems. Even if the search or examina-
tion reports were not to be used for examination purposes by their Patent Offices, their
industries would have a much improved basis on which to judge the patent rights of their
foreign competitors.

Moreover, one should not overlook the fact that the PCT also offers to the indus-
tries in the developing countries a very advantageous system for seeking protection
abroad for their own inventions. '

Finally, it should be mentioned that since the PCT system is, in principle, self-
supporting thanks to the fees paid by applicants, accession to the PCT does not entail
financial obligations for the acceding State.

[Ibid., paras. 114-115, 117-131]
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5.1 Range of Patent Documentation

Patent documentation is the full body of documents (or excerpts therefrom), pub-
lished or unpublished, that contain data on the results of research, design, development,
and pioneering programs which have been applied for and recognized as discoveries,
inventions, utility models, and industrial designs; and on protection of the rights of
inventors, patent-owners, and holders of diplomas and certificates of registration of
industrial designs and utility models.

Therefore, patent documentation is understood as referring primarily to the official
publications of Patent Offices: specifications to applications for inventions, specifications
of inventions, and official patent bulletins or gazettes.

Patent documentation is classified into the following distinctive types:

- Official patent bulletins (gazettes);

-  specifications to applications for inventions (in particular, those which have or

have not passed preliminary or formal examination);

—  specifications of inventions;

-~ specifications of utility models;

- specifications to utility certificates (France);

- descriptions of industrial designs;

- official publications on changes in the state of legal protection;

- official patent indexes.

[R.P. Veherashni, Problems of Technical Information, Types and Structure of Patent Documents,
MPIC/82/4.1, paras. 33-34]

The specification of patent, that is, the document granted, and the patent applica-
tion which is the basis for the patent, are, in principle, drafted by the applicant. Most
laws require that the application contain ‘““claims’ and a *“‘description.” The claims state
in succinct language the essence of the invention, that is, the elements which distinguish it
from what is already known. The description explains the invention by indicating the
“state of the art,” that is, what was already known before the invention was made,
describing the step forward in knowledge represented by the invention and giving addi-
tional information useful in deciding whether the invention was really new.

It is generally required that the application be sufficiently clear and complete for
any person specialized in the field of technology to which the applicationrelates to enable
that person, on the basis of that application, to produce the device or to perform the
process described in it (“‘to execute the invention™). Also, patent rights granted on the
basis of the patent document must permit a clear, unambiguous definition. This duality of
disclosure of technological information, on the one hand, and a definition of patent
rights, on the other, gives patent documents a particular language and structure which is
initally difficult to understand. Yet understanding how patent documents are structured
and the reasons for the way they are written can make this important source of technolog-
ical information effective and accessible.

[International Bureau of WIPO, Guidelines for the Planning and Organization of a Patent Information
and Document Center in a Developing Country, PCPUGEN/1, 1980, pp.6-7]
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5.2 Content of Patent Documents
5.2.1 Introduction

Patent documents generally convey the most recent information. This is so because
applicants always try to file their applications as soon as possible; usually the applicant
who, among several applicants applying in respect of similar inventions, was the first to
apply will be granted the patent, whereas the applications of the others will be denied;
furthermore, only with a patent in his hand has an inventor the maximum legal means at
his disposal for fighting against the use of his invention by others against his will; finally,
an inventor having a patent usually can stipulate a higher sales price or royalty for selling
or licensing his invention than if he does not, or does not yet, have a patent.

Patent documents have a fairly uniform structure. The claims give the essence of
what is new; the description is required to show the background to the invention (what
was known before the invention, i.e., the prior art) and to state clcarly the difference
between the pre-existent technology and what the invention contributes, as a new matter,
as a step forward, in technology; this means, among other things, and as distinct from
scientific or technological articles, that the reader of patent documents does not first have
to familiarize himself with, and adjust his mental processes to, the mental processes—dif-
ferent for every author—of the author of an article, in other words, this fairly uniform

structure of patent documents makes their reading, once one gets accustomed to it,
generally easier.

Patent documents have a fairly uniform presentation with respect to layout and
bibliographic data, and frequently have explanatory drawings. The claims show what the
essence of the invention is likely to be. Since the description must be such that the
specialist is able to execute the invention on the basis of the patent document, consulta-

tion of patent documents allows of such execution, in theory always, and in practice
frequently.

Patent documents disclose technological information by describing the inventions
in accordance with the requirements of the applicable patent law and by indicating the
claimed novelty and inventiveness by reference to the existing state of the art. They are
thus sources of information not only on what is new (the invention) but also on what is
already known (i.e. the state of the art), and in many cases furnish a history, in summary
form, of the technological progress in the field to which they relate.

[Ibid., p.7]

A patent document contains two types of information: bibliographic information
and technical information. Some Industrial Property Offices which also publish the
patent application after examination, publish additionally the search report as estab-
lished by the examiners of those Offices; the search reports are generally attached to the
corresponding published patent applications.

5.2.2 Bibliographic information

This information is presented on the first page of the patent document and
includes, mainly:
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(a) dates, names and addresses of the publishing authority and of the persons or
companies involved in the patent, such as the inventor, the owner of the
patent right, the representative or patent agent;

(b) classification symbols of the International Patent Classification (IPC), and, in
some cases, also the national patent classification;

(c) title of the invention, abstract of the description and a representative drawing
or a chemical formula.

Each of the bibliographic data items on the first page of a patent document is
identified by a two-digit numerical code which is universally adopted and which facilitates
the understanding of the names, dutes, addresses and classification symbols even without
any knowledge of the language in which the patent document is published. The two-digit
numerical code is generally printed in a small circle or between brackets and placed
immediately before the bibliographic data to be coded. The presentation of the bibliog-
raphic data and the layout of the first page of most patent documents are made according
to standards and guidelines elaborated by WIPO.

5.2.3 Technical information
Technical information contained in a patent document usually includes four ele-
ments:
(a) a short description of the state of the art of the technology as known to the
inventor; .
(b) the detailed description of the invention in such a manner that a technician
skilled in the art is able to work the invention;

(c) one or more drawings (or chemical formulae) illustrating visually the function-
ing of the invention;

(d) the claims, which define the scope of the invention.

The sequence in which these four elements of information is given is not interna-
tionally standardized. However, every country maintains the same presentation for all its
published patent documents. Generally, the technical content of the patent document is
presented on sequentially numbered pages as follows: state of the art—detailed descrip-
tion—claims—drawings. The number of the pages of a patent document varies according
to the complexity of the invention and to the technical field. The average length of a
patent document is between 10 and 15 pages.

5.2.4 Search Report

The Search Report is established by the patent examiner in the Industrial Property
Office after consultation of the search files available in his Office. The search files consist
of patent documents and other publications systematically arranged so as to group techni-
cal fields together. The search files contain the patent documents published by at least
the major industrialized countriessince 1920 or even earlier. The Search Report contains
references to the documents which the examiner considered as describing similar or
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identical technical solutions as the purported invention. If one of the solutions in the
Search Report is identical to the one described in the application, the invention is then
considered as not being new and thus a patent would not be granted.

5.2.5 Form of documents

The Industrial Property Offices publish their patent documents and related data in
various forms, using different information carriers. The patent information carriers
which are currently available on the international market include, but are not limited to,
the following:

(a) individual copies of patent documents:
(i) in paper form;
(ii) on aperture cards;
(iii) on microfiches;

(b) sets of patent documents arranged numerically:

(i) in bound volume;
(i) on 16mm or 35Smm microfilms;
(iii) on microfiches;

(c) bibliographic information presented in list form whereby each list comprises
sets of data relating each to one patent document. The same content of each
list may be arranged in various ways, and according to one of the important
bibliographic data items, e.g. by classification symbol or by name of applicant.
The lists can be:

(i) in paper form (official gazettes);
(i) on microfiches;
“(ii) on 16mm or 3Smm microfilms;
(iv) stored in computers which are directly accessible by on-line terminals,
telephone or telex.

[International Bureau of WIPQ, The Role of Patent Information and Documentation in the Transfer of
Technology, P1.105, 1983, paras. 10-11, 13-17]

5.3 Patent Documents as a Source of Technological Information

Because patents serve a variety of legal, technical and economic purposes, the
information they contain is important not only for current industrial activities, particu-
larly in research and development, but also in assisting to identify potential future areas
of technological progress.

In comparison with other sources of technological information, patent documents
have some considerable advantages which include the following:

(i)  Current patent documents often convey the most recent information.

A patent cannot be granted for a previously disclosed invention, so an
intending patentee will keep the invention secret until a patent application
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has been filed. There are pressures to patent because it is only when the
inventor has a patent that there are legal means for contesting unauthorised
use. There are a number of well known cases, such as the Hollerith punch
card case, the Baird television case and the Whittle jet engine case, in which
important inventions were disclosed in patent documents several years
before their appearance in other forms of literature.

Patent documents have a fairly uniform structure making it easy for a reader
familiar with that structure to extract certain kinds of information from them.

Patent documents as a general rule contain a description of the invention, a
summary of the invention, drawings and claims. The claims define the mono-
poly sought or granted; the description gives the background to the invention
and outlines the difference between the pre-existing technology and what the
invention contributes as a step forward.

Patent documents cover a great deal of what is new and worth knowing about
technological advances, internationally, in patentable areas of technology,
whether big or small, relatively simple or sophisticated.

Patent documents contain information which is often not divulged in any
other form of literature.

A study by Liebesny et al. of the North L.ondon School of Librarianship and
reported in Information Scientist in 1974 shows that only 5.77% of technolog-
ical solutions disclosed in patent documents were later published in other
sources of scientific and technical information. A more recent study by
Terapane (8 Chemtech 272-274 1978) revealed that 84% of all US patents
contain technology that is not disclosed or only partially disclosed in the non-
patent literature.

Patent documents in most countries nowadays contain an abstract.

An abstract allows a general idea of the contents of a patent document to be
formed within a few minutes, without having to read the full text of the

document.

Patent documents bear classification symbols.

Patent Offices classify patent documents according to the field or fields of
technology to which their contents relate. The International Patent Classifi-
cation (IPC) has been established by an intergovernmental agreement, and is
now applied to patent documents by at least 50 Patent Offices. This allows
the retrieval of the patent documents belonging to any given branch of tech-
nology and makes patent documents one of the most comprehensive access-
ible sources of technological information available in the world.

Patent documents mostly indicate the name and address of the applicant, the
patentee, and the inventor.
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This information tells a potential licensee who to contact in order to find out
under what conditions the invention may be exploited, for example, by
means of licensing. This information can also help to indicate which nations
and corporations are active in developing new technologies.

[P.A. Smith, “Patents as Sources of Technology” (1986} 13 Intellectuual Property in Asia and the Pacific,

pp.63-65]

According to WIPO statistics (1979-1982), the number of patent documents pub-
lished in the world is around one million each year, approximately one third of them
being published patent applications. There are some 70 countries and organizations
which publish patent documents; in 1982 approximately 80% of the patent documents
were published by the following twelve*:

Japan 330,000 Canada 22,000
Soviet Union 91,000  Australia 21,000
Germany (Fed. Republicof) 90,000  Netherlands 16,000
United States of America 58,000 Sweden 16,000
France 44,000 Spain 15,000
United Kingdom 42,000  The European Patent Office 25,000

Some of the countries listed publish also utility model documents, namely Japan: 270,000, Federal
Republic of Germany: 39,000 and Spain 7,000.

[International Bureau of WIPO, The Role of Patent Information and Documentation in the Transfer of
Technology, PI. 105, 1983, para. 23]

5.4 Role of Patent Information in the Transfer of Technology
5.4.1 Introduction

The successful transfer of technology to a given country is largely dependent on the
availability of indigenous technological capacities, and the process of transferring
selected imported technology should thus be complementary to national research and
development efforts and the development of anindigenous technological capability. The
transfer and development process involves a sequence of interlinked activities, such as
the identification of technological needs in the light of development objectives; the
obtaining of information on alternative sources of technology, including local sources;
the evaluation and selection of the most appropriate technology; the unpackaging of
technology packages in order to assess the suitability, costs, and conditions of their
components; the negotiation of the best possible terms and conditions; the adaptation
and absorption of imported technology and stimulation of the development of indigenous
technology; and the dissemination of newly available technology to potential users.

The successful evaluation, selection, development, adaptation and application of
technology requires indigenous national capacities for research and development (R &
D) and the formulation of appropriate national policies in science as well as in technol-
ogy. In this context the importance of scientific and technical information, for its long-

term relevance to the overall process of national development, should also be properly
recognized.
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The exchange of technological information is essential for bridging the technologi-
cal gap between and within countries and for strengthening technological capabilities of
developing countries, the latter being the prerequisite for the successful adaptation of
foreign technology to local conditions and for the generation of new indigenous tech-
nology.

The transfer of technological information, however efficient and selective, must be
recognized in itself as being no more than an important link in the chain of the transfer of
technology. The receipt of well-selected technological information by users in developing
countries is only a first step towards its practical utilization; such information prepares
for and supports the taking of well-founded decisions and reinforces the autonomy of
those decisions.

Information about alternative technologies and sources of supply, including infor-
mation about minimum costs, terms and conditions, technological specifications, guaran-
tees, delivery and implementation schedules, resources and manpower requirements,
etc. is necessary for the evaluation and selection of development projects.

Information about developments in technology-related areas both in developed
and developing countries is necessary to draw up national policies relating to foreign
investment, contractual arrangements for the transfer of technology, national research
and development, government procurement and the initiation of large-scale public pro-
jects and other matters.

One of the main reasons why information on many technologies covered by
specialized literature is not fully used by developing countries appears to be the absence
of suitable local infrastructures. At the same time, this lack of supporting infrastructure
with particular reference to properly trained people may also affect the diffusion of
technology developed or adapted, especially by small and medium enterprises in
developing countries, which is not evaluated and made known locally and even less
brought to the attention of users in other developing countries.

Technological information exists not only in a printed form, such as books, jour-
nals, documents, reports, directories, patent documents, standards, specifications and
catalogues, but also in non-printed form such as audio-visual and machine-readable
material as well as in organizational and individual expertise transferred by the interac-
tion of people attending meetings, seminars and training. It may also be embodied in
products and services. Potentially useful technological information may be found in
virtually all countries irrespective of their present level of technological development.

[International Bureau of WIPO, Guidelines for the Planning and Organization of a Patent Information
and Document Center in a Developing Country, PCPI/GEN/1, 1980, pp.5, 6]

The information contained in each one of the one million patent documents pub-
lished yearly is accessible to anyone situated anywhere in the world, provided he makes
the effort to obtain it. One can use patent information in a passive manner by acquiring
copies of a number of selected patent documents related to the technical field he is
interested in, to study their content, to choose the patent document presenting the most
appropriate solution to his problem and to work the invention without referring to, or
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negotiating with, any third party. This use of patent information is possible if the granted
patent is no longer valid in the country in which the invention is intended to be used.

- Institutions to which patent information is directly and particularly useful may be
grouped into four categories, namely, governmental authorities, research and develop-
ment institutions, universities and industries.

5.4.2 Use by government authorities

Many different governmental authorities are potential users of patent information,
particularly those authorities involved in:

(i) encouraging innovative activities;
(ii) assisting national industries increase their export potential;
(iii) elaborating development plans and establishing industrial priorities;

(iv) generating indigenous technology aiming at increasing employment in rural
areas and limiting import of consumer goods;

(v) negotiating and concluding licensing agreements.

The competent governmental authority involved in encouraging innovative
activities can use patent information as a means of creating an interest in innovation in
technical training courses at universities and technical colleges. Moreover, copies of
national patent documents and of selected foreign documents, perhaps relating to local
industries, can be provided in specialist public libraries.

The government can assist national industries to increase exports to other develop-
ing or to industrialized countries by assisting them in obtaining patent rights in those
countries and by upgrading the role of its Patent Office. The government can support the
efforts of big national industries to build up their own collections of patent documents
and it may facilitate for them the acquisition of these documents.

When elaborating industrial development plans and establishing sectoral priorities
the government could use the statistics published by its Patent Office, by other Patent
Offices and by WIPO. The study in depth of patent activities in specific technical fields,
particularly of foreign patents filed, may give a clear indication of industrial trends and
foreign developments.

A review of patent documents concerning an indigenous technology can identify
which technology is most appropriate to increase production, which technology uses less
energy and which technology is capable of being used in rural areas, thus creating new
jobs and reducing the importation of goods.

Developing countries operate generally from a weak position when negotiating for
a licensing agreement with technology suppliers from industrially developed countries.
The information that patent documents provide not only on a wide range of alternative
technologies but also on alternative sources of technology enables purchasers of technol-
ogy in developing countries to improve their position considerably in such negotiations.
The staff of the authority in charge of technology transfer is not always technically skilled
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and relies on the research and development institutions to evaluate, select, and adapt
foreign technology. The role of patent information in furthering the development work
of these institutions has therefore a direct impact on the strengthening of capabilities for
technology transfer transactions.

5.4.3 Use by research and development institutions

Every invention marks an advance in the process of technological development and
at the same time the starting point for the search for new technology. The study of
technological information in patents, therefore, has the effect of stimulating creative
thinking and enhancing the prospects of discovering new technologies that are in advance
of present knowledge.

Before embarking on a research activity, it is always beneficial to the research
worker to include in the usual “library research”, a study of patent information. This
study of patent information enables the researcher to make the best decision as to
whether to embark on his own research, or to borrow the results of research already
conducted in the particular field by obtaining the appropriate licences, or to enter into
joint execution of research with others of similar interest and competence. Patent infor-
mation thus facilitates the identification of important trends in research and development
and also expedites the search for effective and readily applicable technical solutions to
development problems.

The searcher in the research and development institution should have easy access
to patent information and be well trained in exploiting this information for his research
activities. A very convenient means of access would be the computer on-line service of a
major data bank or a telex line which he can use in order to obtain without delay the list
of patents he is interested in. Copies of these patents could be provided to him by the
Patent Office or via the services of WIPO within its state-of-the-art search program.

5.4.4 Use by universities

Many professors and students at universities believe that patents are always major
techrrological breakthroughs and therefore do not relate directly to their research
activities. This wrong approach is gradually disappearing with the realization that patents
are also granted for improvements to existing devices or processes and not only for
completely new ones. The breakdown of this myth concerning patents should result in
the inclusion of patent documentation in the documentary sources of information avail-
able at universities. Under the auspices of WIPQO, an international association of pro-
fessors teaching intellectual property was created in 1980, namely, the International
Association for the Advancement of Teaching and Research in Intellectual Property
(ATRIP).

Universities could include in their scientific libraries collections of patent docu-
ments relevant to the activities of their technological faculties. Universities are often
called upon by industry to give expert opinions or to perform specific research which
requires equipment normally not available in small and medium scale industries. The role
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of patent information in the research done at universities is even greater than it is for
research and development institutions due to the fact that students consult patent docu-
ments more willingly than the relatively more independent and experienced researcher.

Universities also play an important role in the introduction of the use of patent
information at all levels within the country, because they generate the engineers and
researchers who will be the future potential beneficiaries of such use. Therefore, educa-
tional material at the engineering faculties could include patent information as one of its
major components.

5.4.5 Use by industry

Industrial enterprises are the most important users of technological information
contained in patent documents. Engineers and technical staff in industry are daily con-
fronted with problems related to the improvement of existing products or to the introduc-
tion of a new production process. In the industrialized countries, these problems are
generally solved by the staff itself, sometimes with the assistance of consultants from
outside, whereas in the developing countries the management of industry relies heavily
on the manufacturers of the machines to solve their technical problems. The human
factor, the know-how and the motivation to create and improve should be considered as a
long term investment in industry.

Industrialists in developing countries should try to solve their technical problems
with the help of their own technical staff. Patent information in the form of Search
Reports, copies of given patent documents or bibliographic data on sets of relevant
patents, is badly needed by the engineer who is seeking a solution to his technical
problems. By using patent documents as sources of solutions to technological problems,
engineers working in industry become aware of the importance of their own develop-
ments and that some of their results may even be patentable.

Major industrial enterprises should build up a collection of national patents issued
in the field of their activities and thus observe international developments as reflected in
the patents of their competitors abroad. The activities of Siemens, a leading German firm
in the sectors of electrical and electronics engineering, is an illustrative example of the
use of patent information. In 1980, out of 340,000 employees in its own plants in 26
countries, 30,000 (almost 9%) are employed in research and development. In the same
year, Siemens spent 3.1 billion Deutsche Marks on research and development which
corresponds to 9% of the total sales. The Contracts and Patents Division of the company
employs 430 people with 24 legal experts and 126 patent lawyers and patent engineers,
and uses the latest methods in office automation. The Contracts and Patents Division
play such an important role for the company that it is put directly under the Chairman of
the managing board.

Such a big international company would apply for patents only after having made a
detailed study of the market and having investigated the possibilities of selling its prod-
ucts, or after having found that the competitors are interested in that particular market.
Thus the kind and the number of patent applications filed by the multinational companies
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can give a hint to the local industrialist about the development possibilities of his own
market, and consequently he could adapt or readjust his strategy.

Finally, the needs of industry for patent information when identifying new technol-
ogy, or before negotiating new technology transfer agreements, are similar to the needs
of the governmental authorities or research and development institutions.

[International Bureau of WIPO, The Role of Patent Information in the Transfer of Technology, INSPI/
8%/5, paras. 7-28]

5.5 International Patent Classification (IPC):

The Patent Offices which have to handle such enormous numbers of patent appli-
cations and patent documents are faced with two different problems, namely, the
administrative processing of the patent applications and the maintenance of the search
files containing the published patent documents. The search files are established for the
purposes of carrying out documentary searches necessary for the examination of patent
applications and for retrieving the documents relevant to specific technical fields. Special
systems of ordering are required to permit the economical handling of patent applications
and patent documents within Patent Offices, and the greater the number of patent
applications and patent documents, the better the system of ordering has to be.

On the one hand, patent applications have to be provided with a symbol or number
for administrative purposes, that is, for registration and handling within the Patent
Office. For this purpose a serial number is usually used. On the other hand, patent
applications also have to be provided with a special symbol which relates to the technical
field or fields to which the patent application relates. These symbols are required to assist
the public concerned, e.g., industry, and also to facilitate the orderly and classified
arrangement of patent documents in order to permit the search and, thus, the retrieval of
documents relating to distinct technical subject matter. Patent Offices have, therefore,
been forced to develop systems for the classification of patents, in other words, systems
specially adapted for the filing and fast and reliable retrieval of patent documents for the
purposes of search. The development of such special classification systems for patent
documents became necessary because existing classifications systems, as used in libraries
for instance, proved to be unsuitable for the classification of patent documents. Different
national classification systems have thus been elaborated in different Patent Offices.

National classification systems were established as early as in 1831 at the Patent
Office of the United States of America, in 1877 at the German Patent Office and in 1880
at the United Kingdom Patent Office. The initial system of mere registration of patent
applications was gradually abandoned and replaced by examination of patent applica-
tions, in the course of which the patent applications were compared with existing national
patent documents. A next step was the inclusion of the universal state of the art in the
area covered by the examination of patent applications, in other words, the inclusion also
of patent documents published by other countries. For the purpose of this type of exami-
nation procedure, the Patent Offices were obliged to search for distinct patent documents
dealing with specific technical subjects, and to locate them among a great number of
foreign patent documents bearing the symbols of other national classification systems.
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One means of overcoming this problem was to establish tables of concordance
between two different national classification systems, in other words, to devise tables
which cited, for each entry in one national classification system, the corresponding entry
in the other national classification system. Because of the different underlying classifica-
tion principles, however, the difference between various national classifications is so
great that the value of such tables of concordance is more than questionable. Moreover,
different tables of concordance would have to be set up between a country’s own national
classification on the one hand and, on the other hand, each of the other national classifi-
cations that are of interest. This method, therefore, did not offer an acceptable solution.

Another possibility for overcoming this problem was to reclassify each of the
foreign patent documents according to its own national classification. This also proved to
be an unacceptable solution because of the high number of documents which would have
to be reclassified, the specialists required for such high-level technical work and the
linguistic knowledge required for work with foreign-language patent documents. Thus,
the need for an international classification system to solve these problems became more
and more apparent.

Many years of international cooperation which started in 1956 under the auspices
of the Council of Europe and the World Intellectual Property Organization (WIPO),
resulted in 1971 in the Strasbourg Agreement Concerning the International Patent

Classification, and provided for a worldwide forum for the International Patent Classifi-
cation (IPC).

[International Bureau of WIPQ, The International Patent Classification (1PC), MPIC/82/S, paras. 2-7)

The IPC is based on an international multi-lateral treaty administered by WIPO
(the said Strasbourg Agreement). This classification sub-divides technology into 8 sec-
tions, 118 classes, 617 sub-classes and over 55,000 groups (‘“‘main’ groups and *sub”
groups), each of which has a symbol. The symbol or symbols of at least the subclass or
subclasses to which the technical invention described in any patent document belongs are
indicated generally on the patent document by the patent office of the country where the
application was filed. Thus, the document will be retrievable according to its subject
matter, with the help of the IPC.

The IPC exists in two authentic versions, English and French, which are published
by WIPQO. Several official translations have been prepared and published, including
translations into Chinese, Czech, German, Hungarian, Japanese, Korean, Polish, Portu-
guese, Spanish and Thai.

The IPC is now applied by more than 40 Patent Offices, which taken together issue
about 90% of the patent documents of the world. By the end of 1982, some 13 million
patent documents were provided with the classification symbols of the IPC. Approxi-
mately 4.8 million of them are in Japanese, 3.2 milion in English, 1.8 milion in French
and 1.6 million in German. The remainder are in various languages, mainly Dutch,
Russian, Spanish and Swedish.

An intergovernmental Committee of Experts, established by the Strasbourg
Agreement, keeps the IPC up to date by periodic amendments, and promotes its uniform
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application. The Committee of Experts, taking note of the fact that the IPC is a means
for obtaining an internationally uniform classification of patent documents, has agreed
that:

“(a) as the primary purpose, the IPC ought to be an effective search tool for the
retrieval of relevant patent documents by Patent Offices and other users to
establish the novelty and evaluate the inventive step (including the assessment
of technical advance and useful results or utility) of patent applications;

(b) as other purposes (equally important to developing and developed countries)
the IPC is to serve as:

(i) aninstrument for the orderly arrangement of patent documents in order
to facilitate access to the information contained therein;

(ii) the basis for selective dissemination of information to all users of patent
information, and

(iii) a basis for the preparation of industrial property statistics which in turn
permit the assessment of technological development in various areas.”

{International Bureau of WIPO, International Cooperation in the Field of Patent Documentation and
Information, VTC/83/11, paras. 10-13]

5.6 International Patent Documentation Center (INPADOC)

To assist users in identifying primary sources of patent information, most industrial
property offices publish patent gazettes (also named official gazettes or official bulletins).
These gazettes usually contain a certain number of indexes, e.g., by classification symbol,
by name of applicant, etc. and contain entries consisting of bibliographic data relating to,
and marked also on, the newly published patent documents. Patent gazettes, therefore,
are considered secondary sources of patent information. Some of these gazettes contain
abstracts or reprints of the first claims and most important drawings of patent documents
as well.

~A truly international referral service for patent information came into existence in
1972. In that year, the International Patent Documentation Center (INPADOC) was
created in Vienna by virtue of an Agreement between WIPO and the Republic of
Austria. The said Center stores, in a machine-readable data bank, the most important
bibliographic data of each patent document, i.e., the title of the invention, its classifica-
tion symbol, relevant dates, names and numbers. The said bibliographic data are either
obtained from Patent Offices in machine-readable form or input by the Center on the
basis of the announcements published in patent gazettes.

The basic bibliographic data items are recorded by INPADOC in respect of the
patent documents published by the following countries or organizations: Argentina,
Australia, Austria, Belgium, Brazil, Bulgaria, Canada, Cuba, Cyprus, Czechslovakia,
Denmark, Egypt, Finland, France, German Democratic Republic, Germany (Federal
Republic of), Greece, Hungary, India, Ireland, Israel, Italy, Japan, Kenya, Luxem-
bourg, Malawi, Mexico, Monaco, Mongolia, Netherlands, New Zealand, Norway,
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Philippines, Poland, Portugal, Republic of Korea, Romania, South Africa, Soviet
Union, Spain, Sweden, Switzerland, Turkey, United Kingdom, United States of
America, Yugoslavia, Zambia, Zimbabwe, the European Patent Office (applications for
European patents), the International Bureau of WIPO (international applications under
the PCT). The UK patents registered in Hong Kong are also recorded.

INPADOC processes the bibliographic data and provides services to government
authorities and the public. The data can be used for answering many kinds of questions,
the two most important being the following: firstly, the data bank can be asked to
identify all the patent documents belonging to any given group of more than 55,000
groups of the IPC. Here lies the source the main usefulness of the Center in giving the
developing countries access to the achievements of modern technology; secondly the
data bank can provide all the patent documents which, in the various countries, have
been filed for the same invention by—usually, but not necessarily—the same person,
company or enterprise. Thus, one can obtain information at a glance as to the likelihood
of the invention being protected in various countries, and, which is of greater interest for
the purposes of access to the technological information, as to the likelihood of the
invention being described in different languages and as to the importance given to the
invention by the inventor/applicant himself.

To obviate the need for users to consult all the official gazettes published by the
various countries, INPADOC publishes each week an international gazette of patents,
the INPADOC Patent Gazette (IPG). This IPG is published on microfiche and basically
comprises three indexes, namely a numerical index, an IPC symbol index and an index of
(standardized) names of applicants and owners, each index containing references to all
patent documents inserted in the INPADOC data bank during the preceding week.
Users can thus readily follow developments, as the weeks go by, in a given technical field,
or the activities of a given firm, enterprise or applicant.

[Ibid., paras. 16-20]

5.7 CAPRI System

The CAPRI System (Computerized Administration of Patent Documents
Reclassified according to the IPC) provides for the international exchange of inventories
of patent documents published in the past which have been reclassified according to the
IPC, and storage and processing of the said inventories by INPADOC. The project was
initiated in 1972 by WIPO and an agreement for the creation of the CAPRI data bank was
signed with INPADOC at the end of 1975.

The characteristics of the CAPRI System are the following. In order to permit
patent information centers in developing countries to establish patent document files
organized or arranged according to the IPC, or to reorganize according to the IPC files of
patent documents classified according to outdated or national classification systems, a
central data bank of inventories of patent documents classified according to the IPC is
gradually being built up. The Patent Offices of Austria, the Federal Republic of Ger-
many and the Soviet Union and the European Patent Office cooperate in dclivering
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according to a special time schedule, the content of their files of patent documents’
classified according to the IPC in the form of machine-readable inventories containing an
indication of the document and the classification symbol. These inventories are delivered
to INPADOC free of charge and mainly for the benefit of developing countries.

Upon completion, the CAPRI data bank will consist of inventories of all IPC sub-
classes covering approximately 12 million documents, and of an “inverted file” prepared
from the said inventories, giving for each document, stored in numerical order, the
appropriate IPC symbol or symbols. As at 1983, the CAPRI data bank contained inven-
tories of 574 sub-classes, totalling approximately 8.5 million documents and the complete
SU file with approximately 0.6 million documents, thus amounting to 9.1 million docu-
ments. Even before the completion of the data bank and the preparation of the full
inverted file, the possibility existed for providing to developing countries the reclassifica-
tion information which was already available.

[Ibid., paras. 25-28]

5.8 State of the Art Search Program

In 1975 WIPO started, with the technical assistance of the Austrian Government
and, more recently, with other governments, a program for providing free of charge to
developing countries state-of-the-art searches. It should, however, be mentioned here
that, by August I, 1983, more than 1700 search requests had been received from some 60
developing countries and international organizations, and about 1500 Search Reports had
been sent free of charge to these users, together with copies of the documents retrieved.
Most of these searches were done by Austria (whose contribution alone totaled more
than 1,000 Search Reports), Sweden, the Federal Republic of Germany and the German
Democratic Republic.

[Ibid., para. 29]

5.9 User-Oriented Guides to the IPC

.. In cooperation with the United Nations Industrial Development Organization
(UNIDO), WIPO has completed work on the preparation of user-oriented Guides to the
IPC in four selected key sectors of industrial activity of priority interest to developing
countries, namely: Iron and Steel, Fertilizers, Agro-industries, Agricultural Machinery
and Implements. These Guides enable users of technological information to identify
easily those “groups” of IPC which might contain patent documents describing solutions
to certain technical problems in the said sectors.

[Ibid., para. 30]

5.10 Patent Information and Document Centers in Developing Countries
5.10.1 [Introduction

The United Nations General Assembly, at its eleventh special session in September
1975, adopted resolution 3362 (S-VII) on development and international economic coop-
eration, paragraph | of Section III of which states that:
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“Developed and developing countries should co-operate in the establishment,
strengthening and development of the scientific and technological infrastructure of
developing countries. Developed countries should also take appropriate measures,
such as contribution to the establishment of an industrial technological information
bank and consideration of the possibility of regional and sectoral banks, in order to
make available a greater flow to developing countries of information permitting the
selection of technologies, in particular advanced technologies. Consideration
should also be given to the establishment of an international center for the
exchange of technological information for the sharing of research findings relevant
to developing countries.”

The exponential growth of the volume of scientific and technological information
generated in the world as well as the increasing complexity and inter-relationship of
problems facing each country’s plans for economic development make it imperative for
countries to share their knowledge, experience and other resources, to facilitate the study
and transfer of scientific and technological achievements, to make such achievements
accessible on a mutually advantageous basis. The exchange of technological information
is an essential prerequisite for developing and strengthening the national economic
potential of any country, for bridging the technological gap between and within countries
and for further scientific and technological progress in the world.

Given this recognition, it is clear that the establishment of a Patent Information
and Documentation Center (PIDC) in a developing country will in itself constitute a very
important step in the exchange and transfer of technological information in the country
and hence in the transfer of technology itself.

The objectives and role of a PIDC can accordingly be expressed as follows:

(a) to provide access to technological information contained in patent documents
in a manner suited to the needs of the users;

(b) to disseminate technological information contained in patent documents to
the widest possible range of actual and potential users;

“(c) to promote awareness of the role of patent documents in national develop-
ment and the benefits to be obtained in the utilization of industrial property
legislation;

(d) to assist in efforts to provide modern industrial property legislation;

(e) to provide an effective voice in matters of patent documentation in order to
promote a high level of international awareness of needs of developing coun-
tries.

In meeting these objectives, the PIDC should establish clear links with scientific
and research organizations, both governmental and industrial, in the developing coun-
tries and also play an active role in planning and executing national scientific and indust-
rial development policies.
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5.10.2 Institutional aspects

The processing of the technological information contained in patent documents
should take place in the context of a national development policy aimed not only at the
development of research as such, but at matters which are closely related—like the"
transfer of technology—which contribute to the achievement of certain general policy
objectives, one of which, of course, will be that of national economic development.

In view of the above, the analysis of the institutional conditions which should
govern the processing of the information contained in patent documents should be view-
ed as part of an integrated whole and in the light of the scientific and technological
information policy, within which the institution will have to operate.

At present, for most developing countries the production of ‘‘knowledge’ by way
of national research, is minimal as compared with what is produced as “knowledge” by
the more technologically advanced countries. This is dramatically illustrated in the field
of patent documentation, since approximately 90% of the basic inventions—advance-
ments of knowledge—are made in highly industrialized countries and the publications
concerning these inventions—the patent documents—are produced in approximately the
same proportion. Thus, for a developing country the dissemination of information will,
for a certain number of years to come, be the main task to which a national patent
information policy should be devoted.

In a developing country having a reasonably well functioning Industrial Property
Office, that Office could, perhaps, be the focal point for national patent information
policy. There are many reasons for this, the most important being that in almost all cases
this Industrial Property Office is the only channel known (admittedly to a small number
of users) as a place where at least information on knowledge (national or foreign) worth
applying for a patent is available. Moreover, the Industrial Property Office has, in most
cases, one or more technical specialists among its staff who can read and understand the
technical content of patent documents. Last, but not least, Industrial Property Offices
produce the national patent documents which, as explained below, can become the basis
of the participation of the country in bilateral free exchange of patent documents.

The cost of initially establishing a PIDC, its staffing with trained personnel and its
maintenance is high, and may be beyond the reach of the national budget of most
developing countries. External assistance, both technical and financial, could be possi-
ble, at least initially, by, for example, the United Nations Development Programme.
Regional cooperation between developing countries, linked by language or tradition, or
by existing regional scientific and technological programs, serves as a good basis for the
development of a regional PIDC.

[Ibid., paras. 30-34]

5.10.3 Organization

(a) introduction

In the first years of its existence, the PIDC will be concerned mainly with acting as
a referral center and with collecting material, organizing the services and advertis-
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ing them. Training of its own staff and education of future users will be among the
important initial tasks. It should be realized that the requirements, both organiza-
tional and technical, of users from the public sector and users from within the
Industrial Property Office are normally different. However, whatever the size of
the patent document collection, initial or planned, one should foresee the following
tasks to be fulfilled which will need attention from the beginning: acquisition tasks
- library tasks - file-upkeep tasks - assistance to users in general - assistance to other

services in the Industrial Property Office - special assistance to the national
research council - training tasks.

(b) acquisition and library tasks

The acquisition of patent documents in paper copies or on microform can be
effected by way of exchange or by purchase. The purchase of collections of cur-
rently published documents on a world-wide basis is possible only if considerable
funds are available. Most developing contries have no funds available for this kind
of expenditure and it is thought that they do not need a world-wide collection.
Thus, bilateral exchange agreements should be striven for. The negotiation of such
agreements should be prepared by the “acquisition” staff, since they should, once a
general policy on acquisition is set by the Director of the PIDC, be responsible for
its implementation. Developing countries may also be able to acquire a patent
document collection which another country makes available, e.g. for economic
reasons or because paper copies are to be replaced by microform. WIPO maintains
a list of such available collections.

Secondary sources of patent information, such as Official Gazettes, can also be
obtained free-of-charge under certain conditions. They should always form part of
a PIDC. Further secondary sources of patent information, such as specialized
abstracting services or bibliographic information services for patent documents,
e.g. the ones offered by the International Patent Documentation Center

(INPADOC), should also be considered for inclusion in the documentary resour-
ces of the PIDC.

Patent documents are not the only source of technological information. Therefore
a certain number of “key journals” should be obtained. Unfortunately, in most
cases these cannot be obtained on an exchange basis and will have to be purchased.
The *‘key journals” should be chosen in relation to the relevance of their content.
Such a list of “key journals” has been drawn up by the bodies of the Patent
Cooperation Treaty (PCT) Union. In some situations, depending upon the tech-
nological fields of importance to the country or region, more general journal litera-

ture may be necessary to complement the technological information in the patent
collection.

The provision of patent documents on microform is receiving increasing attention
internationally. The advantages of greatly reducing storage costs, as compared with
paper copies of patent documents, have to be considered together with the need to
provide specialized reading and printing equipment. Maintenance of this equip-
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ment should be possible locally. Also it should not be overlooked that microform
and its use need very special attention in hot and damp climates.

Once the flow of documents, including the national patent documents, is secured,
they will have to be checked upon arrival and channelled to the appropriate places
and people in the PIDC. A catalog will have to be established. Binding facilities for
patent documents and journals will have to be organized. Some documents might
be offered in microform and appropriate storage and use of these rather unusual
forms of documents will have to be studied, and microform reading machines will
have to be provided.

(c) file-upkeep tasks

The appropriate place to which the bulk of the patent documents received has to be
channelled in the PIDC is the “patent search file’ section. In this section the patent
documents will be organized in a manner which permits adequate access to them.
The organization system which is postulated to be used is the IPC, which permits
both classification of documents according to their technical content and physical
organization of a collection of patent documents in files suitable for search.

Whatever the organization of the patent document collection chosen, it is inevit-
able that documents will constantly be added to the collection year after year and,
if the PIDC operates successfully in bringing users to the collection and contents of
the collection to the attention of the users, documents will constantly be removed
from the collection for consultation, copying, etc. and, hopefully, be put back into
the collection. Security measures will have to be taken in order to guarantee the
integrity of the files because any document lost will have to be replaced by a new
copy obtained from the country which had originally published it, and which will
have to be paid for.

Staff will consequently be needed to assure an orderly growth of the “classified
file”’, to keep it up to date, to draw the necessary copies, to ensure the integrity of
the files and to help users to get to the files which they wish to consult.

(d) assistance to users in general

Certain staff of the PIDC will have to assist users of the services provided by
indicating to them:

(i) the extent of the information collections available at the PIDC,

(i) the reading, understanding and interpreting of the content of patent docu-
ments, Official Gazettes, technical journals, abstracting services, etc.,

(iii) the various means of access to the information available,
(iv) the use and interpretation of the IPC,
(v) the use of microform reading machines.

The assistance to users in general should be provided by technical staff with a
library or documentation background. They will need to have a profound knowl-
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edge of how patent documents and patent Gazettes are written and presented.
Some of them will need an excellent knowledge of the IPC. Preferably, there
-should be at least three of them: one for each of the three basic fields of technol-
ogy-general and mechanical, chemical, electromechanical and physical. (These are
typical industrial property subdivisions, which are also reflected in the approxi-
mately equal share of these fields of technology in the number of patent applica-
tions filed in any given country.)

(e) assistance to other services in the Industrial Property Office

The Industrial Property Office, whether supervising the PIDC or not, would itself
draw heavily on the services provided by the PIDC. In a very few years after its
inception, the PIDC should enable searches to be made regarding the state of the
art to establish novelty and inventive step of patent applications filed in the
country.

The staff assisting users in general could also perform these tasks, but the general
level of education for the former tasks would be different from the level of educa-
tion required for assisting the Industrial Property Office in establishing a report
enabling the said Office to make a decision on whether or not to make a grant on
the basis of the application. Very often the number of applications in a given
country is sufficiently high to warrant the training and education of “patent sear-
chers” for the benefit of the patent procedure proper. ‘““Patent searchers’ should
normally have a technical (university level) degree and be specialized in one of the
technical fields (mentioned earlier). An excellent knowledge of the IPC as well as,
possibly, of other (national) classification systems is indispensable.

New applications filed with the Industrial Property Office have to be classified
according to their technical content. This is also a task which could be assigned to
the above-mentioned ‘‘patent searchers™ as they will be doing the search and, for
this reason, have to read and understand fully the technological aspects of the
purported invention. '

If the Industrial Property Office, or any other governmental organization has a
registry and a mechanism for controlling license contracts or if it plays, directly or
indirectly, a role in the transfer of technology, or provides a technological informa-
tion source for forecasting economic growth, assistance to the said Office or gov-
ernmental organization dealing with these problems should be offered and continu-
ously improved by the PIDC.

[International Bureau of WIPO, Guidelines for the Planning and Organization of a Patent Information
and Document Center in a Developing Country, PCPI/GEN/1, 1980, paras.12-14)

5.10.4 Establishment of a document collection

In view of the great number of existing and of currently published patent docu-
ments, developing countries will, from the outset, be confronted with a high number of
patent documents coming on the ‘“‘information market” each year and it might, there-
fore, be judicious, and sometimes imperative, to reduce the number of patent documents



PATENT INFORMATION AND DOCUMENTATION 141

\
to be acquired every year. Various methods can be used for reducing the number of

patent documents in the collections and files of the PIDC, namely:

(a) selection by country of issue,

(b) selection by language of document,

(c) selection by corresponding patents,

(d) selection by period of time,

(e) replacement of the complete text of the patent document by an abstract.

There is one more method for reducing the amount of patent documents to be
stored, namely, the policy which consists of limiting the acquisition of documents accord-
ing to fields of interest. Such fields could be defined in terms of the priorities foreseen in
the development plans of the country or of the region. The selection of ‘‘key journals” for

the PIDC should be inspired by the same criteria of convenience (language, country,
time, etc.) as applied for the selection of patent documents.

[Ibid., paras. 37-39]
It is clear that for any newly established PIDC, the classification system to be used
should be IPC. It should be emphasized that any newly published patent documents can,

subject to a possible check on the classification, be directly inserted into the appropriate
place in a search file organized according to the IPC.

[Ibid., para. 17]

5.10.5 Services

The various services which can be developed and offered by any PIDC will have
limitations only in respect of resources, manpower and the information available. The
services which a technical information center can offer have been described at length and
in great detail in various specialized publications. Taking into account the special charac-

teristics of patent documents, the PIDC can offer such patent information services as:
(a) document supply: on paper or microform;

(b) Selective Dissemination of Information (SDI) Services: based on profiles of
interest defined in terms of the International Patent Classification (IPC);

(c) abstract services, taking into account the language requirements of the users;
(d) translation services;

(e) bibliographic searches: by name, date, IPC symbols;

(f) state-of-the-art searches;

(g) advisory services, e.g. for those users least able to read and understand patent
documents, for advising on licensing agreements;

(h) adaptation and packing of patent information in a way (monographs) which
can be easily understood by the end user;

(j) public reading room.

(Ibid., para. 25]
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5.10.6 Training

The necessary infrastructure in the developing country should be built up through
the training of the staff of the PIDC. Since the main task of the PIDC is to meet the
requirements of the national patent information policy, it is necessary to educate and
train first the staff of the PIDC. That staff, in its turn, will educate and train the end users.

Basic training in general questions of patent information should be given to all
professional staff. More specialized training should be given to selected staff, as required,
as part of medium-and long-term training programs.

The curriculum of the training program for the staff of the PIDC should include:

(a) General Training:

(i) general introduction to the most important existing national and
regional industrial property services, with particular emphasis on
patents, inventors’ certificates, utility models, and on the general con-
cept of the scope of the protection granted and its limits;

(ii)) general awareness of the extent of the technological information con-
tained in patent documents and of the various means of access to it;

(iii) legal and technical content of patent documents leading to the improve-
ment in technical knowledge disclosed in a patent document;

(iv) philosophy and structure of the IPC and its relevance to searching and
other forms of information retrieval based upon patent documents;

(v) the use of information contained in patent documentation in the process
of concluding or controlling license agreements, and in policy and deci-
sion-making for governments and industry.

(b) Specialized Training:
(i) in depth study of the IPC;

(i) use of secondary patent information services, such as bibliographic data
services, abstracting services, etc;

(iii) storage and maintenance of documentation collections;

(iv) other specific training in relation to the services to be provided by the
PIDC.

In order to make use of practical working experience gained in the patent informa-
tion and documentation branch of an Industrial Property Office in a developed country
and in order to provide a practical application of the theoretical knowledge acquired, the
training should be complemented by substantial training in existing Industrial Property
Offices which have an extensive patent information and documentation branch.

It should be emphasized that the acquisition of specialized knowledge concerning
all patent information and documentation matters can take some years. It is, therefore,
indispensable that staff of the PIDC be guaranteed reasonable career prospects in the
government service.

[Ibid., para. 20)
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6.1 Introduction

A trademark is a sign which serves to distinguish the products of one enterprise
from the products of other enterprises. “Product” means any item which is sold and,
therefore, needs to be distinguished, in order to allow the customer to make his choice.
This choice is greatly facilitated if products are offered bearing trademarks because the
customer can identify a particular product by means of the trademark. Trademarks are
particularly important for consumer goods, for example, all the articles which fulfil the
daily needs of a houschold.

Closely related to trademarks are service marks. They have the purpose of disting-
uishing the services of an enterprise from the services of other enterprises. “Service”
means, for example, the offering of cars for rent, the organizing of travel, the offering of
insurance coverage, the repairing of all kinds of articles, the cleansing and washing of
textiles. The economic importance of services has increased during recent years. There-
fore, service marks have become more important.

In connection with trademarks, two special kinds of marks have to be taken into
account, namely, collective marks and certification marks.

A collective mark usually belongs to a group or association of enterprises; its use is
reserved for the members of the group or association. Collective marks serve to distingu-
ish characteristic features of the products offered by those enterprises, for example, the
compliance with certain quality standards.

Certification marks have the same purpose as collective marks; however, their use
is normally not restricted to the members of a defined group or association of enterprises.
Instead, they may be used by any enterprise which fulfils the conditions laid down with
respect to the use of the certification mark.

Among the countries of the world there are none in which trademarks are not used
and none in which trademarks are not protected.

The exclusive right to use a trademark is typically acquired by registration, but in a
few countries that exclusive right is attained by first use.

6.2 Scope of Trademark Law

The object of most trademark laws is to permit an enterprise by registering its
marks to obtain an exclusive right to use, share, licence or assign a mark. For the purpose
of delineating the scope of trademark law it is important to identify: (a) the kinds of signs
which may be registered as trademarks; (b) the products for which registered marks may
be used; and (c) the categories of mark which the law protects.

6.2.1 Signs which may serve as trademarks

In those countries in which the basis of trademark protection is registration, the
principal requirement of the law is that a mark be visible rather than audible or olfactory.
These latter categories of signs may be protected through passing off or unfair competi-
tion law, provided an enterprise can establish the requisite reputation in such signs.
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However, in some countries the distinctive features of radio and other advertising may be
offered protection as service marks.

Visible signs which may be registered include existing or inverted words, letters,
figures or designs or combinations of each of these. Examples of registered marks in-
clude:

—  existing words: “Triumph” for automobiles, “Apple’” for computers;

— arbitrary or fanciful designations: *“Coca-Cola”, “Kodak”, *“Nikon”,
“Xerox’’;

- names: ‘“Ford”, “Peugeot”, “Kelloggs”;

— slogans: “We try harder” for a car rental agency, *“Every Body needs milk”
for a dairy promotional service, “Fly Me” for an airline;

— devices: the star for “*Mercedes Benz” automobiles, the “flying lady” for
“Rolls-Royce’” automobiles;

— numbers: the “4711” cologne;
— letters: “RCA”, “MG”, “VW”, “BMW”;

—  pictures or symbols: the alligator for *“Lacoste’ shirts and dresses, the grey-
hound for “Greyhound” buses.

In some countries the shapes of goods or their containers (bottles, wrappers,
envelopes, packaging and similar three-dimensional signs) are registrable as trademarks.

6.2.2 Products to which trademark protection extends

The term “trademark” has traditionally applied only to marks which are applied to
goods. With the development of multinational enterprises offering standardized airline,
hotel, tourist and restaurant services, trademark protection in some countries has been
extended to marks used in association with such services. This protection is accomplished
either. by specific reference to *service marks”, or by expanding the definition of
trademark to include services, such as in s.2(xi) of the Model law for English Speaking
African Countries on Trademarks, published by WIPO in 1979.

6.2.3 Collective marks and certification marks

Trademarks typically identify individual enterprises as the origin of marked goods
or services. Some countries provide for the registration of collective and certification
marks, which are used to indicate the affiliation of enterprises using the mark or which
refer to identifiable standards met by the products with which a mark is used.

The following are the common features in the relevant provisions of national law
on this topic:

(a) collective marks

A collective mark may be owned by an association which itself does not use the
collective mark but whose members may use the collective mark; typically, the
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association has been founded in order to ensure the compliance with certain quality
standards by its members; the members may use the collective mark if they comply
with the requirements fixed in the regulations concerning the use of the collective
mark. Thus, the function of the collective mark is to inform the public about .
certain particular features of the product for which the collective mark is used. An
enterprise entitled to use the collective mark may in addition also use its own
trademark.

The regulations concerning the use of the collective mark normally have to be
included in an application for the registration of the collective mark and any
modifications to the regulations have to be notified to the Trademark Office. In
several countries (for example, the Federal Republic of Germany, Finland, Nor-
way and Sweden and Switzerland), the registration of a collective mark may be
cancelled if that mark is used contrary to the provisions of the regulations or in a
manner which misleads the public. Collective marks, therefore, play an important
role in the protection of consumers against misleading practices.

The Paris Convention contains provisions on collective marks in its Article 7bis.
Those provisions, in particular, ensure that collective marks are to be admitted for
registration and protection in countries other than the country where the associa-
tion owning the collective mark has been established. This means that the fact that
the said association has not been established in accordance with the law of the
country where protection is sought is no reason for refusing such protection. On
the other hand, the Convention expressly states the right of each member State to
apply its own conditions of protection and to refuse protection if the collective
mark is contrary to the public interest.

(b) certification marks

The certification mark may only be used in accordance with the defined standards.
The main difference between collective marks and certification marks is that the
former may be used only by particular enterprises, for example, members of the
association which owns the collective mark, while the latter may be used by anybody
who complies with the defined standards. Thus, the users of a collective mark form a
“club” while, in respect of certification marks, the ‘“‘open shop’ principle applies.

An important requirement for the registration of a certification mark is that the
entity which applies for registration is “competent to certify” the products con-
cerned. Thus, the owner of a certification mark must be the representative for the
products to which the certification mark applies. This is an important safeguard for
the protection of the public against misleading practices.

The definition of *“certification mark™ is not the same in all countries. In the United
States of America, for instance, a certification mark may not be used by anybody
who complies with the defined standards, but only by enterprises which have been
authorized by the owner of the certification mark.to use that mark. Thus, in the
United States of America, the difference between a certification mark and a collec-
tive mark is smaller than in other countries; it only relates to the purpose of those
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two kinds of marks: the certification mark refers to certain standards of products or
services, while the collective mark refers to the membership of its users in a
particular organization.

[International Bureau of WIPO, Comparaiive Trademark Law, BTMC/1, p.3; BTMC/4 Rev. p.9;
BMTC/6, pp.8-9]

6.3 Policy Considerations in Trademark Law

As with most categories of intellectual property, trademark law must reconcile the
disparate interests of traders, consumers, the national State and the international com-
munity. For traders, a mark serves to differentiate its products from those of other
enterprises and by warranting the quality of its products secures consumer loyalty. Con-
sumers obviously benefit from the information which a mark provides at low cost on the
origin and quality of products. The nation State has an interest in the transfer of technol-
ogy and economic growth which a trademark system can facilitate. International comity
is promoted by the reciprocal recognition of trademark rights and obligations and by the
elimination of commercial counterfeiting.

6.3.1 Interests of traders and consumers

Marks are generally regarded as having four basic functions:

(i) a distinguishing or differentiation function;

(ii) an origin or source function;

(iii)) a quality function; and

(iv) an advertising function.

In many respects, these functions are interrelated, and for purposes of analysis
some are often combined as, for example, the differentiation and source functions.
(a) Distinguishing or differentiation function

As already noted, a mark distinguishes the goods or services of an enterprise from
those of other enterprises. This distinguishing or differentiation function assists the
mark owner in marketing his product or service and the consumer in choosing
among similar competing products or services.

In order for marks to be effective in distinguishing a marked product or service
from competing products or services, they must be distinctive (i.e., diffcrent from
the name or usual designation of the product, not merely descriptive) and they
must not be the same or confusingly similar to marks used by a different enterprise
for similar kinds of goods and services (i.e., should be easily distinguishable).

(b) Origin or source function

Closely related to the differentiation function, and historically considered the origi-
nal and sole function of marks, is the function of marks to indicate the origin or
source of a particular product or service. In this context, *‘origin™ or “source”
(commonly used interchangeably as synonyms) does not refer to the geographical
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origin but to the origin as regards the enterprise. Generally, this does not mean
that by indicating source the mark must necessarily identify the name and place of
the mark owner. However, the consumer should be able to rely on the fact that
goods and services sold under a given mark originate from the same source from .
which goods and services using the same mark have always emanated, not
necessarily in the strict sense of physical source but rather in the broader sense of
common source (in English, sometimes referred to as ‘“‘sponsorship’’). Thus, prod-
ucts or services sold under the same mark can be considered to be related as far as
their source is concerned, either because they originate from the same enterprise or
because there is a close relationship between the respective enterprises from which
they originate (e.g., such as between a licensor and licensee}).

In order for marks to indicate origin effectively and reliably, the mark owner’s
exclusive right to his mark must be protected. Basically, this means that third
parties must be precluded from using any mark or sign resembling it in such a way
as to be likely to mislead consumers, for goods and services in respect of which the
mark is registered or otherwise protected or from other goods or services in con-
nection with which the use of the mark or similar sign by a third party is likely to
mislead the public. The acquisition and protection of the exclusive right to a mark
benefit not only the mark owner but also the consumer; he is protected against
confusion and deception as to the source of a product or service and is provided
with a means of tracing the entity or person responsible for the product or service,
even if the mark does not necessarily identify the name and place of the mark
owner.

(¢) Quality function

The “quality function” of a mark means that any given mark, ideally, should be
used for goods and services whose quality is constant. The laws on marks of several
countries make direct or indirect reference to the quality function of marks.

Naturally, if the mark is used for goods and services whose quality necessarily
undergoes changes (e.g., “Ford” for motor cars), the *“quality function’ does not
mean specific consistency but a consistency with the customary standard of quality
of the goods and services covered by the mark.

It should be stressed that by quality function is not meant, and should not be
meant, that marks function as a guarantee of quality or of a certain, for example,
high quality. What is usually meant by the so-called quality function of marks is an
implication corresponding to an expectation as to a reasonable degree of quality
consistency of the products or services sold under a given mark, which is based
primarily on the goodwill and reputation of the said mark.

As a matter of general practice, mark owners promote the reputation of their
marks by suggesting that the goods and services sold under their marks live up to a
certain consistent level of quality, and consumers grow to expect such quality
consistency. This does not necessarily mean that mark owners do not and cannot
change the characteristics or ingredients of their products, nor does it mean that
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consumers do not anticipate certain changes over the years. However, although
products change consumers expect that, in spite of such changes, a certain consis-
tent level of quality or quality standards will be maintained. This serves the inter-
ests of both mark owners and consumers. On the one hand, the quality reputation
symbolized by a mark constitutes for its owner an essential element of his mark’s
value. On the other, such reputation provides the consumer with an important
basis for choosing among competing products or services, particularly in the case of
consumer goods whose quality cannot be assessed until after use.

Certainly, many aspects of the so-called quality function of marks are merely a
consequence of the basic functions of marks to distinguish products and services
and to indicate their source. Moreover, to a great extent, the quality function of
marks is an economic or sociological function, as opposed to a lcgal one, insofar as
many aspects of quality are based on subjective elements and, therefore, fall out-
side the realm of legal regulation. Finally, many of those aspects of quality that
may contain objective elements, and, therefore, be subject to legal standards are
not directly related to the law on marks, although marks may be involved, and,
consequently, might be more adequately regulated outside the field of marks, for
example, by the broader law on fair trade practices, special consumer protection
legislation, law regulating and protecting geographical indications, laws against
false and deceptive advertising, labelling laws, contract and tort law, special health
and safety regulations in the case of certain types of products or services, laws on
measures and standards, and, in extreme cases of abuse or fraud, by criminal law.

However, some of those aspects of quality that may contain objective elements are
closely related to the protection and use of marks, and their regulation under the
law on marks may at least be considered. The quality function of marks is particu-
larly evident as far as certification marks are concerned and in the protection
against inherently deceptive marks (which are denied protection under laws on
marks). Furthermore, quality consistency is an important consideration in the
licensing and assignment of marks.

(d) Advertising function

Marks are an advertising device par excellence. Through the power of association
created between a mark and a product or service, marks familiarize the public with
such product or service. Thus, marks help their owners stimulate and retain con-
sumer demand. At the same time, they help inform the consumer as to the prod-
ucts and services available on the market. Therefore, it is important that marks
should not be confusing or deceptive, should not be used in false or misleading

advertising and should not contribute in any other way to acts of unfair competi-
tion.

It is interesting to note that although traders and consumers are at opposite ends of
"a marketing transaction they share a common interest in preventing the deceptive or
confusing use of trademarks. The trader seeks to prevent the wrongful appropriation of
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its market through deception. The consumer’s interest lies in preventing the deceptive
solicitation of purchase decisions.

Although trademark registration exists to protect the private property of traders it
incidentally provides a low cost system of consumer protection in which the expense of
protection is borne by trade litigants rather than by consumers or the State.

6.3.2 Trademarks and economic develop}nent

The development of a country is determined by a number of factors. Among the
principal factors are the acquisition and absorption of advanced technologies and the
stimulation of domestic inventive and innovative activity. The effective exploitation and
deployment of technological innovations is decisively influenced by the commercial envi-
ronment in which such innovations arise. An effective trademark system can contribute
to economic development by enriching the domestic commercial environment, preparing
it for the reception of advanced technology.

The use of trademarks on local goods and services will generally produce a greater
variety of higher quality goods and services, thereby leading to increased production,
employment and demand. These results will not only improve the quality of life for the
population in general but may also stimulate raw materials production to meet the
enchanced demand for the trademarked products. These results may also have beneficial
fiscal consequences as revenues increase.

Economic efficiency, particularly in market economies, is stimulated by the promo-
tion of full consumer information on available products. Trademarks provide a low cost
means of disseminating consumer information on the quality of products, particularly
where alternative sources of consumer information are not available and where levels of
literacy are low.

Trademarks can make a direct contribution to technological development through
the production innovations necessary to secure consistency in quality. These develop-
ments may be promoted by trademark licences which provide the importation of know
how to secure quality control.

In summary, a trademark system can contribute to the economic development of
developing countries in the following manner:

(i) improvement of the market position of domestic enterprises through protec-
tion of their marks;

(ii) improvement of the export possibilities of domestic enterprises through
international protection of their marks; the investments for international
protection are worthwhile if the mark has gained—or is going to gain—a
reputation on the basis of its domestic protection;

(iii) improvement of the market situation in favor of the consumer through prod-
uct identification and possibility of information on the identity of enterprises
offering goods or services;
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improvement of the attractiveness of the country in international trade by
means of an efficient and balanced system of marks; such attractiveness
creates competition on the domestic market between importers from various
countries and thus improves the position of the consumer.

To secure the maximum benefits for economic development through a system of
trademarks, policies should be formulated in four areas:

(i)

(ii)

(iii)
(iv)

definition, by means of legislation, of rights and obligations of owners of
marks and of the protection to be granted to consumers in connection with
marks;

organization of the Government office responsible for the system of marks;
establishment of procedures and determination of fees;

promotion of the creation and protection of marks for domestic enterprises;

participation in schemes of international cooperation, in particular in the
systems of international registration of marks.

As regards the matters to be regulated by legislation, the policy objectives should
include the following:

(i)
(i)
(iii)
(iv)
(v)

(vi)

(vii)
(viii)
(ix)
(x)

clear definition of signs which can serve as marks;

express exclusion of signs which lack distinctive character or which are in
conflict with existing marks;

express exclusion of misleading signs;
express exclusion of signs which are in conflict with geographical indications;

protection under the law to be based on registration; however, registered
trademarks which are not used for a certain period of time (for example, five
years) to be excluded from protection;

clear definition of the exclusive right and of the limitations of the exclusive
right; in particular, any enterprise should have the right to use, despite the
existence of a mark of a competitor, its own name and the true geographical
origin of a product; clear regulation of the question whether “parallel impor-
tation” (importation of products put on the market by the owner of the
mark—or with its or his consent—in another country and imported into the
country in question under the same mark but without its or his consent) is
permitted;

assignment and licensing to be permitted only insofar as there is no danger of
misleading consumers;

strong protection of consumers against the misleading use of marks in adver-
tising;

regulation of collective marks and certification marks, as well as standards
for labelling;

possibility for consumers to take action relating to registration procedures
and infringement procedures.
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The promotion of the creation and protection of marks of domestic enterprises
would require the following action:
(i) training in the organization of trademark departments of enterprises;
(ii) training in the creation of marks (namely, the establishment of criteria and
selection of the most suitable sign);
(iii) training in the protection of marks (domestic and abroad);

(iv) publication of relevant information.

[Internatienal Bureau of WIPO, The Role of Trademarks in Commercial and Economic Development,
CTMCY/6, pp.6-7.)

6.4 Criteria of Protectability

The requirements which a sign must fulfill in order to be capable of serving as a
trademark are reasonably standard throughout the world.

Generally speaking, two different kinds of requirement are to be distinguished.

The first kind of requirement relates to the basic function of a trademark, namely,
its function to distinguish the products or services of one enterprise from the products or
services of other enterprises. From that function it follows that a trademark must be
distinctive or capable of distinguishing different products.

The second kind of requirement relates to the possible harmful effects of a
trademark if it has a misleading character or if it violates public order or morality,

These two kinds of requirement exist in practically all national trademark laws.
They also appear in Article 6quinquies B of the Paris Convention where it is stated that
trademarks enjoying protection under Article 6quinquies A may be denied registration
only if *“they are devoid of any distinctive character” or if “they are contrary to morality
or public order and, in particular, of such a nature as to deceive the public.”

[International Bureau of WIPO, Comparative Trademark Law I, BTMC/4, p.10]

6.4.1 Requirement of distinctiveness

This requirement follows from the main function of a trademark, namely, to distin-
guish the products or services of one enterprise from the products or services of other
enterprises. In order to be capable of distinguishing, a trademark must be easily recogniz-
able as a sign which is different from the product itself and also different from the name
of the product. Thus, the picture of a coffee bean or the word “coffee” are not suitable to
serve as a trademark for coffee, since a trademark should not convey the idea of the kind
of product but should distinguish a particular product from products of the same kind.

The selection of a distinctive trademark for a particular product or service is a task
which requires professional skill. The success of the product or service on the market
depends to a considerable extent on the trademark under which it is advertised. Good
trademarks clearly distinguish the product or service from competing products or services
and appeal to the consumer.
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In connection with the distinctiveness of a trademark, there exist three different
situations. The first situation is characterized by the fact that the sign selected to serve as
a trademark is distinctive as such; this is called “inherent distinctiveness.” The second
situation relates to a trademark which is not distinctive as such but which has acquired
distinctiveness through use. The third situation concerns a trademark which has lost its
distinctiveness, for example, because it has become a common designation of the product
for which it was adopted.

(a) Inherent distinctiveness

A trademark generally is understood as being inherently distinctive if it is arbitrary
or fanciful. This means that it does not relate to the product or service for which it
is to be used but consists of a word or design which invokes a particular idea
different from the product or service or consists of a completely new word or design
not invoking any particular idea.

Usually, a negative test is applied in order to examine whether a trademark is
inherently distinctive. That test includes examination of the following questions:
does the proposed trademark consist of shapes of forms imposed by the inherent
nature of the products or services or by their industrial functions? Does the prop-
osed trademark exclusively consist of a sign or indication which may serve, in the
course of trade, to designate the kind, quality, quantity, intended purpose, value,
place of origin, or time of production or of supply, of the products or services
concerned? Does the proposed trademark exclusively consist of a sign or indication
which has become, in the current language or in the bona fide and established
practices of the trade of the country, a customary designation of the products or
services concerned? Is the proposed trademark, for other reasons, incapable of
distinguishing the products or services of one enterprise from those of other enter-
prises? If any one of those questions is to be replied to in the affirmative, the
trademark lacks inherent distinctiveness. [See s.5, BIRPI, Model Law for Develop-
ing Countries on Marks, Tradenames and Acts of Unfair Competition].

(b) Acquisition of distinctiveness through use

Lack of inherent distinctiveness, however, does not mean that a trademark is for
ever excluded from protection. Such a trademark may nevertheless become eligible
for protection if it has acquired distinctiveness through use.

This is an important principle of trademark law which is recognized not only in a
large number of national laws but also in the Paris Convention, which in its Article
6quinquies C(1) states that “in determining whether a mark is eligible for protec-
tion, all the factual circumstances must be taken into consideration, particularly the
length of time the mark has been in use.”

In a number of countries (for example, in the United Kingdom and the United
States of America), two different Registers exist for the registration of trademarks,
and the question in which Register a registration is to be effected depends, inter
alia, on the fact whether a trademark is inherently distinctive or has acquired
distinctiveness through use.
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In the United Kingdom and in countries which have followed the United Kingdom

system, for instance, Malaysia and Singapore, inherently distinctive trademarks
may be registered in Part A of the Register, whereas trademarks which are consi-
dered to be capable of becoming distinctive through use can only be registered in-
Part B. The registration in Part A is more advantageous than the registration in

Part B, in particular since under Section 13 of the United Kingdom Trade Mark

Act of 1938 only Part A registrations become incontestable after seven years in

respect of distinctiveness and conflict with prior rights. Typically, a trademark

owner tries first to obtain a Part A registration; if he does not succeed, he settles

for a Part B registration. Kerly in his book Law of Trade Marks and Trade Names
(9th edition, London, 1966, paragraph 294) gives the following example: The

trademark *‘Chin Chin,” to be used for alcoholic beverages, was refused for Part A

because “Chin Chin” is a salutation whilst drinking; however, this trademark was

accepted for Part B. ’

In the United States of America and in the Philippines (whose trademarks statute

closely follows that of the United States of America) there exist a “Principal

Register’” and a “Supplemental Register.” The distinction is roughly the same as in

the United Kingdom between Part A and Part B; while for the Principal Register

distinctiveness is required, it is sufficient for the Supplemental Register that the

trademark be *‘capable of distinguishing.”” Only the registration in the Principal

Register confers incontestability (already after five years of registration) and cer-

tain advantages in legal proceedings. Moreover, under the law of the United States

of America the registration of a trademark in the Principal Register has the advan-

tage of a prima facie proof of continued use of the trademark. Even trademarks

which are not inherently distinctive may be registered in the Principal Registerif they

have acquired what is called in the United States of America a *‘secondary mean-

ing.”. In other words, the test for the acquisition of distinctiveness through use is

that the publicunderstands the trademarkinits functionof distinguishing the products

or services of one enterprise from the products or services of other enterprises.

(c) Loss of distinctiveness

The principle that a trademark which lacks inherent distinctiveness may become
distinctive through use works also the opposite way: a trademark which is inhe-
rently distinctive may lose its distinctive character through use. This happens in
particular with trademarks for new products which at the time when they first
appear on the market are not yet known under a generic name. For example,
“Cellophane’ was introduced as a trademark for a transparent foil which became a
great success on the market. This led the public to use the name ““Cellophane’ also
for transparent foils which were not manufactured by the owner of the trademark
“Cellophane”. Thus that trademark changed its meaning; it became the name of
the product, at least in some countries.

The legal consequences of such a development are not entirely the same in the
various countries of the world. The law of France and some countries following the
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principles of the French law did not for a long time take into account a develop-
ment by which a trademark became a generic name: as long as the owner did not
abandon his trademark—and the mere renewal of the registration was understood
as the intent not to abandon—the trademark remained protected as such. The
opposite solution was adopted in the law of the United States of America: as soon
as the trademark had become a generic name, it lost its protection. Between those
two positions, a number of intermediate solutions exist. For example, Section 31 of
the BIRPI Model Law requires removal from the Register a trademark where “the
registered owner has provoked or tolerated [the] transformation [of the trademark]
into a generic name...so that, in trade circles and the eyes of the public, its signifi-
cance as a mark has been lost.”” Similarly, Article 39(1) (b) of the EEC draft
Regulation allows revocation “if, in consequence of acts of the proprictor, the
trade-mark has become the common name for a product or service in respect
whereof it is registered.” These two provisions ensure that the trademark right can

~only be lost through acts (or the omission of acts) of the proprietor, not by a mere
development of circumstances beyond his control.

To prevent his trademark becoming a generic name, a trademark owner can,
whenever he uses the trademark, in particular in advertising, always insist on the
fact that it is a trademark and not the name of a product or service. In addition, he
can use the trademark with a sign which indicates that it is a registered trademark,
namely, the internationally customary sign R. Moreover, he can sue for infringe-
ment anybody who uses his trademark for commercial purposes, even if such use is
not use as a trademark but use as a generic name; in some countries, an action for
infringement is even possible where the use is not for commercial purposes, for
example, where the trademark is used in a dictionary as a generic name for a
product or service.

(Ibid., pp.10-12]

6.4.2 Requirement of absence of misleading character and of absence of violation
of public order or morality '

Two further requirements which a sign must fulfill in order to be capable of serving
as a trademark are: the absence of misleading character and the absence of violation of
public order or morality.

(a) Misleading trademarks

The principle that misleading signs cannot serve as trademarks is recognized in all
countries. The reason for this principle is that a misleading trademark would
deceive the customer and thus constitute an act of unfair competition. For exam-
ple, if the picture of a sheep is used as a trademark for pullovers made of synthetic
fiber, the consumer will think that the pullovers are made of wool. The enterprise
using the misleading trademark will increase its sales because consumers prefer
wool to synthetic fibers; honest competitors who use trademarks which do not
mislead the consumers for their synthetic-fiber pullovers will see their sales
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decrease. In such a case, not only is the trademark excluded from protection but
also the use of the misleading trademark is to be prohibited as an act of unfair

competition.

(b) Public order and morality

The principle that a trademark may not be contrary to public order or morality is
also recognized in all countrics. In this conncction, it is to be noted that in accord-
ance with Article 6ter of the Paris Convention, State emblems, official hallmarks
and names, abbreviations and emblems of intergovernmental organizations, such
as “WIPQO,” under certain conditions cannot be used as trademarks. Moreover, in
accordance with a special convention, the Red Cross is excluded from trademark
protection, and the same applies with respect to the Olympic symbol—namely the
five interlaced rings—under the Nairobi Treaty on the Protection of the Olympic
Symbol, which was adopted in 1981 and entered into force in 1982.

[ibid., p.12)

6.4.3 Special cases
A number of controversial issues have arisen on the question of the registrability of
marks. These include the following:

(a) Can a family name serve as a trademark?

In a number of countries, family names and surnames may be protected as
trademarks in the same way as any other word, provided that such protection does
not confer the right to prevent the use of the family name by somebody who has the
same name in connection with his business. For example, the fact that *‘Peugeot” is
registered as a trademark for automobiles does not prevent somebody who has the
name Peugeot from using his name as a car dealer or supplier of car spare parts
(whether or not his business serves the purposes of the Peugeot enterprise), pro-
vided that the name is used in a manner not causing any confusion.

Jn some countries, however, for example, in the United Kingdom and the United
States of America, a family name or surname can only serve as a trademark if it has
acquired the so-called “secondary meaning”. This condition is fulfilled if the public
understands the name to serve as a trademark and not just as a reference to a
person, for example, “Ford” for automobiles. In order to determine whether a
family name has acquired secondary meaning, its frequency may be taken into
account; if a name is common, like in China “Wang”’ or “Li", it is more difficult to
acquire secondary meaning. In those countries, toe, the protection of the family
name or surname as a trademark does not prevent somebody having the same
name from using it for the purposes of his business if such use is of such a kind that
it does not lead to confusion.

(b) Can a geographical indication serve as a trademark?

Geographical indications include names of States, names of provinces or other
subdivisions of States, names of towns and villages, and names of rivers, mountains
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and other geographical places, for example “Cote d’Azur,” the name of the fam-
ous south coast of France.

The use of a geographical indication as a trademark gives the impression that the
product or service originates from the country, region or place to which the geog-
raphical indication relates. In this connection, two cases have to be distinguished.
In the first case, the product or service in fact originates from the said country,
region or place. To allow that the geographical indication in question could serve as
a trademark would mean that other enterprises operating from that country, region
or place could not use the indication for competing products or services. This
would confer an unjustificd monopoly upon one enterprise. In the second case, the
product service does not originate from the said country, region or place, In this
case, the trademark would be misleading. For the reason indicated, it is recognized
in pratically all countries that geographical indications cannot serve as trademarks.

While this principle is simple to state and easy to understand, its application in

- practice leads to some complications. The main problem is to define what is a

geographical indication. This problem has two aspects, a domestic aspect and an
international aspect.

As regards the domestic aspect, the question arises whether all geographical indica-
tions, even the names of the smallest villages, rivers and mountains, should be
excluded from serving as tradenames. This problem has enormous dimensions in
large countries. But also in other countries the number of all existing geographical
indications is tremendously high, and only a small portion of those indications are
generally known in the country.

As regards the international aspect, the problem increases in view of the much
higher number of all existing geographical indications in all countries of the world.
Most of those indications, even if they belong to the category of indications gener-
ally known inside the country, are unknown in other countries. The question
therefore arises: where should the line be drawn? A simple test, applied in many
countries, is that only those geographical indications, whether domestic or foreign,
are excluded from trademark protection which are known as geographical indica-
tions to the public, or at least to a substantial part of the public, of the country
where the trademark is to be protected. This basic test is sometimes qualified by an
additional test, namely, by examining whether the use of the geographical indica-
tion may deceive the consumer; thus geographical indications with which the prod-
ucts or services have no connection may serve as trademarks, as long as there is no
risk of deception of the consumer, for example, “Mont-Blanc’ (the name of a
mountain in the Alps) as a trademark for fountain pens.

(¢) Can a slogan serve as a trademark?

A slogan is a short sentence which is used in the publicity for products or services,
for example, “We Try Harder,”” which is the slogan used by the “AVIS Car Rental
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Company.” The question here is whether an enterprise could obtain an exclusive
right for a slogan so that no other enterprise can use it.

The answer to this question results from the application of general principles of
trademark law. If the slogan has become known as a distinctive sign for a particular
enterprise, it could well serve as a trademark. However, it will be more difficult to
acquire a secondary meaning for a slogan than for a single word or name.
Moreover, it would be unusual to use a slogan as the only trademark for a product
or service. Usually, a slogan is added to the trademark, as in the case which is
referred to, where the trademark is “AVIS” and the slogan is “We Try Harder.”

(d) Can letters andfor numbers serve as a trademark?

Frequently trademarks consist of an abbreviation of the full name of an enterprise,
for example, “GM™ for “General Motors,” “IBM” for “International Business
Machines Corporation,” and “VW” for *“Volkswagen,” “FIAT” for ‘“Fabrica
Italiana Automobili Torino.”

The question which arises in this connection is whether an enterprise could mono-
polize a letter, or a short combination of letters, to the exclusion of other enter-
prises. Sometimes such a trademark consists only of one letter as in the case of
“MIGROS Corporation” in Switzerland, which uses the letter “M’” as a
trademark. Does the monopolization of one letter or a combination of two or three
or four letters not go too far since competitors might need to use those letters? The
answer to this question depends on the special circumstances of each case. Where a
combination of letters—or even a single letter—has received a strong secondary
meaning, it will be recognized as a trademark.

The same problem arises with the use of numbers as trademarks. For example, in
France, there exists a famous perfume for which “No. 5” is used as a trademark;
the full name of the perfume is “Chanel No. 5.” Here again, it is to be taken into
account that the monopolization of “No. 5 by one enterprise would exclude all
competitors from using the number 5. Should not each enterprise remain free to
“use at least single numbers? The solution to this problem again lies in the apprecia-
tion of the specific circumstances of the case: where the public understands *“No.
5” as a trademark of a particular enterprise, the protection as a trademark will be
recognized. This, however, does not exclude other enterprises from using 5 as a
number (not as a trademark).

(e) Can the shape of a product or the shape of a container serve as a trademark?

A difficult issue is the registrability of the shape of a product or container as a
trademark. In this connection, two questions arise.

The first concerns the acceptability of three-dimensional trademarks. Three-
dimensional trademarks can be protected, and even be admitted for registration,
provided that a two-dimensional reproduction of the three-dimensional trademark
is submitted with the application for registration.
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The second concerns the problem of monopolization of a certain shape or con-
tainer for a given enterprise. In this connection, it is to be taken into account that
trademark protection is unlimited in time and that, if the shape or container serves
technical or aesthetic purposes, the unlimited protection would have the effect
that, by means of the trademark, a technical or aesthetic achievement could be
protected without the time limits which exist under the patent and industrial design
laws. Therefore, in some countries, shapes of products or containers cannot be
protected as trademarks if they serve a technical or an aesthetic function. Other-
wise, the general rules of trademark law apply; thus, if the shape is distinctive it can
serve as a trademark, and in fact there exists a number of trademarks consisting of
the shape of the product or container, for example, the particular shape of the
“Coca-Cola” bottle.

(f) Can a color or a combination of colors (of a product or a container)
serve as a trademark?

Finally, to what extent may a color or a combination of colors (or a product or a
container) be used as a trademark.

This issue arises, for example, with respect to the refuelling stations for auto-
mobiles. In a great number of countrics those stations belong to international oil
companies such as “EXXON,” “SHELL,” “BRITISH PETROLEUM,” etc. For
an automobile driver it is easier to recognize colors than letters. Therefore, those
companies use as distinctive signs, in addition to their trademarks, “EXXON,”
“SHELL,” “BP,” etc., combinations of colors as distinctive signs. For example,
“SHELL” uses the combination of red and yellow, “BP’’ uses the combination of
yellow and green.

Whether such combinations of colors could be considered as trademarks depends
on whether they have received a secondary meaning, in other words, whether the
public recognizes them as trademarks. Such recognition is easier to achieve with a
combination of several colors than with a single color, although it may not be
completely excluded that an enterprise could even obtain a secondary meaning for
the use of a single particular color.

[Ibid., pp.12-15]

6.5 Acquisition of Trademark Rights

As was pointed out at 6.1 exclusive rights in a trademark may be obtained through
use or through registration.

(a) Acquisition of rights through use

In countries where the trademark system is based on use, it is possible to acquire
rights in trademarks without registration, just on the basis of use. This approach is
founded on the consideration that the function of a trademark is decisive for its
protection. However, only through use can a trademark fulfil its function. If a
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trademark is not used, it is not known to the public, and no confusion can arise
through the use of the same trademark by another enterprise.

The countries which apply this basic approach nevertheless also provide for a
system of registration which offers certain advantages in respect of trademark protection, -
in particular as regards legal security and proof.

(b) Acquisition of rights through registration

In a large number of countries, trademark rights may be acquired only through
registration.

This approach is based on considerations of legal security. Moreover, it is based on
the belief that an enterprise may have an interest in obtaining the registration of a
trademark without immediately starting to use it. Registration thus offers the
possibility of carefully planning the marketing of the products or services for which
the trademark is to be used. Enterprises can, therefore, commit themselves with
confidence to the huge amounts of time and money which may be spent in intro-
ducing a trademark on the market.

In addition to legal security, this system has the advantage of simplicity. Certain
legal problems occasionally arise, however, in particular, in cases where a
trademark was used by an enterprise without having been registered and another
enterprise subsequently obtains the registration of the trademark.

Most of the countries which provide for acquisition of trademark rights through
registration nevertheless require that a registered trademark be used after a certain
period of time. This requirement avoids the cluttering of trademark registers with
unused trademarks.

6.6 Use Requirements
6.6.1 Introduction

Exclusive rights in a trademark are acquired and maintained by an enterprise which
uses e manifests an intention to use a mark. In this connection three different systems
can be distinguished.

The first system is characterized by the requirement that a trademark must be in
actual use in order to qualify for registration. This system relies only on the use of the
trademark while the registration only has a reinforcing effect, for example, to facilitate
proof, to render the registered trademark incontestable after the expiration of a certain
period of time and to make certain remedies available to the owner of the trademark.
This is, roughly speaking, the system which exists in the United States of America and in
the Philippines.

The second system requires that the application for the registration of a trademark
be accompanied by a declaration from the trademark owner certifying that he intends to
use the trademark. In addition, that system typically provides for sanctions if the
trademark is not used after the expiration of certain time limits, for example, removal of
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the non-used trademark from the Register. This is the system existing in the United
Kingdom and a number of countries which have followed the example of the United
Kingdom.

The third system permits the acquisition of an exclusive right in respect of a
trademark without any use of the latter and without any declaration of intent to use, but
requires that the trademark be used within certain time limits. For example, the law may
require that a trademark must have been used within the last five years in order to qualify
for infringement or opposition proceedings; this latter rule is usually qualified by an
additional provision which grants a certain period to the owner of the requested
trademark within which he is free not to use the trademark. The latter period may be, for
example, five years from the date of registration.

[International Bureau of WIPQ, Basic Fucts and Trends Concerning Trademark Law, TMP/KL/3, p.14]

6.6.2 Meaning of ‘“‘use”
(a) visual representation

Use of a mark is usually defined in terms of a visual representation of the mark.
Obviously excluded from this definition is a spoken description of a mark, or the
possibility of an odour being a registrable mark. **Use in relation to goods™ is
defined as “the use of a mark upon, or in physical or other relation to, goods.” The
use of a mark in “physical relation’ to goods covers any mode of application of a
mark to goods or to the outer covering of goods.

The use of a mark ““in relation to”’ goods or services has been taken to embrace the
use of the mark in commercial documents, such as sales invoices, and accompany-
ing goods.

(b) - advertisements

It has not yet been established beyond question whether the use of a mark in
advertising or other promotional material alone constitutes sufficient use to pre-
vent expungement for non-use. However, the authoritics are more certain that the
use of a mark in advertisements for goods already in the market can constitute
infringing use. Genuine comparison advertising will not be considcred infringe-
ment, i.e. where the clear message of the advertisement is that the registered mark
does not emanate from the advertiser. For example, *“Yeast Tablcts, a substitute

for Yeast-vite” was held not to be an infringement in Irvings Yeast-Vite Ltd v.
Horsenail (1934) 51 RPC 110.

For the use of a mark in advertising to constitute adequate user, the authorities
require such use to be concurrent with the goods being available in the market.
Otherwise the use may be considered not to be ‘‘in the course of trade”.

(c) extent and amount

The amount of use necessary to constitute adcquate user for the purposes of the
legislation has not been authoritatively defined. In one case a single instance of use
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was considered adequate and also preparations for use were considered sufficient
where a proprietor had placed orders with the suppliers of components. [see
“Nodoz” TM [1962] RPC 1; “Hermes” TM [1982] RPC 425]. However, the
Australian High Court recently ruled that the supply of advertising material by a
United States proprietor to an intending licensee did not constitute prior use as it
was not accompanied by sales within the jurisdiction. [Moorgate Tobacco Ltd. v.
Philip Morris Ltd. and Another (1985) S9 ALJR 547).

The requirement that use be in the course of trade implies the repetition of use for
the relevant transactions to constitute trade.

The extent of user which may be required for registration will depend on the
degree of inherent distinctiveness of a mark. The more unadapted a mark, the
more likely it is that evidence of extensive user throughout the country will be’
required. User outside the country in which registration is sought will not be taken
into account.

(d) use indicating origin

The function of a trade mark is to indicate the origin of goods or services. The
definition of a trade mark refers to the use of a mark for the purpose of indicating
““a connection in the course of trade’” between the goods or services and the person
entitled to use the mark. Branding for the purpose of denoting quality would be

inadequate use. Similarly, use of a mark for comparison purposes would not be an
infringing use.

(e) use through middlemen

Where a trader has used a mark to denote the origin of goods, there will be a use of
the mark each time the market product is traded. Thus, even transactions between
a manufacturer, wholesaler, retailer and consumer will involve a use of the mark to
indicate the origin of the goods. The fact that property in the marked goods may
have passed from the trademark owner does not prevent the mark performing its
function of indicating origin. Consequently, retail sales of imported goods bearing
the mark of a manufacturer will use the mark in the importing country.

[M. Blakency, “The Management and Protection of Marks™, 12 Intellectual Property in Asia and the
Pacific, pp.12-14]

6.6.3 Removal for non-use

One of the conditions w