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World Intellectual Property Organization 

WIPO Convention 

Ratification 

INDONESIA 

The Government of Indonesia deposited, on 
September 18, 1979, its instrument of ratification of 
the Convention Establishing the World Intellectual 
Property Organization (WIPO), signed at Stockholm 
on July 14, 1967. 

The WIPO Convention will enter into force, with 
respect to Indonesia, on December 18, 1979. 

WIPO Notification No.  107, of September 20, 
1979. 

International Unions 

Paris Convention 

Ratification of the Stockholm Act (1967) 
(with the exception of Articles 1 to 12) 

INDONESIA 

The Government of Indonesia deposited, on 
September 18, 1979, its instrument of ratification of 
the Stockholm Act of July 14, 1967, of the Paris 
Convention for the Protection of Industrial Property 
of March 20,1883, with a declaration to the effect that 
its ratification shall not apply to Articles 1 to 12. 

Furthermore, the said instrument of ratification 
contains the following reservation : "the Republic of 
Indonesia takes the position that for any dispute to be 
referred to the International Court of Justice for 

decision, the agreement of all the Parties to the 
dispute shall be necessary in each individual case." 

Indonesia will belong to Class VI for the purpose of 
establishing its contribution towards the budget of the 
Paris Union. 

The Stockholm Act (1967), with the exception of 
Articles 1 to 12, will enter into force, with respect to 
Indonesia, on December 20, 1979. 

Paris Notification No. 95, of September 20, 
1979. 
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General Studies 

The Reform of French Patent Legislation 

G. VIANES* 

Introduction 

Law No. 78-742, dated July 13,1978, amending the 
patent system governed by Law No. 68-1 of January 2, 
1968, was published in the Journal officiel of the 
French Republic on July 14, 1978. 

From the point of view of form the new Law does 
not amount to a repeal of the Law of January 2, 1968, 
which therefore remains the cornerstone of French 
patent law. However, almost two-thirds of its Sections 
have been completed, corrected or even entirely 
rewritten.1 Even the title has not been spared.2 

The sheer extent of the reform, which has taken 
place less than ten years after the entry into force of 
the Law of January 2, 1968, will no doubt come as 
something of a surprise. The period of application of 
the 1968 Law in its original form contrasts sharply 
with the longevity of the Law of July 5, 1844, which it 
repealed and replaced: apart from a few technical 
adjustments, the latter Law presided over the patent 
system in France for more than 120 years. 

The reader should not be taken in by appearances, 
however. Unlike what happened in 1968, the reform 
does not represent a complete break from the existing 
state of the law. While the corrections are indeed 
numerous, the principles remain the same to a very 
great extent. The two factors that dictated the reform 
determined that it should not be otherwise. 

The Implications of the Development of International 
Law 

The first of these factors is the remarkable progress 
that has been made recently in the field of interna- 

* Director of the National Institute of Industrial Property, 
Paris. 

1 In essence, the only provisions that have remained untouched 
are those on inventions of importance to national defense (Sections 
24 to 27,45 and 59) and on prior personal possession (Section 31), 
and also, albeit to a lesser degree, those applicable to compulsory 
licenses and ex officio  licenses (Sections 32 to 40). 

2 Whereas previously it was entitled "Law to Promote Inventive 
Activity and Revise the Patent System," the Law of January 2, 
1968, as revised, is given the simpler title of "Patent Law" (Section 
47 of the Law of July 13, 1978). 

tional patent law.3 In Europe alone one should 
mention the Munich Convention of October 5, 1973, 
on the Grant of European Patents and the Luxem- 
bourg Convention of December 15, 1975, on the 
European Patent for the Common Market. 

Admittedly neither of these two Conventions them- 
selves—of which only the first has entered into 
force—has any effect at all on the right of States party 
to it to continue issuing national patents, and there- 
fore neither presupposed any amendment of domestic 
legislation.4 

However, at the Luxembourg Conference, the 
Member States of the EEC agreed to amend their 
national laws in order that the Strasbourg Convention 
of November 27,1963, on the Unification of Certain 
Points of Substantive Law on Patents for Inventions 
might be ratified, and in order to adapt them to the 
fullest possible extent to the provisions of the Munich 
and Luxembourg Conventions and the Patent Coop- 
eration Treaty (PCT) signed at Washington on June 
19, 1970. Once made, the undertaking had to be 
fulfilled. 

From a practical standpoint, moreover, harmoniza- 
tion was desirable because, without it, there was a risk 
of coexistence on French territory of patents bearing 
the same date but subject to different systems for their 
substance (patentability, effects of the patent, 
infringement) and even for their form. 

In this particular respect, of course, the differences 
would have concerned relatively minor aspects: 
during the drafting of the 1968 Law, and also during 
the drafting of the Munich and Luxembourg Conven- 
tions, the fullest possible account was taken of the 
work done at Brussels between 1959 and 1965 (which 
never reached fruition, however) with a view to 
introducing a patent common to the six States that 
then constituted the EEC. 

Yet it was precisely because the aspects were 
relatively minor ones that the differences would have 
been  ill  understood  and  the  risks  of confusion 

3 See in this regard the study by P. Fressonnet on "The 
Application of the PCT and the European Patent Convention in 
France" in this issue of Industrial Property. 

4 The Munich Convention, which is open to all the countries of 
Europe, confines itself to establishing a European Office for the 
grant of patents which—while subject to the provisions of the 
Convention with respect to their validity—have the same effect as 
national patents in each of the countries designated by the 
applicants. The Luxembourg Convention, which is reserved to the 
member countries of the European Economic Community (EÄC) 
alone, has the effect on the other hand of making the patents thus 
granted subject to a uniform system throughout the territory of the 
EEC. 
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increased. It was prudence, then, that dictated the 
maximum of harmonization, and the best means of 
achieving this end was the word-for-word copying of 
the Convention provisions. 

The means itself was not without drawbacks: it 
entailed inclusion in the Law of provisions that were 
not always in conformity with French legal traditions. 
However, patents are too complex a subject 
matter—and lawyers often too subtle—for it to be 
possible to take the risk of divergent interpretations 
due to mere drafting differences. 

The Lessons of Ten Years' Experience under the 
French Law of 1968 

The second factor that dictated the reform was the 
opportunity it afforded of drawing the conclusions of 
ten years (or almost ten years) of application of the 
system introduced in 1968, and of correcting the 
imperfections exposed by experience. 

Some pointed out that there was all the more need 
for the effort since the 1968 Law had been drafted and 
voted somewhat hastily. 

Their contention is not entirely inaccurate. At the 
time there was indeed an urgent need5 to make to the 
1844 Law—which was no longer equal to the 
demands of modern economics—the amendments 
which had long been necessary but had been delayed 
in expectation of the results of the efforts undertaken 
with a view to finding a cohesive solution to patent 
problems through international cooperation. 

Bearing this in mind, therefore, it would be taking a 
somewhat extreme view to look on the relative speed 
with which the 1968 Law was adopted as the sole 
source of the few defects revealed by experience. 

These defects did not go beyond the bounds of the 
usual imperfections which invariably have to be 
corrected, after an important reform has been 
confronted with concrete realities, by means of what 
could be called a "tidying-up law." The 1968 Law did 
indeed make a very definite break from earlier law as, 
at one and the same time, it raised the level of 
patentability (especially the inventive step), demar- 
cated the extent of the protection granted (notably by 
the claims requirements) and strengthened the grant 
prerequisites. 

Be this as it may, the corrective action actually 
required was quite narrowly defined with respect to its 
subject matter (declaration of lapse, filing of rein- 
statement   actions,   legal   system   governing   joint 

5 This was all the more true owing to the fact that the work on the 
introduction of a Community patent had been at a halt since 1965, 
and showed no sign of resuming, and that the Hague Agreement of 
June 6, 1947, establishing the International Patent Institute (now 
incorporated in the European Patent Office as the Directorate- 
General for searching) had provided an initial response to France's 
concerns by placing an efficient patent searching instrument at its 
disposal. 

ownership, for instance), with the possible exception 
of the grant procedure. 

On the latter point, the 1968 legislature had 
definitely drawn on the work at Brussels that had 
stopped in 1965. While on the one hand it had done 
well to abandon the system of mere registration (a 
feature of the 1844 Law), it had not gone as far as 
introducing grant control, having preferred the middle 
way of the documentary report, a more flexible, faster 
and less costly system in which the grant of the patent 
continued to be the rule, but a report was appended to 
it mentioning the elements of the state of the art that 
were liable to affect the patentability of the inven- 
tion. 

Even in this area, however, the aim was not to 
reconsider the course set in 1968; indeed the intro- 
duction of a system of controlled grant on the lines of 
the European patent would have cost the French 
patent a good deal of its raison d'être. 

In fact, it was merely a question of maintaining 
existing principles but at the same time doing some 
retouching of the procedure with a view to simplifying 
and accelerating it and also increasing the guarantees 
that the documentary report was capable of affording 
for the benefit of third parties. 

The Conduct of the Reform 

The draft that gave rise to the Law of July 13, 1978, 
amending the Law of January 2,1968, which had been 
prepared with the participation of interested circles in 
a Commission set up at the National Institute of 
Industrial Property, was first presented to the Higher 
Council of Industrial Property, presided over by Mr. 
Jean Foyer, Deputy and Chairman of the Laws 
Commission of the National Assembly. Subject to one 
or two amendments, it was given a favorable 
report. 

With the agreement of the Government it was then 
placed before the Assembly on May 17, 1977, in the 
form of a Bill presented by Mr. Jean Foyer, but not 
before the latter had very opportunely made his 
personal mark on it by completing it on a number of 
points such as the absolute effect of patent nullity and 
the decriminalization of patent infringement. 

The consideration of the law caused two shuttle 
trips to be made between the National Assembly and 
the Senate. A considerable number of amendments 
were proposed, the most important of which were no 
doubt those of Mr. Marcilhacy, the Rapporteur to the 
Senate on the Bill, as a result of which the Bill was 
endowed with provisions on employee inventions. 

This was how the Law of July 13, 1978,6 which 
had been finally adopted on June 30, 1978, entered 
into force pursuant to its own final provisions on 
July  1,  1979. The entry into force was followed 

6 See this month's selection of Industrial Property Laws and 
Treaties, FRANCE—Text 2-001. 
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by Decree No. 79-822 of September 19, 1979, 
Concerning Applications for, and the Issuance and 
Maintenance in Force of, Patents and Utility Certifi- 
cates,7 which repealed and replaced Decree 
No. 68-1100 of December 5, 1968. Two Decrees on 
employee inventions, one for the private sector and 
one for the public sector, are expected to be published 
shortly. 

The Purpose of This Study 

While in fact, as has been mentioned, continuity has 
prevailed over change, the reform nevertheless affects 
nearly all the provisions governing French patent law. 
It is for this reason that a detailed report on it cannot 
be contemplated here, which in any event would 
overlap the many publications that the new Law has 
already inspired. 

The goal shall therefore be a more modest one. This 
study shall endeavor to provide assistance in the 
understanding of the text of the new Law by 
describing in broad terms the implications of the 
reform for: 

(i) the   substantive   conditions   governing   the 
protection of inventions ; 

(ii) the grant procedure ; and 
(in) the rights of the patentee and legal business 

connected with patents. 

The Implications of the Reform 
for the Substantive Conditions Governing 

the Protection of Inventions 

With regard to the substantive conditions governing 
the protection of inventions, the reform has an effect 
both on the right to the patent and patentability. 

The Right to the Patent 

Ordinary Legal Provisions 

Inventor and First Applicant 

The principle of the right of the "first applicant, 
whether a natural person or a legal entity," which was 
specified in the earlier Law of January 2, 1968, has 
been replaced—in line with Article 60 of the Munich 
Convention—by the rule according to which the right 
to the patent belongs to "the inventor or his successor 
in title" (Section Ibis, first paragraph, of the Law as 
amended). This was a solution comparable to that 
written into the legislation prior to 1968, and espe- 
cially the Law of July 5, 1844. 

7 This Decree, which was published in the Journal officiel de la 
République française on September 23, 1979, will be published in a 
forthcoming issue of Industrial Property Laws and Treaties. 

The approach is fundamentally different, and yet 
the change seems unlikely to have any practical 
repercussions : the new Law, like the Munich Conven- 
tion, does not introduce the system applied in certain 
Anglo-Saxon countries, which grant the patent to the 
"genuine first inventor." 

In the Law as in the Convention, the statement of 
the inventor's right is immediately qualified with an 
important restriction : "If two or more persons have 
made an invention independently of each other, the 
right... shall belong to that person who can prove the 
earliest date of deposit" (Section Ibis, second para- 
graph, of the Law as amended). 

Subject to one or two hypothetical situations of an 
academic nature, the same result was arrived at by the 
shortcut in the earlier text (no doubt somewhat too 
short for the uninitiated). The prime importance 
attributed to the formality was—and is—in any event 
not going to guard against all possible abuses. 

Abuse on the Part of the First Applicant and Claim 
of Ownership 

Section 2 of the 1968 Law has been retained in 
order to provide that: 

"Where an application for the grant of an industrial property 
title has been made either for an invention unlawfully taken from 
an inventor or his successors in title, or in violation of a legal 
contractual obligation, the injured party may claim ownership of 
the application or of the title granted." 

With regard to procedure, the courts retain sole 
jurisdiction for the hearing of actions for the claim of 
ownership. 

At all events the bringing of such actions, which 
hitherto has been subject to the ordinary statute of 
limitations (30 years) except where otherwise 
provided, is now subject to a shorter prescription 
period taken from Article 27, paragraph 3, of the 
Luxembourg Convention. 

A second paragraph added to Section 2 of the 1968 
Law provides that : 

"Actions claiming ownership shall be barred at the end of 
three years as from the publication of the grant of the industrial 
property title. However, if the bad faith of the owner of the title 
at the time the title was granted or acquired can be proved, the 
time limit shall be three years as from the expiry of the title." 

This amendment was doubly desirable. The earlier 
solution made for difficult settlements when the claim 
of ownership was made very late ; it was important 
moreover to avoid, in the future, any too marked 
difference in treatment between the national and the 
Community patent. 

The Moral Rights of the Inventor 

More far-reaching adjustments were made, on the 
other hand, above all in terms of their practical 
consequences, to the general rules governing the right 
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to the patent as considered from the standpoint of the 
inventor's moral rights. 

In its earlier form Section 4 of the 1968 Law stated a 
twofold principle : "The inventor has the right to be 
mentioned as such in the patent ; he may also object to 
such mention." 

According to this wording, Section 4 did not place 
the applicant under the obligation to name the 
inventor; it merely gave the latter the option of 
claiming a mention where the applicant had not done 
so of his own accord, or of objecting to the mention 
where he had. 

The new wording of the Section concerned makes 
for quite a different solution, at least as far as the first 
element of the rule is concerned. The beginning now 
reads as follows : "The inventor, whether salaried or 
not, shall be mentioned as such in the patent." 

Except where there is a justified objection on the 
part of the person concerned, the patent application is 
irregular—and as such susceptible of rejection—if the 
inventor is not mentioned. This solution is comparable 
to the one in Article 81 of the Munich Convention. 

In order to specify the obligation on the applicant, 
the Decree uses provisions modelled on Article 91 of 
the Munich Convention itself and on Rules 17, 18, 19 
and 42 of the Munich Convention Regulations (Sec- 
tions 8, 60, 61 and 62 of the Decree). 

One effect of this is to give the interested party 16 
months from the application or priority date to comply 
with his obligation. 

The Specific Case of Employee Inventions 

The Filling of a Legislative Gap 

The most striking change brought about by the 
reform, however, was on one specific aspect of the 
right to the patent, namely the system applicable to 
employee inventions. 

In spite of a number of fruitless attempts—the first 
of them in 1924—French legislation was silent on this 
question. In accordance with the freedom of agree- 
ment, the respective rights of salaried employees and 
employers had therefore to be sought in the contrac- 
tual clauses by which they were bound whether in 
individual employment contracts or in collective 
agreements. 

The system was criticized for the insuficient protec- 
tion it afforded to employees owing to the unequal 
bargaining power of the parties concerned, all the 
more so since collective agreements on the subject 
were rare—barely 30 in every thousand. 

Case law of course, applying the double criterion of 
the employee's terms of reference within the enter- 
prise and the latter's contribution towards the making 
of the invention, made a distinction between inven- 
tions that were owned by the employer (service 

inventions), those that were jointly owned by the 
employer and the employee (mixed inventions) and 
those that were owned by the employee (free inven- 
tions). 

This effort was considered inadequate, however: 
the threefold distinction had supplementing character 
only, and so was not applied where there were 
contractual clauses providing otherwise. Apart from 
that, case law, being based on actual situations, is 
often not as clear-cut as one might wish. Finally, the 
joint ownership concept, above all in its earlier form, 
was of little interest to the joint owner who did not 
have the means of working an invention. 

The European Conventions refer to national law for 
the right of employees to their inventions, so the new 
Law introduces an original solution in this area. 

It endeavors to remedy the defects mentioned 
above by introducing into the Law of January 2,1968, 
on the one hand a new Section Iter, laying down 
fundamental principles for the devolution of owner- 
ship in employee inventions from which there can be 
no contractual derogation to the detriment of the 
parties concerned, and on the other hand a Section 
68bis on the settlement of disputes. 

The Ownership of Employee Inventions 

The new Section Iter distinguishes only two main 
categories of inventions, those devolving to the 
employer and those devolving to the salaried inventor. 
This removes the criticisms of joint ownership. 
Nevertheless, an effort is made so that none of the 
interests of the parties involved is overlooked. 

The invention owned by the employer is defined as 
being that made by the employee "in the execution of 
a work contract comprising an inventive mission 
corresponding to his effective functions or of studies 
and research which have been explicitly entrusted to 
him" (Section lter(l) of the Law as amended). 

This in essence is the definition hitherto used by 
case law for the service invention. It seemed normal 
that the enterprise that took the responsibility of 
organizing and financing risky research should retain 
the benefits of that research when it was successful. 

On the other hand, one had to avoid the situation 
where an employer could, by means of abusive clauses 
written into the work contract, extend the mission of 
an employee artificially. Any such possibility is now 
ruled out as the Law provides that the inventive 
mission must correspond to the "effective functions" 
of the person concerned. 

In terms of the Law, all inventions outside the area 
of the above definition devolve to the employee. The 
employer may, however, against fair monetary 
remuneration paid to the employee—and within a 
period that will be set at four months by the 
Decree—cause to be awarded to himself the owner- 
ship or benefits of the inventions made by the person 
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concerned "during the execution of his functions or in 
the field of activity of the company or by reason of 
knowledge or use of technologies or specific means of 
the company or of data acquired by the company" 
(Section lter(2) of the Law as amended). 

The effect of this provision is to spare the legitimate 
interests of the enterprise : the employer should be 
protected against any untimely disclosure of knowl- 
edge specific to the enterprise that might result from 
the publication of patent applications relating to such 
inventions; he would therefore not be tempted to 
restrict the circulation of information among his 
staff. 

Because it is conducive to the working of inventions 
by the enterprise, this provision has been regarded as 
corresponding to the presumed interests of the 
employee. More often than not it is the employer who 
will be the better placed to realize the potential of the 
inventions concerned. 

The operation of the system obviously presupposed 
the provision of mutual obligations of information and 
secrecy on the employee and employer. The principle 
of those obligations is laid down in the Law and will 
shortly be enlarged upon in the two aforementioned 
Decrees specifically on employee inventions, one for 
the private sector and the other for the public 
sector. 

The Settlement of Disputes 

Under the new Section 68bis, any dispute regarding 
the application of Section lter may, if either of the 
parties so requests, be submitted first to a Joint 
Conciliation Board (employers and employees) 
presided over by a magistrate of the judiciary. 

The Board, which has been set up at the National 
Institute of Industrial Property, formulates, within six 
months of the case being submitted to it, a settlement 
proposal which "shall be deemed to constitute an 
agreement between the parties if, within one month of 
its notification, neither of the parties has submitted 
the case to the appropriate District Court sitting in 
chambers." 

Simple rules of procedure will be provided in the 
Decrees to be enacted. They will reflect the desire to 
avoid giving a jurisdictional flavor to the intervention 
of the Board, which, it is hoped, will in many cases 
facilitate a rapprochement between the parties instead 
of allowing their objections to crystallize before the 
higher courts. 

Patentability 

Amendments of Form 

The Redrafting of the Sections 

Unlike    those    governing    the    right    to    the 
patent—which were  corrected or  added to—the 

Sections laying down the conditions of patentability 
have been entirely redrafted. 

These conditions were set forth in Sections 6 to 12 
of the 1968 Law in its original form. The Sections 
concerned have been replaced by Sections 6 to 11, 
which are taken almost word for word from Articles 
52 to 57 of the Munich Convention. 

This is one of the main areas in which—as was 
mentioned earlier—the reader should not be misled 
by the apparent extent of the reform : the changes are 
more concerned with form and method than with 
altering the substance of the law, for in this respect the 
1968 Law and the Munich Convention have a double 
origin in common, namely the Strasbourg Convention 
of November 27,1963, on the Unification of Certain 
Points of Substantive Law on Patents for Invention 
and the work done at Brussels between 1960 and 1965 
by the then six members of the EEC on the introduc- 
tion of a common patent. 

The Removal of the List of Categories of Inventions 

Among the amendments of form one might 
mention the removal of the provisions that appeared 
in the first paragraph of Section 6 of the Law (in its old 
wording). 

This paragraph gave a classification of patentable 
inventions as follows: "Any invention relating in 
particular to a product, a process, an application or a 
combination of means, shall be patentable." 

Having been inherited from the 1844 Law, this 
classification, which in any event is not exhaustive, 
had become devoid of interest at least with respect to 
the definition of the area of patentability. 

Requirement of an Invention, Independent Condition 
of Patentability 

Another change that affects form and method much 
more than the actual fabric of the Law is the replace- 
ment of the three-part system of positive conditions of 
patentability (industrial character of the invention, 
novelty, inventive step) by the four-part system of the 
Munich Convention, in which the requirement of an 
invention is made into an independent condition of 
patentability. 

Whether one refers to Article 52 of the Munich 
Convention or to Section 6 of the 1968 Law as 
amended—which paraphrases it—the addition of the 
extra condition is less apparent in the first paragraph 
("inventions which are susceptible of industrial appli- 
cation, which are new and which involve an inventive 
step shall be patentable") than in the explanations 
afforded by the following paragraphs. 

For instance, while paragraph (4) gives a list of 
inventions that are not regarded as "susceptible of 
industrial application," paragraph (2) provides that: 
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"The following in particular shall not be regarded as inven- 
tions [no qualification] within the meaning of paragraph (1): 

(a) discoveries, scientific theories and mathematical meth- 
ods; 

(b) aesthetic creations ; 
(c) schemes, rules and methods for performing mental acts, 

playing games or doing business, and programs for 
computers ; 

(d) presentations of information." 

These, however, are exclusions that already 
appeared in the earlier text of the 1968 Law. All it did 
was link them to the absence of industrial character, 
which one has to admit was a somewhat artificial 
expedient for some of them : the exclusion of creations 
of an ornamental character is an instance of this. 

The Requirement of Industrial Applicability 
Substituted for That of Industrial Character 

Emptied of its content, the "industrial character" 
formerly required of inventions has been reduced to 
the simple requirement of industrial applicability 
(Section 6(1) of the Law as amended). 

Subject to the differences of presentation, there- 
fore, the eventual result of the operation seems to 
have no effect on the conditions of patentability. 

In fact it is in a completely different area that one 
finds the two main amendments that seem most likely 
to affect the substance of the matter. 

Substantive Amendements 

The Problem of Double Patentability 

The first amendment has to do with the problem of 
"double patentability," which arises in the case of 
successive applications for the same invention, the 
second occurring before publication of the first. 

The earlier text of the 1968 Law settled the 
question in terms of appropriation: any invention 
contained in the claims of a prior application still 
unpublished on the date of the second application 
could not be validly claimed in the latter (known as the 
"prior claim approach"). 

The amended Law adopts the approach of the 
Munich Convention and the problem is now resolved 
in terms of validity (Section 8(3) of the Law as 
amended). It artificially incorporates the content of 
the first application in the state of the art, thereby 
destroying the novelty of the second application 
(known as the "whole content approach"). 

As in the Munich Convention, this incorporation 
applies only in the assessment of novelty. It has no 
effect on the assessment of the inventive step (Section 
10, in fine, of the Law as amended). 

The Patentability of Medicines 

The second amendment that deserves a mention 
concerns the definition of the patentability of medi- 
cines. 

The 1968 Law provided in its Section 10 that an 
invention relating to a medicine could not be validly 
patented unless its subject matter was a product, a 
substance or a compound disclosed for the first time as 
being a medicine within the meaning of Article L.511 
of the Public Health Code. 

The amended text reproduces verbatim the provi- 
sions of Articles 52(4) and 54(5) of the Munich 
Convention. A first consequence of the amendment is 
that products applied in animal therapy are now 
treated in the same way, with respect to their patent- 
ability, as products used in human therapy. 

A second consequence is that the question arises 
whether the rule of the patentability of these products 
will ultimately have exactly the same result as the rule 
that was written into the former Section 10, 
mentioned above, namely that of the patentability of 
the product being limited to its first use in therapy. 
This is what French writers generally think. 

The Implications of the Reform 
for the Grant Procedure 

Just as it affects the majority of the conditions 
governing the protection of inventions, the reform 
also makes a number of adjustments to the rules 
governing the grant procedure, whether in connection 
with the filing of applications or in connection with 
their examination by the National Institute of Indus- 
trial Property. 

Filing of the Application 

The Various Industrial Property Titles 

The Retention of Utility Certificates and Certificates of 
Addition 

The amended Law distinguishes itself from the 
Munich Convention in retaining, alongside actual 
patents, utility certificates and certificates of addition 
(Section 3 of the Law as amended). 

For the most part, these two certificates retain their 
former characteristics, and hence the possible advan- 
tages of choosing them in preference to a patent, 
namely the issue of a documentary report in exchange 
for duration limited to six years in the case of utility 
certificates, and the exemption from payment of 
annual fees in exchange for expiration at the same 
time as the title on which they depend in the case of 
certificates of addition. 

While the main concern has been to afford greater 
flexibility to the French system, the retention of utility 
certificates and certificates of addition is nevertheless 
offset by corrective action designed to lessen then- 
appeal. 
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Amendments to the Utility Certificate System 

Before any infringement action is initiated with 
regard to the substance of a utility certificate, it must 
now be the subject of a search report (Section 56bis of 
the Law as amended). 

The purpose of this new rule is to improve the 
position of presumed infringers who hitherto have had 
to bear the burden of the anticipation search. 

It may be that this amendment causes the utility 
certificate to lose some of its attractiveness. The 
drawback should not be overestimated, however: the 
number of applicants who opt for this kind of title at 
the outset is infinitesimal; those that are actually 
granted are in the majority of cases the product of ex 
officio conversion of a patent application in respect of 
which the issue of a documentary report has not been 
applied for within the prescribed time limits. 

Amendments to the System of Certificates 
of Addition 

Unlike the situation formerly provided for in 
Section 63 of the 1968 Law—which was 
repealed—the invention that is the subject matter of a 
certificate of addition is now subject to the inventive 
step requirement with respect to the content of the 
main title. Consequently, the sole advantage of the 
certificate of addition is now the exemption it affords 
from the payment of annual fees. 

The amendment had to be made : French legislation 
had to be divested of the one and only feature that put 
it out of step with the Strasbourg Convention of 
November 27, 1963, and in particular its Section 5. 

The Conditions Governing Submission 

Conditions Governing the Assignment 
of the Filing Date 

Whatever the category of the title chosen, the new 
Law in any case achieves full harmonization with the 
European patent in everything associated with the 
conditions for the filing of applications. This is 
apparent at once in the definition of the documents to 
be submitted for a filing date to be assigned. 

Like Article 80 of the Munich Convention, Sec- 
tion 13 of the amended 1968 Law provides that: 

"The date of filing of a patent application shall be the date on 
which documents filed by the applicant contain : 

(a) a statement that a patent is sought ; 
(b) information identifying the applicant ; 
(c) a description and one or more claims, even though the 

description and the claims do not comply with the other 
requirements of this Law." 

These documents—as was specified earlier in the 
Decree—were taken to mean documents written in 
French (Section 6), subject to reciprocal agreements 
under which the description and claims may first be 
filed in  a foreign  language.  This option remains 

contingent on the production of a translation within a 
period that has been extended from two to three 
months (Section 14 of the Decree). 

The consequences in relation to the earlier state of 
the law are considerable. 

The first consequence is that the drawings which, in 
appropriate cases, accompanied the description are no 
longer prescribed on pain of refusal of the patent 
application. Here the Decree adopts the solution 
found in Rule 43 of the Munich Convention Regula- 
tions: the applicant is given the choice between the 
retention of the filing date, entailing the removal of 
the references made to the drawings, or the later filing 
of the drawings with a request for the grant of the 
patent and the assignment to it of the date of the filing 
of the drawings (Section 7 of the Decree). 

The second consequence is that proof of payment of 
the application fee, or even of the documentary report 
fee where deferment has not been requested, is no 
longer prescribed on pain of refusal of the patent 
application. Here too the Decree adopts a solution 
comparable to that of Article 78 of the Munich 
Convention, and allows a period of a month from the 
filing of the documents for the payment of these two 
fees (Sections 94 and 95 of the Decree). 

Conditions Governing the Acceptability 
of the Application 

The same harmonization has been achieved 
concerning the acceptability of the application docu- 
ments (description and claims in particular). Apart 
from the concern with standardizing the presentation 
of patents having effect on French territory, which was 
already mentioned, the method has the advantage of 
making the French application file directly usable by 
the European Patent Office (EPO) where filing in 
France is only a prelude to the filing of a European 
patent application. 

Here, however, unlike the conditions governing the 
assignment of the filing date, there is hardly any 
amendment of the earlier solutions. 

The rule that "the patent application must disclose 
the invention in a manner sufficiently clear and 
complete for it to be carried out by a person skilled in 
the art" (Section 14bis of the Law as amended) is now 
actually stated in the Law. In fact, however, this 
requirement followed indirectly from Section 49, 
which specified the consequences of failure to comply 
with it. 

Similarly, the new formulation of the provisions 
concerning the contents of the description (Section 9 
of the Decree) and the definition and contents of the 
claim (Section I4ter of the Law as amended; Section 
12 of the Decree), and even the wording of the 
definition of unity of invention (Section 14 of the Law 
as amended; Section 12 of the Decree), make no 
really significant changes in relation to the earlier state 
of the law. 



GENERAL STUDIES 227 

There are at most two exceptions that we might 
consider. 

Specific Features Relating to the Subject Matter 
of Certain Applications 

There is no longer any trace to be found of the 
special conditions that governed the filing of patents 
for medicines, a holdover from the old system of 
special patents for medicines which the 1968 Law had 
in any event eliminated. This represents a definite 
simplification. 

At the same time, however, another peculiarity has 
appeared which concerns applications relating to 
microorganisms. Section \Abis of the Law as amended 
is based on the beginning of Rule 28 of the Regula- 
tions of the Munich Convention and specifies that : 

"If an invention concerns the use of a microorganism which is 
not available to the public, the description shall only be regarded 
as disclosing the invention in an adequate manner if a culture of 
the microorganism has been deposited with an authorized 
body." 

The Decree specifies the procedure for the applica- 
tion of this Section in its Sections 10 and 31. It does so 
by reproducing the other provisions of Rule 28 of the 
Munich Convention in the amended form which is 
currently being planned at the European level. 

Priority Claim 

Whereas the 1968 Law previously set at two months 
the period during which priority had to be claimed, 
and at four months the period during which the 
justification for it had to be filed, Section 17 of the 
Decree—taken from Rule 38 of the Munich Conven- 
tion Regulations—requires the filing of the follow- 
ing: 

(i) the date and State of the previous filing, on 
filing the patent application; 

(ii) the supporting documents and the indication of 
the file number of the previous filing, within 16 
months from the priority date. 

Subject to reciprocity, the right of priority can now 
be made available—as under Article 87(5) of the 
Munich Convention—to nationals of States that are 
not members of the Paris Union (Section 5, second 
paragraph, of the Law as amended; Section 16 of the 
Decree). 

Examination of the Application 

While the rules on the constitution of the applica- 
tion file and the assignment of the filing date are 
practically identical with the provisions applicable to 
the European patent, those concerning examination 
differ from them quite substantially. 

For the reasons mentioned earlier, the legislature 
has endeavored to preserve the original and specific 
character of the French grant system. The general 
pattern of procedure has remained for the most part 
unchanged: publication of the application after 18 
months (Section 17 of the Law), grant of the patent 
(Section 21), publication in the Official Bulletin of 
Industrial Property (Section 22). A number of amend- 
ments have in fact been made, however, the effect of 
which is to strengthen considerably the powers of 
intervention of the National Institute of Industrial 
Property so that—while basic principles are main- 
tained—the grant of better quality titles may be 
achieved. 

Rejection for Failure to Comply with 
the Conditions of Filing 

Broadening of the Area of Administrative Control 

The first instance of this is the extension of the area 
of control exercised by the Administration over the 
conditions of filing. 

The new text leaves untouched the Administra- 
tion's power to reject any application which "1. does 
not meet the requirements of Section 12" (in other 
words is not made in the form and in accordance with 
the requirements prescribed), which "2. has not been 
divided in accordance with Section 14" (in other 
words has the defect of complexity) or which "3. 
concerns a divisional application whose subject matter 
extends beyond the contents of the description in the 
original application" (Section 16, first paragraph, of 
the Law as amended). 

Two new cases are added to these old ones, namely 
the refusal of any patent application if "the claims are 
not based on the description" (Section I6.6ter), and of 
any "application for a certificate of addition ... if its 
subject matter is not linked to at least one claim in the 
original patent and if it has not been transformed" into 
a patent application, the latter being a defect for which 
there has hitherto been no sanction (Section 16, 
second paragraph). 

In practice, therefore, there is now a majority of 
conditions for the filing of applications that are subject 
to control by the Administration. 

One item that admittedly escapes in principle is the 
question whether the patent application complies with 
the new Section I4bis of the Law by disclosing the 
invention in a manner sufficiently clear and complete 
for it to be carried out by a person skilled in the art. In 
many cases, however, there is an indirect sanction for 
failure to meet this obligation when the documentary 
report procedure is applied because—as shall be seen 
later—the Administration must refuse any patent 
application when the description or claims do not 
permit the making of such a report. 
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Easing of the Conditions for the Exercise 
of Administrative Control 

The new Law also has the effect of allowing the 
Administration's control to be exercised more effec- 
tively in that a certain number of uncertainties which 
arose from the Law's ambiguous drafting or its silence 
have been removed. 

For instance, the new wording of Section 19 of the 
Law could not be interpreted—as some believed that 
its counterpart in the old Law could be inter- 
preted—to mean that there is no further possibility of 
pronouncing rejection after the documentary report 
procedure has been initiated. 

Another thing that is definitely established is the 
practice of partial refusal (Section 16, third para- 
graph, of the Law as amended), indeed the possibility 
for the Administration to delete ex officio certain 
parts of the description or drawings only when they 
are not in conformity with Section 12, in other 
words—if one refers to the preparatory studies 
—when they contain elements that are foreign to the 
invention such as derogatory statements concerning 
third parties (Section 16, fourth paragraph, of the Law 
as amended). 

However important these amendments may be, 
they are not the most interesting aspect of the 
reform. 

Refusal for Manifest Lack of Patentability 

Extension of the Cases of Refusal 

Without actually adopting the system of controlled 
grant—to which the more flexible documentary 
report system was preferred—the 1968 legislature 
gave the Administration, in certain cases that admit- 
tedly were extremely limited, the power to refuse 
applications where their subject matter was outside 
the purview of patent legislation. 

According to the provisions of Section 16.5 of the 
1968 Law, this power was exercised in relation to 
applications whose "subject matter is obviously not of 
an industrial character within the meaning of Section 7 
and within the limits of paragraphs (2) and (3) of the 
said Section," in other words those that were mani- 
festly not patentable, concerning for instance an 
ornamental creation or an abstract method or system 
(notably a computer program). Moreover, in 1970 the 
power of refusal had been extended to cover inven- 
tions whose subject matter was "new plant varieties of 
a genus or species protected under Law No. 70-489 of 
June 11, 1970, on the Protection of New Plant 
Varieties." 

Here too the new Law broadens the powers of the 
Administration in two ways. All cases of "manifest" 
lack of industrial character now carry the sanction of 
refusal of the application. Thus the hypothetical cases 

mentioned earlier are supplemented by those of 
applications that are manifestly non-patentable such 
as those relating to discoveries, scientific theories or 
mathematical methods. 

What is more significant than this, however, is that 
refusal now affects a concept over which the Admin- 
istration formerly had no influence other than in the 
documentary report procedure, namely that of lack of 
novelty. A subparagraph 6bis added to Section 16 
provides that a patent application must be refused 
when "it has not been amended following notice to do 
so although the search report manifestly indicated an 
absence of novelty," thus using the new terminology 
for the first provisional documentary report. 

The Scope of the Extension 

These amendments—and above all those that have 
to do with the extension of the Administration's 
powers in matters of refusal for want of patentabili- 
ty—have aroused some misgivings. 

Attention has been drawn to the practical difficul- 
ties liable to result from the implementation of the 
Administration's new powers and the lengthening of 
procedures that it might cause. Some have seen this as 
a first step towards the introduction of preliminary 
examination—which after all is contrary to the 
options on which the Law is based—which would be 
all the more dangerous for not being given its real 
name. 

As it happens, these fears are groundless. We have 
already mentioned that the original text of the 1968 
Law did not rule out all possibility of assessment of the 
conditions of patentability by the Administration. 
Experience has shown that this has not caused any 
difficulty and that the Administration has always 
exercised very great moderation. It is significant that 
the number of patent applications refused between 
1969 and 1978 for manifest absence of industrial 
character is estimated at 0.01°/o. 

Moreover, the only concepts involved are "mani- 
fest" absence of industrial character and "manifest" 
absence of novelty. These are very marginal cases 
which are unlikely to have the effect of delaying the 
grant procedure, as the doubt would benefit the 
applicant. The advantage is obvious, on the other 
hand : the possibility of titles being granted that are 
clearly devoid of any value, and as such are liable to 
impair the creditworthiness of the French patent, 
should now be ruled out. 

Far from being illogical, the reform fits neatly into 
the general terms of reference that the legislature gave 
itself, namely that all the usefulness of the French 
patent should be preserved in the face of the Euro- 
pean patent, and that its value should be enhanced 
without its cost increasing or the time lag before grant 
becoming greater. 
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The amendments to the documentary report, which 
is still by far the most fundamental principle governing 
the French patent grant system, stem from the same 
considerations. 

The Documentary Report Procedure 

Procedural Simplification and Acceleration 

The original text of the 1968 Law provided that the 
start of the documentary report procedure could be 
delayed for two years at the request of the applicant, 
the request being made at the time of filing, and that 
the procedure, once started, comprised four stages : 

First stage : preparation of a first provisional docu- 
mentary report and discussion with the applicant, who 
might, as appropriate, either contest the relevance of 
the prior art cited or redraft the claims so that they 
were not affected by the prior art ; 

Second stage : preparation of a second provisional 
documentary report and discussion with the applicant, 
who had the same options as in the first stage ; 

Third stage : publication of the second provisional 
documentary report and call for third-party comments 
(if there were any, the applicant once again had the 
options mentioned above) ; 

Fourth stage : preparation of the final documentary 
report, which was appended to the patent. 

The new Law simplifies the procedure and speeds 
it up. 

The first change is that the Law reduces from two 
years to 18 months the period during which the 
documentary report may be delayed, subject to a 
transitional phase to handle the additional workload 
that is bound to result. 

Also, and without a transitional phase in this case, it 
sets the point of departure of the period at the priority 
date if such a date is claimed (Section 20 of the Law as 
amended). 

The second change is that the second stage of the 
documentary report procedure is eliminated and that 
the first and third stages are run into one. This 
contraction was made possible by transposition of the 
principle—adopted for the European patent—of 
simultaneous publication at 18 months of both the 
patent application and the search report (this name 
having been substituted for that of "first provisional 
documentary report"), the content of which is aligned 
on that of the European patent (Section 44 of the 
Decree). 

Section 16.6 of the 1968 Law provided that any 
patent application should be rejected if "the descrip- 
tion" precluded the drawing up of the documentary 
report, a curious solution in that the report, as 
specified by Section 19, was to be "drawn up on the 
basis of the claims." The new Law rectifies this 
anomaly. It now provides for the refusal of any 
application if "its description or claims" do not permit 
the documentary report to be drawn up. 

The observations on the provisional documentary 
reports, even where prior art was cited, were 
previously intended merely as an option available to 
the applicant, which he could use or not use at his 
discretion. The applicant is now under the obligation 
to take part in the procedure. Section 16, subpara- 
graph 8, of the Law makes into a ground for refusal the 
fact of the applicant not having redrafted the claims or 
not having submitted observations where the search 
report cites prior art. 

Under Section 43 of the Decree of December 5, 
1968, the documentary report could, where the claims 
were redrafted after the drawing up of the second 
provisional documentary report, have nothing to do 
with the patent as granted. This provision of the 
Decree has disappeared, indeed it is the opposite 
solution that is written into the new text of Section 19 
of the Law, under which "the documentary report 
shall be drawn up on the basis of the search report and 
of any comments by the applicant or by third parties, 
taking into account the most recently filed 
claims " 

Finally, the documentary report does not confine 
itself to citing "those elements of the state of the art 
that may be taken into consideration to assess ... the 
patentability of the invention" (Section 19 of the Law 
as amended). Section 51 of the Decree states that it 
should "include a comparison between the anticipa- 
tions cited and the claims concerned," which should 
enable third parties to ascertain more readily its 
consequences with respect to the validity of the 
patent. 

It will be noted, by the way, that the new Law 
corrects an anomaly in the earlier text : it allows the 
applicant who redrafts the claims to modify the 
description at the same time—under the supervision 
of the Administration—in order to delete those 
elements no longer in compliance with the new claims 
(Section 19(1), in fine, of the Law as amended). 

The Strengthening of the  Guarantees Available to 
Third Parties 

Parallel to the effort at simplification, the new Law 
has the effect of increasing the effectiveness of the 
documentary report procedure with respect to the 
guarantees that third parties may expect of it. 

Four amendments in particular deserve to be given 
a mention. 

The Implications of the Reform for 
the Rights of the Patentee and 

Legal Business Connected with Patents 

Finally, on a number of points the reform makes 
various adjustments to the rules governing the rights 
of the patentee and concerning legal business 
connected with patents. 
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The Rights of the Patentee 

The Right of Prohibition 

The Principles 

Sections 29 and 30 of the 1968 Law, which specified 
the extent of the exclusive rights of the patentee, have 
been replaced by Sections 29, 29bis, 30 and 30bis, 
which have been taken word for word from Articles 29 
to 32 of the Luxembourg Convention, subject to such 
adaptation as was necessary for the transposition. 

The wording of the rights conferred by the patent 
has been amended. The former wording of Section 29 
stated a principle : "The exclusive right conferred by 
the patent shall include the right to prohibit any third 
party from working the patented invention" ; it illus- 
trated this with a non-exhaustive list of forms of 
working. Now only a list of prohibited acts appears in 
the Law (direct infringement: Section 29; indirect 
infringement : Section 29bis). This list is limitative in 
character. 

The substance of the Law seems as though it will 
remain to a large extent unchanged: it is difficult to 
imagine what acts could still have not been provided 
for by the legislature. All that is really worth mention- 
ing here is the requirement that has now been imposed 
of the infringement being intentional, which is 
reflected in the "offering for use" of a patented 
process ; this was not to be found in the earlier text, or 
more specifically in its Section 51. 

There is no doubt that it would have been more 
appropriate in legal terms to have this requirement in 
the latter Section, which after all is concerned with the 
intentional element of infringement. However, in 
accordance with the decision taken during the drafting 
of the Law, it seemed preferable not to depart from 
the text of the Convention. 

The Limits 

More significant are the changes made by the new 
text to the limits on the patentee's rights. 

Apart from their being formulated differently, all 
the cases that were provided for in Section 30 
reappear in redrafted form. One thing that disappears, 
however, is the provision that had the effect of not 
allowing the patent for a product that did not describe 
a therapeutic application to prevent the use of the 
product for the manufacture of medicines. This too 
was a holdover from the old system of special patents 
for medicines, which itself was a departure from 
ordinary legal provisions. 

Section 30bis, which is taken from Article 32 of the 
Luxembourg Convention, introduces into French law, 
moreover, the theory of exhaustion of rights when it 
specifies that: 

"The rights conferred by a patent shall not extend to acts 
concerning a product covered by that patent which are done on 
French territory after that product has been put on the market in 
France by the owner of the patent or with his express 
consent." 

The introduction of this new feature has the effect 
of limiting the patentee's control, after the manufac- 
ture of the product and after it has been put on the 
market for the first time, by him or with his consent, 
over subsequent acts of marketing or use. 

This control can no longer be exercised by the 
patentee by virtue of the rights conferred on him by 
the patent—which previously was the accepted solu- 
tion—but only through contractual restrictions ; fail- 
ure to comply therewith might involve the liability of 
the other party to the contract but would not make 
him an infringer. 

These restrictions, which now are no longer covered 
by patent law, will come more readily under the 
influence of the prohibitions in competition law. 

Working 

The Compulsory License 

With regard to the working of patents, the new Law 
makes adjustments to two elements of the conditions 
imposed by Sections 32 and 33 on the possibility for 
third parties to obtain a compulsory license in respect 
of unworked patents. 

Section 32 specified that such a license could only 
be obtained if "serious and effective exploitation of 
the patent" had not been undertaken within a certain 
period. In its new wording the Section reserves the 
case where "effective or serious preparation" has 
been made. 

Section 33 required the prospective compulsory 
license holder to prove that he was in a position to 
exploit the invention "so as to satisfy the requirements 
of the market." In its new wording the Section 
requires him only to prove that he is in a position to 
work the invention "in an effective and serious 
manner." 

These are just corrections of detail. 

The License of Right 

The new Law does break new ground, on the other 
hand, when it introduces the system of licenses of 
right, which is drawn from Article 44 of the Luxem- 
bourg Convention, and which can henceforth be 
applied to French patents (Section 3 Ibis of the Law as 
amended). 

This system allows a patentee to benefit from a 
reduced rate of annual fees if he agrees in advance to 
grant a license to any interested party, thereby 
replacing his exclusive right to work the patent by a 
right to a royalty. 
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Under the Luxembourg Convention the benefits of 
the license of right are secured by means of a simple 
statement on the part of the patentee. It was difficult 
to adopt this system for the French patent as, for want 
of any control over grant, there was a risk of encour- 
aging the maintenance of titles of dubious value. 

This explains why the amended Law gives the 
Administration a new power, specifying that the 
advantages of the license of right are accorded by 
virtue of a decision of the Director of the National 
Institute of Industrial Property after verification that 
the patent "has been the subject of a documentary 
report that has not shown any anticipation manifestly 
affecting the patentability of the invention." 

The conditions under which a license of right may 
be obtained and revoked are laid down in the Decree 
(Sections 66 to 68). 

Joint Ownership 

The new Law takes timely action to deal with the 
case where the patent is owned by more than one 
person and provides useful clarification of the joint 
ownership system set forth in Section 42. 

As before, the legal system applies only where no 
agreements have been concluded between the parties. 
The solutions adopted stem from the twofold desire to 
do justice to the legitimate interests of each joint 
owner and to avoid any obstacle to the rapid working 
of the invention. 

The solutions can be summarized as follows: 
— Exploitation : each of the joint owners may work 

the invention for his own benefit, subject to 
compensation (but only afterwards) of the other 
joint owners who are not working or have not 
licensed the patent themselves. 

— Infringement action : each of the joint owners may 
take action for his own benefit, subject to notifi- 
cation of the action to the other joint owners. 

— Licensing: no exclusive exploitation license may 
be granted without the agreement of all the joint 
owners or authorization given by the court. On the 
other hand, each of the joint owners may grant a 
nonexclusive license for his own benefit, but in 
that case he must compensate the joint owners 
who are not working or have not licensed the 
patent themselves ; moreover, the draft licensing 
contract has to be notified to the other joint 
owners with an offer to transfer the share. 

— Assignment: each joint owner may assign his 
share; the other joint owners have a right of 
preemption, however. 

Legal Business Connected with Reinstatement 

The Difficulties Revealed by Experience 

Under the 1968 Law in its new as well as in its old 
form, the patentee who fails to pay an annual fee on its 
due date or, subject to a late-payment surcharge, 
within a six-month period of grace loses his rights. 
Loss of rights is recorded by the Director of the 
National Institute of Industrial Property. The paten- 
tee can, however, if he justifies the non-payment with 
legitimate reasons, file a claim for the reinstatement of 
his rights before the Appeal Court of Paris. 

A difficulty had arisen from the fact that the 1968 
Law in its earlier form had accorded time limits with 
the same starting point (expiration of the period of 
grace without result) to both the Director of the 
National Institute of Industrial Property for the 
recording of loss of rights and the lapsed patentee for 
the filing of a claim for reinstatement. 

This system was a factor of insecurity for both 
patentees and third parties where—as could always 
happen in view of the number of patents under his 
management—the Director did not record loss of 
rights within the time limit allowed him. 

If that did happen, would the patent be regarded as 
being still in force, or could a court record loss of rights 
at any time in the Director's stead? Assuming the 
latter hypothesis, was resintatement action still possi- 
ble? 

The New Solution 

The new Law remedies these difficulties by provid- 
ing that now : 
— the decision recording loss of rights may be taken 

ex officio, but also at the request of any interested 
party ; 

— the period for the reinstatement action, reduced to 
three months, starts on the date of notification of 
the decision recording loss of rights and no longer 
at the end of the period of grace, which is more in 
keeping with French legal traditions (Section 48 of 
the Law as amended). 

It also simplifies the procedure by allowing the 
Director, concurrently with the Appeal Court, to 
pronounce reinstatement of the patentee's rights in 
certain objective cases where the legitimacy of the 
reasons is beyond doubt : error in the rate of the fees, 
error on the part of the Administration, death of the 
patentee (Section 48, paragraph 2, of the Law as 
amended). 

Legal Business Connected with Patents 

Finally, a number of corrections are made to legal 
business connected with reinstatement, revocation 
and infringement. 

Legal Business Connected with Validity 

Causes of Revocation 

Section 49 of the Law, relating to cases of revoca- 
tion, has been given a new wording based on Article 
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138 of the Munich Convention and Article 57 of the 
Luxembourg Convention. 

The Law adds to the cases formerly provided for 
(non-patentability, insufficiency of description) the 
situation where the content of the application has 
been extended in the course of the proceedings before 
the National Institute of Industrial Property. 

Previously this circumstance was only a cause for 
refusal, which in passing has been retained (Section 
16, subparagraph 3, of the Law as amended), although 
in fact it concerned only the case of divisional 
applications. 

The Effects of Revocation 

It is in the effects of revocation decisions, however, 
that the most far-reaching amendments are to be 
found. 

The first consists in providing that (Section 
50bis(3)): 

"Where a decision partially revokes a claim, the owner of the 
patent shall be referred to the National Institute of Industrial 
Property in order to submit a modified wording of the claim as 
required by the decision. The Director of the Institute shall be 
empowered to reject the modified claim for lack of conformity 
with the decision, subject to appeal to the Appeal Court of 
Paris." 

The second, which is much more radical, substitutes 
the absolute effect of decisions revoking patents 
(Section 50bis(l) of the Law as amended) for the 
relative effect they had previously. 

Legal Business Connected with Infringement 

Apart from making certain provisions more precise 
(prescription: Section 58 of the Law as amended; 
confiscation : Section 57 of the Law as amended), the 
new Law has removed the provision whereby infringe- 
ment could in certain cases be a criminal offense. 

Because it corresponded to what is now an outdated 
conception of patent law, criminal action had in any 
event become a thing of the past, as indeed Mr. Foyer 
mentioned in the Statement of Grounds of the Bill : 

"In practice these provisions are virtually a dead letter, and the 
time has come to repeal them. Certain practitioners think that if 
criminal character were retained, it might act as a deterrent to 
unrepentant infringers ; in fact, however, it would be a very weak 
deterrent, as prosecuting magistrates are rarely severe when 
presented with cases of this kind. 

"The proposed 'decriminalization,' which is in keeping with 
the desirable development of criminal justice, will bring law into 
conformity with realities and remove from this Law in particular 
all its archaic trimmings." 

Conclusion 

These then are the principal amendments that Law 
No. 78-742 of July 13, 1978, has made to the body of 
French patent legislation. Significant in their number, 
these amendments, as has been seen, do not constitute 
a break with the prior Law, subject, however, to a few 
exceptions among which the new status given to 
employee inventions should be particularly noted. 
They nonetheless ensure, in a sensible manner, the 
continuity of the French patent while creating a 
harmonious coexistence between it and the European 
patent. 

The Application of the PCT and the 
European Patent Convention in France 

P. FRESSONNET* 

Introduction 

As in other countries of Western Europe, 1978 has 
had a marked effect on the development of patent law 
in France. In order to appreciate the importance of the 
change, it should be borne in mind that, since the time 
of the Paris Convention of March 20, 1883, with the 
exception of the few important rules written into the 
Convention itself, the States of the Union have never 

•Honorary Deputy Director, National Institute of Industrial 
Property, France ; Consultant to the European Patent Organisa- 
tion. 

succeeded, in spite of many attempts since the turn of 
the century, in concluding an agreement for the 
organization, in depth and on a wide geographical 
basis, of international cooperation in the grant of 
patents. This is all the more surprising in view of the 
fact that the subject matter allows unquestionable 
scope for such cooperation : it is well known that any 
invention with a minimum of universal validity will 
travel far beyond the frontiers of the country in which 
it was made. One cannot of course overlook the 
Hague Agreement of June 6, 1947, creating the 
International Patent Institute, which today is incorpo- 
rated in the European Patent Office, yet one has to 
admit that this Agreement, while enabling French law 
to refocus its attentions, has always been limited in 
both objectives and area of application. 

It must also have come as something of a surprise 
when, on June 1, 1978, after such a long wait, two 
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systems entered into operation at the same time which 
are mutually complementary and which introduce 
precise rules governing cooperation between States in 
the grant of patents. The first of these systems was 
established by the Patent Cooperation Treaty done at 
Washington on June 19,1970 (hereinafter "PCT") ; it 
is open to all the States of the Paris Union, but its 
benefits are reserved to the nationals of States party to 
it. The second system was established by the Conven- 
tion on the Grant of European Patents (European 
Patent Convention) signed at Munich on October 5, 
1973 (hereinafter "Munich Convention"); it is open 
only to the States of Western Europe but, on the other 
hand, is accessible to any natural person or legal entity 
without any restriction. 

The application of these two texts is causing a 
considerable change to take place in the processes for 
the protection of inventions in the European countries 
that have ratified them, added to which there is the 
change resulting from the harmonization of national 
law with the substantive provisions of the Munich 
Convention and also of the Luxembourg Convention 
for the European Patent for the Common Market of 
December 15, 1975. This harmonization has been 
taken to an extreme in the French Law of July 13, 
1978, which entered into force on July 1, 1979.1 

After the Luxembourg Convention has entered into 
force, patent law in the countries of the Common 
Market will be governed by texts which combine with 
each other in a manner illustrated most simply by the 
image of five concentric circles, the unification of law 
being less and less present in each of the circles in 
proportion to the increase in diameter. The innermost 
circle is the national patent, and outside it there is the 
Community patent circle, within which the unification 
of law is almost complete, the European patent circle, 
where the unification of law relates essentially to the 
grant of the patent, and then the PCT circle, where 
unification relates to the patent application, its receipt 
and publication, the state-of-the-art search and the 
means made available to States for bringing about the 
grant of the patent, and finally the great Paris 
Convention circle, which does no more than lay down 
certain fundamental rules, such as the assimilation of 
the nationals of each of the countries of the Union, 
and the rule governing the right of priority attached to 
the first application. 

It was mentioned that these texts combined with 
each other, which means that movement from one 
circle to another is possible. For example, the national 
patent application is filed for the first time with the 
national Office ; on the basis of that first filing a PCT 
international application is made which designates, 
among others, the European Patent Office (EPO) 

with a view to the grant of a European patent for the 
Common Market and for Sweden or Switzerland; 
after the processing of the PCT application and its 
transmittal to the EPO, the EPO may issue a Commu- 
nity patent—after the Luxembourg Convention has 
entered into force—and a European patent for 
Sweden or Switzerland which, after its grant, is subject 
to Swedish or Swiss national law, as the case may be. 
The taking of all these steps is of course subject to 
observance of the fundamental rules laid down by the 
Paris Convention. 

This then is the picture that can be drawn of the 
extensive reforms that have taken place in the patent 
laws of the countries that have ratified or are going to 
ratify the PCT and the European Patent Conventions, 
all the consequences of which cannot yet be 
assessed. 

Treaties Providing Options 

Having looked at the legal situation in the field of 
patents from a panoramic point of view, it is now 
possible to concentrate on the main subject of the 
commentary, i.e. the application in France of the PCT 
and the Munich Convention. 

One thing that both treaties have in common is that 
they offer Contracting States a choice between various 
possible applications. This choice is exercised either 
by making reservations which are available in both 
treaties or by adopting an actual provision in national 
law in accordance with one of the options provided for 
in both treaties or their Regulations, or again, without 
any provision at the national level, by implicit adop- 
tion of the solution indicated by the PCT or the 
European Patent Convention. 

Reservations may be made at the time of signature 
or deposit of instruments of ratification of the treaty 
concerned. France has availed itself of this possibility 
for two of the many reservations available under 
Article 64 of the PCT ; the scope of the reservations 
shall be indicated below. It did not do so for those 
allowed under Article 167 of the Munich Convention, 
an attitude which it shares with the eight other States 
that have so far ratified this European Convention. 

With regard to the options other than reservations, 
these have been written into two Laws, one for the 
PCT and one for the Munich Convention, which lay 
down fundamental principles and refer, for the fixing 
of the application procedure, to Decrees which are 
themselves completed by Orders setting the amount 
of fees to be charged by the National Institute of 
Industrial Property (INPI). The two Laws are dated 
June 30,1977,2 whereas the two Decrees3 and the two 
Orders are dated October 10,1978. It should be noted 
that the latter four texts were published in the Official 

'See this month's selection of Industrial Property Laws and 
Treaties, FRANCE—Text 2-001. For a study on the new French 
Patent Law, see Vianès, "The Reform of French Patent Legisla- 
tion," in this issue of Industrial Property. 

2 See this month's selection of Industrial Property Laws and 
Treaties, FRANCE—Texts 2-002 and 2-003. 

3Ibid., FRANCE—Texts 2-004 and 2-005. 
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Journal of the French Republic on October 15, 1978, 
and that it is only as from that date that they are in 
force. This has not prevented the application of the 
PCT and the Munich Convention as from Junel, 
1978, as the two Laws of June 30,1977 (Section 11 for 
the PCT and Section 18 for the Munich Convention) 
provide for their own entry into force on the date in 
which the PCT or the European Patent Convention 
came into effect with respect to France. The only 
effect of the two Decrees and the two Orders has been 
that certain provisions could not be applied between 
June 1 and October 15, 1978, for instance the 
requirement of the French language for the filing of 
the international application with INPI, acting as 
receiving Office, or the collection of fees for the 
benefit of INPI. This situation, which therefore lasted 
four and a half months, was an inconvenience for the 
Administration and afforded a temporary advantage 
to applicants. 

Application of the PCT 

The Two Reservations 

France availed itself of the reservation provided for 
in Article 64(1) and also of the one provided for in 
Article 64(5) of the Treaty. This means that it is not 
bound by the provisions of Chapter II on the interna- 
tional preliminary examination, or by Article 59 of the 
Treaty, which gives the International Court of Justice 
jurisdiction in disputes between Contracting States 
concerning the interpretation or application of the 
PCT and its Regulations. The latter reservation is 
based on political considerations which shall not be 
enlarged on here and, in any event, does not seem to 
have any practical consequences ; the same is not true 
of the first reservation, which deserves some explana- 
tion. 

In the first analysis, France did not ratify Chapter II 
of the PCT for the simple reason that international 
preliminary examination is of no use for the applica- 
tion of French patent law : neither the Law of 1968 nor 
the amendments made by the Law of 1978 give INPI 
the power to demarcate officially the patentable part 
remaining in a national patent application after the 
establishment of the documentary report. Interna- 
tional preliminary examination would therefore have 
been in contradiction with one of the principles of 
domestic legislation to which France, with respect to 
its national patent, is still attached. 

This reason does not hold for a European patent 
designating France, however. Moreover, the non- 
ratification of Chapter II of the PCT precludes the use 
by persons domiciled in France of the international 
preliminary examination procedure for other 
Contracting States. This is a twofold drawback for 
which it was considered that there was no remedy as 

long as the European Patent Office, which for France 
would be the International Preliminary Examining 
Authority, was not operational for examinations in all 
technological areas. Besides, the EPO's present situ- 
ation is likely to develop more rapidly than was 
originally anticipated. 

The Fundamental Option Provided for in Article 45(2) 
of the PCT 

It comes as no surprise that France should avail 
itself of this option, as the French Delegation at the 
Washington Diplomatic Conference in 1970 spared 
no effort to have it included in the Treaty. Thus the 
very first Section of the Law of June 30, 1977, on the 
Application of the PCT specifies that any interna- 
tional application containing the designation or elec- 
tion of France is deemed to be an application for a 
European patent in accordance with the provisions of 
the Munich Convention. In other words, this means 
that it is not possible to obtain a French national 
patent by the PCT route, but only a European patent 
designating France. However, during the period of 
progressive extension of the EPO, this provision could 
be bypassed for any international application filed in a 
technological sector in which the EPO does not yet 
undertake examination because, under the Munich 
Convention, any European patent application in this 
position may be converted into a national patent 
application. 

The Filing Procedure for International Applications 

Place of Filing. For natural persons or legal entities 
having their domicile or registered office in France, 
the receiving Office is either INPI or the EPO. These 
persons or entities may choose to file an international 
application in Paris at the headquarters of INPI, or at 
one of its provincial centers in Lyons or Marseilles, or 
alternatively at the headquarters of the EPO in 
Munich or at its branch in The Hague. However, 
where the international application does not claim the 
priority of an earlier filing in France, it has to be filed 
with INPI. This provision concerns international 
applications that are "previous filings" within the 
meaning of the Paris Convention or those that claim 
the priority of a filing effected abroad. It is written into 
Section 2 of the Law of June 30, 1977, enacted in 
accordance with Article 27(8) of the PCT, and it 
allows the services responsible for national defense to 
exercise control and where necessary to impose 
prohibitions on the disclosure of the invention, this 
being provided for in Sections 3 to 5 of the Law. If this 
obligation is willfully violated, the offender is 
punished by a fine, without prejudice to any greater 
penalties that may be provided for breaches of State 
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security (Section 7). These provisions naturally do not 
apply (Section 6) in the circumstances provided for in 
Rule 19.1 of the PCT Regulations where INPI would 
be acting as receiving Office in place of the national 
Office of another State, on behalf of persons having 
neither domicile nor registered office in France. 

Conditions for the Filing of the International 
Application with INPI 

The filing of the international application may be 
effected in person at INPI, in Paris, Lyons or 
Marseilles as mentioned earlier, or by registered letter 
with a request for acknowledgment of receipt. It may 
be made by the applicant himself or by an agent having 
his domicile, a registered office or an establishment in 
France. The appointment of an agent is mandatory 
where the applicant has no domicile in France—this 
may be the case of a Frenchman domiciled 
abroad—and it has to take place within two months 
from the date of receipt of the notification sent to him 
to this end. Moreover, where the international appli- 
cation is for the grant of a European patent, the agent 
has to be on the list of professional representatives at 
the EPO. 

The international application has to be filed in 
French, in three copies, except for the request and the 
documents attesting payment of the prescribed fees, 
which are submitted in one copy only. If the number of 
copies is insufficient, the missing copies are made 
automatically by INPI against payment of a fee which 
has to be paid within a month from the date of the 
appropriate notification; the amount of this fee is 
three French francs per page and per copy. The filing 
of the international application gives rise to payment 
of a transmittal fee in the amount of 200 French 
francs, which has to be paid before expiration of one 
month from the date of receipt of the international 
application. This transmittal fee is repaid to the 
applicant if the international application has not been 
transmitted to the International Bureau of WIPO 
within the time limit prescribed by Rule 22.3(a)(i) of 
the Regulations under the PCT. 

The fees charged by INPI on behalf of the Interna- 
tional Bureau and the International Searching 
Authority (the EPO) have to be paid within one 
month from the date of receipt of the international 
application. They have to be paid in French francs. 
The international fee is subdivided into a basic fee of 
735 French francs with an extra 14 French francs for 
each page in excess of the thirtieth, and a designation 
fee of 180 francs per State or group of States. The 
search fee is 3,870 French francs. 

Appeals Against Decisions of INPI 

As we know, the role of receiving Offices in the 
examination of international applications is relatively 
complex. The decisions they have to take under the 
Treaty and its Regulations are many and they are 
likely to "count as a grievance" against the applicant, 
in the legal sense. These decisions are not always 
irrevocable, of course, as Article 25 of the Treaty 
establishes a procedure for review by the designated 
Offices. However, the French Council of State con- 
sidered that this procedure was not sufficient, and that 
applicants should be allowed a judicial appeal against 
decisions of INPI acting as receiving Office. This is the 
purpose of Section 8 of the Law of June 30, 1977, on 
the Application of the PCT, which makes the Paris 
Court of Appeal competent to take cognizance 
directly of disputes arising from decisions of the INPI 
in this respect. It should be noted that the Paris Court 
of Appeal is competent to rule on appeals lodged 
against decisions of INPI concerning patents and 
trademarks or service marks. However, the question 
arises to what extent the Paris Court of Appeal can 
hand down rulings within time limits that are compat- 
ible with those for the transmittal of the international 
application to the International Bureau. 

Application of the Convention on the Grant 
of European Patents 

As mentioned earlier, France has not made use of 
any of the reservations available to Contracting States 
under Article 167 of the Munich Convention on the 
Grant of European Patents. Apart from the fact that 
these reservations, which moreover can only be 
temporary, concern only the limitation of the scope of 
patentability (exclusion of chemical or pharmaceuti- 
cal products, foods or agricultural or horticultural 
processes) or the duration of the patent (less than 
20 years), which are currently not recognized by 
French law, they could hardly be contemplated for 
member countries of the Common Market or signa- 
tories of the Luxembourg Convention on the Commu- 
nity patent, which does not allow such restrictions. 

On the other hand, the options available to 
Contracting States are fairly numerous and they 
concern mainly the right of States to enact provisions 
on the effect of publication of the European patent 
application and on that of the patent made out in a 
language other than that of the State for the territory 
of which it is granted, on the existence of rules on the 
accumulation of the protection conferred by the 
national patent application or patent and a European 
patent application or patent, and on the conversion of 
a European patent application into a national patent 
application. 
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It should also be noted that, with respect to the filing 
of the patent application, the role of the national 
Office is far more limited than the one it plays in 
relation to international applications. Apart from the 
important power it has of not transmitting the Euro- 
pean patent application for reasons of military secu- 
rity, its role is essentially confined to verifying the 
presence of the elements of the application and giving 
them a date of receipt, which will not always be the 
filing date of the application, that being determined 
later by the EPO. 

Filing of the European Patent Application 

Sections 6 to 11 of the Law of June 30,1977, on the 
Application of the Convention on the Grant of 
European Patents correspond to Sections 2 to 5 and 7 
of the Law of the same date on the Application of the 
PCT ; the provisions concern the filing of the patent 
application and the verification of military security in 
the first Law mentioned, and the international appli- 
cation in the second. Reference can therefore be made 
to what was said earlier on the filing of the interna- 
tional application, subject to the more restrained role 
that INPI plays in connection with the European 
patent application and the differences which follow : 

— any person, regardless of his domicile and 
nationality, may file a European patent application 
with INPI; 

— the language may be any one of those provided 
for in Article 14 of the Munich Convention (the three 
official languages of the EPO—English, French 
and German—or another official language of 
the Contracting State of which the applicant is a 
national) ; 

— there is no obligation to appoint an agent for 
dealings with INPI in view of the fact that there is no 
real processing of the application by the national 
Office ; 

— there is no fee to be paid at INPI at the time of 
filing the European patent application. 

Translations Required 

European Patent. Article 65 of the Munich Conven- 
tion gives any Contracting State the possibility of 
demanding a translation of the European patent, 
granted or upheld after opposition, when the text of 
the patent is not in the official language of the State 
concerned. As we know, Article 14(7) of the Conven- 
tion provides that European patent specifications 
must be published in one of the three official 
languages and include a translation of the claims in the 
other two official languages. Thus, European patents 
designating France are for the most part published in a 
language other than French. This is why Section 1 of 

the Law of June 30, 1977, provides that, where the 
text of the European patent is not written in French, 
the owner of the patent has to provide INPI with a 
translation of that text; if this obligation is not 
complied with, the patent has no effect in France. The 
translation in French has to be submitted within a 
period of three months from the date of publication in 
the European Patent Bulletin of the notice of grant of 
the European patent and, where appropriate, the 
notice of the amendment of the text after opposition 
before the EPO. A 70-franc fee has to be paid on 
submission of the translation for its publication. 

Published European Patent Application 

Under Article 67 of the Convention, the European 
patent application confers on the applicant as from the 
date of its publication, in other words 18 months after 
the filing date or, where appropriate, after the priority 
date claimed, "provisional" protection, which in prin- 
ciple is that which a national patent granted in the 
State concerned would confer on him, except where 
the legislation of the State provides for lesser protec- 
tion, but such lesser protection may not be less than 
the minimum provided for in paragraph (2) of the 
same Article. In France, the protection attached to 
publication of the national patent application is the 
same as that conferred by the patent granted. Conse- 
quently, the protection attached to publication of the 
European patent application will also be the same. 
This is set forth in the first paragraph of Section 3 of 
the Law of June 30, 1977. 

However, it should be borne in mind on the one 
hand that, under Article 14(6) of the Convention, the 
European patent application (description and claims) 
is published only in the language of the proceedings 
(English, French or German) but, on the other hand, 
that Article 67(3) allows any Contracting State to 
make the protection attached to publication of the 
European patent application subject to the presenta- 
tion by the applicant of a translation of the claims in 
the official language of the Contracting State 
concerned. This is precisely the subject matter of the 
second paragraph of Section 3 of the Law of June 30, 
1977. The translation into French of the claims has to 
be submitted to INPI together with a request for 
publication and proof of payment of the 70-franc fee 
for publication of the translation. The provisional 
protection starts on the day of such publication. 

Legal Value of the Translation 

Here too the French Law of June 30, 1977, has 
made use, in its Section 3, of all the possibilities 
available to Contracting States under Article 70(3) 
and (4) of thé Munich Convention, namely : 



GENERAL STUDIES 237 

— the translation in French is authentic, except in 
revocation proceedings, on condition that the transla- 
tion confers narrower protection than that conferred 
in the language of the proceedings ; 

— revised translations may be presented at any 
time, and they do not come into effect until the 
requirements mentioned for the first translation have 
been met; 

— any person who has in good faith begun to work 
an invention that was not covered by the text of the 
earlier translation, or has made real and effective 
preparations to this end, may continue to work the 
invention in his enterprise or for the purposes there- 
of. 

Translation of Abstracts 

The legislature has imposed on INPI (Section 2 of 
the Law of June 30, 1977) the task of making, within 
three months following their publication, translations 
of abstracts drafted in English or German which are 
published with European patent applications. This 
task involves no charge for the owners of the applica- 
tions concerned. 

Register of European Patents 

Article 127 of the Munich Convention provides that 
the EPO must keep a Register of European Patents, in 
which are recorded transfers, licenses and other rights 
concerning published European patent applications 
and European patents up to the end of the opposition 
procedure. The Register of European Patents is open 
to inspection by the public, but the entries in it have no 
legal effect. 

Section 5 of the Law of June 30, 1977, gives these 
entries the same effect as if they have been made in the 
National Patent Register, in other words the acts 
recorded in the Register of European Patents are 
binding on third parties in France, this applying of 
course to European patent applications or European 
patents designating France. After the end of the 
opposition procedure, it goes without saying that any 
subsequent entries have to be made in the National 
Register. This system will not apply to the European 
patent for the Common Market after the Luxembourg 
Convention has entered into force. 

Conversion  of the   European  Application  into   a 
National Application 

Articles 135 to 137 of the Munich Convention 
specify the cases in which the European patent 
application must or may be converted into a national 
patent application, the procedure to be observed 

before the EPO for the submission of the request for 
conversion and the rules that have to be observed by 
the national Offices concerned. 

Article 135(1) provides for two cases in which 
Contracting States have to apply the conversion 
procedure : when the European patent application has 
not been transmitted to the EPO, within a period of 14 
months from the filing or the priority claimed, by the 
national Office which received it; and where the 
processing of the application cannot be continued to 
completion owing to restrictions on the examination 
of applications decided upon by the Administrative 
Council of the EPO during the period of progressive 
extension of the area of activity of the Office. 
Moreover, Contracting States may provide in their 
national laws that conversion may be effected where 
the European patent application is refused or with- 
drawn or deemed to have been withdrawn or where 
the European patent has been revoked by the EPO in 
the course of the opposition procedure. 

Section 11 of the Law of June 30,1977, did not take 
up any of these options: the French legislature 
considered that only the two cases of conversion 
required by the Convention were justified, as they 
corresponded to force majeure situations. Such situ- 
ations would moreover be exceptional because, in the 
first case, the failure of the transmittal to the EPO 
within the prescribed period could only be due to the 
fact that the invention was made secret for reasons of 
military security or to a serious clerical error on the 
part of the national Office, both of which would give 
entitlement to compensation or damages and, in the 
second case, because the EPO has taken steps to 
inform applicants fully on whether or not their 
invention comes into the areas of technology covered 
by European examination, apart from which the 
period of progressive extension of the area of activity 
of the EPO will be much shorter than that originally 
anticipated. 

Although the occurrence of these conversions of a 
European patent application into a French patent 
application will be rare, the Law of June 30, 1977 
(Section 11, second and third paragraphs), and its 
implementing texts have had to devote a certain 
number of provisions to them, the more important of 
which are mentioned here : 

— within two months following publication of the 
notice of conversion in the French Official Bulletin of 
Industrial Property, the applicant has to prove 
payment of the prescribed fees at the time of the filing 
of a national application and supply, if necessary, the 
translation in French of the original text of the 
European patent application and, where applicable, 
of the text as revised in the course of the procedure 
before the EPO ; 

— within the same period the applicant has to 
appoint an agent if he has neither domicile nor 
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registered office in France and does not possess an 
industrial or commercial establishment there ; 

— if a search report is established by the EPO, it is 
equivalent to the first draft documentary report 
currently provided for in the Law of January 2, 1968, 
and to the search report under the new Law of July 13, 
1978; 

— annual fees are payable only for the years 
following that during which the European patent 
application is deemed to have been converted into a 
French patent application ; the annual fee is calculated 
as from the date on which the application for a 
European patent was originally filed. 

Reverting to the case in which the European patent 
application has not been transmitted to the EPO 
because the invention embodied in it cannot be 
disclosed for reasons of military security, Article 
136(2) of the Munich Convention provides that the 
request for conversion has to be filed with the national 
Office. At the request of the applicant, the national 
Office may transmit the patent application to the 
States with which the State of the Office concerned 
has concluded agreements on the secret filing of 
patent applications, under which transmittal takes 
place according to special procedures. This is the case 
of France. Under these circumstances the applicant 
has to pay fees to INPI for making and transmitting 
copies of the patent application to the States that have 
to receive them, which amount to 100 French francs 
per application and three French francs per page and 
per copy. 

Grounds for Revocation of the European Patent 

Article 138 of the Munich Convention establishes 
the list of grounds on which, "under the law of a 
Contracting State, a European patent may be revoked 
with effect for its territory." This list of grounds for 
revocation is limitative, but it is not binding in its 
entirety on Contracting States, which are obliged to 
enact provisions giving it force of law. This is done in 
Section 12 of the Law of June 30, 1977, which 
specifies that revocation of the European patent for 
France will be pronounced for any one of the grounds 
referred to in Article 138(1) of the Munich Conven- 
tion. The reader will be aware that, after its grant, the 
European patent is subject to national law—which 
will not be true of the European patent for the 
Common Market—and that consequently it is the 
French law courts that are competent to pronounce 
such revocation. The same grounds for revocation 
were adopted in Article 57 of the Luxembourg 
Convention and were repeated in the new French Law 
of July 13, 1978. 

Accumulation of Protection 

This has to do with the prohibition on the owner of a 
European patent and a national patent covering the 
same invention and having the same filing date or 
priority date to invoke both titles to assert his 
rights—and, if indeed this is possible, according to 
what rules it may be done. The Munich Convention 
leaves Contracting States to decide this for them- 
selves, whereas the Luxembourg Convention on the 
Community patent does so only partly. 

This study shall confine itself to the application in 
France of Article 139(3) of the first of the two 
Conventions, which provides as follows : 

"(3) Any Contracting State may prescribe whether and on 
what terms an invention disclosed in both a European patent 
application or patent and a national application or patent having 
the same date of filing or, where priority is claimed, the same date 
of priority, may be protected simultaneously by both applications 
or patents." 

The exercise of this option under European law 
provides the subject matter of Sections 13 to 16 of the 
Law of June 30, 1977, which may be summarized as 
follows : 

— with respect to the part it shares with the 
European patent, the national patent ceases to 
produce its effects on the date on which the European 
patent becomes final after the opposition procedure, 
and subsequent lapse or revocation does not mean 
that this rule may be called into question again. It is 
identical to the one appearing in Article 80 of the 
Luxembourg Convention on the Community patent, 
the purpose of which is to prohibit the accumulation of 
protection after the grant of the European patent ; 

— the pronouncement of the cessation of the 
effects of the national patent is within the jurisdiction 
of the law courts. Such a pronouncement is only made 
where an action is brought before the court by any 
person having an interest in doing so ; 

— before the date on which the effects of the 
national patent cease, the French patent application 
or patent and the European patent application or 
patent coexist, but they cannot, independently of each 
other, be transferred, assigned, pledged or made 
subject to a right of exploitation, on pain of the nullity 
of such acts ; 

— the French patent application or patent and the 
right of priority attached to that application for the 
filing of a European patent application may not be 
transferred independently of each other ; 

— finally, in an action where infringement of the 
French patent is alleged, the court hearing the case 
must suspend its ruling until the final grant of the 
corresponding European patent or until the refusal of 
the European patent or its revocation as a result of the 
opposition procedure. If the action has been brought 
on the basis of only one of the two patents, action may 
not be brought on the basis of the other patent for the 
same infringement and against the same defendant. 
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Thus, accumulated protection may be exercised 
until the date on which the European patent has 
passed the stage of the opposition procedure before 
the EPO, but this can only take place according to the 
very strict rules which have been to a large extent 
inspired by the preparatory work on the introduction 
of the European patent. 

Conclusion 

To conclude this commentary on the French imple- 
menting texts under the 1970 PCT and the 1973 
Munich Convention, it seems fitting to assess the 
outlook for the future. To do so, let us take a glance 
back into the past. How many years, how much effort, 
goodwill and intelligence it took to achieve these two 
treaties, whose importance to the development of 
industrial property law is incalculable ! I remember the 
initial work of the Committee of Experts on Patents of 
the Council of Europe in Strasbourg. It was in the 

1950s and we were gathered together to devise a 
European patent system. Each delegation exalted the 
merits of its own national legislation, and at the time I 
wondered what would be achieved by all that talk. 
Now I know that it did not fall on deaf ears : it left its 
mark, and enabled each one of us to open his eyes to 
the outside world and see the way the others saw 
things. In this way, little by little, international 
cooperation grew in the patent field as it was growing 
in others, with the eventual, highly satisfactory result 
that the PCT and the European patent became 
reality. 

A lot of ground has been covered, but there is more 
to go. These new instruments are now at the disposal 
of the world of industry. Some will find them complex, 
but they are not; in fact they will bring about a 
simplification in relation to the former situation, not 
to mention a saving in time and money. 

Of course their very newness will upset old routines. 
Of course they have to become known and prove their 
worth. But I have no doubt that the future is theirs. 

News Items 

HUNGARY 

President of the National Office of Inventions 

We have been informed that Dr.  Gyula Pusztai has been 
appointed President of the National Office of Inventions. 
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Calendar 

1979 

WIPO Meetings 
(Not all WIPO meetings are listed. Dates are subject to possible change) 

November 5 to 9 (Buenos Aires) — Development Cooperation (Copyright) — Latin American Seminar on Copyright (convened jointly with 
Unesco) 

November 26 to December 13 (Madrid) — Diplomatic Conference on Double Taxation of Copyright Royalties (convened jointly with 
Unesco) 

November 27 to 30 (Geneva) — Paris Union — Group of Experts on Computer Software 
December 10 to 14 (Geneva) — International Patent Classification (IPC) — Committee of Experts 

1980 

January 7 to 9 (Geneva) — Development Cooperation (Copyright) — Working Group on the Protection of Folklore (convened jointly with 
Unesco) 

January 14 to 17 (Geneva) •— Working Group on Industrial Property Aspects of Consumer Protection 

January 28 to February 1 (Paris) — Committee of Experts on the Model Statutes of the Societies of Authors (convened jointly with 
Unesco) 

February 4 to March 4 (Geneva) — Revision of the Paris Convention — Diplomatic Conference 

UPOV Meetings 

1979 

November 12 to 14 (Geneva) — Technical Committee 
November 15 and 16 (Geneva) — Administrative and Legal Committee 

\ 

Meetings of Other International Organizations Concerned with Industrial Property 

1979 

European Patent Organisation:   November 27 to 29 (Munich) — Administrative Council 

European Communities: 

Working Group of the Commission of the European Communities for the Community Trade Mark: 
November 5 to 7, December 10 to 13 (Brussels) 

United States Trademark Association: November 11 to 13 (London) — USTA Forum on "Trademark Law and Practice in the United 
States" 

1980 

International Association for the Protection of Industrial Property: November 16 to 21 (Buenos Aires) — 31st Congress 

Licensing Executives Society: April 28 to 30 (Geneva) — International Conference on Licensing and the International Economic Order, 
Product and Process Liability and New Trends in Technology Transfer 
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