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INTERNATIONAL UNION 

IVORY COAST 

Declaration of Membership 
of the International Union of Paris for the Protection of 
Industrial Property and of adhesion to the Lisbon text of 

the Convention 

The following communication has been received from the 
Swiss Federal Political Department: (Translation) 

In compliance with the instructions of the Swiss Federal 
Political Department dated 23rd September, 1963, the Swiss 
Embassy has the honour to inform the Ministry of Foreign 
Affairs that the Government of the Republic of Ivory Coast, 
in a letter dated 9th August, 1963 *), addressed to the President 
of the Swiss Confederation, has confirmed the membership of 
this State to the International Union of Paris for the Protec- 
tion of Industrial Property by virtue of a declaration of 
application previously made in accordance with Article 16bis 

of the International Convention for the Protection of Indus- 
trial Property. 

According to the above-mentioned letter, the Government 
of Ivory Coast further declares its adhesion to the Convention 
of Paris, as revised at Lisbon on 31st October, 1958. In appli- 
cation of Article 16 (3) of the said Convention, the adhesion 
of the Republic of Ivory Coast will take effect on 23rd October, 
1963. 

With regard to its contribution to the common expenses 
of the International Bureau of the Union, this State is placed, 
at its request, in the Sixth Class, for the purposes of Article 
13 (8) and (9) of the Convention of Paris as revised at Lisbon. 

CENTRAL AFRICAN REPUBLIC 

CHAD 

UPPER VOLTA 

Declaration of Membership 
of the International Union of Paris for the Protection of 
Industrial Property and of adhesion to the Lisbon text of 

the Convention 

a letter of 5th October, 1963) *), the President of the Republic 
of Chad (in a letter of ll'h September, 1963)l), and the Pre- 
sident of the Republic of Upper Volta (in a letter of 17th Sep- 
tember, 1963) ') addressed to the President of the Swiss Con- 
federation, have confirmed the membership of these States 
to the- International Union of Paris for the Protection of 
Industrial Property by virtue of declarations of application 
previously made in accordance with Article 16bis of the Inter- 
national Convention for Industrial Property. 

According to the above-mentioned letters2), the Central 
African Republic, Chad and Upper Volta Governments further 
declare their adhesion to the Convention of Paris, as revised 
at Lisbon on 31st October, 1958. In application of Article 16 (3) 
of the said Convention, the adhesions of the Central African 
Republic, the Republic of Chad and the Republic of Upper 
Volta will take effect on 19th November, 1963. 

LAOS 

Declaration of Membership 
of the International Union of Paris for the Protection of 
Industrial Property and of adhesion to the Lisbon text of 

the Convention 

The following communication has been received from the 
Swiss Federal Political Department: (Translation) 

In compliance with the instructions of the Swiss Federal 
Political Department dated 19th October, 1963, the Swiss 
Embassy has the honour to inform the Ministry of Foreign 
Affairs that the Kingdom of Laos, in a note3) from its Ministry 
of Foreign Affairs which reached the Swiss Embassy in Bang- 
kok on 17th September, 1963, has confirmed the membership 
of that State to the International Union of Paris for the Pro- 
tection of Industrial Property by virtue of a declaration of 
application previously made in accordance with Article 16bls of 
the International Convention for the Protection of Industrial 
Property. 

By the above-mentioned note, the Government of Laos 
further declares its adhesion to the Convention of Paris, as 
revised at Lisbon on 31st October, 1958. In application of 
Article 16 (3) of the said Convention, the adhesion of the 
Kingdom of Laos will take effect on 19th November, 1963. 

With regard to its contribution to the common expenses 
of the International Bureau of the Union, this State is placed, 
at its request, in the Sixth Class, for the purposes of Article 
13 (8) and (9) of the Paris Convention as revised at Lisbon. 

The following information has been received from the 
Swiss Federal Political Department: (Translation) 

In compliance with the instructions of the Swiss Federal 
Political Department dated 19th October, 1963, the Swiss 
Embassy has the honour to inform the Ministry of Foreign 
Affairs that the President of the Central African Republic (in 

These adhesions will bring the membership of the Union 
to 59 with effect from 19th November, 1963. 

1)  Omitted. (Ed.) 

i)  Omitted. (Ed.) 
2) With regard to the classes in which these countries are to be 

placed for the purpose of their contributions to the expenses of the 
International Bureau, each Government has stated that its class will be 
determined in agreement with BIRPI and the African and Malgasy 
Industrial Property Office. 

3) Omitted. (Ed.) 
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ROUMANIA 

Adhesion 
to the Paris Convention for the Protection of Industrial 
Property (Lisbon Text) and to the Madrid Arrangement 
concerning the International Registration of Trade Marks 

(London Text) 

The following communication has been received from the 
Swiss Federal Political Department: (Translation) 

In compliance with the instructions of the Swiss Federal 
Political Department dated 19th October, 1963, the Swiss 
Embassy has the honour to inform the Ministry of Foreign 
Affairs that the Diplomatic Mission in Berne of the People's 
Republic of Roumania has in letters dated 30th September, 
1963 *), informed the Head of the Political Department of the 
adhesion of that State to the following Acts of the Paris Union 
for the Protection of Industrial Property: 
(1) the Convention of Paris for the Protection of Industrial 

Property of 20th March, 1883, as revised at London on 
2nd June, 1934, and at Lisbon on 31st October, 1958; 

(2) the Arrangement of Madrid concerning the International 
Registration of Trade Marks of 14th April, 1891, as revised 
at The Hague on 6th November, 1925, and at London on 
2"A June, 1934. 

In application of Article 16, paragraph (3), of the Paris 
Convention, to which Article 11, paragraph (1), of the Madrid 
Arrangement refers, these adhesions will take effect from 
19th November, 1963. 

LEGISLATION 

i)  Omitted. (Ed.) 

AUSTRALIA 

An Act to amend 
the Law relating to Patents of Inventions 

(No. 84, Assented to 14th December, 1962 ']) 

Be it enacted by the Queen's Most Excellent Majesty, the 
Senate, and the House of Representatives of the Common- 
wealth of Australia, as follows: 

Short title and citation 

1. — (1)  This Act may be cited as the Patents Act 1962. 

(2) The Patents Act 1952-1960 2) is in this Act referred 
to as the Principal Act. 

(3) The Principal Act, as amended by this Act, may be 
cited as the Patents Act 1952-1962. 

Commencement 
2. — (1) Sections one and two, subsection (2) of section 

thirty and section thirty-one of this Act shall come into 
operation on the day on which this Act receives the Royal 
Assent. 

(2) Section twenty-six of this Act shall be deemed to 
have come into operation on the first day of May, One thou- 
sand nine hundred and fifty-four. 

(3) The remaining provisions of this Act shall come into 
operation on such respective dates as are fixed by Proclama- 
tion. 

3. — Section forty-two of the Principal Act is repealed 
and the following section inserted in its stead: 

Complete specification to be treated as provisional 

"42. — (1) Where an application was accompanied by 
a specification purporting to be a complete specification, the 
applicant may, within twelve months after the date of the 
application, unless the application and complete specification 
have been accepted or have become open to public inspec- 
tion, request the Commissioner to treat the specification as a 
provisional specification. 

" (2) Upon such a request being made, the Commissioner 
may direct that the specification be treated as a provisional 
specification and, in that case, the specification shall, for the 
purposes of this Act, be deemed to be, and at all times to 
have been, a provisional specification. " 

Examination of applications and complete specifications 

4. — Section forty-seven of the Principal Act is amended 
by omitting subsection (1) and inserting in its stead the 
following subsection: 

>)  This Act came into force on 1st May, 1963. 
2) Act No. 42, 1952, as amended by No. 14, 1954; No. 3, 1955; and 

No. 107, 1960. See Industrial Property, 1962, pp. 112, 144, 162, 186 et 
seq. 
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" (1) The Examiner shall, in respect of each application, 
report: 
(a) whether the application and complete specification 

comply with the requirements of this Act; and 
(b) whether acceptance of the application and complete spe- 

cification might be refused under section one hundred 
and fifty-five of this Act. " 

5. — Section forty-nine of the Principal Act is repealed 
and the following sections are inserted in its stead: 

Additional report where specification amended 

" 48A. — Where a complete specification has been 
amended under Part VIII. after an examiner has made a re- 
port under the last two preceding sections in respect of that 
specification and before the specification has become open to 
public inspection, an examiner shall, in so far as the specifica- 
tion has been so amended, ascertain and report as provided 
by those sections and this Act applies to a report so made as 
though it were a report under those sections. 

Action on Examiner's report 

" 49. — (1) If the Examiner reports adversely to an 
application or specification under any of the last three pre- 
ceding sections, the applicant may lodge at the Patent Office 
a statement in writing of proposed amendments of the appli- 
cation or specification for the purpose of removing the 
grounds of objection. 

" (2) An Examiner shall report on the application or 
specification as proposed to be amended as if it were an 
original application or specification and shall also report 
whether the proposed amendments are allowable. 

" (3) If the Examiner reports adversely under the last 
preceding subsection, the applicant may amend the statement 
of proposed amendments for the purpose of removing the 
grounds of objection and the last preceding subsection there- 
upon applies as if the amended statement were a statement 
lodged under subsection (1) of this section. 

" (4) An amendment of the application or specification is 
not allowable if it is not for the purpose of removing a 
ground of objection. 

" (5) An amendment of the specification (not being an 
amendment for the purpose of correcting a clerical error or 
an obvious mistake) is not allowable: 
(a) if the specification would, as a result of the amendment, 

claim matter not in substance disclosed in the specifica- 
tion as lodged; or 

(b) if a claim of the specification would not, as a result of 
the amendment, in substance fall within the scope of the 
claims of the specification before amendment. 

" (6) If the Commissioner is satisfied that a proposed 
amendment is an allowable amendment, or that proposed 
amendments are allowable amendments, and, if made, would 
remove a lawful ground of objection, or lawful grounds of 
objection, to the application or specification under any of the 
last three preceding sections, the Commissioner shall, before 
accepting the application, allow the amendment or amend- 
ments, which shall thereupon be deemed to be made. 

" (7) If the application or specification is not amended as 
provided by the last preceding subsection so as to remove all 
lawful grounds of objection, the Commissioner may direct 
that the applicant lodge a statement of proposed amendments 
to the satisfaction of the Commissioner within such time as 
the Commissioner allows. 

" (8) If the Commissioner is satisfied that the amend- 
ments set out in a statement lodged in pursuance of a direc- 
tion under the last preceding subsection are allowable amend- 
ments and, if made, would remove all, or all the remaining, 
lawful grounds of objection to the application and specifica- 
tion, the Commissioner shall, before accepting the applica- 
tion, allow the amendments, which shall thereupon be deem- 
ed to be made. 

" (9) An appeal lies to the Appeal Tribunal from a direc- 
tion of the Commissioner under subsection (7) of this sec- 
tion* 

Division of application after objection 

" 49A. — (1) The applicant may make a separate applica- 
tion for a patent for an invention: 
(a) that has been excluded by an amendment made under 

the last preceding section; or 
(b) that would be excluded if an amendment included in a 

statement of proposed amendments lodged under the 
last preceding section were made. 

" (2) An application made by virtue of the last preceding 
subsection shall be accompanied by a complete specification. 

" (3) The Commissioner may direct that the priority date 
of a claim of the complete specification accompanying an 
application so made shall be such date as the Commissioner 
determines, being a date not later than the date of the se- 
parate application and not earlier than the priority date of 
the claim excluded by the amendment, or that would be 
excluded if an amendment included in the statement of pro- 
posed amendments were made, or, if two or more claims were 
or would be so excluded, not earlier than the priority date of 
whichever of those claims had the earlier or earliest priority 
date. 

" (4) An appeal lies to the Appeal Tribunal from a direc- 
tion of the Commissioner under the last preceding subsec- 
tion. " 

Single patent for cognate inventions 

6. — Section fifty of the Principal Act is amended: 

(a) by omitting from subsection (1) the words " , if the in- 
ventions described in those provisional specifications are 
so related as to constitute one invention, "; and 

(b) by omitting subsection (2) and inserting in its stead the 
following subsection: 

" (2) The Examiner shall report whether the inven- 
tions described in the provisional specifications, in so far 
as those inventions are included in the claims of the 
complete specification, are so related as to constitute one 
invention. " 

7. — Section fifty-one of the Principal Act is repealed 
and the following section inserted-in its stead: 
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Voluntary division of application 

" 51. — (1) A person who has made an application for a 
patent (not being an application that has lapsed or has been 
refused or withdrawn) may, at any time before the applica- 
tion has been accepted, make one or more further applica- 
tions in respect of an invention disclosed in the provisional 
specification or complete specification lodged in respect of 
the first-mentioned application. 

" (2) A further application may not be made by virtue of 
the last preceding subsection: 

(a) in respect of an invention disclosed in a provisional spe- 
cification lodged more than twelve months before the 
date of that application and being an invention that is 
not disclosed in the complete specification; or 

(b) in respect of an invention disclosed in a complete spe- 
cification — after the expiration of twelve months after 
the complete specification became open to public inspec- 
tion. 

" (3) An application made by virtue of subsection (1) of 
this section shall be accompanied by a complete specifica- 
tion. " 

Acceptance of application and complete specification 

8. — Section fifty-two of the Principal Act is amended 
by omitting subsections (5), (6)  and  (7). 

9. — After section fifty-four of the Principal Act the 

following sections are inserted: 

Publication of complete specification 

" 54A. — (1) The Commissioner shall, at the request of 
the applicant, in respect of a complete specification that has 
not become open to public inspection: 

(a) if a period of three months has elapsed since the com- 
plete specification was lodged — forthwith; or 

(b) if that period has not elapsed — forthwith after the 

expiration of that period, 

publish in the Official Journal a notification that the com- 
plete specification is open to public inspection. 

" (2) Where a period of eighteen months has elapsed since 
a complete specification was lodged and the specification has 
not become open to public inspection, the Commissioner shall, 
unless the application has lapsed or has been refused or 
withdrawn, forthwith publish in the Official Journal a noti- 
fication that the complete specification is open to public 

inspection. 

" (3) Where a separate application is made by virtue of 
subsection (1) of section forty-nine A of this Act, or a further 
application is made by virtue of subsection (1) of section 
fifty-one of this Act, and, at the time the application is 
lodged, the complete specification lodged in respect of the 
original application is open to public inspection, the Com- 
missioner shall forthwith publish in the Official Journal a no- 
tification that the complete specification lodged in respect 
of the separate or further application is open to public 

inspection. 

" (4) Where a separate application has been made by 
virtue of subsection (1) of section forty-nine A of this Act, or 
a further application has been made by virtue of subsection 
(1) of section fifty-one of this Act, and either: 

(a) the acceptance of the application is to be advertised in 
the Official Journal or a notification is to be published 
in the Official Journal that the complete specification 
lodged in respect of the application is open to public 
inspection; or 

(b) the acceptance of the original application is to be ad- 
vertised in the Official Journal or a notification is to 

be published in the Official Journal that the complete 
specification lodged in respect of the original applica- 
tion is open to public inspection, 

the Commissioner shall also publish in the Official Journal a 
notification that: 

(c) the original application; or 
(d) the separate or further application, 
respectively, is open to public inspection. 

" (5) Where an order is in force under section one hun- 
dred and thirty-one of this Act in relation to an application at 
a time when, but for this subsection, a notification that the 
complete specification lodged in respect of the application is 
open to public inspection would be published under this sec- 
tion, the notification shall not be published until the order is 
revoked. 

Documents open to public inspection 

"54B. — (1)  When: 

(a) acceptance of an application and complete specification 
has been advertised in the Official Journal; or 

(b) a notification that an application or a complete specifi- 
cation is open to public inspection has been published in 
the Official Journal, 

the following  documents  are,  subject  to  this   Act,   open  to 
public inspection: 

(c) the application; 

(d) the provisional specification (if any); 

(e) the complete specification; 

(f) the declaration lodged in respect of the application under 
subsection (3) of section thirty-five of this Act; and 

(g) in the case of a Convention application — the docu- 
ments referred to in subsections (3) and (4) of section 
one hundred and forty-three of this Act. 

" (2) Where a document referred to in the last preceding 
subsection is a document open to public inspection and that 
document has been or is amended, that document as so 
amended is, subject to this Act, also open to public inspec- 
tion. 

" (3) When a complete specification, or a complete spe- 
cification as amended, has become open to public inspection 
under this section, that specification, or that specification as 
amended, shall be deemed to have been published. 

Effect of publication of complete specification 

" 54C. — After a complete specification has become open 
to public inspection and until the sealing of a patent on the 
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application, the applicant has, subject to section sixty-seven 
of this Act, the like privileges and rights as he would have 
had if a patent for the invention had been sealed on the date 
on which the complete specification became open to public 
inspection. " 

Certain documents not to be published 

10. — Section fifty-five of the Principal Act is amended 
by omitting from paragraph (a) of subsection (1) the words 
" on an application or complete specification " and inserting 
in their stead the words " under this Act ". 

Repeal of section fifty-seven 

11. — Section   fifty-seven   of  the  Principal   Act  is  re- 
pealed. 

Opposition to grant of patent 

12. — Section fifty-nine of the Principal Act is amended 
by omitting subsection (4) and inserting in its stead the 
following subsection: 

" (4) This section is subject to sections one hundred and 
fifty-eight and one hundred and fifty-nine of this Act. " 

13. 

Date of patent 

Section sixty-seven of the Principal Act is amend- 
ed: 
fa) by omitting from subsection (2) the words " under sub- 

section (3) of section forty-nine of this Act or under " 
and inserting in their stead the words " by virtue of sub- 
section (1) of section forty-nine A of this Act or of"; 
and 

(b) by omitting from subsection (4) the words " publica- 
tion of the complete specification " and inserting in 
their stead the words " complete specification became 
open to public inspection". 

14. — Sections seventy-eight and seventy-nine of the 
Principal Act are repealed and the following sections inserted 
in their stead: 

Nature of amendments allowable 

"78. — (1) An amendment under this Part is not allow- 
able at any time, if, as a result of the amendment, the spe- 
cification would claim matter not in substance disclosed in 
the specification as lodged. 

" (2) An amendment under this Part is not allowable 
after the complete specification has become open to public 
inspection if, as a result of the amendment a claim of the 
specification would not in substance fall within the scope of 
the claims of the specification before amendment. 

" (3) The last two preceding subsections do not apply in 
respect of an amendment for the purpose of correcting a 
clerical error or an obvious mistake. 

" (4) An amendment under this Part is not allowable 
after the complete specification has become open to public 
inspection if, as a result of the amendment: 

(a) the specification would not comply with the require- 
ments of section forty of this Act; or 

(b) the priority date of a claim as indicated would not be 
the priority date of that claim as determined by this 
Act. 

Examination of request for amendment 

" 79. — An examiner shall ascertain and report whether: 

(a) the request for leave to amend is as prescribed; and 
(b) the amendment is allowable ". 

Advertisement of request 

15. — Section eighty-one of the Principal Act is amended 
by omitting from subsection (3) the words " been published " 
and inserting in their stead the words " become open to 
public inspection ". 

Notice of opposition 

16. — Section eighty-two of the Principal Act is amended 
by omitting all the words after the word "ground" (first 
occurring) and inserting in their stead the words " that the 
amendment is not allowable under section seventy-eight of 
this Act, but on no other ground, and shall serve a copy of 
the notice on the applicant or patentee ". 

Repeal of section eighty-seven 

17. — Section eighty-seven of the Principal Act is re- 
pealed. 

Repeal of section eighty-eight 

18. — Section eighty-eight of the Principal Act is re- 
pealed. 

Advertisement of amendment 

19. — Section eighty-nine of the Principal Act is amend- 
ed by omitting the words '"' been published " and inserting in 
their stead the words " become open to public inspection ". 

Grounds of revocation 

20. — Section one hundred of the Principal Act is 
amended: 
(a) by omitting from paragraph (k) of subsection (1) the 

word " and "; 
(b) by inserting after that paragraph the following para- 

graph: 
" (ka) that allowance of an amendment under sec- 

tion forty-nine of this Act was obtained by fraud; and " 
and 

(c) by omitting subsection (4) and inserting in its stead the 
following subsection: 

" (4) This section is subject to sections one hundred 
and fifty-seven, one hundred and fifty-eight and one 
hundred and fifty-nine of this Act. " 

Declaration as to non-infringement 

21. — Section one hundred and twenty of the Principal 
Act is amended by omitting subsection (6) and inserting in its 
stead the following subsection: 
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" (6) Proceedings for a declaration under this section may 
be taken at any time after the complete specification has be- 
come open to public inspection and references in this section 
to a patentee shall be read as including references to an 
applicant whose complete specification has become open to 
public inspection. " 

Groundless threats of legal proceedings 

22. — Section one hundred and twenty-one of the Prin- 
cipal Act is amended: 
(a) by omitting from paragraph (b) of subsection (1) the 

words " from the publication of the complete specifica- 
tion " and inserting in their stead the words " under 
section fifty-four C of this Act"; and 

(b) by inserting in subsection (2), after the word " patent ", 
the words " , or of an application for a patent, ". 

Prohibition of publication of information with respect 
to inventions 

23. — Section one hundred and thirty-one of the Prin- 
cipal Act is amended by omitting from subsection (3) the 
word " published " and inserting in its stead the words " open 
to public inspection ". 

Multiple priorities 

24. — Section one hundred and forty-two of the Prin- 
cipal Act is amended: 
(a) by omitting from subsection (1) the words " and those 

inventions are so related as to constitute one invention"; 
and 

(b) by omitting subsections (2) and (3) and inserting in their 
stead the following subsections: 

" (2) The Examiner shall report whether those in- 
ventions, in so far as they are included in the claims 
of the complete specification, are so related as to consti- 
tute one invention. 

" (3) If the Commissioner is of opinion that those 
inventions, in so far as they are included in the claims 
of the complete specification, are so related as to consti- 
tute one invention, he may accept the application and 
grant one patent on the application. " 

25. — After section one hundred and fifty-seven of the 
Principal Act the following section is inserted: 

Construction of amended specification 

" 157A. — The Commissioner, the Appeal Tribunal or a 
court may, in construing a complete specification as amended, 
refer to the specification without the amendment. " 

26. — After section one hundred and fifty-eight of the 
Principal Act the following sections are inserted: 

Certain objections not competent 

" 159. — (1) It is not competent for a person, in an 
action or other proceeding, to take objection to an applica- 
tion that has been accepted, or a patent is not invalid, by 

reason that the complete specification claims an invention 
that was not the subject of the application or that was not 
described or claimed in the specification as lodged. 

(2) Except in the case of an amendment made in con- 
travention of section eighty-five of this Act, it is not com- 
petent for a person, in an action or other proceeding, to take 
objection to an application that has been accepted, or a patent 
is not invalid, by reason only that an amendment of the 
complete specification has been made that was not allowable. 

Priority date of certain amended claims 

" 159A. —  (1)  Where: 

(a) an application and complete specification have been 
accepted; and 

(b) in an action or other proceeding before the Commis- 
sioner, the Appeal Tribunal or a court, the Commissioner, 
Appeal Tribunal or court finds that a claim of the spe- 
cification claims matter (in this subsection referred to 
as 'the new matter') in substance disclosed in the spe- 
cification as a result of amendment of the specification, 

the Commissioner, Appeal Tribunal or court shall treat as the 
priority date of that claim the date on which a statement of 
proposed amendments was lodged under section forty-nine of 
this Act, or a request seeking leave to make amendments was 
made under Part VIII., as a result of the making of which 
amendments the complete specification disclosed the new 
matter. 

" (2) Where, in pursuance of the last preceding subsec- 
tion the Commissioner, the Appeal Tribunal or a court is 
required to treat a certain date as the priority date of a claim, 
objection shall not be taken to the application, or the patent 
is not invalid, so far as the invention is claimed in that claim, 
on the ground that the invention as so claimed is obvious and 
does not involve an inventive step, having regard to any 
publication or use of an invention after the disclosure of the 
latter invention in the complete specification as lodged. 

"(3)  Where: 

(a) an application (being an application made by virtue of 
subsection (1) of section forty-nine A of this Act or sub- 
section (1) of section fifty-one of this Act) and complete 
specification have been accepted; and 

(b) iu an action or other proceeding before the Commis- 
sioner, the Appeal Tribunal or a court, the Commis- 
sioner, Appeal Tribunal or court finds that a claim of 
the specification claims matter (in this subsection re- 
ferred to as ' the new matter') in substance disclosed 
in the complete specification lodged in respect of the 
original application as a result of amendment of that 
specification, 

the Commissioner, Appeal Tribunal or court shall treat as the 
priority date of that claim the date on which a statement of 
proposed amendments was lodged under section forty-nine of 
this Act, or a request seeking leave to make amendments was 
made under Part VIII., as a result of the making of which 
amendments the complete specification lodged in respect of 
the original application disclosed the new matter. 
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" (4) Where, in pursuance of the last preceding subsec- 
tion, the Commissioner, the Appeal Tribunal or a court is 
required to treat a certain date as the priority date of a 
claim, objection shall not be taken to the application, or the 
patent is not invalid, so far as the invention is claimed in 
that claim, on the ground that the invention as so claimed is 
obvious and does not involve an inventive step, having regard 
to any publication or use of an invention after the disclosure 
of the latter invention in the complete specification as lodged 
in respect of the original application. 

" (5) Where an amended specification discloses matter as 
a result of an amendment made to a statement of proposed 
amendments lodged under section forty-nine of this Act, sub- 
sections (1) and (3) of this section have effect as if for the 
reference to the date on which the statement of proposed 
amendments was lodged there were substituted a reference to 
the date on which that amendment was made. 

" (6) Where an amended complete specification discloses 
matter as a result of an amendment made to a request lodged 
under section seventy-seven of this Act seeking leave to 
amend the specification, subsections (1) and (3) of this sec- 
tion have effect as if the reference to the date on which a 
request seeking leave to make amendments was made under 
Part VIII. there were substituted a reference to the date on 
which the request was amended. 

" (7) Where a complete specification as lodged has been 
amended for the purpose of correcting a clerical error or an 
obvious mistake, the references in this section to the complete 
specification as lodged shall be deemed to be references to 
the complete specification as so amended. 

Restriction on recovery of damages, &c. 

" 159B. — Where an amendment is made under this 
Act to a complete specification after the specification became 
open to public inspection, damages shall not be awarded, 
and an order shall not be made for an account of profits, in 
an action for an infringement of the patent occurring before 
the date of the decision or order allowing or directing the 
amendment: 

(a) unless the court is satisfied that the specification without 
the amendment was framed in good faith and with 
reasonable skill and knowledge; or 

(b) if the claim of the specification in respect of which the 
infringement is found is a claim in respect of which 
the court is required, by virtue of subsection (1) or sub- 
section (3) of the last preceding section, to treat a cer- 
tain date as the priority date. " 

Extension of times by reason of errors 

27. — Section one hundred and sixty of the Principal 
Act is amended by omitting subsection (4) and inserting in its 
stead the following subsection: 

" (4) Where an application is made under subsection (2) 
of this section for an extension of time for more than three 
months, the Commissioner shall advertise the application in 
the Official Journal. " 

Transitional provisions with respect to action 
on Examiner's report 

28. — (1) Where, before the commencement of this sec- 
tion, an Examiner has reported adversely to an applica- 
tion or specification under section forty-seven or section 
forty-eight of the Patents Act 1952, or of that Act as 
amended, and: 
(a) the applicant has amended the application or specifica- 

tion for the purpose of removing the grounds of objec- 
tion; or 

(b) the Commissioner has given a direction under subsection 
(2) of section forty-nine of the Patents Act 1952, or of 
that Act as amended, 

the provisions of section forty-nine of the Patents Act 1952- 
1962 do not apply in relation to the application or specifica- 
tion and the provisions of subsections (1), (2) and (4) of sec- 
tion forty-nine of the Patents Act 1952-1960 continue to 
apply in relation to the application or specification as if this 
Act had not been enacted. 

(2) Nothing in the last preceding subsection affects the 
application to or in relation to an application or specifica- 
tion referred to in that subsection of the provisions of the 
Patents Act 1952-1962 other than the provisions of section 
forty-nine of that Act but, in the application of section forty- 
nine A of that Act, the reference in subsection (1) of that 
section to an amendment made under the section last pre- 
ceding that section shall be read as a reference to an amend- 
ment made under section forty-nine of the Patents Act 1952 
or of that Act as amended before the commencement of this 
section. 

Transitional provisions with respect to publication 

29. — (1)  Where: 

(a) before the commencement of this section, a separate or 
further application made by virtue of subsection (3) of 
section forty-nine or subsection (1) of section fifty-one 
of the Patents Act 1952, or of that Act as amended, be- 
came open to public inspection; and 

(b) the application in relation to which the separate or fur- 
ther application was made is not, at the commencement 
of this section, open to public inspection, 

the application in relation to which the separate or further 
application was made shall, upon the commencement of this 
section, become open to public inspection. 

(2) Where, before the commencement of this section: 
(a) an application has become open to public inspection; 

and 
(b) a separate or further application has been made by vir- 

tue of subsection (3) of section forty-nine or subsection 
(1) of section fifty-one of the Patents Act 1952, or of 
that Act as amended, in relation to the first-mentioned 
application, 

and the separate or further application is not, at the com- 
mencement of this section, open to public inspection, the 
separate or further application shall, upon the commence- 
ment of this section, become open to public inspection. 
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(3) Where an application has become open to public 
inspection under this section, the documents referred to in 
paragraphs (c) to (g) (inclusive) of subsection (1) of section 
fifty-four B of the Patents Act 1952-1962 are open to public 
inspection and the provisions of subsections (2) and (3) of 
the latter section have effect as if the application had become 
open to public inspection under subsection (1) of that sec- 
tion. 

Transitional provisions with respect to divisional applications 

30. —• (1) The references in subsection (4) of section 
fifty-four A and subsection (2) of section sixty-seven of the 
Patents Act 1952-1962 to a separate application made by vir- 
tue of subsection (1) of section forty-nine A of that Act shall 
be read as including a reference to a separate application 
made by virtue of subsection (3) of section forty-nine of the 
Patents Act 1952, or of that Act as amended. 

(2) The reference in subsection (3) of section one hun- 
dred and fifty-nine A of the Patents Act 1952-1962 to a sepa- 
rate application made by virtue of subsection (1) of section 
forty-nine A of that Act shall be read as including a re- 
ference to a separate application made by virtue of subsec- 
tion (3) of section forty-nine of the Patents Act 1952, or of 
that Act as amended. 

Transitional provisions with respect to amendments 

31. •— The references in subsections (1) and (3) of sec- 
tion one hundred and fifty-nine A of the Patents Act 1952- 
1962 to the date on which a statement of proposed amend- 
ments was lodged under section forty-nine of that Act shall 
be read as including references to the date on which amend- 
ments were made under subsection (1) or (2) of section 
forty-nine of the Patents Act 1952, or of that Act as amended. 

IRELAND 

Notice 
concerning the temporary protection of inventions and designs 

at an exhibition 

(2"d October, 1963) 

We are informed by the Comptroller of the Industrial and 
Commercial Registration Office in Dublin, that pursuant to 
a Certificate signed by the Ministry for Industry and Com- 
merce on 2nd October, 1963, inventions and designs published 
at the " Spring Show and Industries Fair " to be held in Dublin 
from 5th to 9,h May, 1964, will enjoy the temporary protection 
provided by Section 60 and Section 76 of the Industrial and 
Commercial Property (Protection) Act, 1927. 

ITALY ,_       ... ( 1 ranslation) 

Decrees 
concerning the temporary protection of industrial property 

rights at 16 exhibitions 

(of 2nd, 4th, 14,h March, 16th, 27th April, 22"d May, 3rd June, 
lBt, 8th July, 7th, 14th and 24th September, 1963) l) 

Industrial  inventions,  utility  models,   designs   or  models 
and trade marks relating to objects appearing at the follow- 
ing exhibitions: 
XLI" Fiera di Padova — Campionaria internazionale (Padoue, 

31st May-13,h June, 1963); 
Mercato internazionale del tessile per Vabbigliamento (Milan, 

4"'-10,h June, 1963); 
I" Rassegna internazionale della chimica (Milan, 7,h-16''1 June, 

1963); 
XV" Fiera di Trieste — Campionaria internazionale (Triest, 

21st June-5"1 July, 1963); 
XXII" Fiera di Ancona — Mostra-mercato internazionale della 

pesca, degli sports nautici ed attività affini (Ancona 22"d 

June-7,h July, 1963); 
XXIX" Mostra nazionale della radio e televisione (Milan, 7,b- 

15"' September, 1963); 
XI" Mostra nazionale di elettro domestici (Milan, 7t''-15th Sep- 

tember, 1963); 
XXVIIa Fiera del Levante — Campionaria internazionale 

(Bari, 10"'-23rd September, 1963); 
XIII" Salone internazionale della tecnica (Turin, 19tll-30th Sep- 

tember, 1963); 
XLV" Salone internazionale deliautomobile (Turin, 30'1' Oc- 

tober-10,h November, 1963); 
XVIa Fiera di Bolzano — Campionaria internazionale (Bol- 

zano, 13th-23rd September, 1963); 
XI" Mostra internazionale del tessile, fibre naturali, artificiali 

e  sintetiche,  chimica  e  macchine   tessili   (Busto  Arsizio 
[Varese], 14,h-23rd September, 1963); 

XXXVIII" Esposizione internazionale del ciclo e motociclo 
(Milan, 30"' November-9th December, 1963); 

Salone-Mercato internazionale delVabbigliamento  (Turin, 1st- 
16,h October, 1963); 

///" Mostra delle apparecchiature chimiche (Rome, 31st Oc- 
tober-10"1 November, 1963); 

Mercato internazionale del tessili per Vabbigliamento (Milan, 
12,h-17,h November, 1963) 

shall enjoy the temporary protection provided by laws 
No. 1127 of 29th June, 1939 2), No. 1411 of 25th August, 1940 s), 
No. 929 of 21" June, 1942 4), and No. 514 of Is« July, 1959 5). 

') Official  communications  from  the  Italian Administration. 
2) See Prop, ind., 1939, p. 124; 1940, p. 84. 
3) Ibid., 1940, p. 196. 
*) Ibid., 1942, p. 168. 
5) Ibid., 1960, p. 23 
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Legal Protection of Know-how 
By Stephen P. LADAS, New York 

I 

Know-how is a subject of increasing importance in inter- 
national agreements and international investment. The subject 
matter designated by it has come to be the handmaid of 
progress and the core of industrial competition. Efficiency of 
production, effective pricing, superior quality standards, are 
based on know-how. The success of an industry in the com- 
petitive market depends on its being able to develop know- 
how by research of its own or its ability to obtain the benefits 
of know-how developed by others. New inventions permit an 
industry to make a leap but these have to be set in a broader 
technological framework and supplemented by the practical 
procedures which will make them workable particularly by 
resolving the cost problem. Know-how has also assumed an 
aura of fascination for newly developing countries which see 
in it a mystical factor which may resolve or bridge over the 
difficult initial steps of technical and economic development. 

In international trade, know-how may be involved in var- 
ious forms. It may be part of an agreement relating to patents, 
designs or trade marks, and may be secondary to those rights 
or, on the contrary, these may be mere appendages to the 
principal grant of know-how. Or know-how may be the sole 
subject matter of a license agreement. Finally, know-how may 
be in a package deal of a construction or engineering contract 
under which a firm undertakes to erect a plant and supply 
the know-how for the construction and operation of the plant. 

Newly developing countries, because of their general lack 
of traditional techniques and skills and inability to invest in 
local research, depend even more heavily on foreign know- 
how. Indeed, in such countries, it is not the local industrialists 
or inventors who are the prime movers but rather the Govern- 
ments who see the political future of their country in indus- 
trialization and are pushing their citizens along the road of 
progress. In such cases, know-how agreements replace even 
patent agreements since foreign patentees do not generally 
take out patents in under-developed countries in view of the 
lack of local industry that may use the inventions covered by 
the patents. 

In connection with all these types of agreements involving 
know-how, several legal problems arise, such as: the propriety 
and adequacy of clauses seeking to protect the licensor's know- 
how; their legal enforceability and the kind of remedies avail- 
able not only against licensees but also against third parties; 
tax problems on the royalties or other compensation payable 
by the licensee in the country of the payee and in the receiving 
country; and finally, antitrust law problems with respect to 
restrictive clauses included in the agreement. These problems 
depend largely on the question of the legal nature of the 
right in know-how. 

Some of the difficulties in dealing with this basic question 
stem from the absence of precise definition of the expression 
" know-how ". While this is a convenient term to denote a 
variety of different matters, it does not define protectable 
subject matter. Indeed, in ordinary use know-how may include 
tangible materials: recipes, formulae, designs, drawings, pat- 
terns, blueprints, technical records, specifications, lists of 
materials, technical product and process manuals, written 
instructions for operating the process and analytical means 
for checking and controlling the product and the process and 
the like; and intangible information consisting in practical 
procedures, details of workshop practice, technical training, 
personal visitation and inspection, etc. It also may include 
singly or in combination: 

information relating to a patented invention not included 
in a patent specification; 

inventions capable of being patented but not patented; 
inventions incapable of being patented in a particular coun- 

try because of the subject matter being excluded in the 
patent law; 

inventions incapable of being patented by reason of lack 
of inventive height; 

industrial designs capable of being registered but not regis- 
tered; 

industrial designs having functional characteristics; 
skill, experience and craftsmanship of technicians. 

The element of secrecy may not be indispensable as to all 
of the subject matter involved, yet the possessor of the know- 
how, the subject of a grant, must want to preserve it against 
unauthorized publication. Nor is the element of " exclusive- 
ness " indispensable since more than one person may develop 
the same know-how, and if each of them preserves it from 
publication, each of them may have a right to his creation. 

Because of these differences and the indefiniteness of the 
term " know-how ", agreements often avoid the use of such 
term or use it subsidiarily and instead employ terms describing 
and defining the subject matter of the grant more specifically, 
such as secret or technical information, manufacturing pro- 
cesses, or knowledge relative to the use and application of 
the industrial technique required for the establishment and 
operation of a particular plant or the production of the sub- 
ject matter of the agreement. 

II 

The question of the legal nature of the right in know-how 
usually proceeds with the query whether in the particular 
country this is recognized as a property right or not. The 
answer to this requires a definition of the word " property " 
which raises difficult problems under the law of various 
countries. In countries with a codified civil law, there is a 
definite classification of " property " rights and the only 
class available for know-how would be that of " intangible 
rights ". But there has been no thoroughgoing legal analysis 
of this right in know-how so as to distinguish the various types 
of relationships involved and give it an orderly pattern. There 
is a recognition that know-how can be sold, licensed, assigned, 
taxed, subjected to levy, exchanged for stock in a corporation. 
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etc., but no conscious attempt on the part of writers or the 
Courts to resolve all problems created by dealings with know- 
how. 

There has been a tendency to dodge the issue by pointing 
out that there is always the contract which is law between the 
parties and that any violation of undertakings under the con- 
tract with respect to know-how may be reached by an action 
under the contract. This, however, leaves out the whole aspect 
of protection against third parties: employees and competitors 
who may obtain unauthorized disclosure of know-how and 
use it without the owner's consent, and does not dispose of 
the necessity to supplement the absence of a contract by re- 
ference to other law. 

In common law countries, the concept of property is more 
flexible and the Courts have granted protection by reference 
to rules of law or equity in all cases of inequitable or unfair 
conduct. As Justice Holmes was able to say in DuPont Powder 
Co. v. Masland (1917) 244 U. S. 100: 

" The word ' property ' as applied to trade secrets is an unanalyzed 
expression of certain secondary consequences of the primary fact that 
the  law makes some  rudimentary requirements of good  faith. " 

The British Courts also have avoided the question of de- 
finition. The Master of the Rolls, Lord Greene, in Saltman 
Engineering Co. v. Campbell Engineering Company (1948) 
65 R. P. C. 203, 213, held that: 

" Even if Mr. Ransom did not make a contract with the defendants, 
it does not alter the fact that the confidential drawings handed to the 
defendants for the pourpose of executing the order placed with them 
were the property of Saltman Engineering Co., and the defendants knew 
that ", 

and stated the general principle as follows: 
" If a defendant is proven to have used confidential information, 

directly or indirectly obtained from the plaintiff, without the consent, 
expressed or implied, of the plaintiff, he will be guilty of an infringe- 
ment of the plaintiff's  rights. " 

Most interesting in connection with the nature of know- 
how are the statements of Lord Radcliffe in Rolls-Royce Ltd. 
v. Jeffrey1). He said that the case involved first " the nature 
of this asset of the appellants which is conveniently com- 
prehended in the word 'know-how' ", and continued: 

" I see no objection to describing this as an asset. It is intangible, 
but then so is goodwill... It is a reality when associated with production 
and development as that of Rolls-Royce, and a large part, though not 
the whole of it, finds its material record in all those lists, drawings, and 
manufacturing and engineering data that are specified in the various 
license agreements ... An asset of this kind is, I am afraid, that I must 
use the phrase, sui generis. It is not easily compared with factory or 
office buildings, warehouses, plant and machinery, or such independent 
legal rights as patents, copyrights or trade marks, or even with goodwill. 
' Know-how ' is an ambience that pervades a highly specialized production 
organization and, although I think it correct to describe it as fixed ca- 
pital so long as the manufacturer retains it for his own productive pur- 
poses and expresses its value in his products, one must realize that in 
so describing it, one is proceeding by an analogy which can easily break 
down owing to the inherent differences that separate ' know-how ' from 
the more straightforward elements of fixed capital ... Know-how has the 
peculiar quality that it can be communicated to or shared with others 
outside the manufacturer's own business, without in any sense destroying 

its value to him. " 

i)  (1962) 1 All E. R. 801, 805. 

It is submitted that it may be advisable to look closely 
into the genesis of know-how and its development, in the most 
usual cases. We have really two situations: 

(a) An invention is made and application is filed for a patent. 
This necessarily must be filed as quickly as it is complet- 
ed so that it may not be anticipated by another inventor 
working in the same field. So far as the requirements of 
the patent law are concerned, the disclosure may be com- 
plete. The public is advised as to what the invention is 
and the process or method of manufacture is fully dis- 
closed. But after the application is filed, the inventor 
must still work out practical details of workshop tech- 
nique so that the invented process or product may be 
manufactured at the least possible cost. Indeed, the cost 
of manufacture is an important consideration of any new 
invention. If the making of the product is too expensive, 
or if the new process cannot be fitted into existing 
machinery or tooling, the invention may be impractical. 
The manufacturer or inventor works these details out 
and it may take years before these may be fully develop- 
ed. These details are not patentable, because they are 
not inventions; they are merely improvements of work- 
shop technique. Competing manufacturers working in the 
same field of research are able to absorb the invention 
immediately, and all they may need is a license under 
the patent. But other competing manufacturers cannot 
by themselves work out these details except by research 
which takes time and expense, and therefore, they are 
anxious to aquire the knowledge of these details, i. e., the 
know-how. There may not be holding back of information 
which should have been disclosed in the patent applica- 
tion because these details are not patentable and they 
are not even known to the inventor at the time of filing 
the application. 

(b) On the other hand, research is a continuous process of 
improvement of technology step by step. There may be 
nothing in these improvements which is patentable be- 
cause there is nothing that can be deemed as real inven- 
tion, i. e., an advance in the art which is not obvious to a 
person having ordinary skill in such art. The improve- 
ment may consist in adjusting machinery or tooling, in 
using a certain type of metal rather than another, the 
laying out of a plant, the siting of the various types of 
equipment, the layout of the valve system, and the use 
of one known chemical rather than another. Each of these 
data may be in the public domain, but their combined 
effect is what does the trick. It may take research of 
many years and considerable investment to work out all 
these improvements step by step, but no patent can be 
obtained on them, because they are not patentable in- 
ventions. If they were patentable, the manufacturer would 
rather take a patent and be protected by the patent law 
rather than rely on the uncertainties of know-how pro- 
tection, or take the risk that the same know-how may be 
developed by others or may be published. A competing 
manufacturer making similar research and spending time 
and money can work out the same technological improve- 
ments  but it  is  economically  advantageous  to  them  to 
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acquire such know-how from one who developed it rather 
than remain behind in the technological progress. 

Ill 

Thus, know-how appears to be essentially a supplement to 
patented or patentable inventions or a variety of technical 
achievements iu the process by which industry seeks to gain 
a competitive position in the market place. It follows that the 
legal relationship between the person coming into the original 
possession of know-how and other persons in privity or with- 
out privity to the former is of the same nature as the rela- 
tionship which governs the owner of a patent or design or 
trade mark and other persons. Law has grown out of relation- 
ships and there is a relationship of competitors in the market 
place whether the subject matter is patents, designs, trade 
marks or know-how. 

In this relationship we are seeking to recognize, reconcile 
and satisfy competing interests, claims and demands. An at- 
tempt has been made elsewhere to recognize and identify 
these in the legal ordering involved in patent law, design law 
and trade mark law2). With regard to know-how, we re- 
cognize the following competing interests, claims and demands: 

(a) The interests, demands and claims of an enterprise which 
by costly research and experiment have developed in- 
formation, inventions, skills and knowledge, i. e., know- 
how, that gives to such enterprise an advantageous com- 
petitive position in the market place. This is a valuable 
business asset for the acquisition of which other enter- 
prises are willing to pay a price and the unauthorized 
disclosure or misuse by others would inflict a serious 
damage to the originating enterprise. 

(b) The interests, demands and claims of competing enter- 
prises which desire to obtain the benefit of know-how 
developed by others as an effective instrument for the 
promotion of their interests. They are looking out for the 
publication of any information on such know-how and 
desire to enter into agreements to obtain communication 
of know-how maintained in secrecy. 

(c) The interests and claims of the community in the widest 
possible inter-communication of know-how by enterprises 
and the resulting high quality standards and low cost of 
goods, and in the avoidance of undue or excessive res- 
traints between those competing in the market place. 

(d) The interests of the social and legal order of the country 
concerned which would be fatally injured if the spirit of 
invention and creation and the investment in research 
and development of know-how was to be discouraged, 
and if it would be permitted to enterprises to engage 
in unlawful competition and in unauthorized use of secret 
know-how of others, or in the disinclination to share 
technical knowledge and skills. 

The competitive relationships involving these interests, 
claims and demands are the same whether we are dealing with 
national or international markets. 

2)  See Ladas, " Industrial Property and Economic Development " in 
The Trademark Reporter (1955), Vol.45, p. 615. 

There is a need for a legal control by which we recognize, 
reconcile and satisfy all these interests, claims and demands, 
just as we need similar legal control in the relationship in- 
volved in patents, designs and trade marks. In connection 
with patents, such legal control is exercised by the statutory 
law on patents which defines patentable inventions, the re- 
quirements of patentability and novelty, the conditions for 
applying for a patent wherein particularly a full disclosure of 
the subject matter is required, the rights and obligations of 
the patentee, the term of the patent, etc. Analogous is the 
situation with respect to the design law and trade mark law. 

With respect to the know-how, there is generally no spe- 
cific allembracing Statute which attempts to define and re- 
gulate the competitive relationship, analogous to the patent, 
design or trade mark legislation, but one may be permitted 
to inquire whether such detailed Statute is really necessary 
if other general legislation applicable to know-how does in 
fact recognize, reconcile or satisfy the competitor relationship 
involved, and if the Courts have in fact defined and circum- 
scribed the right by the remedies granted. We have in most 
countries in the world a law of unfair competition which 
generally is not a full statutory law. Most often this law has 
been fashioned as a full-bodied law by the Courts on the basis 
of a single provision in the Civil Code or of a general prin- 
ciple formulated by a succession of Court decisions. Yet we 
have a quite clearly established legal ordering of the conflict- 
ing interests, claims and demands of competitors in the mar- 
ket place through this type of unfair competition law. 

It is precisely the same thing that appears to be the case 
in respect to the right in know-how. A review of the law of 
a number of countries is revealing. 

First, we have the German Law of 1909 against Unfair 
Competition which outlaws generally, in its first section, com- 
petitive conduct contrary to honest practices, and specifies 
and prohibits in subsequent sections various acts of unfair 
competition, such as acts causing confusion of the public, de- 
ceptive and unfair advertising, discrediting of competitors, 
interference with contracts, etc. Then in Sections 17-19, it 
prohibits unauthorized disclosure and misure of business or 
manufacturing secrets. These Sections read as follow: 

" Section 17. — (1) An employee, worker or apprentice of a firm 
who unlawfully imparts a business or manufacturing secret entrusted or 
made accessible to him by reason of his employment relationship to any- 
one during the term of service for the purpose of competition or for 
personal gain or with the intention of damaging the owner of the firm, 
will be liable to imprisonment of up to three years and to a fine or to 
either. 

(2) Anyone making use for purposes of competition or personal gain 
of a trade or manufacturing secret or imparting the same to third parties, 
knowledge of which he obtained through the means described in para- 
graph (1) or through conduct of his own contrary to the law or contra 
bonos mores, will be punished in the same manner. 

(3) If, when imparting the said information, the perpetrator knows 
that use is to be made of the secret in foreign countries, or if he himself 
makes use of it in foreign countries, be may render himself liable to 
imprisonment up to five years. 

(4) The provisions of paragraphs (1) to (3) also apply in cases 
where the person receiving the information is already familiar with the 
secret or is entitled to know it, without the perpetrator being aware of 
this fact. 
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Section 18. — Anyone unlawfully making use of or imparting to 
third parties for the purpose of competition or personal gain any designs 
or instructions of a technical nature confided to him in the course of 
his business dealings, particularly drawings, models, stencils, cuttings and 
formulae, is punishable with imprisonment up to two years and with a 
fine, or one of these two measures. Section 17, para. (4), applies equally. 

Section 19. — Acts contrary to the provisions contained in Sections 17 
and 18 entail liability for the resulting damages. Where several persons 
are involved in such an infringement, there is a joint liability. " 

Thus, the German Act deals with the following relation- 
ships in respect to know-how: 
(a) the relationship between the owner of know-how and his 

employees; 
(b) the relationship between the owner of know-how and a 

competitor to whom the employee makes an unauthor- 
ized disclosure of the know-how; 

(c) the relationship between the owner of know-how and a 
competitor who, through any conduct contrary to law or 
to good morals, obtains knowledge of the know-how; 

(d) the relationship of the owner of know-how and a person 
who obtains confidential communication of such know- 
how and proceeds to use it without the authorization of 
the owner; 

(e) any other relationship or situation involving unauthor- 
ized use or misuse of know-how would also come under 
the general principle of the first section of the Act of 
1909 which condemns and prohibits any act contrary 
to honest practices. 

In all these cases, the owner has a right to sue for dam- 
ages under Section 19 and may also file criminal complaint 
under Sections 17 and 18. He may also obtain an injunction 
against such unauthorized use or threatened misuse of his 
know-how under the general provisions of the German law. 
It is highly significant that Germany had dealt with the 
relationships involved in know-how under the general pro- 
visions of the Unfair Competition Act. Indeed, the German 
Supreme Court (Bundesgericht) in a decision in 1951 (17 
BGB 2, p. 42) has placed the whole subject of know-how 
squarely under the general principles of unfair competition. 
It stated: 

" With respect to so-called secret processes and other commercial or 
manufacturing secrets, the protection involved is in accordance with the 
general provisions of the Civil Code and the law against unfair competi- 
tion. Secrecy is protected by the right to unrestricted exercise of com- 
mercial activity (Section 823, para. 1, and Section 826 of the Civil Code, 
and Articles 1, 17 and 18 of the Act against Unfair Competition). Under 
these articles a petition, by application of Section 1004 BGB for injunc- 
tion of unauthorized use is available against the person to whom the 
licensor has entrusted a commercial secret in business relationship. If, 
under manufacturing arrangements, the licensor communicates to the 
licensee process instructions based on commercial secrets, this constitutes 
entrusting of technical instructions in the meaning of Article 18 of the 
Act against Unfair Competition. " 

Next, it should be noted that similar legislative handling 
of the competitive relationships in know-how is made in other 
countries. Indeed, provisions analogous to those of the German 
Unfair Competition Act exist in the Austrian Act against Un- 
fair Competition of 1923, Sections 11 and 12; the Norwegian 
Law of July 7, 1922, Section 11; the Danish Law of March 29, 
1924, Section 11; and the Swedish Law of May 29, 1931, 
Sections 3 to 5. 

Belgium has a special Arrêté Royal of December 23, 1934, 
which provides in Article 2 for a summary remedy by the 
President of the Tribunal, akin to an injunction, in certain 
ca'ses of unfair competition, and these cases specifically in- 
clude " the unauthorized use of models, specimens, technical 
combinations and formulae of a competitor and generally of 
all information or documents entrusted to another ". Here 
again, misuse or unauthorized use of know-how is dealt with 
by analogy to other acts of unfair competition. This is in 
addition to the action for damages available under the broad 
provision of Article 1382 of the Civil Code which is the foun- 
dation of all law of unfair competition. 

In other civil law countries, such as France, Italy and the 
Netherlands, the basis of protection of know-how is also un- 
fair competition law3), as the foundation of all law of in- 
dustrial property to which know-how is generally assimilated. 
Know-how is deemed a combination of things organized to- 
ward an industrial purpose which constitutes a new value that 
the law protects against interference, and such protection is 
the proper function of the law of unfair competition4). 

Articles 1382 and 1383 of the French and Belgian Civil 
Codes which are the basis of the unfair competition law in 
these two countries find their counterpart in Article 2598 of 
the Italian Code, and Articles 1401 and 1402 of the Dutch. 
In Italy, there is also a special provision in Article 2105 which 
affords protection against the divulging of " information re- 
lating to the organization or methods of production of an 
enterprise, or the making use thereof in a manner that may 
prejudice it ". Thus, for the purposes of this action, it is quite 
immaterial whether the secret information which is abused is 
directly misappropriated by someone concerned with it or has 
been acquired through third parties. In the Netherlands, in- 
junction may be issued by the Courts against the unauthorized 
use of know-how. 

All four countries also contain specific provisions in their 
Penal Codes. Article 309 of the Belgian and Article 418 of 
the French Codes provide for criminal punishment of anyone 
who fraudulently, or with intention to cause harm, communi- 
cates manufacturing secrets to third parties. In Italy, Article 
623 of the Penal Code subjects to criminal punishment anyone 
who, having had access by reason of his status or profession 
to information intended to remain secret, communicates such 
information to others or exploits the same for his own benefit. 
In the Netherlands, Articles 272 and 273 of the Penal Code 
contain penal provisions against intentional divulgation of 
secret information which should be kept confidential because 
of the actual or previous professional position of the person 
who divulges, or because a commercial or industrial enterprise 
had ordered that such information be kept secret. 

Cases of dealing with know-how which are not reached by 
these penal provisions are covered by the law of unfair com- 
petition. 

In common law countries, the position is somewhat dif- 
ferent. Wrongful  appropriation, misuse  or unauthorized  di- 

3) See Bouvier, Le droit de la propriété industrielle, Vol. II, pp. 368 
et seq. 

*) Mario Rotondi, " Unfair Competition in Europe ", in American 
Journal of Comparative Law, 1958, Vol. 7, No. 3, pp. 327, 333. 
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vulgation of know-how, are essentially an equitable wrong 
against which the Courts will grant a remedy. The Courts 
will do so under the rules of law and equity of the common 
law, rather than in application of any statutory law. Thus, 
the law for the protection of know-how has developed entirely 
through case law, by the Courts administering relief in cases 
where they considered that inequitable conduct was involved. 
Heretofore, there has been no effort to classify and distinguish 
the various cases, examine the relationships involved and 
suggest a possible general theory of the nature of the right in 
know-how5). The law in the United States of America and 
Great Britain is now remarkably similar in essence, although 
the reasoning, emphasis and legal theory, may not be alike. 

In Great Britain and generally in British law countries 
throughout the world, the notion of a law of unfair competi- 
tion as such has not found acceptance as yet. In the absence 
of explicit contractual provisions relating to know-how, in 
which case the position is defined by the contract, the English 
Courts look to the relationship and give relief on the basis of 
a theory of implied contract or breach of confidence or trust 6). 

In the United States, on the other hand, in addition to 
these theories, there is also applied a doctrine of unjust 
enrichment concurrently, complementarily or in the alter- 
native 7). 

But while the legal jargon used may be different then that 
in civil law countries, what the Courts really do is to find a 
relationship between the parties which makes it unfair for 
the defendant to appropriate, misuse or make an unauthor- 
ized disclosure of know-how communicated by the owner 
thereof, and in essence they apply the basic principles of the 
unfair competition law. Indeed, the conduct prohibited in- 
volves not so much the revelation, wrongful appropriation, or 
misuse of know-how as such, but the economic implication of 
interference with an advantageous competitive position re- 
presented by the value of the know-how to the owner thereof. 

This appears in a particularly clear light in the cases in- 
volving an unrelated third person who obtains disclosure of 
the know-how innocently and the question is whether such 
person may be restrained. In Stevenson, Jordan & Harrison 
Ltd. v. MacDonald & Evanss), Lloyd-Jacob J. remarked: 

" Counsel for the plaintiff expressly disclaimed any suggestion that 
... the defendants were aware that . . . Mr. Hemming was acting in breach 
of his duty to the plaintiff. Does this circumstance frank their avowed 
intention to consummate Mr. Hemming's wrongdoing? The original and 
independent jurisdiction of this Court to prevent, by the grant of an 
injunction, any person availing himself of a title which arises out of a 
violation of a right or a breach of confidence, is so well established as 
a cardinal principle that only a binding authority to the contrary should 
prevent its application by this Court. " 

In the United States9), the decisions of the Courts have 
established the position which the Restatement of Torts [Sec- 
tion 758 (b) comment (e)] summarizes to the effect that the 
answer depends upon weighing the loss to the innocent party 

5)  The first such attempt is made in the excellent book by Amédée 
Turner, The Laiv of Trade Secrets, London, 1962. 

«)  Turner, p. 235. 
7) Turner, p. 265. 
8) 68 R, P. C. 190 and on appeal 69 R. P. C. 10. On appeal, the judg- 

ment was reversed on the ground that the confidential nature of the 
subject matter was not substantial enough to warrant protection. 

9) Turner, pp. 414, 417. 

against the benefit of the plaintiff. It would be wrong to 
charge the defendant with damages or profits for the period 
after he knew the facts of the disclosure in the case when he 
has changed substantially his position by exploiting the dis- 
closures beforehand. Otherwise, an innocent recipient of a 
disclosure becomes liable for any use he makes after he learns 
the facts of the disclosure. This is an obvious case of applica- 
tion of unfair competition law principles. 

From the point of view of taxation of this asset, it is of 
interest to consider two decisions of the House of Lords. In 
the first case, Moriarty (Inspector of Taxes) v. Evans Medical 
Supplies Ltd.10), a British Company, carrying on business as 
manufacturers of pharmaceutical products and wholesale drug- 
gists, made an agreement with the Government of Burma to 
supply information as to certain secret processes relating to 
the manufacture of pharmaceutical products and technical 
data, drawings, designs and plans for the erection of a factory 
and the installation of machinery therein. The consideration 
to be received in return was £ 100,000. The question arose as 
to whether this sum was ordinary income or a capital gain. 
The Court of Appeal held that, insofar as the consideration 
was in respect of the imparting of information as to secret 
processes, the receipt was a capital receipt, such secret pro- 
cesses and formulae being in this respect akin to patents. On 
the other hand, insofar as the consideration related to the 
drawings, designs and plans and information relating to the 
supply of prototype machinery, laying out and installation of 
such machinery, etc., it was a payment for services and there- 
fore an income. 

The House of Lords held that there was no case for appor- 
tioning the sum in the manner directed by the Court of Ap- 
peal, and held that the whole sum was a capital profit and 
therefore not taxable. Viscount Simonds and Lord Tucker 
pointed out that the ownership by this company of these 
secret processes and know-how had enabled the company to 
acquire a substantial share of the market for pharmaceutical 
products in Burma. Even though the whole value of these 
secret processes and know-how might not be lost at once to 
the company as the result of the agreement, their value would 
be greatly diminished and it was doubtful whether they would, 
within a measurable period of time, have any value at all 
remaining to the company. 

In the more recent decision in Rolls Royce Ltd. v. Inland 
Revenue Commissionersll), the House of Lords upheld the 
decision of the Court of Appeal that lump sum payments 
made by certain foreign governments and companies to Rolls 
Royce in return for technical knowledge, plans and a license 
for an interchange of staffs to enable them to manufacture 
specified types of aircraft engines did not represent the value 
of a capital asset and was assessable for income tax. The tax- 
payer's position was that its know-how was part of its fixed 
capital. The House of Lords, particularly Lord Radcliffe, 
looked into the nature of know-how I2) and admitted that this 

I«)   (1957) 3 All E. R. 718. 
») (1962) 1 All E. R. 801. Similar holding by the Court of Appeal 

in Musker (Inspector of Taxes) v. English Electric Co. Inc. (not pub- 
lished yet). 

12)   See supra. 
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was a capital asset so long as the manufacturer retains it for 
his own productive purposes. It is the kind of intangible entity 
that can very easily change its category according to the use 
to which its owner himself decides to put it. Rolls Royce 
turned the know-how to account by undertaking for reward 
to impart it to the others in order to bring about an alternative 
way of deriving profit in lieu of manufacture and sale of 
their own engines to the governments of companies with whom 
they entered into license agreements. The case was distinguish- 
ed from the Moriarty v. Evans case in that in the latter the 
company had sold to the Burmese Government a secret pro- 
cess on which the success of its business in Burma had to 
depend, and it had, in effect, disposed altogether of its 
Burmese trade. 

Indeed, the reconciliation of the two decisions is possible 
on the facts of each case: more or less total loss of the asset 
in the first case, and a more or less limited dilution of the 
asset in the second case, particularly since the information 
disclosed was only that bearing on the production of a single 
type of engine. 

IV 

The general conclusion resulting from an analysis of legis- 
lation and Court decisions being that the competitive relation- 
ships involved in know-how are governed by the broad prin- 
ciples of the law on unfair competition, it should then follow 
that in the international field the stipulations of Article 10bls 

of the International Convention are applicable. This Article 
reads as follows: 

(1) The countries of the Union are bound to assure to persons 
entitled to the benefits of the Union effective protection against unfair 
competition. 

(2) Any act of competition contrary to honest practices in industrial 
or commercial matters constitutes an act of unfair competition. 

(3) The following in particular shall be prohibited: 
1. all acts of such a nature as to create confusion by any means whatever 

with the establishment, the goods, or the industrial or commercial 
activities of a competitor; 

2. false allegations in the course of trade which are of such a nature 
as to discredit the establishment, the goods, or the industrial or com- 
mercial activities of a competitor; 

3. indications or allegations the use of which in the course of trade is 
liable to mislead the public as to the nature, the manufacturing pro- 
cess, the characteristics, the suitability for their purpose or the 
quantity  of the goods. " 

The general principle announced by this Article is that 
any act of competition contrary to honest practices in indus- 
trial and commercial matters is prohibited, and this would 
apply to unauthorized disclosure or misuse of know-how. 

The International Chamber of Commerce in 1955 under- 
took to study the problem of protection of know-how on an 
international basis. After long investigation of the law and 
practice of the various countries, it adopted a Resolution in 
196113) setting forth rules for the protection of know-how. 
This Resolution reads as follows: 

" Technological improvements developed by business enterprises 
whether patentable or not, commonly referred to as know-how, have 
become in recent times tremendously valuable subjects of industrial pro- 
perty   supplementing   patents   and   other   rights,   have   assumed   a   great 

economic importance, and are the subject matter of an increasing number 
of very important agreements between business enterprises. 

The protection of know-how on an international basis is therefore 
a keenly felt need if the communication of know-how between enter- 
prises to promote  economic  and  technical  progress is to be  encouraged. 

Hardly any country so far has dealt in an adequate and comprehen- 
sive way with the protection of industrial know-how, although existing 
national laws on contract, breach of trust and unfair competition are 
sometimes  applicable  to  the  subject. 

Accordingly, the International Chamber of Commerce has set out 
hereunder in a summary form provisions which are highly recommended 
for incorporation in national legislation: 

1. Industrial know-how means applied technical knowledge, methods and 
data necessary for realizing or carying out in practice techniques which 
serve industrial purposes. 

2. Where such know-how is of a secret character it constitutes a valu- 
able business asset and should be protected in law. 

3. Know-how should be regarded as secret in character if it has not 
been published in a form available to the public and the undertaking 
which has developed it or lawfully acquired it takes all reasonable 
steps to prevent its unauthorized disclosure. Such know-how is herein- 
after  referred  to   as  ' secret know-how '. 

4. It should be unlawful for an undertaking to use industrial know-how 
which it knows or ought to have known to be the secret know-how 
of another undertaking, without the consent of that undertaking. 

5. It should also be unlawful to divulge the secret know-how of an 
undertaking, or to transfer it to others, without the consent of that 
undertaking. 

6. Nothing in these provisions should affect the right of an undertaking 
to use, divulge or transfer any industrial know-how which it has itself 
originated and developed by its own independent means or to use 
any such know-how which has been published in a form available to 
the  public. 

7. An injunction or an order to pay damages or both should be available 
in respect of the unlawful use, divulgence, or transfer of secret 
know-how. 

8. In addition to the above provisions, it should be possible, even in the 
case of a bona fide use of the secret know-how of another, to order 
the user to compensate that other, if the circumstances make it equi- 
table to do so. " 

The following comment is suggested on this Resolution14). 
It will be noted that it is limited to industrial know-how. 
Thus, it does not deal with commercial, financial or other 
know-how. The reason for this is one of practical expediency. 
It was felt that the need for protecting other types of know- 
how may not be as great as that for protecting industrial 
know-how, and attention should primarily be directed to the 
latter. Then the resolution is limited to know-how of a secret 
character used for industrial purposes. " Secret know-how " is 
that which has not been published in a form available to the 
public and which the owner thereof has taken all reasonable 
steps to prevent from being published. This means: 
(a) that the owner thereof ensures that non-licensed third 

parties do not use, publish or transfer it to others; 
(b) that know-how which has been divulged or transferred 

to others without the authorization of the owner may 
still be considered " secret " if the owner has taken all 
adequate measures to prevent its disclosure; 

(c) if the know-how has been published in such a way that 
not only an unauthorized third party has obtained know- 
ledge of it but it has become available to the public 
generally, the know-how is no longer revocable and the 

13)   International Chamber of Commerce, Statements and Resolutions 14)   See Document No. 450/193 dated December 27, 1960, of the Inter- 
1959-1961, pp. 98 and 99. national Chamber of Commerce. 
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only remedy may be damages by the person who publish- 
ed the know-how. 

Ex contrario, paragraph 6 of this Resolution clarifies that 
secrecy does not imply exclusivity. Therefore, if another party 
should develop or possess similar know-how or acquire such 
from another owner or come to know of it from a publication 
available to the public, it is free to use it, divulge it or trans- 
fer it without regard to the fact that another enterprise has 
a secret know-how of its own. 

The Resolution then proceeds to suggest a system of pro- 
tection of know-how. Paragraph 4 deals with unlawful use of 
know-how and this is deemed to exist in all cases of bad faith. 
If the user knows or ought to know that the know-how is the 
secret know-how of another, and uses it without the consent 
of the owner, the use is unlawful. 

Paragraph 5 deals with unauthorized divulgation or trans- 
fer of secret know-how. Both are deemed unlawful when there 
is no consent by the owner of the know-how. No requirement 
of bad faith is included in this provision. The transfer may 
have received the know-how in good faith, for instance, as a 
licensee or sub-licensee or employee thereof, or may be an 
indépendant third party who paid value for the same. The 
act of transfer by such person and particularly the act of 
publication constitutes a serious damage to the owner. If the 
latter asserts his rights before such transfer or divulgation, 
the act by the transferer is unlawful. 

Paragraph 7 of the Resolution recommends that the re- 
medies against unlawful use, transfer or divulgation should 
be an injunction or an order for payment of damages, or both. 
The International Chamber of Commerce would have recom- 
mended the remedy of injunction generally but it had to take 
note of the fact that this is not known in the legal system of 
a number of civil law countries 15). 

Finally, paragraph 8 provides that even in the case of a 
bona fide use of secret know-how by an independent third 
party distinguished in paragraph 4, the law should provide 
for an equitable compensation of the owner of the know-how. 
In other words, no unjust enrichment should be allowed in 
the case where one in good faith obtains knowledge of secret 
know-how and uses it for this purpose. 

It is as a result of this Resolution that the International 
Chamber of Commerce insisted on the Commission of the 
European Economic Community for the inclusion of know- 
how, together with the other rights of industrial property, in 
the special dispensation from notification of agreements re- 
lating to industrial property. 

It will be recalled that the first draft of the Regulations 
submitted by the Commission to the Council of Ministers of 

15) Because of the basic need of preserving the secrecy of know-how, 
the Courts may adopt procedures to prevent publication as a result of 
litigation. Thus, in Amber Size & Chemical Co. Ltd. v. Menzel (1913) 
2 Ch. 239; 30 R. P. C. 433, where it was obvions that the question of the 
aspects of plaintiff's processes which were claimed to be secret had to 
be disclosed to someone on behalf of the Court, the Court's solution was 
for the parties to agree on an expert or experts to whom disclosures 
could be made on behalf of the Court, or to a small list of experts from 
whom the Court could make a selection. 

the European Economic Community provided for compulsory 
registration of all agreements containing restrictions prohibit- 
ed under Article 85 (1) of the Treaty. As an exception to this 
rule, no registration was required in respect of agreements 
imposing on the transferee or licensee of patents, designs and 
trade marks limitations in the exercise of these rights. Thus, 
the exception was limited to patent, design and trade mark 
agreements. As a result of strong representations on the part 
of the International Chamber of Commerce, the final text of 
Regulation No. 17 extended this particular exception to know- 
how agreements as well. 

Indeed, this Regulation which now requires notification 
of agreements for the purpose of obtaining the benefits of 
Article 85 (3) of the Treaty dispenses from such notification, 
under Article 4 (2) (ii) (b) of Regulation No. 17: 

" agreements to which two enterprises only participate and which 
have the sole effect 

to impose upon the purchaser or the user of rights of industrial pro- 
perty — namely, patents, utility models, designs or trade marks — or 
upon the beneficiary of contracts involving the transfer or licensing 
of manufacturing processes or knowledge relative to the use and 
application of industrial techniques, limitation in the exercise of 
these rights. " 

This is a recognition, by what constitutes a legislative act 
of the European Economic Community, of know-how as a 
right equivalent to industrial property. The Regulation re- 
cognizes the right in know-how, since it speaks of limitations 
which may be imposed in the exercise of the right in know- 
how as they may be imposed in the exercise of the patent 
right, the design right or the trade mark right. 

The terms used in this provision are: " manufacturing 
processes or knowledge relative to the use or application of 
industrial techniques ". 

It is interesting in this connection to compare these terms 
with those used in the German Act of 1957 against Restric- 
tions of Competition. This Act in Section 20 deals with per- 
missible restrictions in agreements relating to patents, utility 
models and rights relating to varieties of plants. Section 21 
applies, so far as applicable, .the provisions of Section 20 to 
agreements involving the transfer or exploitation of: 

" legally unprotected inventions, manufacturing processes, technical 
designs and other technological achievements... if such achievements 
constitute business secrets. " 

The terms describing know-how in Regulation No. 17 are 
broader than those in the German Act of 1957 and do not 
even include the requirement of secrecy contained in the 
latter. 

Thus, the German law not only recognizes and protects, 
under the law of unfair competition, business and manufac- 
turing secrets but it also permits, so far as applicable, the 
same restrictions in agreements relating to such secrets as in 
the case of agreements relating to patents. 

Since, then, both Section 21 of the German Act of 1957 
against Restriction of Competition and Article 4 (2) (ii) (b) 
of Regulation No. 17 of the Common Market deal with limita- 
tions in agreements relating to know-how, it is of interest to 
first consider the effect of the German antitrust law, before 
proceeding to consider the provisions of the Common Market 
antitrust law. 
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To understand the scope of the exemption of restrictions 
in know-how license agreements under Section 21 of the 
German law, we must relate them to the restrictions permitted 
in patent license agreements under Section 20 of the German 
law. 

First is the restriction relating to the character, the extent, 
the quantity, the area or the time of the use of a patent. Cer- 
tainly, this is applicable to know-how. The owner of the know- 
how may dispose of his right by transfer or license for a 
limited purpose or application only, for a limited area or for 
a limited time. 

Second are the restrictions imposed on the acquirer or 
licensee of a patent justified by the interest of the owner or 
licensor in the technically unobjectionable exploitation of the 
object protected by the patent. It is difficult to conceive how 
this restriction may be generally applicable to the grant of 
know-how, except in two cases. The first is where the licensee 
of the know-how uses a marking on his goods referring to the 
name of the licensor. In such case the interest of the licensor 
and the reputation of his name justifies his right to technically 
unobjectionable exploitation of the know-how. Another case 
is where the licensor of the know-how also licenses the use 
of his trade mark. In such case the validity of his trade mark 
as well as the interest in its reputation and goodwill may 
justify the same restriction. 

Third is the obligation assumed by the acquirer or li- 
censee regarding the pricing of the patented article. The object 
of the restriction is to prevent the licensee from underselling 
the patentee and competing unfairly with him. It does not 
seem possible to permit such a restriction in the case of the 
licensing of know-how. 

Fourth is the obligation imposed on the acquirer or licensee 
for the granting back of information or of a license for the 
use of inventions relating to improvements on condition of a 
reciprocal obligation by the seller or licensor. It is not seen 
why this obligation would be objectionable with respect to 
grant of know-how. Subject to the condition of reciprocity 
and to the condition that the license back to the licensor should 
not be exclusive to the latter, this tends to encourage the 
sharing of knowledge and promotes rather than restricts 
competition. 

Fifth is the obligation on the acquirer or licensee not to 
challenge the licensed patent. It is not seen why this obliga- 
tion on the communicatee of know-how would be objection- 
able when it is not on the patent licensee. Contesting the right 
of the licensor in his know-how is violation of the basic foun- 
dation of the contract. However, it must be understood that 
the licensee should have the right to show that the know-how 
furnished by the licensor has become public property without 
the fault of the licensee. 

Finally, there is the obligation imposed on the acquirer or 
licensee relating to regulation of competition outside the area 
of applicability of the law. This provision in the German law 
meant that the licensee might be restricted with respect to 
competition outside Germany. The same restriction could 
apply in Germany with respect to the grant of know-how. 
However,  this  provision  is  no  longer  applicable  insofar  as 

interstate trade in the Common Market countries are concern- 
ed, and the same would be true with respect to know-how. 

VI 

Coming now to the Common Market Antitrust Law, we 
have before us Article 4 (2) (ii) (b) of Regulation No. 17 that 
dispenses from notification agreements relating to know-how 
and containing " limitations in the exercise of the right " in 
know-how. What are these limitations which are presumably 
outside the prohibition of Article 85 (1)  of the Treaty? 

The Commission of the EEC in its " Communication " on 
patent license agreements published December 24, 1962, has 
specified certain restrictions which it deems as not included 
within the scope of the prohibitions of Article 85 (1) of the 
Rome Treaty. In this " Communication ", the Commission ex- 
plains why it has not attempted to specify restrictions in agree- 
ments relating to know-how which may also be deemed out- 
side the scope of prohibitions of Article 85 (1), and states: 

" The question of application of Article 85 (1) of the Treaty ... to 
agreements relating to the exploitation ... of creations not protected by 
law which represent technical improvements .. . must be the subject of 
a further decision. " 

The words in this statement " not protected by law " are 
unfortunate since it is obvious from the above exposition that 
know-how is protected by law. Obviously the Commission 
refers only to the fact that there is no full statutory law 
governing the relationships involved in know-how, and in- 
dicates its uncertainty as to how far it may consider applicable 
to know-how agreements restrictions analogous to those in 
patent license agreements deemed outside the scope of pro- 
hibitions of Article 85 (1). But whether or not the Commission 
determines to issue a statement of interpretation with respect 
to restrictions in know-how license agreements, it is undeniable 
that restrictions " within the exercise of the right " in know- 
how are permissible. Not only is this true because of the 
inclusion of know-how in Article 4 (2) (ii) (b) of Regulation 
No. 17, but also because of the saving clause of Article 222 of 
the Rome Treaty which provides that " the Treaty shall in no 
way prejudice existing systems and incidents of property". 
Certainly the right in know-how is an existing system and 
incident of property. 

Indeed, precisely because the right in know-how is not 
fully defined by statutory law and is broadly covered by the 
protection of the law of unfair competition, it becomes essen- 
tial for the parties concerned to at least define their respec- 
tive rights and duties in the license agreement. This fixes the 
limits for which the use and application of the furnished 
know-how is granted or authorized. 

It follows that a know-how license agreement may contain 
the following restrictions as outside the scope of prohibitions 
of Article 85 (1) of the Treaty: 
(a) Restrictions calculated to protect the know-how against 

unauthorized disclosure or transfer to third parties. This 
is necessary to preserve the secrecy of the know-how and 
the right of the owner in the know-how. 

(b) Restrictions against the use of the licensed know-how 
beyond the use  or application for which it is being li- 
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censed. This is a limitation within the scope of the right 
in the know-how. 

(c) Limitations on the use of the know-how with respect to 
time. This means that the license to use the know-how 
may be limited for a certain term only, and therefore 
the licensee may be required not to use such know-how 
after termination or cancellation of the agreement. This 
is, of course, subject to the qualification that the know- 
how has not become available to the public. 

(d) Limitations with regard to area. This refers to the use of 
the know-how and not the marketing of merchandise 
made by the use of such know-how. It is not possible, 
with respect to know-how, to conceive of separate rights 
in know-how granted by separate States as independent 
rights. The right in know-how is a single right and it may 
be enforced under the law of any country. But once this 
right has been licensed and products have been made by 
the use of such know-how, it is not possible to limit the 
sale of such products to a particular country. 

(e) Limitations with respect to person. The owner of the 
know-how may provide that the licensee shall not assign 

the license or grant a sub-license to another. This is both 
a limitation inherent in the right in the know-how, and 
also a means of protecting the secrecy of the know-how. 

(f) An obligation on the licensee to affix on the product a 
legend referring to the owner of the know-how. This is 
a means of promoting the reputation of the licensor of 
the know-how and involves no restriction on competition. 

(g) The license of the know-how may be granted on an ex- 
clusive or non-exclusive basis. The former means that the 
owner of the know-how undertakes not to furnish such 
know-how to any other party. This involves no more of 
a restriction than an exclusive license under a patent 
does. Indeed, it is of lesser importance, since the exclusiv- 
ity under a patent may endure for 15 to 20 years, whereas 
ordinarily the value of the know-how has a commercial 
value of a much more limited time. 

Finally, the restrictions discussed above in Section V as 
permissible under the German Antitrust Law in know-how 
license agreements should be deemed proper " limitations in 
the exercise of the right " under Article 4 (2) (ii) (b) of 
Regulation No. 17. 
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NEWS ITEMS 

Calendar of BIRPI Meetings 

Place Date Title Object Invitations to participate Observers 

Geneva 12-14 November     Committee of Experts. Nice 
1963 Arrangement 

(Classification) 

Examination and approval 
of texts to be published in 
Classification internatio- 
nale des produits et des 
services auxquels s'appli- 
quent les marques de fa- 
brique ou de commerce 

Representatives of Member 
countries of the Nice Ar- 
rangement (Classification) 

Other signatory countries 
of the Arrangement, Mem- 
bers of the provisional Com- 
mittee of Experts 

Geneva 18-23 November 
1963 

Committee of Experts 
(Copyright) 

Discussion of proposals for 
amendment of the Berne 
Convention 

Governmental experts 
from: Belgium, Brazil, Ca- 
nada, Czechoslovakia, Fran- 
ce, Germany, India, Italy, 
Japan, Poland, Sweden, 
Switzerland and United 
Kingdom 

Non-Member countries 
which participated in the 
Study Group on the Inter- 
national Protection of Ci- 
nematographic Works and 
interested international in- 
tergovernmental and non- 
governmental organisations 

Geneva 25-29 November 
1963 

Conference of the Directors 
of National Industrial Pro- 
perty Offices of the Mem- 
ber States of the Madrid 
Union 

Consideration of certain 
matters concerning the Ma- 
drid Union for the Inter- 
national Registration of 
Trade Marks 

Directors of Industrial Pro- 
perty Offices of the coun- 
tries members of the Ma- 
drid  Union 

Other Member States of the 
Paris Union 

25-26 November 
1963 

Conference of the Member 
States of the Hague Union 

Consideration of financial 
questions concerning the 
Union for the Interna- 
tional Registration of In- 
dustrial Designs 

States Members  of the 
Hague Union 

Other Member State 
Paris Union 

of the 

Geneva 27-29 November 
1963 

Interunion   Coordinating 
Committee 

Consideration of the Pro- 
gramm and the budget of 
BIRPI 

States Members of the Per- 
manent Committee of the 
Berne Union and of the 
Permanent Bureau of the 
Paris Union 

Other Member States of the 
Berne Union and Paris 
Union 

New Delhi 

Geneva 

-7 December 
1963 

27-30 January 
1964 

Eleventh Ordinary Session 
of the Permanent Commit- 
tee of the Berne Union 

Study    Group    on   Ce 
cates  of Authorship 

:tifi 

Consideration of various 
questions concerning Copy- 
right 

Study   of   the   problem   of 
certificates    of   authorship 

to   the   Paris in   relation 
Convention 

* Meetings for which dates have been definitely arranged 

The States Members of the 
Permanent  Committee 

Bulgaria, Czechoslovakia, 
Hungary, Israel, Nether- 
lands,   Poland,   Roumania, 
United-Kingdom,  United 
States of America, 
Yougoslavia 

States not Members of the 
Permanent  Committee 
Interested international in- 
tergovernmental   and   non- 
governmental organisations 

USSR 

POLAND 

Appointment of new President of the Patent Office 
We are informed that M. Ignacy Czerwinski, Engineer, has been 

appointed President of the Patent Office of the People's Republic of 
Poland. He succeeds Professor Zbigniew Muszynski who has retired 
from office. 

We take this opportunity of extending our best wishes to Professor 
Muszynski on his retirement and of congratulating the new President 
on his  appointment. 
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STATISTICS 

General Statistics of Industrial Property 
for the year 1961 

2nd Supplement 

The statistics from Greece and Turkey, which were not 
included in our general table of statistics published in Indus- 
trial Property, 1962, on pages 298 to 300, are now reproduced 
below: 

GREECE 

Principal patents applied for 1309 
Additional patents applied for 70 

Total 1379 

Principal patents granted 1036 
Additional patents granted 77 

Total 1113 

National trade marks deposited  1276 
Foreign trade marks deposited  1455 

Total 2731 

National trade marks registered  954 
Foreign trade marks registered  1340 

Total 2294 
TURKEY 

Principal patents applied for  465 
Additional patents applied for  10 

Total 475 

Principal patents granted  209 
Additional patents granted  10 

Total 219 

National trade marks deposited  200 
Foreign trade marks deposited  254 

Total 454 

National trade marks registered  248 
Foreign trade marks registered  485 

Total 733 
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